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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.: 91212024

In the Matter of Application
Serial No. 85/551,808

For the mark: “S.0.B.”
Filed on: February 24, 2012

Published in the Official Gazette on:
July 23, 2013

Opposition No. 91212024
REPUBLIC TECHNOLOGIES (NA), LLC
Opposer,
\2
BROOKS ENTERTAINMENT, INC.

Applicant.

APPLICANT’S MOTION TO AMEND APPLICATION
For the reasons specified in Applicant’s accompanying Memorandum, Applicant
Brooks Entertainment, Inc. respectfully requests that the Application for registration with
the United States Patent and Trademark Office identified by Serial No. 85/551,808 for its
word and design mark, be amended as follows:
AMEND FILING BASIS:
From: Section 1A; Section 44E

To:  Section 1(b) only



Dated: October 1, 2014

Respectfully submitted,

M.E.T.A.L. LAW GROUP, LLP
Attorneys for Brooks Entertainment, Inc.,
“Applicant”

By: /Richard B. Jefferson/
Richard B. Jefferson, Esq.

M.E.T.A.L. Law Group, LLP
Museum Square

5757 Wilshire Blvd., PH 3
Los Angeles, CA 90036

T: (323) 289-2260, ext. 102
F: (323) 289-2261



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Opposition No.: 91212024

In the Matter of Application
Serial No. 85/551,808

For the mark: “S.0.B.”
Filed on: February 24, 2012

Published in the Official Gazette on:
July 23,2013

REPUBLIC TECHNOLOGIES (NA), LLC
Opposer,
V.
BROOKS ENTERTAINMENT, INC.

Applicant.

Opposition No. 91212024

MEMORANDUM IN SUPPORT OF APPLICANT’S
MOTION TO AMEND APPLICATION

Pursuant to Rule 37 CFR § 2.133(a) of the Federal Rules of Regulations, “[a]n
application subject to an opposition may not be amended in substance...except with the
consent of the other party or parties and the approval of the Trademark Trial and Appeal

Board, or upon motion granted by the Board.” [Emphasis Added]. Applicant respectfully

requests that the Board grant its Motion To Amend Application based on the facts and

arguments set forth herein.



L INTRODUCTION

Applicant is an active California corporation that has been in business since July
2002. In 2011, Applicant began selling cigars identified by its original word and design
mark (the “Mark™), to businesses located in the Dominican Republic and in the United
States. Applicant’s startup cigar business has been slowly, but consistently, growing over
the years, and the Mark has gained recognition in the cigar industry. Applicant
acknowledges that the sales over the first few years have not been significant or well
documented; however, Applicant has actively sold its cigars that display the Mark since
2011. In many instances, Applicant has engaged in consignment or cash-on-delivery
arrangements to create awareness in the market. Like with many startup companies,
growth in the first few years has not been impressive, but Applicant continues to
promote, market, and sell its cigars.
IL ARGUMENT

The proposed amendment of the filing basis will not alter the truth or accuracy of
the application since Applicant was selling its cigars in the United States prior to
February 24, 2012, and has continued to sell, its cigars to date.

Applicant believes in good faith that its early and current sales constitute “use in
commerce” since the importation and resale of goods satisfies the definition, and
precedent recognizes that a small volume of sales still constitutes interstate commerce. In

re Silenus Wines Inc., 557 F.2d 806 (CCPA 1977) (the importation and resale of French-

made wine into the United States would be "use in commerce" sufficient to protect the

mark on the wine label.); Maids to Order of Ohio Inc. v. Maid-to-Order Inc., 78 USPQ2d

1899 (TTAB 2006) (the Board found that the defendant's limited use of its mark across

state lines in connection with its recited services provided the defendant's president with a



reasonable basis for her belief that the mark was being used in interstate commerce in
connection with the recited services.). Especially since Applicant’s cigars have been
imported from the Dominican Republic and re-sold in the United States since 2011.
However, amending Applicant’s filing basis to Section 1(b) will eliminate the Board’s
need to determine whether Applicant’s sales and promotional efforts meet the threshold
set by precedent regarding the definition of “use in commerce”, and will make Opposer’s
two recently added claims moot.'

It is also necessary to articulate that if the Board grants Applicant’s Motion to
Amend Application, this will not support Opposer’s fraud claim, as certain precedential
proceedings have ruled, because the present facts are distinguishable from the facts of

those proceedings. Medinol Ltd. v. Neuro Vasx, Inc., 67 USPQ2d 1205 (TTAB 2003);

Hurley Int'l LLC v. Volta, 82 USPQ2d 1339 (TTAB 2007); Sinclair Oil Corp. v.

Kendrick, 85 USPQ2d 1032 (TTAB 2007).

In Medinol, the registrant admitted in a cancellation proceeding that it did not use
its mark on stents (the good at issue), and the Board cancelled registrant’s mark based on
registrant’s material misrepresentations on its statement of use.

In Hurley, the applicant admitted that it did not engage in commerce in the United
States in connection with certain international class 9 goods. The Board found the
applicant’s Motion To Amend Application to be moot, and the Board granted summary
judgment to the opposer in the proceeding based on the applicant’s material

misrepresentations on its application, and throughout the prosecution thereof.

' 15 U.S.C. § 1127 (Constructions and Definitions) states, “For goods, "use" entails placing the mark on the
goods or on packaging for the goods, and selling or transporting the goods in commerce.” McDonald’s
Corp. v. McKinley, 13 USPQ2d 1895, 1898 n. 6 (TTAB 1989) (a priority basis case finding that goods
need not be sold “in order to come within the ambit of the statute™).




In Sinclair Oil, the Board granted the applicant’s Motion To Amend; however, it
granted the opposer’s Motion For Summary Judgment based on the applicant’s
interrogatory responses that stated she “has not engaged in commerce, but has only
attempted to reserve the name and sought a trademark to protect the utilization of the
mark when and if her business is open.", which she was unable to subsequently negate
with evidence to the contrary.

Applicant’s sales that occurred before the application date distinguish this

proceeding from Medinol, Hurley, and Sinclair Oil.

III. CONCLUSION

This proceeding is representative of many startup businesses that begin selling
goods under their mark, apply for a trademark registration to protect their mark, and then
subsequently experience slower than expected sales. Applicant respectfully requests that
the Board take notice of its common situation and grant this Motion To Amend
Application. Further, Applicant requests that the Board enter summary judgment in its

accompanying Motion for Summary Judgment in favor of Applicant.



VERIFIED STATEMENT

The signatory believes that it is entitled to use the applied-for mark in commerce;
it has a bona fide intention to use or use through its related company or licensee the
applied-for mark in commerce on or in connection with the goods/services in the
application.

The signatory being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such
willful false statements and the like may jeopardize the validity of the application or any
registration resulting therefrom, declares that all statements made of its own knowledge

are true and all statements made on information and belief are believed to be true.

Brooks Entertainment, Inc.

By: %w/ Date Signed: ___/ O/ I/ 14

Fran S. Brooks

Title: CEO



CERTIFICATE OF SERVICE

I hereby certify that a true and complete copy of the foregoing APPLICANT’S
MOTION TO AMEND APPLICATION; MEMORANDUM IN SUPPORT THEREOF;
DECLARATION OF SHON BROOKS was served via U.S. Mail, postage prepaid, on
this 1% day of October 2014, upon the attorney of record for Opposer:

Antony J. McShane

Neal, Gerber & Eisenberg, LLP

7 North LaSalle Street, Suite 1700
Chicago, Illinois 60602

By: /Richard B. Jefferson/
Richard B. Jefferson

Date: October 1, 2014



CERTIFICATE OF TRANSMISSION

I hereby certify that the foregoing APPLICANT’S MOTION TO AMEND
APPLICATION; MEMORANDUM IN SUPPORT THEREOF; DECLARATION OF
SHON BROOKS; AMENDED ANSWER TO NOTICE OF OPPOSITION;
APPLICANT’S MOTION FOR SUMMARY JUDGMENT; MEMORANDUM IN
SUPPORT OF APPLICANT’S MOTION FOR SUMMARY JUDGMENT has been filed
electronically with the Trademark Trial and Appeal Board using the Electronic System
for Trademark Trials and Appeals (ESTTA) on October 1, 2014.

By: /Richard B. Jefferson/
Richard B. Jefferson

Date: October 1,2014
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DECLARATION OF SHON BROOKS

I, Shon Brooks, declare and state as follows;

I am the CEO of Applicant Brooks Entertainment, Inc., and hereby declare as
follows:

1. Exhibit A attached hereto is a true and correct copy of a receipt for
payment for the sale of two orders of our cigar products that embody our mark,
Robusto and Torpedo in 2011 to Habana Club Café.

2. Exhibit B attached hereto is a true and correct copy of documents that
show evidence of sales and promotional efforts throughout 2011, 2012, 2013, and
2014.

3. Exhibit C attached hereto is a true and correct copy of three Brooks
Entertainment, Inc. retailer badges, including mine, at this year’s 82" Anmual
Convention & International Trade Show.

I declare under penalty of perjury under the laws of the State of California and
the United States of America that the foregoing is true and correct to the best of my

knowledge.

: Fran Shon Brooks
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