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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Application Serial No. 85-763,145 

Filed on October 25, 2012 

For the mark MAMA’S GIRLS 

Published in the Official Gazette of April 2, 2013 

 

 

------------------------------------------------------ 

DBMK ENTERPRISES, INC.  :     

   Opposer,  : 

      : 

      : 

 vs.     : 

      :   

LELJ INCORPORATED    : 

      : 

   Applicant.  : 

------------------------------------------------------ 

 

 

 

 

Serial No. 85-763,145 

Published on April 2, 2013 

Trademark MAMA’S GIRLS 

 

 

 

 

 

BOX TTAB FEE 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, VA 22313-1451 

 

NOTICE OF OPPOSITION 

 

DBMK Enterprises, Inc., a California corporation (“Opposer”), with offices at 1701 

Stockton Street, San Francisco, California 94133, believes that it will be damaged by registration 

of the proposed mark MAMA’S GIRLS set forth in Application Serial No. 85-763,145, 

published in the Official Gazette on April 2, 2013, for “Restaurant services” in International 

Class 43, and hereby opposes same.  A copy of the Status Page for this application, downloaded 

from the Patent & Trademark Office TSDR Server, is attached hereto as Exhibit A.  This 

Opposition is timely filed because on April 18, 2013, the United States Patent and Trademark 

Office Trademark Trial and Appeal Board granted Opposer’s first request for an extension of 

time to Oppose until July 31, 2013. 



2 
 

As grounds for this Opposition, Opposer relies upon the rights developed by it and 

alleges on knowledge as to itself and otherwise upon information and belief, as follows:  

1. Since at least as early as December 31, 1997, Opposer and its predecessors have 

continuously used the mark MAMA’S ON WASHINGTON SQUARE in interstate commerce in 

the United States in connection with restaurant services. Opposer’s shareholders are Michael and 

Debra Sanchez.  In the 1960s, Michael Sanchez’s parents founded a restaurant located at 1701 

Stockton Street, San Francisco, California called MAMA’S ON WASHINGTON SQUARE.  

Since at least as early as December 31, 1997, Opposer and its predecessors have continuously 

provided restaurant services under the MAMA’S ON WASHINGTON SQUARE mark at that 

same location.  

2. Opposer applied for and obtained United States Trademark Registration No. 

3,322,889, dated October 30, 2007, for its MAMA’S ON WASHINGTON SQUARE mark.  A 

Section 8 Declaration of Use was accepted and acknowledged on December 6, 2012.  True and 

correct copies of Trademark Registration 3,322,889 and the USPTO’s notice of acceptance and 

acknowledgement of the Section 8 Declaration of Use are attached hereto as Exhibit B. 

 3. The MAMA’S ON WASHINGTON SQUARE registration is valid and 

subsisting, unrevoked and uncanceled, and is prima facie evidence of the validity of Opposer’s 

exclusive right to use the MAMA’S ON WASHINGTON SQUARE mark in commerce in 

connection with restaurant services, and constitutes constructive notice of Opposer’s ownership 

of the MAMA’S ON WASHINGTON SQUARE mark for the services described in the 

registration, restaurant services, as provided for by §§7(b) and 22 of the Lanham Act, 15 

U.S.C.A. §§1057(b) and 1072 (2005).   

 4. Opposer has expended substantial amounts of time and effort in advertising and 

promoting its services under the MAMA’S ON WASHINGTON SQUARE mark.  As a result of 
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such advertising and promotional activities, the MAMA’S ON WASHINGTON SQUARE mark 

has become well known and favorably received, the relevant public has come to associate and 

identify the MAMA’S ON WASHINGTON SQUARE mark with Opposer, and Opposer derives 

substantial goodwill from such identification by consumers.  Opposer has received substantial 

praise from national media outlets (including USA Today, ZAGAT, Travel Channel, Restaurant 

Business magazine, Food Network) for the restaurant services it provides under the MAMA’S 

ON WASHINGTON SQUARE service mark, and has been described as a “culinary landmark.”   

5. On April 2, 2013, Applicant LELJ INCORPORATED, c/o Bauer & Keller PLLC, 

21 West 38
th

 Street, 9
th

 Floor, New York, New York 10018 filed an Intent to Use application, 

Serial No. 85-763,145, to register the name MAMA’S GIRLS for use in “Restaurant services” in 

International Class 43.  A true and correct copy of Applicant’s application for the MAMA’S 

GIRLS proposed mark is attached hereto as Exhibit C.  Upon information and belief, Applicant 

obtained a license from Mama’s Girls, LLC, a New York limited liability company, to file for 

the MAMA’S GIRLS proposed mark for purposes of establishing a chain of MAMA’S GIRLS 

restaurants.  Upon information and belief, the Managing members of Mama’s Girls, LLC are the 

sisters of Michael Sanchez, Jennifer Strome and Elizabeth Cuny.   

6. Upon information and belief, Mama’s Girls, LLC is the owner of the domain 

name and website www.mamasfamilyaffair.com.  Attached hereto as Exhibit D is a true and 

correct copy of a print out from the www.whois.com website evidencing that Mama’s Girls, LLC 

is the owner of the www.mamasfamilyaffair.com domain name and website.  That website 

expressly refers to Opposer’s MAMA’S ON WASHINGTON SQUARE restaurant, stating in 

relevant part, “MAMA’S GIRLS, LLC  We all grew up at the original Mama’s on Washington 

Square in San Francisco.  Eight kids.  Mom and Dad cooked all this up, and we’re happy to serve 

you.  Want to CONTACT Mama’s Girls?  E-mail us.”  The underlined reference to “Mama’s on 
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Washington Square” contains a hyperlink to Opposer’s website, www.mamas-sf.com.  

Furthermore, that same website contains images of Opposer’s MAMA’S ON WASHINGTON 

SQUARE restaurant, including images of Opposer’s mark as used in commerce.  True and 

correct copies of screen shots from the www.mamasfamilyaffair.com website that include the 

above-quoted statements, as well as screen shots from the hyperlinked page at Opposer’s 

www.mama-sf.com website and the reviews of Opposer’s restaurant, are attached hereto as 

Exhibit E.   

7.  Upon information and belief, Mama’s Girls, LLC issued a press release dated 

March 8, 2012, regarding aspects of its future restaurant plans.  The press release, entitled 

“Mama’s – San Francisco’s Breakfast Legend – Looks to NYC for Expansion and New Market 

Growth,” states in part that “Working in harmony as Mama raised them, son Michael Jr., with 

wife Debra … keep the family tradition going on Washington Square in San Francisco, while 

Mama’s Girls LLC, four of Mama’s daughters, are going Coast to Coast.  Mama’s is, as always, 

a family affair.”  A true and correct copy of the March 8, 2012 press release is attached hereto as 

Exhibit F. 

Count 1: False Suggestion of Connection 

8. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through 

7 hereof as if fully set forth here. 

9. The Applicant’s proposed mark MAMA’S GIRLS, as set forth in the application 

opposed herein, falsely suggests a connection with Opposer and its MAMA’S ON 

WASHINGTON SQUARE restaurant. 

10. Opposer and its MAMA’S ON WASHINGTON SQUARE restaurant constitute 

an institution for purposes of Section 2(a) of the Trademark Act, 15 U.S.C. § 1052(a). 
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11. Registration may be refused where a proposed mark consists of or comprises 

matter that may falsely suggest a connection with a famous person or institution and that 

consumers would presume such a connection when viewing the mark in relation to the identified 

goods or services. Trademark Act Section 2(a), 15 U.S.C. §1052(a); TMEP §§ 1203.03, 

1203.03(e) and 1203.03(f). 

 12. Applicant’s proposed mark MAMA’S GIRLS for restaurant services constitutes a 

close approximation of the MAMA’S ON WASHINGTON SQUARE mark for the restaurant 

doing business as MAMA’S ON WASHINGTON SQUARE, and Applicant’s proposed mark 

MAMA’S GIRLS for restaurant services would be recognized by consumers as a close 

approximation of the MAMA’S ON WASHINGTON SQUARE restaurant and mark.   

 13. The MAMA’S ON WASHINGTON SQUARE restaurant identified in Opposer’s 

mark is not connected with the services to be performed, or goods to be sold, by Applicant 

under its proposed MAMA’S GIRLS mark.  Applicant is the New York corporation LELJ 

Incorporated, and upon information and belief is the licensee of Mama’s Girls, LLC.  Opposer is 

DBMK Enterprises, Inc., a California corporation located in San Francisco.  None of the 

shareholders of LELJ Incorporated or members of Mama’s Girls, LLC are shareholders in 

Opposer.  Consequently, neither Opposer nor Opposer’s mark is connected with Applicant, 

Applicant’s proposed mark, or any licensor thereof.  

 14. Opposer and its predecessors have continuously provided restaurant services 

under the MAMA’S ON WASHINGTON SQUARE mark in interstate commerce since at least 

December 31, 1997, during which time Opposer and its restaurant have obtained widespread 

publicity and become recognized by the public at large.   

 15. Applicant’s intended restaurant services are the same type of services that 

Opposer provides under Opposer’s MAMA’S ON WASHINGTON SQUARE mark.   The fame 
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and reputation of the MAMA’S ON WASHINGTON SQUARE restaurant is of such a nature 

that a connection with such institution would be presumed when Applicant's proposed mark is 

used for Applicant’s restaurant services.  

 16. If Applicant is permitted to register or use the mark herein opposed for restaurant 

services, consumers will presume a false connection with Opposer, resulting in damage and 

injury to Opposer.  Persons familiar with Opposer’s MAMA’S ON WASHINGTON SQUARE 

restaurant will be likely to frequent Applicant’s restaurant, believing it to be connected with 

Opposer.   

 17. Opposer will be damaged by registration of the mark show in the application 

opposed herein because such registration will support and assist Applicant in suggesting a false 

connection with Opposer, and will give color of rights to Applicant in violation of Opposer’s 

prior and superior statutory and common-law rights in the MAMA’S ON WASHINGTON 

SQUARE mark. 

Count 2: Likelihood of Confusion 

18. Opposer hereby incorporates by reference the allegations of Paragraphs 1 through 

17 hereof as if fully set forth here. 

19. The Applicant’s proposed mark MAMA’S GIRLS, as set forth in the application 

opposed herein, is substantially identical in commercial impression and confusingly similar to 

Opposer’s MAMA’S ON WASHINGTON SQUARE registered mark.  The initial words in the 

marks are identical.  Moreover, upon information and belief, Applicant and Applicant’s licensor 

(Mama’s Girls, LLC) intend to continue to make reference to MAMA’S ON WASHINGTON 

SQUARE in advertising and promotional endeavors associated with restaurant services offered 

under the MAMA’S GIRLS mark.  
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20. Applicant’s mark and Opposer’s mark cover the same services, namely, restaurant 

services, in International Class 043.  

 21. Accordingly, Applicant’s proposed mark is likely to cause confusion, mistake, or 

to deceive the public into believing that Applicant’s services are somehow affiliated or 

associated with, connected to or sponsored by Opposer, in violation of Section 2(d) of the 

Lanham Act. 

 22. If Applicant is permitted to register or use the mark herein opposed, confusion 

would be likely as to the sponsorship of the services, resulting in damage and injury to Opposer 

by reason of the similarity between Applicant’s and Opposer’s marks. Persons familiar with 

Opposer’s MAMA’S ON WASHINGTON SQUARE mark will be likely to purchase 

Applicant’s services, believing them to be affiliated or associated with, connected to or 

sponsored by Opposer.  Likewise, persons exposed to Applicant’s mark who subsequently 

become acquainted with Opposer’s mark, are likely to conclude that the services offered by 

Opposer under its mark are in some manner affiliated or associated with, connected to or 

sponsored by Applicant.  Any such confusion as to sponsorship inevitably would result in 

damage and injury to Opposer. 

 23. Opposer will be damaged by registration of the mark show in the application 

opposed herein because such registration will support and assist Applicant in the confusing and 

misleading use of Applicant’s mark, and will give color of rights to Applicant in violation of 

Opposer’s prior and superior statutory and common-law rights in the MAMA’S ON 

WASHINGTON SQUARE mark. 
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WHEREFORE, Opposer prays that registration of the proposed mark MAMA’S GIRLS 

in Application Serial No. 85-763,145 be denied, and that this Opposition be sustained in favor of 

Opposer. 

 

Dated:  July 31, 2013  

Santa Rosa, California 

 

 

 

 

 

 

 

 

Respectfully submitted, 

/jmb-163603/ 

Jay M. Behmke 

Philip J. Terry 

John B. Dawson 

CARLE, MACKIE, POWER & ROSS, LLP 

100 B Street, Suite 400 

Santa Rosa CA 95401 

Tel: (707) 526-4200 

Fax: (707) 526-4707 
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Certificate of Service 

 

I hereby certify that a true and complete copy of the foregoing NOTICE OF 

OPPOSITION has been served on LELJ INCORPORATED by mailing said copy on July 31, 

2013, via First Class Mail, postage prepaid, to  

 

James E. Rosini, 

Kenyon & Kenyon LLP 

One Broadway 

New York, NY 10004 

 

and 

 

LELJ Incorporated 

c/o Bauer & Keller PLLC 

21 West 38
th

 St., 9
th

 Floor 

New York, NY 10018 

 

And by email on the same date to: 

 

tmdocketny@kenyon.com 

 

 

Dated: July 31, 2013     /John B. Dawson/    

       John B. Dawson 

Carle Mackie Power & Ross LLP 

100 B Street Suite 400 

Santa Rosa CA 95401 

Tel: (707) 526-4200 

Fax: (707) 526-4707 

 

 

 

 


























































