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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Mcintosh Laboratory, Inc.
Granted to Date 07/06/2013

of previous

extension

Address 2 Chambers Street

Binghamton, NY 13903
UNITED STATES

Attorney Wayne B. Cooper

information Law Offices of Wayne B. Cooper

30 Oakland Avenue

San Anselmo, CA 94960

UNITED STATES

cooperlaw@comcast.net Phone:415-482-0595

Applicant Information

Application No 85801361 Publication date 05/07/2013
Opposition Filing 06/28/2013 Opposition 07/06/2013
Date Period Ends

Applicant Acer Capital Group, Inc.

18101 Von Karman Avenue, Suite 330
Irvine, CA 92612
UNITED STATES

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: Audio speakers

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)
False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 656034 Application Date 09/28/1956

No.

Registration Date | 12/24/1957 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark MCINTOSH
Design Mark
Description of NONE

Mark

Goods/Services

Class U021 (International Class 009). First use: First Use: 1949/05/23 First Use

In Commerce: 1949/05/23

AUDIO AMPLIFIERS AND MODULATORS

U.S. Registration | 1106001 Application Date 12/16/1977

No.

Registration Date | 11/14/1978 Foreign Priority NONE
Date

Word Mark MCINTOSH

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1957/00/00 First Use In Commerce: 1957/00/00
TUNERS, RADIO RECEIVERS, AND LOUDSPEAKERS

U.S. Registration | 2022091 Application Date 12/26/1995

No.

Registration Date | 12/10/1996 Foreign Priority NONE
Date

Word Mark MCINTOSH

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1980/00/00 First Use In Commerce: 1980/00/00

audio and video equipment, namely tuners, preamps, amplifiers, receivers,
loudspeakers, environmental equalizers, system controllers and switches,

remote control devices, and compact disc players

U.S. Registration | 2035338 Application Date 12/26/1995

No.

Registration Date | 02/04/1997 Foreign Priority NONE
Date

Word Mark MCINTOSH

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1985/00/00 First Use In Commerce: 1985/00/00

audio and video equipment, namely, tuners, preamps, amplifiers, receivers,
loudspeakers, environmental equalizers, system controllers and switches,
remote control devices, compact disc players, laser disc players, and car stereo
head units; and home theatre systems, and car stereo systems comprised of

some or all of the foregoing

U.S. Registration | 2709210 Application Date 07/02/2002
No.
Registration Date | 04/22/2003 Foreign Priority NONE

Date




Word Mark MCINTOSH
Design Mark

Description of NONE
Mark

Goods/Services Class 009. First use: First Use: 1978/11/01 First Use In Commerce: 1978/11/01

Audio and video equipment, namely-- tuners, preamps, amplifiers, receivers,
loudspeakers, environmental equalizers, system controllers and switches,
remote control devices, compact disc players, and head units; and home theatre
systems, and car stereo systems comprised of some or all the foregoing

Related Case 8:13-cv-008480JST-FFM in the U.S. District Court for the Central District
Proceedings of California, filed May 31, 2013.
Attachments Notice of Opposition.pdf(1142998 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /wbc/
Name Wayne B. Cooper
Date 06/28/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In the Matter of )
Application Serial No. 85/801361 )
Published in the Official Gazette )
May 7, 2013 )
)
McINTOSH LABORATORY, INC. )
)
Opposer ) Mark: MACNTOSH
)
V. ) Opposition No.
)
ACER CAPITAL GROUP, INC. dba )
ACG COMPANIES )
)
Applicant )
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Opposer McINTOSH LABORATORY, INC., a Delaware corporation with its
principal place of business at 3 Chambers Street, Binghamton, NY 13903, hereby

.....

opposes Application No. 85/801361, for registration of the mark “MACNTOSH” in
International Class 9, filed by Applicant ACER CAPITAL GROUP, INC,, a California
corporation with its principal place of business at 18101 Von Karman Avenue, Suite
330, Irvine, CA 92612.

As grounds for its opposition, Opposer alleges that:

1. Opposer has obtained the necessary extension of time within which to
file this Notice of Opposition.

2. Applicant seeks to register the mark “MACNTOSH” for audio speakers,

in International Class 9.

3. Opposer is an American manufacturer of handcrafted, high-end audio

equipment, including but by no means limited to audio speakers of the utmost

quality. Opposer has been continuously producing and selling a wide range of audio




equipment under the MCINTOSH® brand and trademark ever since its founding by
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Frank McIntosh in 1949. Opposer maintains its website at www.mcintoshlabs.com.
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Opposer's products are manufactured at its factory in Binghamton, New York, which
includes extensive engineering, research, and testing laboratories as well as
Opposer’s manufacturing facilities. Opposer’s “MCINTOSH” marks have been
continuously registered for many years, and in various forms, for a wide range of
audio and video products including audio speakers, both in the United States and in
numerous other countries throughout the world.

4. Opposer’s products include high quality amplifiers, receivers, home
theater processers, blu ray players, CD players, DVD players, turntables, tuners,
speakers, cables, car audio equipment, and other MCINTOSH branded merchandise.
Opposer’'s products have been heralded as “the choice of rock n’ roll icons” by
Forbes.com, and are regularly featured in publications such as Rolling Stone, The
New York Times, The Wall Street Journal, and The Hollywood Reporter. In January of
2013, CBS’s This Morning ran an in-depth story on the history of Opposer and its
American heritage.

5. Opposer has expended substantial time, effort and money in the
promotion and advertising of its products under the MCINTOSH marks, including
advertisements, articles and news releases in local, nationwide, and international
magazines, trade publications, and the Internet. MCINTOSH products have been
featured in numerous movies and television programs, including the currently
produced CBS program “Elementary,” which is among this season’s five highest
rated dramatic series. As a result of this widespread and continuous use, praise, and
promotion by Opposer, the MCINTOSH brand has achieved broad recognition, both
nationally and internationally, as identifying only the highest quality, American
made audio products, distinguishing such products from those of others. As such,

the MCINTOSH marks have acquired secondary meaning in the minds of the

consuming public, and have achieved immensely valuable fame, reputation, and

goodwill.
(Given that the MACNTOSH and MC(I

virtually indistinguishable in sight and sound, and the complete overlap of the goods




and services (audio equipment) in which the marks are used in commerce,
Applicant’s use of the MACNTOSH trade name and trademark is likely to mislead
and confuse consumers as to the source and nature of Applicant’s products, and

consumers are likely to believe that MACNTOSH products are the same as or are
somehow affiliated with or sponsored or endorsed by the famous MCINTOSH brand,
when in fact no such affiliation, association, sponsorship, or endorsement exists.

7. Despite Opposer's long-standing prior rights in its MCINTOSH marks
for audio and video products, including audio speakers, Applicant has sought to
register the "MACNTOSH” mark for audio speakers. In light of Opposer’s extensive
advertising and promotion of its MCINTOSH marks, and the MCINTOSH marks’
widespread recognition and association specifically with Opposer and Opposer’s
highly reputed audio and video products, Applicant’s adoption of the mark
"MACNTOSH" leaves no possibility for doubt that Applicant’s clear intent has been
to trade on the goodwill and reputation of Opposer’s MCINTOSH marks.

8. Potential purchasers of Applicant’s products are likely to mistakenly
believe that those products are manufactured by Opposer, or are otherwise
endorsed, approved, or licensed by Opposer, none of which is true. Thus,
registration and use by Applicant of its MACNTOSH mark for audio products,
including but not limited to audio speakers, is likely to cause confusion, mistake, or
deception in violation of 15 U.S.C. §1052(d).

9. Registration of Applicant’s MACNTOSH mark would impair, diminish,
and dilute the distinctive quality of Opposer’s famous MCINTOSH marks by blurring,
as well as tarnishing the distinctiveness of Opposer’s MCINTOSH marks in violation
of 15 U.S.C. §1125(c), through use of Applicant’s mark on products which are of poor
quality, are of foreign origin, and which lack the extensive warranty protection and
customer service for which Opposer is renowned. In those respects, Applicant’s
MACNTOSH products would be directly contradictory to the criteria that have
distinguished Opposer’s products for well over half a century.

WHEREFORE, Opponent requests that this Opposition be sustained, and that
Application No. 85/801361 be denied.




Dated: June 28, 2013

Respectfully submitted,

McINTOSH LABORATORY, INC.

Law Oftices of Wayne B. Cooper
Thirty Oakland Avenue

San Anselmo, CA 94960

Tel. (415) 482-0595

Fax. (415) 482-0171
cooperlaw@comcast.net




