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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Notorious Entertainment LLC

Granted to Date
of previous
extension

06/26/2013

Address 1710 Broadway
New York, NY 10019
UNITED STATES

Attorney
information

Lynne E. Graybeal and Julianne A. Henley
Perkins Coie LLP
1201 Third Avenue, Suite 4900
Seattle, WA 98101-3099
UNITED STATES
pctrademarks@perkinscoie.com, lgraybeal@perkinscoie.com,
jhenley@perkinscoie.com, bbarrera@perkinscoie.com Phone:206 359 8000

Applicant Information

Application No 78745656 Publication date 02/26/2013

Opposition Filing
Date

06/26/2013 Opposition
Period Ends

06/26/2013

Applicant VIACOM INTERNATIONAL INC.
1515 BROADWAY
NEW YORK, NY 10036
UNITED STATES

Goods/Services Affected by Opposition

Class 041.
All goods and services in the class are opposed, namely: ENTERTAINMENT SERVICES, NAMELY
TELEVISION PROGRAMS FEATURING LIVE ACTION, COMEDY AND DRAMA; PROVIDING
ONLINE INFORMATION IN THE FIELD OF ENTERTAINMENT CONCERNING TELEVISION
PROGRAMS

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2142990 Application Date 12/27/1994

Registration Date 03/10/1998 Foreign Priority
Date

NONE



Word Mark NOTORIOUS

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1997/10/01 First Use In Commerce: 1997/10/01
magazines containing news and features on social and cultural issues and
profiles of individuals

U.S. Registration
No.

3804970 Application Date 07/18/2003

Registration Date 06/15/2010 Foreign Priority
Date

NONE

Word Mark NOTORIOUS

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2005/00/00 First Use In Commerce: 2005/00/00
providing online information in the fields of music, social and cultural
entertainment events and biological profiles of celebrities and other individuals in
the music and entertainment field via an Internet website

U.S. Application/
Registration No.

NONE Application Date NONE

Registration Date NONE

Word Mark NOTORIOUS

Goods/Services On information and belief, Opposer is an entertainment and media
company that promotes a variety of entertainment focused goods and
services in connection with the NOTORIOUS trademark, including
entertainment offerings that exceed the scope of Opposer's Class 16
Registration and Opposer's Class 41 Registration, including but not
limited to film offerings.

Attachments SO NOTORIOUS Notice of Opposition 06-26-13.pdf(19381 bytes )
SO NOTORIOUS Opposition Exhibit A.pdf(37013 bytes )
SO NOTORIOUS Opposition Exhibit B.pdf(36528 bytes )
SO NOTORIOUS Opposition Exhibit C Part 1.pdf(3191223 bytes )
SO NOTORIOUS Opposition Exhibit C Part 2.pdf(4291261 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Julianne A. Henley/

Name Lynne E. Graybeal and Julianne A. Henley

Date 06/26/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Notorious Entertainment LLC, 
 
  Opposer, 
 
 v. 
 
Viacom International Inc. 
 
  Applicant. 
 

 
Opposition No.:  
 
NOTICE OF OPPOSITION 
 
Mark:              SO NOTORIOUS 
Serial No.:             78/745,656 
Filing Date: November 2, 2005 

 

Notorious Entertainment LLC ("Opposer") believes that it will be damaged by 

registration of the SO NOTORIOUS trademark ("Applicant's Mark"), in International Class 41, 

for use in connection with those services identified in Application Serial No. 78/745,656 

(“Application”), and hereby opposes the Application.  As grounds for its opposition, Opposer 

alleges as follows: 

I. PARTIES 

1. Opposer is a Delaware limited liability company, having a place of business in New York, 

New York. 

2. On information and belief, Applicant Viacom International Inc. ("Applicant") is a Delaware 

corporation.  

II. OPPOSER'S MARK 

3. Opposer is an entertainment and media company that promotes a variety of entertainment-

focused goods and services (collectively, “Opposer’s Offerings”).  

4. Opposer is the owner of the NOTORIOUS trademark ("Opposer's Mark"), used in 

connection with Opposer’s Offerings since at least as early as 1996. 

5. On information and belief, Opposer acquired Opposer’s Mark in 1998. 
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6. Opposer owns federal Registration No. 2,142,990 ("Opposer's Class 16 Registration") for 

Opposer's Mark in connection with “magazines containing news and features on social and 

cultural issues and profiles of individuals” in Class 16.  A soft copy of this registration, in the 

form of a printout from the Trademark Office's on-line website, is attached as Exhibit A 

hereto. 

7. Opposer’s Class 16 Registration was filed on December 27, 1994 and has been registered 

since 1998. 

8. Opposer owns federal Registration No. 3,804,970 ("Opposer's Class 41 Registration") for 

Opposer's Mark in connection with “providing online information in the fields of music, 

social and cultural entertainment events and biological profiles of celebrities and other 

individuals in the music and entertainment field via an Internet website” in Class 41.  A soft 

copy of this registration, in the form of a printout from the Trademark Office's on-line 

website, is attached as Exhibit B hereto. 

9. Opposer’s Class 41 Registration was filed on July 18, 2003 and has been registered since 

2010. 

10. Opposer also owns common law rights in Opposer’s Mark dating back to at least as early as 

1996.   

11. Opposer’s Offerings have received widespread recognition during this seventeen (17) year 

period.   

12. Opposer’s Mark and Opposer’s Offerings are closely associated with two famous entertainers: 

(a) Christopher Wallace, also known as, Biggie Smalls, and most commonly known as the 

Notorious B.I.G., a talented musician who was murdered in 1997, and (b) Sean Combs, a 

close associate of Mr. Wallace prior to his death.  Some background information regarding 

Mr. Wallace, Mr. Combs, and Opposer’s Offerings are attached as Exhibit C hereto. 

13. On information and belief, Opposer is an affiliate entity of Mr. Combs. 
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14. Opposer’s Offerings include the prominent use of Opposer’s Mark as the title for the 2009 

movie about Mr. Wallace’s life and death, “NOTORIOUS,” which grossed $36,845,254 

domestically and $40,485,999 worldwide.  See Id. 

15. Opposer’s Mark and Opposer’s Offerings are widely known and recognized.  As a result, 

Opposer has developed substantial goodwill in Opposer's Mark, which is well known in the 

entertainment field. 

III. APPLICANT'S MARK AND APPLICATION 

16. The Application was filed on November 2, 2005 ("Filing Date"), based on Applicant's intent 

to use Applicant’s Mark in the United States.   

17. Applicant's Services ("Applicant's Services"), as listed in the application, are: 

 
Entertainment services, namely television programs featuring live action, comedy 
and drama; providing online information in the field of entertainment concerning 
television programs 

18. No Statement of Use or Amendment to Allege Use has been filed in connection with the 

Application, which remains pending on an intent-to-use basis.   

19. The Application was published in the United States Patent and Trademark Office’s Official 

Gazette on February 26, 2013. 

20. This Notice of Opposition is timely because Opposer was granted an extension of time to 

oppose the Application on or before June 26, 2013. 

IV. CLAIMS 

A. PRIORITY AND LIKELIHOOD OF CONFUSION 

21. Opposer's Mark is distinctive for Opposer's Offerings. 

22. Opposer owns Opposer's Class 16 Registration and Opposer’s Class 41 Registration for 

Opposer's Mark. 



 -4- 
82883-7009/LEGAL27114616.1  

23. Opposer and/or its predecessors has/have used and/or owned Opposer’s Mark in connection 

with Opposer’s Offerings and/or Opposer’s Class 16 Registration and Opposer’s Class 41 

Registration since prior to the Filing Date. 

24. Opposer has not abandoned Opposer's Mark in connection with Opposer's Offerings. 

25. As a result of its extensive use and promotion of Opposer's Mark, Opposer’s Mark has 

developed substantial goodwill and is a strong mark. 

26. Opposer's Mark and Applicant's Mark are highly similar, differing only by the addition of the 

term “SO” in Applicant’s SO NOTORIOUS Mark.   

27. Opposer's Offerings and Applicant's Services overlap and are related, because Applicant's 

Services are comprised of “entertainment services,” just like Opposer’s Offerings.  Moreover, 

Applicant’s Services have no limitations on trade channels or consumers, other than to note 

that Applicant’s Services are provided or available via television, as is common among 

entertainment offerings.   

28. In view of the similarity between Applicant's Mark and Opposer's Mark and the overlapping 

nature of the parties’ respective offerings, Applicant's Mark so resembles Opposer's Mark as 

to be likely to cause confusion, or to cause mistake, or to deceive as to the origin, 

sponsorship, and/or approval of Applicant's Services, and is likely to suggest an affiliation, 

connection, or association of Applicant and Applicant's Services with Opposer and Opposer's 

Offerings, with consequent injury to Opposer, the trade, and to the public. 

29. The registration of Applicant's Mark with Applicant's Services would prevent Opposer from 

exercising exclusive control over the goodwill and reputation associated with Opposer's 

Mark.  Therefore, the registration of Applicant's Mark with Applicant's Services would 

damage and injure Opposer. 

30. Opposer will also be damaged by the registration of Applicant's Mark with Applicant's 

Services because such registration will support statutory rights for Applicant in violation and 

derogation of Opposer's prior, superior, and exclusive rights in Opposer's Mark. 
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V. REQUEST FOR RELIEF 

WHEREFORE, Opposer respectfully requests that its opposition be sustained and that the 

Application be denied and refused registration.  This Notice of Opposition is filed according to 

the rules governing electronic submissions to the Trademark Trial and Appeal Board, including 

payment of the requisite $300 fee (i.e., $300 per class). 

 

DATED:  June 26, 2013. 

Respectfully submitted, 
 
PERKINS COIE LLP 

By: /Lynne E. Graybeal/ 
Lynne E. Graybeal 
Attorney for Opposer 
1201 Third Avenue, Suite 4900 
Seattle, Washington  98101-3099 

CERTIFICATE OF SERVICE 

 I hereby certify that this NOTICE OF OPPOSITION 

is being deposited with the United Parcel Service with 

sufficient postage on June 26, 2013, in an envelope 

addressed to Kiersten Skog, Viacom International Inc. c/o 

Anthony Oritz, 1515 Broadway 51st Floor, New York, 

New York 10036. 

 

Signature: /Sachiko Crowder/ 
                 Sachiko Crowder                
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Word Mark NOTORIOUS

Goods and 
Services

IC 016. US 002 005 022 023 029 037 038 050. G & S: magazines containing news and features 
on social and cultural issues and profiles of individuals. FIRST USE: 19971001. FIRST USE IN 
COMMERCE: 19971001

Mark Drawing 
Code

(1) TYPED DRAWING

Serial Number 74615760

Filing Date December 27, 1994

Current Basis 1A

Original Filing 
Basis

1B

Published for 
Opposition September 26, 1995

Registration 
Number 2142990

Registration Date March 10, 1998

Owner (REGISTRANT) Notorious Partners L.P. composed of O.D.A. Inc., a Delaware Corporation 
LIMITED PARTNERSHIP DELAWARE Suite 906, 37 East 28th Street New York NEW YORK 
10016 

(LAST LISTED OWNER) NOTORIOUS ENTERTAINMENT LLC LIMITED LIABILITY COMPANY 
DELAWARE 1710 Broadway, 4th Floor New York NEW YORK 10019 

Assignment 
Recorded

ASSIGNMENT RECORDED

Attorney of 
Record Richard Ross

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 8 (6-YR). SECTION 8(10-YR) 20080913.

Renewal 1ST RENEWAL 20080913

Live/Dead LIVE

Page 1 of 2Trademark Electronic Search System (TESS)
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Typed Drawing  

        

United States Patent and Trademark Office
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  Trademarks > Trademark Electronic Search System (TESS) 
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Logout

Word Mark NOTORIOUS

Goods and 
Services

IC 041. US 100 101 107. G & S: providing online information in the fields of music, social and 
cultural entertainment events and biological profiles of celebrities and other individuals in the music 
and entertainment field via an Internet website. FIRST USE: 20050000. FIRST USE IN 
COMMERCE: 20050000

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 78977746

Filing Date July 18, 2003

Current Basis 1A

Original Filing 
Basis 1B

Published for 
Opposition

January 23, 2007

Registration 
Number 3804970

Registration 
Date June 15, 2010

Owner (REGISTRANT) Notorious Entertainment LLC LIMITED LIABILITY COMPANY DELAWARE 1710 
Broadway, 4th Floor New York NEW YORK 10019

Attorney of 
Record

Richard Ross

Prior 
Registrations 2154015

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead 
Indicator

LIVE
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