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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Marvel Characters, Inc.

Granted to Date
of previous
extension

06/23/2013

Address 1600 Rosecrans Avenue
Manhattan Beach, CA 90266
UNITED STATES

Attorney
information

Linda K. McLeod
KELLY IP, LLP
1330 CONNECTICUT AVE., N.W.SUITE 300
WASHINGTON, DC 20036
UNITED STATES
linda.mcleod@kelly-ip.com, docketing@kelly-ip.com, david.kelly@kelly-ip.com,
stephanie.bald@kelly-ip.com, larry.white@kelly-ip.com

Applicant Information

Application No 85483515 Publication date 12/25/2012

Opposition Filing
Date

06/24/2013 Opposition
Period Ends

06/23/2013

Applicant Sabertooth Motorcycles, LLC
26 Lyman Rd.
Chestnut Hill, MA 02467
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 2002/02/01 First Use In Commerce: 2002/03/01
All goods and services in the class are opposed, namely: Articles of protective clothing for protection
against accident or injury for use in motorcycling and motorsports; Audio equipment for vehicles,
namely, stereos, speakers, amplifiers, equalizers, crossovers and speaker housings; Audio tapes
featuring music; Automatic indicators of low pressure in tires; Automotive measuring instruments,
namely, water temperature gauges, air fuel/ratio gauges, boost gauges, vacuum gauges and exhaust
gas temperature gauges; Automotive testing equipment, namely, transmission testing and brake
testing equipment; Backlit signs; Bags and cases specially adapted for holding or carrying portable
telephones and telephone equipment and accessories; Bags for cameras and photographic
equipment; Batteries and battery chargers; Battery boxes; Battery monitors; Bicycle helmets; Body
armor; Camera cases; Car broadcasting tuners; Car navigation computers; Carrying cases for
electronic equipment, namely, cellphones, computers; Cases for eyeglasses and sunglasses; Cases
for music, audio and related electronic equipment, namely, cases for audio tuners, audio receivers,
amplifiers, tape players, compact disc players, MP3 controllers/players, audio mixers, audio speakers
in the nature of music studio monitors, microphones, audio speakers, compact discs, audio tapes,
portable computers, antennas, phonographic record players, audio recording equipment, and the
cables associated with all of the foregoing equipment; Cellular telephones; Chargers for batteries;



Clothing for protection against accidents, irradiation and fire; Computer application software for
mobile phones, namely, software for smartphones that provides users the ability to remotely control
features of their motor vehicle; Computer game software; Computer software and hardware for
remotely monitoring motor vehicle location and systems; Computer software for operating a motor
vehicle dealership; Crash helmets; Cruise controls for motor vehicles; Cruise controls for
motorcycles; Downloadable electronic newsletters in the field of motorcycles, motor vehicles and
motorsports; DVDs featuring motorcycles and motorsports; Electric signs; Electronic controllers for
motor vehicle steering, traction and stability control; Electronic game software; Electronic
publications, namely, magazines and manuals featuring motorcycles, motor vehicles and motorsports
recorded on computer media; Electronic signs; Eyewear; Eyewear cases; Fridge magnets; Gloves for
protection against accidents; GPS navigation device; Helmets for bicycles; Helmets for motorcyclists;
Holders for compact discs; Jump start cables; Keyless entry system and keyless ignition switch
system for automotive vehicles comprised of a microprocessor, electronic signal receiver, and keyfob
with electronic signal transponder; Knee pads for workers; Laptop carrying cases; Life jackets;
Mechanical signs; Motor vehicle to trailer electrical connectors; Motorcycle goggles; Motorcycle
helmets; Mouse pads; Mousepads; Musical recordings; Neon signs; Parts for anti-theft automotive
alarms, namely, electronic sensors, remote control transmitters and receivers for remotely operating
land vehicles; Pre-paid telephone calling cards, magnetically encoded; Protective helmets; Protective
industrial boots; Protective padded clothing for protection against bodily harm and blunt force trauma;
Protective work gloves; Racing safety apparel, namely, flame retardant balaclavas; Radar detectors;
Radios for vehicles; Refrigerator magnets; Safety goggles; Safety helmets; Safety products, namely,
embroidered reflective patches to be worn on clothing; Safety products, namely, reflective helmet
skirts; Safety products, namely, reflective safety bands to be worn on the body; Sirens; Slide boxes;
Snow goggles; Speedometers; Sunglasses; Support belts for workers; Tachometers; Tire pressure
gauges; Tire tread depth gauges; Vehicle locating, tracking and security system comprised of an
antenna and radio transmitter to be placed in a vehicle; Vehicle locator and recovery device
programmed to use global positioning systems (GPS) and cellular telecommunications; Vehicle
radios; Vehicle safety equipment, namely, back-up sensors and cameras; Vehicle safety equipment,
namely, electronic tire pressure monitors; Vehicle safety equipment, namely, electronic vibration,
shock, motion, angle, temperature and voltage monitors; Vehicle tracking devices comprised of
cellular radio modules, computer software and computer hardware, sensors, transmitters, receivers
and global positioning satellite receivers, all for use in connection with vehicle tracking, vehicle
monitoring and anti-theft vehicle alarms; Vehicles breakdown warning lamps; Voltmeters; Warning
triangles to indicate vehicle breakdowns; Welding helmets

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Other Void ab Initio

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1836773 Application Date 08/16/1993

Registration Date 05/17/1994 Foreign Priority
Date

NONE

Word Mark SABRETOOTH

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1990/12/00 First Use In Commerce: 1990/12/00
publications; namely, comic books and magazines and stories in illustrated form;
trading cards

Attachments SABERTOOTH Notice of Opposition.pdf(656060 bytes )



Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Linda K. McLeod/

Name Linda K. McLeod

Date 06/24/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

MARVEL CHARACTERS, INC., 
 

Opposer  

v. 

SABERTOOTH MOTORCYCLES, LLC., 
 

Applicant. 
 

 
 
Opposition No.: 

 
Mark:  SABERTOOTH 
Serial No.: 85483515 
Filed:  November 30, 2011 

 

 
 

NOTICE OF OPPOSITION 
 

Marvel Characters, Inc. (“Opposer”), a corporation of the State of Delaware, 

having a principal place of business at 1600 Rosecrans Avenue, Manhattan Beach, 

California, 90266, believes that it is being and will be damaged by the registration of the 

mark shown in Application Serial No. 85483515, and hereby opposes the same.  As 

grounds for its opposition, Opposer alleges that, upon actual knowledge with respect to 

itself and its own acts, and upon information and belief as to other matters: 

Opposer and its Business 
 

1. Opposer, by and through its predecessors and related companies 

(collectively “Opposer”), is one of the world’s most prominent character-based 

entertainment companies, with a library of over 8,000 characters featured in a variety of 

media for over seventy years. 

2. Since at least December 1990, Opposer has used its SABRETOOTH 

character, name, and mark in commerce in connection with publications, namely comic 

books, magazines and stories, and trading cards.  SABRETOOTH is the name of one of 

Opposer’s prominent fictional villains in the X-Men.  The SABRETOOTH character 

appears in the first Wolverine movie titled, X-Men Origins: Wolverine, released in the 
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Spring of 2009. 

3.   Opposer’s SABRETOOTH character, name, and mark has also been 

prominently featured in several X-Men animated television series and video games. 

Additionally, Opposer’s SABRETOOTH character has been ranked among the best 

comic-book characters of all time. 

4. Opposer has a long history of using its characters, names, and marks 

appearing in one medium (e.g., comic book) and creating a franchise of creative works 

around the character (e.g., novels, motion pictures, television shows, computer games, 

etc.).   

5. Further, Opposer has a long history of  merchandising its characters, 

names, and marks (themselves and through licensees) on a wide variety of merchandise 

ranging from key chains and pins to stickers and notebooks to all types of bags to house 

wares to bedding and linens to apparel and to sporting goods, just to name a few.    

6. Opposer has used its SABRETOOTH character, name, and mark in 

commerce in connection with, among other products, comic books, trading cards, posters, 

magnets, action figures, clothing, video games, arcade games, and films since before the 

filing date of  Application Serial No. 85483515, and any date of first use that may be 

alleged by Applicant. 

7. Opposer’s SABRETOOTH character, name, and mark have received 

unsolicited media attention nationwide, including but not limited to coverage in nationally 

circulated publications such as The New York Times, The New York Post, The Dallas 

Morning Star, The Seattle Times, The Washington Times, The Boston Herald, The Miami 

Herald, The Milwaukee Sentinel, The Associated Press, and Dow Jones Online, just to 

name a few.   Such media attention has had a substantial impact on the public, and 

evidences the fame of Opposer’s SABRETOOTH character, name, and mark.  
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8. In addition, Opposer also owns valid and subsisting U.S. Registration No. 

1836773 for the SABRETOOTH mark for “publications; namely, comic books and 

magazines and stories in illustrated form; trading cards” in Class 16.  (Printouts from the 

U.S. Patent and Trademark TDSR database, including assignment records, are attached 

as Exhibit A) (collectively, the goods and services in Paragraphs 2-7 above are referred to 

as “Opposer’s Goods and Services”). 

9. The foregoing registration is valid and subsisting and constitutes prima facie 

evidence of the validity of the mark and registration, and of Opposer’s ownership of and 

exclusive right to use the SABRETOOTH mark in commerce. 

Applicant and its Application 

10. Sabertooth Motorcycles, LLC. (“Applicant”), the listed owner of Application 

Serial No. 85483515, is a limited liability company of  Delaware with an address of 26 

Lyman Road, Chestnut Hill, Massachusetts, 02467. 

11. On November 30, 2011, Applicant filed  Application Serial No. 85483515 to 

register the SABERTOOTH mark (“the SABERTOOTH Application”) under Section 1(a), 

15 U.S.C. §1051(a), before the U.S. Patent and Trademark Office (“PTO”) for the 

following goods: 

Articles of protective clothing for protection against accident or injury for use in 
motorcycling and motorsports.; Audio equipment for vehicles, namely, stereos, 
speakers, amplifiers, equalizers, crossovers and speaker housings; Audio tapes 
featuring music; Automatic indicators of low pressure in tires; Automotive 
measuring instruments, namely, water temperature gauges, air fuel/ratio gauges, 
boost gauges, vacuum gauges and exhaust gas temperature gauges; Automotive 
testing equipment, namely, transmission testing and brake testing equipment; 
Backlit signs; Bags and cases specially adapted for holding or carrying portable 
telephones and telephone equipment and accessories; Bags for cameras and 
photographic equipment; Batteries and battery chargers; Battery boxes; Battery 
monitors; Bicycle helmets; Body armor; Camera cases; Car broadcasting tuners; 
Car navigation computers; Carrying cases for electronic equipment, namely, 
cellphones, computers; Cases for eyeglasses and sunglasses; Cases for music, 
audio and related electronic equipment, namely, cases for audio tuners, audio 
receivers, amplifiers, tape players, compact disc players, MP3 controllers/players, 
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audio mixers, audio speakers in the nature of music studio monitors, microphones, 
audio speakers, compact discs, audio tapes, portable computers, antennas, 
phonographic record players, audio recording equipment, and the cables 
associated with all of the foregoing equipment; Cellular telephones; Chargers for 
batteries; Clothing for protection against accidents, irradiation and fire; Computer 
application software for mobile phones, namely, software for smartphones that 
provides users the ability to remotely control features of their motor vehicle.; 
Computer game software; Computer software and hardware for remotely 
monitoring motor vehicle location and systems.; Computer software for operating a 
motor vehicle dealership.; Crash helmets; Cruise controls for motor vehicles; 
Cruise controls for motorcycles; Downloadable electronic newsletters in the field of 
motorcycles, motor vehicles and motorsports.; DVDs featuring motorcycles and 
motorsports.; Electric signs; Electronic controllers for motor vehicle steering, 
traction and stability control.; Electronic game software; Electronic publications, 
namely, magazines and manuals featuring motorcycles, motor vehicles and 
motorsports recorded on computer media; Electronic signs; Eyewear; Eyewear 
cases; Fridge magnets; Gloves for protection against accidents; GPS navigation 
device; Helmets for bicycles; Helmets for motorcyclists; Holders for compact discs; 
Jump start cables; Keyless entry system and keyless ignition switch system for 
automotive vehicles comprised of a microprocessor, electronic signal receiver, and 
keyfob with electronic signal transponder; Knee pads for workers; Laptop carrying 
cases; Life jackets; Mechanical signs; Motor vehicle to trailer electrical connectors; 
Motorcycle goggles; Motorcycle helmets; Mouse pads; Mousepads; Musical 
recordings; Neon signs; Parts for anti-theft automotive alarms, namely, electronic 
sensors, remote control transmitters and receivers for remotely operating land 
vehicles; Pre-paid telephone calling cards, magnetically encoded; Protective 
helmets; Protective industrial boots; Protective padded clothing for protection 
against bodily harm and blunt force trauma; Protective work gloves; Racing safety 
apparel, namely, flame retardant balaclavas; Radar detectors; Radios for vehicles; 
Refrigerator magnets; Safety goggles; Safety helmets; Safety products, namely, 
embroidered reflective patches to be worn on clothing; Safety products, namely, 
reflective helmet skirts; Safety products, namely, reflective safety bands to be worn 
on the body; Sirens; Slide boxes; Snow goggles; Speedometers; Sunglasses; 
Support belts for workers; Tachometers; Tire pressure gauges; Tire tread depth 
gauges; Vehicle locating, tracking and security system comprised of an antenna 
and radio transmitter to be placed in a vehicle; Vehicle locator and recovery device 
programmed to use global positioning systems (GPS) and cellular 
telecommunications; Vehicle radios; Vehicle safety equipment, namely, back-up 
sensors and cameras; Vehicle safety equipment, namely, electronic tire pressure 
monitors; Vehicle safety equipment, namely, electronic vibration, shock, motion, 
angle, temperature and voltage monitors; Vehicle tracking devices comprised of 
cellular radio modules, computer software and computer hardware, sensors, 
transmitters, receivers and global positioning satellite receivers, all for use in 
connection with vehicle tracking, vehicle monitoring and anti-theft vehicle alarms; 
Vehicles breakdown warning lamps; Voltmeters; Warning triangles to indicate 
vehicle breakdowns; Welding helmets in Class 9. 
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12. Applicant filed the SABERTOOTH Application under Section 1(a), 15 U.S.C. 

§ 1051(a), claiming that “the mark was first used by the applicant or the applicant's related 

company or licensee predecessor in interest at least as early as 02/01/2002, and first 

used in commerce at least as early as 03/01/2002, and is now in use in such commerce.” 

13. On November 30, 2011, Ben Daniels (“Daniels”), President of Sabertooth 

Motorcycles, LLC, signed the verified declaration on behalf of Applicant under 18 U.S.C. 

Section 1001 in support of the SABERTOOTH Application.  Applicant, through Daniels, 

declared under penalty of fine or imprisonment “that willful false statements, and the like, 

may jeopardize the validity of the application or any resulting registration….” 

14. On February 7, 2012, the PTO issued an Office Action (“PTO’s First Office 

Action”) requesting a substitute specimen of use, among other things.  The PTO’s First 

Office Action stated that “[t]he specimen is not acceptable because it consists of 

advertising material for goods.”  The PTO also required a verified declaration in support of 

the substitute specimen. 

15. On August 5, 2012, in response to the PTO’s First Office Action, Applicant 

repeated the long list of goods stated in the original application (“Applicant’s First 

Response”).  Applicant also declared that it “is using the mark in commerce, or the 

applicant’s related company or licensee is using the mark in commerce, on or in 

connection with the identified goods and/or services.  15 U.S.C. Section 1051(a), as 

amended.  The mark was first used at least as early as 02/01/2002 and first used in 

commerce at least as early as 03/01/2002, and is now in use in such commerce.”  

16. In addition, Applicant’s First Response declared, among other things, “the 

applicant is seeking registration under Section 1(a) of the Trademark Act, the mark was in 

use in commerce on or in connection with the goods and/or services listed in the 

application as of the application filing date or as of the date of any submitted allegation of 
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use... The undersigned, being hereby warned that willful false statements and the like so 

made are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and 

that such willful false statements may jeopardize the validity of the application or any 

resulting registration….” 

17. On September 10, 2012, the PTO issued a Final Office Action (“PTO’s Final 

Office Action”) reiterating the requirements and refusals made in the PTO’s First Office 

Action. 

18. On November 9, 2012, Applicant filed a Request for Reconsideration 

(“Applicant’s Request for Reconsideration”) of the PTO’s Final Office Action.  Applicant 

again repeated the same identification of goods from the original application, and which 

appears to be identical to the goods listed in Applicant’s First Response. 

19. Applicant’s Request for Reconsideration also declared that it “is using the 

mark in commerce, or the applicant’s related company or licensee is using the mark in 

commerce, on or in connection with the identified goods and/or services.  15 U.S.C. 

Section 1051(a), as amended.  The mark was first used at least as early as 02/01/2002 

and first used in commerce at least as early as 03/01/2002, and is now in use in such 

commerce.” 

20. In addition, Applicant’s Request for Reconsideration contained a declaration 

stating, among other things, “the applicant is seeking registration under Section 1(a) of the 

Trademark Act, the mark was in use in commerce on or in connection with the goods 

and/or services listed in the application as of the application filing date or as of the date of 

any submitted allegation of use... The undersigned, being hereby warned that willful false 

statements and the like so made are punishable by fine or imprisonment, or both, under 

18 U.S.C. Section 1001, and that such willful false statements may jeopardize the validity 

of the application or any resulting registration….” 
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21. On November 20, 2012, the PTO approved the SABERTOOTH Application 

for publication.   

22. On December 25, 2012, the SABERTOOTH Application was published for 

opposition in the Trademark Official Gazette, and Opposer subsequently filed timely 

extensions of time to oppose and the instant opposition. 

Count I:  Likelihood of Confusion, 15 U.S.C. § 1052(d) 

23. Opposer repeats and realleges each and every allegation set forth above. 

24. Opposer has priority based on its prior use of its SABRETOOTH character, 

name, and mark in commerce on or in connection with Opposer’s Goods and Services.  

Opposer has used its SABRETOOTH character, name, and mark in commerce in 

connection with Opposer’s Goods and Services before the filing date of the opposed 

Application Serial No. 85483515, and any date of first use that may be alleged by 

Applicant.  Further, Opposer has priority based on its valid and subsisting pleaded 

registration for its SABRETOOTH mark.  

25. Applicant’s SABERTOOTH mark is virtually identical in sound, appearance, 

and connotation to Opposer’s SABRETOOTH name and mark.  Indeed, the marks differ 

by only the transposition of the letters “RE” to “ER” in the middle of the marks.  

Consumers are unlikely to notice this slight difference between the marks because the 

marks have the identical pronunciation and connotation, and are virtually identical in 

appearance. 

26. Applicant’s goods are closely related to Opposer’s Goods and Services 

advertised, promoted, offered, and/or sold by Opposer in connection with its 

SABRETOOTH character, name, and mark. 

27. Accordingly, Applicant’s SABERTOOTH mark shown in Application Serial 

No. 85483515 so resembles Opposer’s previously used and registered SABRETOOTH 
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character, name, and mark set forth above as to be likely, when used in connection with 

Applicant’s goods, to cause confusion, or to cause mistake, or to deceive under Section 

2(d) of the Lanham Act, as amended, 15 U.S.C. § 1052(d). 

Count II:  Void ab Initio 

28. Opposer repeats and realleges each and every allegation set forth above. 

29. On information and belief, Applicant does not now and has never used the 

SABERTOOTH mark in commerce on or in connection with any of the goods listed in The 

SABERTOOTH Application.   

30. On information and belief, Applicant had not used the SABERTOOTH mark 

in commerce on or in connection with any of the goods listed in The SABERTOOTH 

Application as of the November 30, 2011 filing date of the used-based application under 

Section 1(a), 15 U.S.C. § 1051(a), or the 2002 date of first use alleged therein. 

31. Accordingly, the SABERTOOTH Application is void ab initio, should not have 

been approved for publication, and should not be allowed to register because Applicant 

was not using the SABERTOOTH mark in commerce in connection with any of the goods 

listed in the application as of the filing date of the application and continuing to date as 

required under Sections 1(a) and 45, 15 U.S.C. §§ 1051(a) and 1127. 
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 WHEREFORE, Opposer believes that it is being damaged, and will be damaged, 

by the registration of the mark shown in Application Serial No. 85483515, and requests 

that the opposition be sustained, and that registration to Applicant be refused. 

  

Respectfully submitted, 

MARVEL CHARACTERS, INC.  

 

Dated: June 24, 2013 By:  /Linda K. McLeod/  
David M. Kelly  
david.kelly@kelly-ip.com 
Linda K. McLeod 
linda.mcleod@kelly-ip.com 
Kelly IP, LLP 
1330 Connecticut Ave., N.W., Suite 300 
Washington, D.C. 20036 
Telephone:  202-808-3570 
Facsimile:  202-354-5232 

Attorneys for Opposer 
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CERTIFICATE OF SERVICE 

 
I certify that a true and accurate copy of the foregoing NOTICE OF 

OPPOSITION was served by first class mail, postage prepaid, on June 24, 2013, upon 

Applicant at the following correspondence address of record: 

 
 
 

Sabertooth Motorcycles, LLC 
26 Lyman Road 
Chestnut Hill, MA  02467-2810 
 

 
 
      /Larry L. White/  
      Larry L. White 
      Case Manager      
 

 

 

 

 

 

 

 

 

 

 

 

 

 

 


























