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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Bloomsberry, Inc.

Granted to Date
of previous
extension

06/15/2013

Address 92 Jackson Street
Salem, MA 01970
UNITED STATES

Party who filed
Extension of time
to oppose

Praim, LLC

Relationship to
party who filed
Extension of time
to oppose

Bloomsberry, Inc. is filing this Notice of Opposition as a party in privity with
Praim LLC. Bloomsberry, Inc. and Praim LLC are related companies as defined
by 15 U.S.C. Â§1055 and 15 U.S.C. Â§1127. All shares of Bloomsberry, Inc.
and Praim LLC are owned by a Mr. Paul Pruett. Bloomsberry, Inc. and Praim
LLC share the same physical address of 92 Jackson Street in Salem,
Massachusetts 01970. Mr. Pruett is also the sole director of Bloomsberry, Inc.
and Praim LLC. All uses of Bloomsberry, Inc.'s trademarks are controlled by the
same sole shareholder and director as Praim LLC.

Attorney
information

Daniel N. Smith
New England Patent & Trademark
1 Salem Green, Suite 405
Salem, MA 01970
UNITED STATES
smith@patentstrademarklaw.com Phone:978-882-0160

Applicant Information

Application No 85341131 Publication date 04/16/2013

Opposition Filing
Date

06/15/2013 Opposition
Period Ends

06/15/2013

International
Registration No.

NONE International
Registration Date

NONE

Applicant VPG Limited
P.O. Box 353
Christchurch,
NEW ZEALAND

Goods/Services Affected by Opposition

Class 030. First Use: 2005/09/12 First Use In Commerce: 2005/09/12
All goods and services in the class are opposed, namely: Chocolate, chocolates, non-medicated
candy

http://estta.uspto.gov


Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Other No Use As A Mark under Trademark Act Â§1(a);
Misuse of the federal registration symbol with
intent to deceive the purchasing public or others
in the trade into believing that the mark is
registered; Applicant has not established a
commercial presence in the European
Community from which its underlying foreign
registration issued where such foreign
registration forms the basis of the U.S.
application for registration under Trademark Act
Â§44(e)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/
Registration No.

NONE Application Date NONE

Registration Date NONE

Word Mark BLOOMSBERRY & CO.

Goods/Services chocolate and chocolates, chocolate bars, and chocolate confections.

Attachments Notice of Opposition.pdf(231610 bytes )
Exhibit 1.pdf(494003 bytes )
Exhibit 2.pdf(114002 bytes )
Exhibit 3.pdf(42655 bytes )
Exhibit 4.pdf(191944 bytes )
Exhibit 5.pdf(21055 bytes )
Exhibit 6.pdf(21369 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Daniel N. Smith/

Name Daniel N. Smith

Date 06/15/2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

In the Matter of Application Serial No. 85/341,131 

International Class: 030 

Filed: June 8, 2011 

Mark:  BLOOMSBERRY 

 

 

Bloomsberry, Inc.  

                          

                           Opposer 

      

v. 

 

VPG Limited 

 

                           Applicant 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

 

 

NOTICE OF OPPOSITION 

In Re Serial. No. 85/341,131 

Mark: BLOOMSBERRY 

International Class: 030 

Filed: June 8, 2011 

Opposition No.:_____________ 

 

 

Commissioner for Trademarks 

P.O. Box 1451 

Arlington, VA 22313-1451 

 

NOTICE OF OPPOSITION 

 

Opposer Bloomsberry, Inc. (hereinafter referred to as “Bloomsberry,” or “Opposer”) having an 

address of 92 Jackson Street, Salem, Massachusetts 01970, believes that it will be damaged by 

the registration of Application Serial No. 85/341,131 for the trademark BLOOMSBERRY, filed 

June 8, 2011 by VPG Limited (hereinafter referred to as “VPG” or “Applicant”), and hereby 

opposes the same. 

As grounds for opposition, Opposer alleges that: 
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Background 

1. On June 8, 2011, Applicant, a corporation organized under the laws of New Zealand with 

an address of P.O. Box 353, Christchurch, New Zealand filed Application Serial No. 85/341,131 

for the mark BLOOMSBERRY for use on “chocolate, chocolates, non-medicated candy” 

(hereinafter referred to “Applicant’s Mark” or  “Serial. No. 85/341,131”).  

2. Serial No. 85/341,131 was published for opposition on April 16, 2013.  

3. Praim LLC filed a 30-day extension to oppose Application Serial No. 85/341,131 on May 

14, 2013 until June 15, 2013. 

4. Opposer is filing this Notice of Opposition as a party in privity with Praim LLC.  

5. Opposer and Praim LLC are related companies as defined by 15 U.S.C. §1055 and 15 

U.S.C. §1127. All shares of Opposer and Praim LLC are owned by a Mr. Paul Pruett 

(hereinafter referred to as “Mr. Pruett”). Opposer and Praim LLC share the same physical 

address of 92 Jackson Street in Salem, Massachusetts 01970. Mr. Pruett is also the sole director 

of Opposer and Praim LLC. All uses of Opposer’s trademarks are controlled by the same sole 

shareholder and director as Praim LLC.  

6. On or about March 2005, Mr. Pruett formed the corporate entity Bloomsberry LLC, the 

predecessor-in-interest to Opposer.  

7. On or about July 2005, Bloomsberry LLC began marketing and distributing chocolate 

and chocolates, chocolate bars, and chocolate confections in interstate commerce under the 

BLOOMSBERRY & CO. trademark. 

8. On or about September 2005, Mr. Pruett dissolved Bloomsberry LLC and formed the 

Opposer in the State of Delaware. 

9. Since on or about September 2005, Opposer has marketed and distributed chocolate and 
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chocolates, chocolate bars, and chocolate confections in interstate commerce under the 

BLOOMSBERRY & CO. trademark. 

10. Opposer is the applicant of U.S. Application Serial No. 85/960,139 for the 

trademark BLOOMSBERRY & CO. for use in connection with “chocolate and chocolates, 

chocolate bars, and chocolate confections.” 

11. On information and belief, Applicant is a New Zealand corporate entity that was 

originally owned by a Mr. Giles Barker (hereinafter referred to as “Mr. Barker”), and a Ms. 

Vanessa Kettelwell (hereinafter referred to as “Ms. Kettelwell”). 

12. On or about December 2006, Opposer and Applicant entered into a License 

Agreement. 

13. Under the License Agreement between Opposer and Applicant, 25% of Opposer’s 

shares were transferred to a Mr. Barker; 25% of Opposer’s shares were transferred to a Ms. 

Kettelwell; and 50% of Applicant’s shares were transferred to Mr. Pruett. 

14. From on or about December 2006, until on or about December 2009, Opposer 

marketed and distributed chocolate bars in the United States in interstate commerce under 

trademarks licensed from Applicant under the License agreement.  

15. On or about December 2009, a dispute arose between Opposer and Applicant 

regarding the License Agreement.  

16. On or about December 2009, a Settlement Agreement was reached between 

Opposer and Applicant.  

17. Under the Settlement Agreement, Mr. Barker transferred his 25% of Opposer’s 

shares to Mr. Pruett and Ms. Kettelwell transferred her 25% of Opposer’s shares to Mr. Pruett. 

Accordingly, under the terms of the Settlement Agreement, Mr. Pruett has owned 100% of 
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Opposer since on or about December 2009.  

18. The BLOOMSBERRY & CO. trademark was not subject to the License 

Agreement or the Settlement Agreement between Opposer and Applicant.  

19. On information and belief, Applicant did not own any U.S. registered trademark 

for BLOOMSBERRY during the License Agreement or the Settlement Agreement. 

20. A company named Out of the Blue Limited owned U.S. Registration No. 

2,858,757 for the mark BLOOMSBERRY for chocolate. U.S. Registration No. 2,858,757 issued 

on June 29, 2004.  

21. U.S. Registration No. 2,858,757 was canceled by the U.S. Patent and Trademark 

Office on February 4, 2011.  

22. No assignments of U.S. Registration No. 2,858,757 were recorded at the U.S. 

Patent and Trademark Office prior to the trademark’s cancellation date of February 4, 2011.  

23. On information and belief, Applicant has never marketed and distributed 

chocolate bars in interstate commerce under the mark BLOOMSBERRY.  

24. Opposer has used and continued to use the trademark BLOOMSBERRY & CO. 

in interstate commerce in connection with chocolate and chocolates, chocolate bars, and 

chocolate confections since on or about July 2005.   

25. Opposer will be damaged by the registration of Serial. No. 85/341,131, in that 

Applicant has claimed exclusive rights to the trademark BLOOMSBERRY, which is very 

similar to the mark BLOOMSBERRY & CO. used by Opposer in connection with goods that 

are identical to and/or related to the goods listed in Serial. No. 85/341,131.  
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COUNT I 

Likelihood of Confusion 

26. Opposer incorporates by reference the allegations contained in paragraphs 1-25. 

27. Applicant’s mark BLOOMSBERRY, Serial. No. 85/341,131, is identical to 

Opposer’s BLOOMSBERRY & CO. trademark. 

28. Applicant’s mark BLOOMSBERRY, Serial. No. 85/341,131, is substantially 

similar in appearance, sound, and connotation to Opposer’s BLOOMSBERRY & CO. 

trademark, and engenders the same commercial impression. Accordingly, the purchasing public 

is likely to falsely associate Applicant’s products with Opposer, or will erroneously believe that 

such products are sponsored, licensed, or otherwise authorized by Opposer, to the harm and 

damage to the goodwill and reputation of Opposer. This likelihood of harm and damage is 

increased where, as here, Opposer will have no control over the quality of Applicant’s products 

and commercial activities in selling and marketing its BLOOMSBERRY branded products. 

29. The products identified by Applicant’s mark (chocolate, chocolates, non-

medicated candy) and Opposer’s mark (chocolate and chocolates, chocolate bars, and chocolate 

confections) are very similar, if not identical. 

30. Applicant’s mark, Serial. No. 85/341,131, for BLOOMSBERRY for chocolate, 

chocolates, non-medicated candy thereof so closely resembles Opposer’s BLOOMSBERRY & 

CO. trademark for chocolate and chocolates, chocolate bars, and chocolate confections, as to be 

likely to cause confusion, or to cause mistake, or to deceive. Accordingly, Applicant’s mark, 

Serial. No. 85/341,131, should not be allowed to register under Section 2(d) of the Lanham Act. 
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COUNT II 

Fraudulent Procurement 

31. Opposer incorporates by reference the allegations contained in paragraphs 1-30. 

32. On June 8, 2011, Applicant submitted a Specimen of Use to the United States 

Patent and Trademark Office (hereinafter referred to as “USPTO”) in which Applicant 

represented to the USPTO that it was using the BLOOMSBERRY mark in interstate commerce 

in connection with chocolate, chocolates, non-medicated candy. 

33. Applicant made this representation to induce the USPTO to issue a registration for 

Serial No. 85/341,131. A copy of this representation included in Applicant’s Specimen attached 

as Exhibit 1. 

34. On information and belief, as of June 2012, a year after Applicant represented to 

the USPTO that it had used the BLOOMSBERRY mark in interstate commerce in connection 

with chocolate, chocolates, non-medicated candy, Applicant, in fact, had never offered, 

advertised, or sold any chocolate, chocolates, non-medicated candy under the BLOOMSBERRY 

mark in the United States.  

35. On information and belief, the representations Applicant made to the USPTO on 

June 8, 2011 were false. 

36. On information and belief, Applicant knew that the representations were false and 

made those representations with the intent to deceive the USPTO. 

37. On information and belief, Applicant knowingly made material 

misrepresentations to the USPTO to procure a registration for Serial No. 85/341,131. 

38. The USPTO relied on the representations in allowing Serial No. 85/341,131 to 

pass to allowance. 
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39. The USPTO would not have allowed Serial No. 85/341,131 to pass to allowance 

but for Applicant’s false representations. 

40. Applicant’s actions in the procurement of a registration for Serial No. 85/341,131 

constitute fraud, thereby invalidating any registration for Serial No. 85/341,131. Accordingly, 

registration for Serial No. 85/341,131 should be denied in its entirety. 

 

COUNT III 

No Use As A Mark 

41. Opposer incorporates by reference the allegations contained in paragraphs 1-40. 

42. On information and belief, Applicant had no bona fide use of the 

BLOOMSBERRY mark in interstate commerce on any of the goods for which it seeks 

registration prior to the filing of the use-based application, Serial No. 85/341,131, under 

Trademark Act § 1(a), 15 U.S.C. § 1051(a) on June 8, 2011.  

43. On information and belief, Applicant had not sold, offered for sale, or advertised 

any chocolate under the BLOOMSBERRY mark as of the filing date of Serial No. 85/341,131. 

44. On information and belief, Applicant was not using the BLOOMSBERRY mark 

in commerce in connection with chocolates as of the filing date of Serial No. 85/341,131. 

45. For an application under Section 1(a), a mark must be in use in commerce as of 

the filing date of the application to be entitled to registration. 

46. Applicant should not be entitled to obtain a registration for the mark, Serial No. 

85/341,131, because the application falsely indicated that the mark was in use in commerce 

when it was not. 
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47. Serial No. 85/341,131 should be denied registration because the mark 

BLOOMSBERRY was not used by Applicant as a mark as of the filing date of Serial No. 

85/341,131. 

 

COUNT IV 

Applicant has misused the federal registration symbol with intent to deceive the  

purchasing public or others in the trade into believing that the mark is registered. 

48. Opposer incorporates by reference the allegations contained in paragraphs 1-47. 

49. Opposer attaches a screenshot from Applicant’s website www.bloomsberry.com 

as Exhibit 2. 

50. Applicant’s website displays the BLOOMSBERRY mark with the federal 

registration symbol in close proximity. 

51. Opposer attaches a copy of Applicant’s Specimen submitted to the USPTO on 

June 8, 2011 in connection with Serial No. 85/341,131 as Exhibit 3.  

52. Applicant’s specimen displays the BLOOMSBERRY mark with the federal 

registration symbol in close proximity. 

53. On information and belief, on April 26, 2013, part-owner of Applicant, Mr. 

Barker, contacted the company Groupon by e-mail. A copy of this April 26, 2013 e-mail is 

attached as Exhibit 4.  

54. Mr. Barker’s April 26, 2013 e-mail alleged that the Opposer was infringing Mr. 

Barker’s alleged trademark “Bloomsberry” with a Groupon deal being offered on-line. 

55. Mr. Barker’s April 26, 2013 e-mail displays the BLOOMSBERRY mark with the 

federal registration symbol in close proximity. 
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56. On information and belief, Groupon imposed restrictions on Opposer's on-line 

deal in response to Mr. Barker's April 26, 2013 e-mail. 

57. Applicant’s BLOOMSBERRY trademark application, Serial No. 85/341,131, is 

not yet registered.  

58. On information and belief, Applicant is misusing the federal registration symbol 

with intent to deceive the purchasing public into believing the mark is registered. 

 

COUNT V 

Applicant has not established a commercial presence in the European Community from 

which its underlying foreign registration issued where such foreign registration forms the 

basis of the U.S. registration or application for registration.  

59. Opposer incorporates by reference the allegations contained in paragraphs 1-58. 

60. Applicant’s application to register the mark BLOOMSBERRY, Serial No. 

85/341,131, was filed on a 44(e) basis on June 8, 2011 with the European Community listed as 

the applicant’s country of origin. Applicant’s application for Serial No. 85/341,131 is attached 

as Exhibit 1.  

61. On information and belief, Applicant’s country of origin is New Zealand. 

62. On information and belief, Applicant’s country of origin is not the European 

Community. 

63. On information and belief, Applicant does not have a bona fide and effective 

industrial or commercial establishment in a country or state that is a member of the European 

Community. 
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64. During the prosecution of Serial No. 85/341,131, Applicant provided the USPTO 

with a copy of a foreign registration from the European Community. 

65. During the prosecution of Serial No. 85/341,131, the USPTO issued an Office 

Action dated September 22, 2011 refusing registration of Serial No. 85/341,131 because 

Applicant did not appear to be the owner of a valid registration in Applicant’s country of origin. 

The record of Serial No. 85/341,131 showed the Applicant to be domiciled in New Zealand, but 

submitted a foreign registration from the European Community. A copy of the September 22, 

2011 Office Action is attached as Exhibit 5.  

66. On information and belief, on December 30, 2011, Applicant falsely claimed that 

it had a bona fide and effective industrial or commercial establishment in a country or state that 

is a member of the European Community to overcome the September 22, 2011 Office Action 

rejection. A copy of Applicant’s December 30, 2011 response is attached as Exhibit 6.  

67. On information and belief, Applicant does not have a bona fide and effective 

industrial or commercial establishment in a country or state that is a member of the European 

Community. 

68. On information and belief, on December 30, 2011, the date Applicant made the 

materially false statement regarding its country of origin, Applicant did not have a bona fide and 

effective industrial or commercial establishment in a country or state that is a member of the 

European Union. 

69. On information and belief, Applicant made this representation to induce the 

USPTO to issue a registration for Serial No. 85/341,131. 

70. On information and belief, Applicant knew that the representations were false and 

made those representations with the intent to deceive the USPTO. 
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71. On information and belief, Applicant knowingly made material 

misrepresentations to the USPTO to procure a registration for Serial No. 85/341,131. 

72. The USPTO relied on the representations in allowing Serial No. 85/341,131 to 

pass to allowance. 

73. The USPTO would not have allowed Serial No. 85/341,131 to pass to allowance 

but for Applicant’s false representations. Accordingly, registration for Serial No. 85/341,131 

should be denied in its entirety. 

  

WHEREFORE, Opposer Bloomsberry Inc. prays that this Notice of Opposition be 

sustained for the reasons set forth above, and that the Registration be denied. 

DATED this 15
th

 day of June 2013.  

Respectfully submitted, 

 

Daniel N. Smith, Esq. 

New England Patent & Trademark 

One Salem Green, Suite 500 

Salem, MA 01970 

Telephone: 978-882-0160 

Facsimile: 978-882-0161 

E-Mail: 

smith@PatentsTrademarkLaw.com 

 

 



 

 
 12 

 

CERTIFICATE OF SERVICE 

 

Under 37 C.F.R. § 2.119, the undersigned hereby certifies that a true and correct copy of the 

foregoing NOTICE OF OPPOSITION was served on Opposer’s attorney of record at the 

correspondence address of record in the United States Patent and Trademark Office by mailing a 

true copy thereof, by First Class Mail; postage prepaid this 15
th

 day of June, 2013, in an envelope 

addressed as follows: 

 

Mary Catherine Merz 

Merz & Associates, P.C. 

1010 Lake Street, Suite 400 

Oak Park, ILLINOIS 60301-1135 

UNITED STATES 

    

 

Date: June 15, 2013 

 

        

        Daniel N. Smith 

        Counsel for Bloomsberry, Inc. 

 

 

 



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

Serial Number: 85341131
Filing Date: 06/08/2011

The table below presents the data as entered.

Input Field Entered

SERIAL
NUMBER

85341131

MARK INFORMATION

* MARK BLOOMSBERRY

STANDARD
CHARACTERS YES

USPTO-
GENERATED
IMAGE

YES

LITERAL
ELEMENT BLOOMSBERRY

MARK
STATEMENT

The mark consists of standard characters, without claim to any particular font,
style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF
MARK VPG Limited

* STREET P.O. Box 353

* CITY Christchurch

* COUNTRY New Zealand

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY
OF
INCORPORATION

New Zealand

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL
CLASS 030 

../APP0002.JPG


*
IDENTIFICATION Chocolate, chocolates, non-medicated candy

FILING BASIS SECTION 1(a)

       FIRST USE
ANYWHERE DATE At least as early as 09/12/2005

       FIRST USE IN
COMMERCE
DATE

At least as early as 09/12/2005

       SPECIMEN
       FILE NAME(S)

\\TICRS\EXPORT11\IMAGEOUT 11\853\411\85341131\xml1\
APP0008.JPG

       
\\TICRS\EXPORT11\IMAGEOUT 11\853\411\85341131\xml1\
APP0009.JPG

       SPECIMEN
DESCRIPTION photographs of the mark in use on the subject goods

FILING BASIS SECTION 44(e)

       FOREIGN
REGISTRATION
       NUMBER

009573304

       FOREIGN
REGISTRATION
       COUNTRY

European Community

       FOREIGN
REGISTRATION
       DATE

05/13/2011

       FOREIGN
REGISTRATION
       EXPIRATION
DATE

12/03/2020

       FOREIGN REGISTRATION FILE NAME(S)

       ORIGINAL
PDF FILE

reg-1691301914-144509677_._2011-06-
07_Bloomsberry_CTM_reg_cert_10878549_1.pdf

       CONVERTED
PDF FILE(S)
       (5 pages)

\\TICRS\EXPORT11\IMAGEOUT11\853\411\85341131\xml1\APP0003.JPG

       \\TICRS\EXPORT11\IMAGEOUT11\853\411\85341131\xml1\APP0004.JPG

       \\TICRS\EXPORT11\IMAGEOUT11\853\411\85341131\xml1\APP0005.JPG

       \\TICRS\EXPORT11\IMAGEOUT11\853\411\85341131\xml1\APP0006.JPG

       \\TICRS\EXPORT11\IMAGEOUT11\853\411\85341131\xml1\APP0007.JPG

        STANDARD
CHARACTERS
       OR YES

../APP0008.JPG
../APP0008.JPG
../APP0009.JPG
../APP0009.JPG
../reg-1691301914-144509677_._2011-06-07_Bloomsberry_CTM_reg_cert_10878549_1.pdf
../reg-1691301914-144509677_._2011-06-07_Bloomsberry_CTM_reg_cert_10878549_1.pdf
../APP0003.JPG
../APP0004.JPG
../APP0005.JPG
../APP0006.JPG
../APP0007.JPG


EQUIVALENT

ADDITIONAL STATEMENTS SECTION

PRIOR
REGISTRATION(S) The applicant claims ownership of U.S. Registration Number(s) 2858757.

ATTORNEY INFORMATION

NAME Robert J. Kenney

ATTORNEY
DOCKET NUMBER 6094-0105US1

FIRM NAME BIRCH, STEWART, KOLASCH & BIRCH, LLP

STREET P.O. Box 747

CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP/POSTAL
CODE 22040-0747

PHONE 703-205-8000

FAX 703-205-8050

EMAIL ADDRESS mailroom@bskb.com

AUTHORIZED TO
COMMUNICATE
VIA EMAIL

Yes

OTHER
APPOINTED
ATTORNEY

James M. Slattery (Reg. No. 28,380), Michael K. Mutter (Reg. No. 29,680),
Charles Gorenstein (Reg. No. 29,271), Paul C. Lewis (Reg. No. 43,368),
Terrell C. Birch (Reg. No. 19,382), Raymond C. Stewart (Reg. No. 21,066),
Joseph A. Kolasch (Reg. No. 22,463) and Leonard R. Svensson (Reg. No.
30,330).

DOMESTIC REPRESENTATIVE INFORMATION

NAME BIRCH, STEWART, KOLASCH & BIRCH, LLP

STREET P.O. Box 747

CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP CODE 22040-0747

PHONE 703-205-8000

FAX 703-205-8050



EMAIL ADDRESS mailroom@bskb.com

CORRESPONDENCE INFORMATION

NAME Robert J. Kenney

FIRM NAME BIRCH, STEWART, KOLASCH & BIRCH, LLP

STREET P.O. Box 747

CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP/POSTAL
CODE 22040-0747

PHONE 703-205-8000

FAX 703-205-8050

EMAIL ADDRESS mailroom@bskb.com

AUTHORIZED TO
COMMUNICATE
VIA EMAIL

Yes

FEE INFORMATION

NUMBER OF
CLASSES 1

FEE PER CLASS 325

* TOTAL FEE DUE 325

* TOTAL FEE PAID 325

SIGNATURE INFORMATION

SIGNATURE /Robert J. Kenney/

SIGNATORY'S
NAME Robert J. Kenney

SIGNATORY'S
POSITION Attorney of record, Virginia bar member

DATE SIGNED 06/08/2011



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

Serial Number: 85341131
Filing Date: 06/08/2011

To the Commissioner for Trademarks:

MARK:  BLOOMSBERRY (Standard Characters, see mark)
The literal element of the mark consists of BLOOMSBERRY.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, VPG Limited, a corporation of New Zealand, having an address of
      P.O. Box 353
      Christchurch
      New Zealand
requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

       International Class 030:  Chocolate, chocolates, non-medicated candy

In International Class 030, the mark was first used at least as early as 09/12/2005, and first used in
commerce at least as early as 09/12/2005, and is now in use in such commerce. The applicant is
submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in
the class of listed goods and/or services, consisting of a(n) photographs of the mark in use on the subject
goods.
Specimen File1
Specimen File2
Based on Foreign Registration: Applicant has a bona fide intention to use the mark in commerce on or in
connection with the identified goods and/or services, and submits a copy of European Community
registration number 009573304, registered 05/13/2011 with a renewal date of __________ and an
expiration date of 12/03/2020, and translation thereof, if appropriate. 15 U. S.C. Section 1126(e), as
amended.

Original PDF file:
reg-1691301914-144509677_._2011-06-07_Bloomsberry_CTM_reg_cert_10878549_1.pdf
Converted PDF file(s) (5 pages)
Foreign Registration-1
Foreign Registration-2
Foreign Registration-3
Foreign Registration-4
Foreign Registration-5

The foreign registration that is the basis of the U.S. application under Section 44(e) of the Trademark Act
(15 U.S.C. Section 1126(e)) includes a claim of standard characters or the country of origin's standard

../APP0002.JPG
../APP0008.JPG
../APP0009.JPG
../reg-1691301914-144509677_._2011-06-07_Bloomsberry_CTM_reg_cert_10878549_1.pdf
../APP0003.JPG
../APP0004.JPG
../APP0005.JPG
../APP0006.JPG
../APP0007.JPG


character equivalent.

The applicant claims ownership of U.S. Registration Number(s) 2858757.

The applicant's current Attorney Information:
Robert J. Kenney and James M. Slattery (Reg. No. 28,380), Michael K. Mutter (Reg. No. 29,680), Charles
Gorenstein (Reg. No. 29,271), Paul C. Lewis (Reg. No. 43,368), Terrell C. Birch (Reg. No. 19,382),
Raymond C. Stewart (Reg. No. 21,066), Joseph A. Kolasch (Reg. No. 22,463) and Leonard R. Svensson
(Reg. No. 30,330). of BIRCH, STEWART, KOLASCH & BIRCH, LLP
      P.O. Box 747
      Falls Church, Virginia 22040-0747
      United States
The attorney docket/reference number is 6094-0105US1.

The applicant hereby appoints BIRCH, STEWART, KOLASCH & BIRCH, LLP
      P.O. Box 747
      Falls Church Virginia 22040-0747
      United States
as applicant's representative upon whom notice or process in the proceedings affecting the mark may be
served.

The applicant's current Correspondence Information:

      Robert J. Kenney

      BIRCH, STEWART, KOLASCH & BIRCH, LLP

      P.O. Box 747

      Falls Church, Virginia 22040-0747

      703-205-8000(phone)

      703-205-8050(fax)

      mailroom@bskb.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.



Signature: /Robert J. Kenney/   Date Signed: 06/08/2011
Signatory's Name: Robert J. Kenney
Signatory's Position: Attorney of record, Virginia bar member

RAM Sale Number: 1434
RAM Accounting Date: 06/09/2011

Serial Number: 85341131
Internet Transmission Date: Wed Jun 08 15:04:04 EDT 2011
TEAS Stamp: USPTO/BAS-169.130.19.14-2011060815040490
7658-85341131-48031bf8b47558cc8711c78dd1
17b7a84e-DA-1434-20110608144509677995
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To: VPG Limited (mailroom@bskb.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85341131 - BLOOMSBERRY -
6094-0105US1

Sent: 9/22/2011 1:45:13 PM

Sent As: ECOM115@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85341131
 
    MARK : BLOOMSBERRY 
 

 
        

*85341131*
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    CORRESPONDENT ADDRESS:
          ROBERT J. KENNEY  
          BIRCH, STEWART, KOLASCH & BIRCH, LLP
          
          PO BOX 747
          FALLS CHURCH, VA 22040-0747        
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT :           VPG Limited  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          6094-0105US1        
    CORRESPONDENT E-MAIL ADDRESS: 
           mailroom@bskb.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 9/22/2011
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
Section 2(d) Refusal—Likelihood of Confusion
 
Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S.
Registration No. 3933928.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.
  See the enclosed registration.
 
Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant.  See 15 U.S.C. §1052(d).  The court in In re E. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2(d).  See TMEP
§1207.01.  However, not all of the factors are necessarily relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record.  In re Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.
 
In this case, the following factors are the most relevant:  similarity of the marks, similarity of the goods
and/or services, and similarity of trade channels of the goods and/or services.  See In re Opus One, Inc., 60
USPQ2d 1812 (TTAB 2001); In re Dakin’s Miniatures Inc., 59 USPQ2d 1593 (TTAB 1999); In re
Azteca Rest. Enters., Inc., 50 USPQ2d 1209 (TTAB 1999); TMEP §§1207.01 et seq.
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp


Similar Marks
 
In a likelihood of confusion determination, the marks are compared for similarities in their appearance,
sound, meaning or connotation and commercial impression.  In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b).  Similarity in any one of
these elements may be sufficient to find a likelihood of confusion.  In re White Swan Ltd., 8 USPQ2d
1534, 1535 (TTAB 1988); In re Lamson Oil Co., 6 USPQ2d 1041, 1043 (TTAB 1987); see TMEP
§1207.01(b).
 
Applicant’s proposed mark is “BLOOMSBERRY” in standard characters.   Registrant’s mark is
“BLOOMBERRY”.
 
The marks are highly similar, each combining the terms BLOOM/BLOOMS + BERRY in a standard
character mark.  The sole difference between the marks is applicant’s plural form of “bloom”.   The
addition of the “s” within registrant’s mark does not change the commercial impression of the mark.  
Both marks impart the commercial impression of flowering berries. 
 
Related Goods
 
The goods and/or services of the parties need not be identical or directly competitive to find a likelihood
of confusion.  See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480
(C.C.P.A. 1975); TMEP §1207.01(a)(i).  Rather, it is sufficient that the goods and/or services are related in
some manner and/or the conditions surrounding their marketing are such that they would be encountered
by the same purchasers under circumstances that would give rise to the mistaken belief that the goods
and/or services come from a common source.  In re Total Quality Group, Inc., 51 USPQ2d 1474, 1476
(TTAB 1999); TMEP §1207.01(a)(i); see, e.g., On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080,
1086-87, 56 USPQ2d 1471, 1475-76 (Fed. Cir. 2000); In re Martin’s Famous Pastry Shoppe, Inc., 748
F.2d 1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984).
 
Applicant’s goods are chocolate, chocolates, non-medicated candy.   Registrant’s goods are frozen yogurt
and frozen yogurt based desserts combined with fruit, berries, nuts and toppings.
 
The goods are related chocolate and candy products because both are sweet food items consumers
purchase as treats or desserts.  Further, consumers are accustomed to encountering a single mark used both
on candy/chocolate and frozen confections.  Enclosed are examples from the internet showing use of a
single mark on both types of items.
 
Attached are copies of printouts from the USPTO X-Search database, which show third-party registrations
of marks used in connection with the same or similar goods as those of applicant and registrant in this
case.  These printouts have probative value to the extent that they serve to suggest that the goods listed
therein, namely chocolate and frozen yogurt, are of a kind that may emanate from a single source.  In re
Infinity Broad. Corp. of Dallas, 60 USPQ2d 1214, 1217-18 (TTAB 2001); In re Albert Trostel & Sons Co.,
29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6
(TTAB 1988); TMEP §1207.01(d)(iii).
 
Conclusion
 
Since the marks are similar and the goods are related, there is a likelihood of confusion as to the source of
applicant’s goods.   Therefore, applicant’s mark is not entitled to registration.
 



Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by
submitting evidence and arguments in support of registration.
 
Please note the following potential refusal.
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
Earlier-Filed Application
 
The filing date of pending Application Serial No. 85255991 precedes applicant’s filing date.   See attached
referenced application.  If the mark in the referenced application registers, applicant’s mark may be
refused registration under Trademark Act Section 2(d) because of a likelihood of confusion between the
two marks.  See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP §§1208 et seq.  Therefore, upon receipt of
applicant’s response to this Office action, action on this application may be suspended pending final
disposition of the earlier-filed referenced application.
 
In response to this Office action, applicant may present arguments in support of registration by addressing
the issue of the potential conflict between applicant’s mark and the mark in the referenced application.  
Applicant’s election not to submit arguments at this time in no way limits applicant’s right to address this
issue later if a refusal under Section 2(d) issues.
 
Additionally, applicant must respond to the requirement(s) set forth below.
 
Foreign Registration/Country of Origin
 
Registration is refused because applicant does not appear to be the owner of a valid registration in
applicant’s country of origin.   See 15 U.S.C. §1126(e); 37 C.F.R. §2.34(a)(3)(ii).  The application record
shows that applicant has a domicile in New Zealand, but has submitted a foreign registration from the
European Community as a basis for registration under Trademark Act Section 44(e) in the United States.
 
To have a valid basis for registration, applicant must have a bona fide and effective industrial or
commercial establishment in the European Community.  See 15 U.S.C. §1126(c), TMEP §1002.04.  If
applicant provides a written statement that applicant has a bona fide and effective industrial or commercial
establishment in European Community, this refusal will be withdrawn.  See 15 U.S.C. §1126(c); TMEP
§§1002.01, 1002.04.
 
If applicant cannot assert that European Community is a country of origin, applicant must amend the
application to delete the Section 44(e) basis and rely solely on Section 1(a) as a basis.  See 15 U.S.C.
§§1051(a); 1126(e); 37 C.F.R. §2.35(b); TMEP §806.04.
 
Advisory: Claim of Prior Registration
 
Applicant’s claim of ownership of U.S. Registration No. 2858757 will not be printed on any registration
which may issue from this application because Office records show that the claimed registration is
cancelled.  Only claims of ownership of active registrations are printed.  See 37 C.F.R. §2.36; TMEP §812.
 
Response Guidelines



 
If applicant has questions regarding this Office action after careful review of its content, please telephone
or e-mail the assigned trademark examining attorney.  All relevant e-mail communications will be placed
in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191;
TMEP §§709.04-.05.  Further, although the trademark examining attorney may provide additional
explanation pertaining to the refusal(s) and/or requirement(s) in this Office action, the trademark
examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP
§§705.02, 709.06.
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or
requirement raised in this Office action.  If the action includes a refusal, applicant may provide arguments
and/or evidence as to why the refusal should be withdrawn and the mark should register.  Applicant may
also have other options for responding to a refusal and should consider such options carefully.  To respond
to requirements and certain refusal response options, applicant should set forth in writing the required
changes or statements. 
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds
by expressly abandoning the application, the application process will end, the trademark will fail to
register, and the application fee will not be refunded.  See 15 U.S.C. §1062(b); 37 C.F.R. §§2.65(a),
2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure
to respond to an Office action, applicant’s only option would be to file a timely petition to revive the
application, which, if granted, would allow the application to return to live status.  See 37 C.F.R. §2.66;
TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6, 2.66(b)(1).
 

/Rebecca J. Povarchuk/
Trademark Examining Attorney
Law Office 115
Rebecca.Povarchuk@uspto.gov
571-270-1529

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tarr.uspto.gov/
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OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85341131

LAW OFFICE ASSIGNED LAW OFFICE 115

MARK SECTION (no change)

ARGUMENT(S)

Applicant thanks the Examining Attorney for the thorough consideration given the present application.
Applicant respectfully requests that the Examining Attorney reconsider the refusal based on the
amendment and remarks herein.

 

The Examining Attorney stated that the mark is likely to cause confusion with the registered mark in
U.S. Registration No. 3,933,928 for the mark: “BLOOMBERRY.” For the reasons set forth below,
Applicant respectfully disagrees.

 

When determining whether marks are likely to be confused, the various courts analyze different lists of
factors. The United States Court of Appeals for the Federal Circuit uses the factors set forth in In re E.I.
DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973). Those factors are:

 

(1)               the similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression;

(2)               the similarity or dissimilarity and nature of the goods or services as described in an
application or registration or in connection with which a prior mark is in use;

(3)               the similarity or dissimilarity of established, likely-to-continue trade channels;

(4)               the conditions under which and buyers to whom sales are made, i.e., “impulse” vs.
careful, sophisticated purchasing;

(5)               the fame of the prior mark (sales, advertising, length of use);

(6)               the number and nature of similar marks in use on similar goods;

(7)               the nature and extent of any actual confusion;



(8)               the length of time during and conditions under which there has been concurrent use
without evidence of actual confusion

(9)               the variety of goods on which a mark is or is not used (house mark, “family” mark,
product mark);

(10)           the market interface between applicant and the owner of a prior mark:

(a)                a mere “consent” to register or use;

(b)               agreement provisions designed to preclude confusion, i.e., limitations on
continued use of the marks by each party;

(c)                assignment of mark, application, registration and good will of the related
business;

(d)               laches and estoppel attributable to owner of prior mark and indicative of lack
of confusion;

(11)           the extent to which applicant has a right to exclude others from use of its mark on its
goods;

(12)           the extent of potential confusion, i.e., whether de minimis or substantial; and

(13)           any other established fact probative of the effect of use.

 

Among these factors, the Examining Attorney has focused on the similarity of the marks and the
similarity of the goods and their trade channels. 

 

First, with regard to the similarity of the goods and trade channels, the Applicant submits that the goods
of each party would be encountered by consumers in very different ways eliminating any likelihood of
confusion as to source. As shown in the specimens provided by the prior registrant, the goods “Frozen
yogurt and frozen yogurt based desserts combined with fruit, berries, nuts and toppings” are sold in a
self-serve station. Consumers of the registrant’s goods would encounter them in a setting in which they
are meant to serve themselves, add toppings and be eaten at the time of purchase. Further, the channels
of trade of the registrant’s goods require a setting that can accommodate the additional refrigeration and
dispensing equipment necessary to serve those goods.

 

By contrast the goods of the Applicant are pre-packaged, do not need to be kept frozen or eaten when
purchased, do not utilize additional equipment originating with the Applicant, and would be sold in a
variety of consumer settings, which would not accommodate the self-serve and eat-in nature of the
registrant’s goods. As a result, the fact the goods are in the general category of sweets is not enough to
create a likelihood of confusion where the typical channels of trade necessitate that they will be
encountered in highly different manners that do not give rise to confusion as to source.

 

With regard to the marks themselves, where the goods are not encountered in a scenario that creates a
likelihood, not just a possibility, of confusion, the difference in the spelling will further eliminate any
potential for confusion as to source or affiliation.



 

Thus, the distinct commercial impressions of the two marks as encountered by consumers in connection
with the parties’ respective goods are not likely to be confused.   For all of these reasons, Applicant
submits that the refusal under Section 2(d) should be withdrawn.

 

With regard to the prior pending application under US Application No. 85255991, the Applicant
reserves its right to respond at a later date should this mark be registered and a refusal issued.

ADDITIONAL STATEMENTS SECTION

MISCELLANEOUS STATEMENT

In addition to the arguments submitted herein, the Applicant
submits that it has a bona fide and effective industrial or
commercial establishment in the European Community.
Applicant believes that all requirements have now been
satisfied. Applicant understands that the application will be
suspended pending the outcome of prior pending Application
No. 85255991. Please charge any fees or credit any
overpayment pursuant to 37 CFR § 2.6 to Deposit Account
No. 02-2448. If the Examiner has any questions concerning
this application, the Examiner is requested to contact Robert
J. Kenney at (703) 205-8000 in the Washington, D.C. area.

SIGNATURE SECTION

RESPONSE SIGNATURE /Robert J. Kenney/

SIGNATORY'S NAME Robert J. Kenney

SIGNATORY'S POSITION Attorney of record, VA bar member

SIGNATORY'S PHONE NUMBER 703-205-8000

DATE SIGNED 12/30/2011

AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION
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OMB No. 0651-0050 (Exp. 05/31/2014)

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 85341131 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant thanks the Examining Attorney for the thorough consideration given the present application.
Applicant respectfully requests that the Examining Attorney reconsider the refusal based on the
amendment and remarks herein.

 

The Examining Attorney stated that the mark is likely to cause confusion with the registered mark in U.S.
Registration No. 3,933,928 for the mark: “BLOOMBERRY.” For the reasons set forth below, Applicant
respectfully disagrees.

 

When determining whether marks are likely to be confused, the various courts analyze different lists of
factors. The United States Court of Appeals for the Federal Circuit uses the factors set forth in In re E.I.
DuPont de Nemours & Co., 476 F.2d 1357, 177 U.S.P.Q. 563 (C.C.P.A. 1973). Those factors are:

 

(1)               the similarity or dissimilarity of the marks in their entireties as to appearance, sound,
connotation and commercial impression;

(2)               the similarity or dissimilarity and nature of the goods or services as described in an
application or registration or in connection with which a prior mark is in use;

(3)               the similarity or dissimilarity of established, likely-to-continue trade channels;

(4)               the conditions under which and buyers to whom sales are made, i.e., “impulse” vs.
careful, sophisticated purchasing;

(5)               the fame of the prior mark (sales, advertising, length of use);

(6)               the number and nature of similar marks in use on similar goods;

(7)               the nature and extent of any actual confusion;

(8)               the length of time during and conditions under which there has been concurrent use
without evidence of actual confusion

(9)               the variety of goods on which a mark is or is not used (house mark, “family” mark,
product mark);

(10)           the market interface between applicant and the owner of a prior mark:



(a)                a mere “consent” to register or use;

(b)               agreement provisions designed to preclude confusion, i.e., limitations on
continued use of the marks by each party;

(c)                assignment of mark, application, registration and good will of the related
business;

(d)               laches and estoppel attributable to owner of prior mark and indicative of lack
of confusion;

(11)           the extent to which applicant has a right to exclude others from use of its mark on its
goods;

(12)           the extent of potential confusion, i.e., whether de minimis or substantial; and

(13)           any other established fact probative of the effect of use.

 

Among these factors, the Examining Attorney has focused on the similarity of the marks and the similarity
of the goods and their trade channels. 

 

First, with regard to the similarity of the goods and trade channels, the Applicant submits that the goods of
each party would be encountered by consumers in very different ways eliminating any likelihood of
confusion as to source. As shown in the specimens provided by the prior registrant, the goods “Frozen
yogurt and frozen yogurt based desserts combined with fruit, berries, nuts and toppings” are sold in a self-
serve station. Consumers of the registrant’s goods would encounter them in a setting in which they are
meant to serve themselves, add toppings and be eaten at the time of purchase. Further, the channels of
trade of the registrant’s goods require a setting that can accommodate the additional refrigeration and
dispensing equipment necessary to serve those goods.

 

By contrast the goods of the Applicant are pre-packaged, do not need to be kept frozen or eaten when
purchased, do not utilize additional equipment originating with the Applicant, and would be sold in a
variety of consumer settings, which would not accommodate the self-serve and eat-in nature of the
registrant’s goods. As a result, the fact the goods are in the general category of sweets is not enough to
create a likelihood of confusion where the typical channels of trade necessitate that they will be
encountered in highly different manners that do not give rise to confusion as to source.

 

With regard to the marks themselves, where the goods are not encountered in a scenario that creates a
likelihood, not just a possibility, of confusion, the difference in the spelling will further eliminate any
potential for confusion as to source or affiliation.

 

Thus, the distinct commercial impressions of the two marks as encountered by consumers in connection
with the parties’ respective goods are not likely to be confused.   For all of these reasons, Applicant
submits that the refusal under Section 2(d) should be withdrawn.



 

With regard to the prior pending application under US Application No. 85255991, the Applicant reserves
its right to respond at a later date should this mark be registered and a refusal issued.

ADDITIONAL STATEMENTS 
Miscellaneous Statement
In addition to the arguments submitted herein, the Applicant submits that it has a bona fide and effective
industrial or commercial establishment in the European Community. Applicant believes that all
requirements have now been satisfied. Applicant understands that the application will be suspended
pending the outcome of prior pending Application No. 85255991. Please charge any fees or credit any
overpayment pursuant to 37 CFR § 2.6 to Deposit Account No. 02-2448. If the Examiner has any
questions concerning this application, the Examiner is requested to contact Robert J. Kenney at (703) 205-
8000 in the Washington, D.C. area.

SIGNATURE(S)
Response Signature
Signature: /Robert J. Kenney/     Date: 12/30/2011
Signatory's Name: Robert J. Kenney
Signatory's Position: Attorney of record, VA bar member

Signatory's Phone Number: 703-205-8000

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.
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