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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)

CHRIS ECONOMIDES 1) )
an individual, ) MOTION AND MEMORANDUM
) IN SUPPORT OF APPLICANT’'S
Opposer, ) MOTION TO DISMISS OPPOSER’S
) AMENDED NOTICE OF OPPOSITION
V. )

)
THANCO PRODUCTS & IMPORTS, INC. ) Opposition No. 91210863

a Texascorporation, )

)
Applicant. )

APPLICANT'S MOTION TO DISMISS AMENDED NOTICE OF OPPOSITION

Applicant Thanco Products & Imports, Inc. (“Thanco”) respectfully requestssdiginwith
prejudice of theAmendedNotice of Opposition (theAmendedOpposition”) filed by Opposer Chris
Economides Il (“Economidessr “Opposerj on November 22, 201Becausé€l) Opposetacks
standing to bring thAmended Oppositiopursuant td5 U.S.C. 81064 and 1B.M.P. 8309.03(b) and
(2) theAmendedOpposition fails to state a claim for relief under Rule 12(b)(6) of the &ddales of
Civil Procedure.As discussed in detail belp®@pposer'fAmendedOpposition is legally deficient
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because he has no real interest in these proceedings or a reasonable belief of daneafglsand h

properly allege facts sufficient to suppanty of the claims $dorth in hisAmended Oppositign

including(a) improper prosecution of the mark; flgud and(c) false suggestion of a connection with

a national symbol Because Opposer has now had two opportunities to plead standing and a proper

cause of action, ahis pleading is still deficient, Applicant requests that the Amended @ppdee
dismissed with prejudice.

BACKGROUND

On May 29, 2013Dpposefiled aNotice ofOpposition(the “Opposition”)opposing
registration of Application Nos. 77378572 and 7t (the “Applications”)for the mark GOT
OUZO? in connection with “coffee cups, tea cups and mugs” in International@asnd “shirts,
sweat shirts, and caps” in International Class 025, respectiMatyOppositioralleged agrounds
deceptivenes false suggestion of a connection, geographic indication, descriptivenesaphggog
descriptiveness,Torres v. Cantine Torresella S.ftaud,” improper prosecution, failure to show
secondary meaningapa Ads, LLC v. Gatehouse Media, Jand “markinterferes with foreign
owner’s mark.” Opposeclaimedto be injured by th&pplications because “he makes and sells
clothing for numerous customers including Greek Orthodox Churches and Festivatsubthtev
harmed by the registration of the mark agliagl for.” (D.N. 1at{ 1)

Thanco moved to dismiss on the grounds @@toseihad no standing under 15 U.S.C. § 106
and that the Opposition otherwise did not state a cause of action. On November Be2Bt3rd

granted Thanco’s motidie dismisan its entirety. (D.N. 16at 13) The order granting the motidthe

31

“Order”) permittedOpposeto amend the opposition to allege standing, as well as certain other claims.

(Id.) TheOrder specifically prohibite@pposefrom “re-asserting claims of iproper prosecution.”
(Id.)

On November 22, 2018)pposefiled the Amended Opposition, purporting to allege standin
and purporting to state claims for (1) improper prosecijtinder the heading “Failure to Prove
Secondary Meaning’)2) fraud; andJ) false suggestion of a connection with a national symbol. T
Amended Opposition repeats many ofshertcoming®f the Opposition. Opposesstill fails to allege

facts sufficient to show standing, and he still fails to state a causéoof. act
-2
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ARGUMENT

“A party opposing a registration pursuant to Section 13 of the Lanham Actmous{F) that
he has standing and (2) a statutory ground which negates the applicantmentitteregistration.
Moreover, an opposenust at the pleading stage alldgets in support of both, a conclusion that is
fully consistent with the PTQO’s rulés Young v. AGB Corpl52 F.3d 137,71380(Fed. Cir. 1998)

The Board reviews a Motion to Dismiss by assuntiragall well-pleaded allegations in the
opposition arertie, and construintpose allegations in the light most favorable todpposer.
Consolidated Foods Corp. v. Big Red, Ji&26 U.S.P.Q. 829, 831 (T.T.A.B. 198%)nder the
heightened pleading standard announced by the Supreme (BeiftAtiantic Cop. v. Twomblyand
confirmed inAshcroft v. Igbalthese allegations must consist ‘@ Short and plain statement of the
claim showing that the pleader is entitled to relief’ in order to ‘give tfendant fair notice of what the
... claim is and the grounds upon which it rest®8&ll Atlantic Corpv. Twombly 550 U.S. 544, 555
(2007); see also Ashcroft v. Ighd56 U.S. 662677678 (2009) The grounds of the complaint must
include “more than labels and conclusions, and a formulaic recitation déthergs of a cause of
action will not do’ the “[flactual allegations must be enough to raise a right to relief abeve th
speculative level. Twombly 550 U.Sat 555;see also Igbhal556 U.Sat677-678 (finding that “[a]
claim has facial plausibility when the plaintiff pleads factual content lloatsathe court to draw the
reasonable inference that the defendant is liable for the misconduct dlleged

Even under this deferential standdBghposefails to state a clairmpon which relief can be
grarted because the Opposition contains no facts that reasonably support standingeadéte pl
ground. Thanco’sMotion to Dismiss should be granted becalitsis clear that no relief could be
granted under any set of facts that could be proved consisterthe allegations.”Young 152 F.3dat
1379
l. OPPOSERLACKS STANDING.

“Any person who believes that he would be damaged by the registration of a markeaupon t
principal register” may file an opposition. 15 U.S.C.A. § 18&# also Ritchie v. Simpsd70 F.3d
1092, 1095Fed. Cir. 1999). However, an opposer’s allegations alone do not establishgstaimton

Industries, Inc. v. Ralston Purina €670 F.2d 1024, 102&.C.P.A. 1982). “In addition to meeting
-3
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the broad requirements of § 13, an ogpaesust meet two judicialgreated requirements in order to
have standing the opposer must hayg) a “real interest” in the proceeding; g0l a “reasonable
basis” for his belief of damagditchie 170 F.3cat 1095. These standing requirements have been
established in order to “prevent litigation where there is no real contydvetseen the parties, where
a plaintiff, petitioner or opposdas no more than an intermeddleLipton Industries670 F.2dat 1028
29.

An opposehas a real intereithe alleges a direct and personal stake in the outcome of the
proceeding. ‘B.M.P.8 309.03(b).Thoughthere is no requirement that actual damage be pleaded
order to establish a real interest in the proceeding, the appaseshow that he has a panal interest
in the outcome of the proceeditigat isdifferentthanor beyond that of the general publicB'M.P.8
309.03(b)see also Int Order of Job’s Daughters v. Lindeburg & C@27 F.2d 1087, 1092 (T.T.A.B.
1984). For instance, iboyle v.Al Johnson’s Swedish Restaurant & Butik, |tiee petitioner sought to
cancel theegistrants markfeaturing goats positioned on a grass roof, claimingdsedamged by
registration of the markecause heiasnot able to “satisfy his desire to take photographs of goats o
grass roofs.”Doyle v. Al Johnson’s Swedish Restaurant & Butik, B@&12 TTAB LEXIS 30, 12
(T.T.A.B. 2012). The Board found thahepetitioner did not have a real interest in the proceedings
because he did not allege that the registered mark “somehow preventsgpétititself from placing
goats on a grass roof and taking their picture, or taking pictures of goats on a $odnoelsewhere.”
Id. at 58.

In the Order, the Board held tfapposeffail[ed] to allege sufficienfacts that demonstrate he
has a real interest, that is, a personal stake, in opposing registrationaafragpharks. Specifically,
opposer [did] not affirmatively allege that he sells his clothing itenaer the mark GOT OUZO? or
any other similar n&.” (D.N. 16 at 5.)The Amended Opposition does nothing to overcome this f3
flaw. Opposer repeats the insufficient allegation that he “has sold items? thedGOT OUZO? mark,
butnowhere alleges that he is currently doing €.N. 17 at 1.)Moreover, although Opposer alleges
that he sells shirts and other unspecified items, Opposer does notladiehe sells any of the goods

covered byApplication No. 77378572 coffeecups, tea cups, and mugs.
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Instead, Opposeeiterates an argument alrgadjected by the Board in its order granting
Thanco’s motion to dismiss. Opposer asserts that he is “the sole owner of Ggghics and
Marketing, a seller of shirts and other items to Greek festivals.”. (¥.dt 1.) Apollo Graphics and
Marketing (“Apollo”) brought an earlier cancellation petiti@ancellation Action No. 92053525,
against alifferentregistration for the mark GOT OUZO? (D.N. 17 &.) As the Board has already
held, however, even topposer may have properly alleged his stagd that cancellation .[e]ach
Board proceeding is based on its individual record. Accordingly, opposer’s comtixati he has
already properly set forth his standing in this opposition proceedingvgetigaken.” (D.N. 16 at 5
n.3.)

Finally, Opp®er seeks to establish standing by alleging that he and Thanco are direct
competitors and share the same potential customer base (D.N. 1Wdtete an opposer bases his
opposition on the allegation that the mark sought to be registered is meaiytde, the oppoganay
establish standing by pleading and proving that he is manufacturing or sellinglugicaie similar to
those of the applicant, of which the mark is equally descrip®ee, e.gConsolidated Foods Corp. v.
Big Red, Inc.226 U.S.P.Q. 829, 831 (T.T.A.B. 198bkderal Glass Co. v. Corning Glass Work€2
U.S.P.Q. 279, 2883 (T.T.A.B. 1969); McCarthy on Trademarks and Unfair Competition, § 2@tihl
ed.2013)D.N. 16 at 5. Here, however, Opposer does not altetlpe Amendedpposition that GOT
OUZO? is merely descriptive of the goods sought to be registes#ir{d, sweatshirts, caps, coffee
cups, tea cups, or mugs). Nor can he dasbhanco demonstrated in its motion to dismiss the
Oppositionand as the Board has already helthe OrderGOT OUZQO? is not descriptive of those
goods (D.N. 6 at &; D.N. 16 at 910.) Consequently, the allegatitimat tre parties are competitors is
notsufficient to establish standing.

Opposeihas also failed to establish a reasonable basis for his belief of dahodugve
standing, “[t]he allegations in support of [opposer’s] belief of damage Inawe a reasonable basis ‘in
fact.”” T.B.M.P.§ 309.03(b).An opposer need not prove his case on the merits for standing purpa
butmust allege facts “sufficient to show that [he] is not alone in his lkledmagei.e., the belief is
not simply the opposer’s subjective viewRritchie 170 F.3cat 1098. For example, the opposer in

Ritchie v. Simpsonad a reasonable basis for bedief that he would be damaged by registration of C
-5
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SIMPSON, 0.J, and THE JUICE in connection with a broad range of goods whergjbe tikt he
had obtained petitions signed fpgople from all over the United Stateso agred that the marksvere
immoral and scandaloutd. at1098. The Board held theghatpetitions established thtte opposer
had objective proahathewasnot alone in his belief that he would be damaged by registration of t
marks. Id.

Unlike in Ritchie Opposedoes not kege any facts that support his belief that he will be
harmed by registration of Thanco’s marks, and provides no reasonable btmssgarely subjective
belief. Based o®pposer'sallegations, it is entirely unreasonable to believe that registiation
Thanco’s marks will harm his ability to make and sell clothing,@pposetherefore lacks standing ta
bring this Opposition.

Becausépposeihas failed to allege (1) that he is currently selling goods under the mark G
OUzO? or confusingly similamarks, and (2) any facts supporting his purported belief that he will
harmed by registration of the mark at issDpposeihas failed to establish standing.

Il. OPPOSERFAILS TO STATE A CLAIM FOR RELIEF.

Opposemust also allege facts which would, if proved, establish that there sl @r@ind for
opposing Thanco’s application¥oung 152 F.3cat 138Q Pursuant to Rule 8(a)(2) of the Federal
Rules of Civil Procedure, made applicable to trademark proceedingadgmiark Rule 2.116(ahe
AmendedOpposition must “set forth a short and plain statement showing why [he] bdle}esould
be damaged by the registration of the opposed mark(s] and state the grauragjppsition.”
McDonnell Dougla Corp v. Natl Data Corp, 1985 TTAB LEXIS 144, B (T.T.A.B. 1985).In

determining whether ampposer has stated a plausible claim for relief, the Board will examineexheth

“the pleading gives fair notice and states the elements of the claim pladrdyerinctly. Sufficient

detail must be given so thiéie [applicant] may obtain a fair idea of the [opposer’s] complaint attek of

legal basis for recovery.ld. at § see also Igbal556 U.Sat677-678 (finding that the pleading
standard “does not require ‘detailed factual allegatibwus it demands more than an unadorned, the
defendanunlawfully-harmedme accusation.”)

Opposepurports taallegethe followingclaimsin his Opposition(1) improper prosecution of

the mark (2) fraud and(3) false suggestion of a connection watinational symbalinder Section 2(a)
-6
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As discussed in detail belo@pposerails to allege sufficient facts to support each and every one of

theseclaims and has nosuccessfully pleaded a single claim for which relief may be granted.

A. OpposerCannot Assert a Claim for lonoper Prosecution of the Mark.

The available grounds to oppose a trademark application are strictly limistatinte. Flash &
Partners S.p.A. v. |. E. Mfg. LL.2Q010 TTAB LEXIS 306, *3 (T.T.A.B. 2010%ee alsad.B.M.P. §
309.03(c). As the Board®rder properlyheld, “an alleged error on the part of the Office in correctly
prosecuting applicant’s involved applications does not constitute a ground fortiopgogD.N. 16 at
12); see alsdFlash & Partners2010 TTAB LEXIS 306, at * 3. Indeed, tkizder specifically
“precluded [Opposer] from rasserting claims of improper prosecution.” (D.N. 16 at 13.)

Despite theOrder, Opposerseeks to rallege a claim of improper prosecution, disguised ung
the heading “Failure to Prove Secondary Meaning.” (D.N. B718t) As he did in the initial
Opposition, Opposeseeks to challenge the “sufficiency of the evidence of secondary meaning
applicant submitted with its response to the examining attorney’s afftoon.” (D.N. 16 at 112.)
This he may not do(ld. at 12.)

Because improper prosecution is not a statutory ground for oppoSipposeffails to state a
claim for which relief may be granted.

B. OpposelFails to State a Claim for Fraud.

Fraud in procuring a trademark registration occurs vameapplicantknowingly makedalse,
material representation with the intent to deceive the.PTiOre Bose Corp.580 F.3d 1240, 1245
(Fed. Cir. 2009).

1. Materiality.

Afact is “material” if it would have constituted grounds for denial of thestregjon had the
truth been known. Citibank, N.A. v. Citibanc Group, In&Z24 F.2d 1540, 1544 (11th Cir. 1984) (citin
Giant Food, Inc. v. Malone & Hyde, In&222 F.2d 1386 (C.C.P.A. 1975pllowform, Inc. v. AEH
515 F.2d 1174 (C.C.P.A. 19753ge alsdMorehouse Mfg Corp. v. J. Strickland and G&@7 F.2d 881
(C.C.P.A. 1969)The Ritz Hotel, Ltd. v. Shen Mfg. Co., IlND, 054730, 2009 U.S. Dist. LEXIS
22194, at*11 (E.D. Pa. Mar. 18, 200BRennwalt Corp. v. Sentry Chemical C219 U.S.P.Q. (BNA)

542, at *3839 (T.T.A.B. 1983)McCarthy on Trademarks § 31:67
-7
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In Morehousethe petitioner sought cancellation of the registrant’s incontestablentrdde

registration for the mark BLUE MAGIC for “hair dressing” dueitder alia,alleged fraud.

Morehoug, 407 F.2d at 883. In response to an office action rejecting the application because “the

descriptive word ‘blue’ is not disclaimed apart from the mark,” the registited a response stating,
“The word ‘blue’ is not descriptive in any sense of applicant’s gooddd. at 88586. In fact, the
product, when viewed in its packaging, appeared to be pale blue, although smaiésudrihe
product, when removed from the packaging, appeared cololiesghe Board found, and the
appellate court affirmed, that the statement regarding color was “untre@stanl part.”ld. at 886.
Nonetheless, the Board “did not consider the misrepresentation of the dbl®podduct (seen only
when it is viewed in a certain way) to be a material misrepresantatione vital to overcoming the
ground of rejection and hence insufficient to constitute a fraud on the Paieat’Q#. Accordingly,
the appellate court affirmed that although the statement was “in pa itfrevas not in this case a
materialmatter and hence not a basis for a holding of fratat.”

2. Knowledge of falsity.

The applicant must know that the statement is fafgae applicant “has a reasonable or
legitimate bag for the representations, then [it] has not committed fraudMaids to Order of Ohio,

Inc. v. Maidto-Order, Inc, 78 U.S.P.Q.2d (BNA) 1899, at *20.T.A.B. 2006). In Maids to Orderthe

oppose alleged that the registrant’s representation that it was using its mat&rgtate commerce was

fraudulent. Id. at*2. Without deciding the issue whether “the activities relied on by [the ragistra
were sufficient to establish” the truth of that representation, the Boaddthat it need only decide
whether the registrant had knowingly made a false statenaemtt*19. The Board found that the
registrant “had a reasonable basis for her belief” that she was using tha meglstate commerce,
and this belief was “sufficient to negate an inference of fraud upon theQBRbtaining and
maintaining the registram.” 1d. at *25.

3. Intent to deceive.

The applicant must make the misrepresentation with the intent to dées=iv&. Patent and

Trademark Office. Althoughothknowledge and intent may be averred generally, the pleadings m

“allege sufficient underlying facts from which a court may reasonably imdé¢atparty acted with the
-8
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requisite state of mind.Exergen Corp. v. Wdllart Stores, In¢.575 F.3d 1312, 1327 (Fed. Cir. 2009).

In Bose for example, where the challenger could not point to evidensgpport an inference of
deceptive intent, it failed to establish a fraud claim and the applicastesnagrepresentation was
found to be an honest misunderstanding without a willful intent to deddos 580 F.3d at 1246.

4, Pleading with partic@rity.

Rule 9(b) of the Federal Rules of Civil Procedure, made applicable to Boaegdgirays by
Trademark Rule 2.116(akgquires that]iln alleging fraud or mistake, a party must state with
particularity the circumstances constituting fraud or mistakdexergen 575 F.3dat1327. “[T]his
means the who, what, when where, and how of the alleged fritudciting and quotindiLeo v.

Ernst & Young901 F.2d 624, 627 (9th Cir. 1990))T he very nature of the charge of fraud requires t
it be proverito the hilt’ with clear and convincing evidence. There is no room for speculation,
inference or surmise and, obviously, any doubt must be resolved against the chatging path

Int’l, Inc. v. Olin Corp,. 209 U.S.P.Q. 1033, 1044 (T.T.A.B. 198A)party alleging fraud “bears a
heavy burden of proof.1n re Bose Corp.580 F.3d 1240, 1243 (Fed. Cir. 2009).

5. Opposerfails to state a claim for fraud with respect to any of the statements at

issue.

Opposeipurports to identify several fraudulenttstaents submitted in connection with
Thanco’s Response to Office Action dated November 29, @Bé2Response’j Opposefails to
state a claim for fraud with respect to any of these statements.

a) Distribution of Thanco catalogue.

In support of the Aplications, Thanco stated:

Every year, Thanco mails copies of its catalogue to every single Grdebdox
Church in the United States, and to the sponsors of every single Greek festival
across the country. In total, Thanco’s annual “hard copy” catalegubes
approximately 25@00 targeted recipients each year. These targeted recipients
are located in virtually every state in the United States.

! Thanco filed essentially identical responses, on the same dassetatially identical office actions
in connection with both Applications. For ease of reference, Thanco cites hererésective

Responses and supporting declarations and other materials as one.
-9
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(Declaration of Thanos Drimalas dated November 23, 2012, filed in connectiotingviResponse on

November 29, 2012 (“Drimalas Decl.”) 14.)

Opposeiasserts thahesestatemergarefraudulentecause (1) there is an alleged discrepancy

between the number of targeted recipients who received Thanco’s catalogue tatal humber of
Greek Orthodox churches aGueek festivals in the United Staté) there are festivals in “every state
in the country,” not “virtually every stateand (3)on its faceThanco could not have mailed its
catalogue annuallyD.N. 17 at 1314.)

Whether Thanco mailed its catal@gto every single church and festival in the couasy,
opposed t@ substantial majority of thenm every state or nearly every state, it is clear that Thanco
distributed its catalogue widely to trelevant potential customer base. Moreove®psose himself
acknowledges, the distribution of the catalogue was but one piece of evidaticg te distinctiveness
that Thanco submittedDrimalasDecl. and Exhs. A thereto.)Indeed, Thanco also submitted
customer declarations, sales invoices, regeniormationand a declaration from the President of
Thancoall substantiating Thanco’s long history of continuous use and promotion of the(hdagrk.
The insignificant alleged difference in the number of Greek churches andlfestould not have
occasioned rejection of the applicati@specially where, as here, Thanco submitted ample addition
evidence supporting distinctiveness. Thus, the alleged misrepresentgiaontinaterial, and cannot
supporta fraud claim Citibank,724 F.2d at 1544Morehouse407 F.2d 881Pennwalf 219 U.S.P.Q.
542, at *3839.

Opposeihas also failed tplead facts supporting falsity with respect to Thanco’s stateitment

it mailed its catalogue annuall@pposeiasserts that the catalogue cannot have been maiiedlby

2 pursuant to Trademark Rule 2.122(b), the file of “the application against which aafotice
opposition is filed ... forms part of the record of the proceeding without any action pgrties and
reference may be made to the file for any relevant and competent purpose.” Mdtendectrine
of incorporation by reference permits a court to consider, on a motion to dismiss, dodhatents
were referenced in the complaint and are accepted by all parties as autBeatie.g., Van Buskirk
v. Cable News Network, In@84 F.3d 977, 980 (9th Cir. 200®hanbers v. Time Warner, Inc282
F.3d 147, 153 and n.1 thereto (citing cases) (2d Cir. 2002). Accordingly, the Board may cons
Drimalas declaration and supporting exhibits, which were referenced in the Adr@pgdesition and
which form the basis of Opposer’s purported claim for fraud, without converting thisrMot
Dismiss into one for summary judgment.

-10
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because the excerpts submittedannection witltheApplicatiors reflect a business address of

Stafford, Texas, while invoice exemplars show that the businedsae#sd in Alvin, Texas, after 2001.

He does not allege that the information ie datalogue or invoice exemplars is false. Inst@®agoser
states “it would be only natural to presuntigdt the copy of the catalogue that was submitted in sup
of the application was the most recent catalogue, and therefore the catalogaemaited after 2001.

This dubious logic simply does not follow. Thanco submigteckrptf its catalogues in
support of the application, and clearly identified them as excdiptsnalasDecl. { 4.) Thanco never
purported to submit, or stated that it veabmitting,a current version of its catalogu®pposesimply
makes that assumptipdevoid of any supporting facts. “There is no room for speculation, infereng
surmise, and obviously, any doubt must be resolved against the chargingIpasyBose 580 F.3d at
1243 (internal quations and citation omittedOpposer’'presumption is tantamount to an allegation
on information and belief. Such allegations “fail to meet the Fed. R. Gfb)Requirements as they
are unsupported by any staterhef facts providing the information upon which petitioner relies or t
belief upon which the allegation is foundedsian and Wester@lassics B.V. v. Selkow2 U.S.P.Q.2d
(BNA) 1478, at *4 (T.T.A.B. 2009).

Becausépposeihas failed to allege matality or falsity, he has not stated a claim for fraud
with respect to these statements.

b) Sales invoices.

In support of the Applications, Thanco submitted invoice exemplars showing s@eéq of
OUzZ0O? merchandisgDrimalas Decl. § 7 and Exh. D thergtd hese exemplars plainly reflect a line
item for OUZO merchandige.g, “Adult T-shirt Black 100% Cotton (OUZQ), and Thanco’s
President attested to the authenticity and accuracy of these invaicesann declarationDrimalas
Decl. § 7 and ExID thereto.)Additionally, the cataloguand website excerpts submitted at the sam
time plainly reflect corresponding GOT OUZO? merchandise availablerfohgse. (Drimalas Decl.
Exhs. A, B.) Nonetheless, Opposer speculates that the invoices dolaot sales of the merchandise
in question, because the relevant line items are titted OUZO rather th@GZO? (D.N. 17 at 15.)

Tellingly, however, Oppostsrallegations dmot dispute that Thanco sold, and continues to sell, GO
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OUzZO? merchandise, e quantities of merchandise and resulting revenues reflected in the Drimalas

Declaration and supporting exhibits.

Opposer’'speculation, like allegations on information and belief, are insuffitigoiead falsity
in connection with a fraud clainBee In re Bosg580 F.3d at 1243sian and Western Classj&2
U.S.P.Q.2d 1478, at *4. Moreover, whether the line items listed in the invoicesyitenfull mark, or
merely refer to the mark in abbreviated fashion (as is common in an indaes)nbaffect
registrability of the mark, and is not material.

Because Opposer fails to allege facts supporting falsity or materialingdfailed to state a
claim for fraud based on Thanco’s invoices.

C) Third-party declarations.

In connection with the Applications, Thanco submitted tpeidty declarations attesting to its
lengthy and continuous use of the GOT OUZO? mark, and associated distinctiyBniasalas Decl.
Exh. C.) In declarations signed in October, 2012, declarants Spirithula Kostakidgkig3y Thanasis
Vergos (“Vergos”), and Nikolaos Renesis (“Renesis”) each stated, “I am not awayeotii@n
individual or entity [other than Thanco] offering merchandisder the GOT OUZO? trademark.”
(Drimalas Decl. Exh. C, Declaration of Spirithidastakis §4; Declaration of Thanasis Vergos 1 4;
Declaration of Nikolaos Renesis 14.)

Opposenrllegeghat these statements are false, becd)séstakis sold her own GOT OUZO?
merchandise “until at least 2008 or possibly later”; and (2) Vergos aresRBevere aware of Kostakis’s
sales “during the period 2001 until 2008.” (D.N. 17 at IBpposedoes not allege, however, that the
statements were untrue as of October, 2012, when the declaratiorsggwede Indeed, his pleading
acknowledges thatdéise sales had ceased by 2008us, m its face, his pleading alleges no facts

contradicting the truth of these statements. Therefore, he has failedyptopdiege falsity.

[72)

Moreover, althougl®pposeilleges that Kostakis, Vergos and Renesis knew the statement
were false, he never alleges tlhancoknew they were falseln order to state a claim for fraud, an
oppose must allege that the applicant knowingly made a false stateiaids to Ordey 78

U.S.P.Q.2d 1899, at *20. Opposer has failed to do so.

-12

MOTION TO DISMISSAMENDED OPPOSITION OPPOSITION NO. 91210863



© 0 N o o A w N e

N N N N N N N N DN P P P R R R R Rp B
® ~N oo ;KN W N B O © 0 ~N o ;N W N R, O

Becausépposeihas failed to allege falsity or knowledgkfalsity by Thanco, he has not stated
a claim for fraud with respect to these statements.

C. OpposelCannot State a Claifor False Suggestion of a Connection.

Under 15 U.S.C. § 1052(a) trademark may be refused registratipmtér alia, it “consists of
or comprises.. matter which may disparage or falsely suggest a connection.wititional symbols.”
To establish a claim of false suggestion of a connection under Sectiom2{g)pser must allege a
connection withtselfas a person, organization, or national symBaeMcDonnell Douglas1985
TTAB LEXIS at13; Heroes, Inc. v. The Boomer Esiason Hero's Foundation,Nwc.961260 (TAF),
1997 U.S. Dist. LEXIS 12192, 12 (D.D.C. 1997).“Under Section 2(a), a contested mark must point
uniguely and unmistakably to the identity or person of the person or institutiotingste claim.”
Heroes 1997 U.S. Dist. LEXIS 12192, at#F0 (internal quotations and citations omittes#e alsorhe
Ritz Hotel Ltd. v. Ritz Closet Seat Corf7 U.S.P.Q2d (BNA) 1466 (T.T.A.B. 199Q0McCarthy,
820:20. “In other words, to raise a claim that a mark falsely suggests a conmvetti@m institution
under Section 2(a), the challenger mustheeinstitutionitself.” Heroes 1997 U.S. Dist. LEXIS 12192
at *10(emphasis added)

In Heroes the defendant in an infringement action asserted a counterclaim for canceliaion
registered mark owned by the plaintificlzaritable organization bad in the District of Columbia that
provided financial assistance to the surviving family members of fifgbmelers killed in the line of
duty Id. at *1-2. The defendant alleged that the mark in question falsely suggested a connection
between the platiff and either the United States government or the D.C. police degrtrd. at *10.
The court granted the plaintiff’'s motion to dismiss¢hacellatiorcounterclaim because “the defendant
does not claim that the plaintiff’s mark falsely suggastennection with itself. Since the defendant is
not either [the U.S. government or the D.C. police department], it is néé@mditraise a claim that the

plaintiff's mark falsely suggests a connection with theid.”
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Here,Opposedoes not allege that GOT OUZO? suggests a connection with himself. , Rather

he alleges that ouzo is a “national symbol of Greece” that cannot be regis(eréd.17 at 1718).
Accordingly, Opposehas failed to state a claim for false suggestion of a connection walen2(a).
[I. THE BOARD SHOULD DISMISS THE AMENDED OPPOSITION WITH PREJUDICE.
“[lIn appropriate cases, that is, where justice does not require thatdemwvend be given, the
Board, in its discretion, may refuse to allow an opportunity, or a further opggrtanemendment” of
a complaint. TBMP 503.03ge als@Bayer Consumer Care AG v. Belmora, 190 U.S.P.Q.2d
1587, 159091 (T.T.A.B. 2009) (dismissing claim with prejudice where petitioner twitedfdo

properly allege prior useMcDonnell Douglas1986 TTAB LEXIS 144.

Opposer has now had two opportunities to plead standing and a proper cause of action. He

has still failed to do sb.Accordingly, the Board should dismiss the Amended Opposition with
prejudice.

i

i

% To the extent thaDpposer intends this claim to serve as an objection to the Examining Attorn
failure to refuse registration on Section 2(a) grounds, the claim is one for impropecution,
which is barred.SeesupraSection 1l.A.

* Additionally, Opposer violated the Board’s Order by failing to serve papers ewd@baounsel by
email. (D.N. 16 at 16.)
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CONCLUSION

For the rasons set forth above, tAenendedNotice of Opposition is fundamentally legally
deficient and accordingly fails to state a claim on which relief may be grastadde (1Ppposer
lacks standing to maintain this proceeding and{@)osefails to plead ay valid grounds for
opposition and allege sufficient facts in support thereof. For all of thensessbforth above, the

AmendedNotice ofOpposition should be dismissed with prejudice.

Dated: December 122013 Respectfully submitted,
HARVEY SISKIND LLP

Naomi Jane Gr
By: Naomi Jane Gray

Four Embarcadero Center,"™3Bloor
San Francisco, CA 94111
Telephone: (415) 354-0100
Facsimile: (415) 391-7124

Attorneys forApplicant,
Thanco Products & Imports, Inc.

-15

MOTION TO DISMISSAMENDED OPPOSITION OPPOSITION NO. 91210863




© 0 N o o A w N e

N N N N N N N N DN P P P R R R R Rp B
® ~N oo ;KN W N B O © 0 ~N o ;N W N R, O

CERTIFICATE OF TRANSMISSION

| hereby certify that a true and correct copy of the attabl@@ilON AND MEMORANDUM

IN SUPPORT OF APPLICANT’S MOTION TO DISMISS OPPOSER’S NOTICE OF OPPOSITIQ

(Opposition No. 91210863s being electronically transmitted to theademark Trial and Appeal Boart

onDecember 122013

/Naomi Jane Gray/

Naomi Jane Gray
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CERTIFICATE OF MAILING

| hereby certify that a true and correct copy of the attabl@@ilON AND MEMORANDUM

IN SUPPORT OF APPLICANT’S MOTION TO DISMISS OPPOSER’S NOTICE OF OPPOSITIQ

(Opposition No. 91210863yas served on Applicant viae following means:

Via first-class mail, postage prepagth December 122013 addressetb:

Chris Economides Il
3953 Avera Avenue
WinstonSalem, NC 2706
and

Via email, addressed to:

TTAB_Got_Ouzo@yahoo.com

/Cynthia Leé

Cynthia Lee
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