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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name SOLUXURY HMC

Granted to Date
of previous
extension

05/26/2013

Address 110 avenue de France
Paris, F-75013
FRANCE

Attorney
information

Cory M. Amron
Vorys, Sater, Seymour and Pease, LLP
PO Box 2255 IPLaw@Vorys
Columbus, OH 43216-2255
UNITED STATES
iplaw@vorys.com Phone:202.467.8800

Applicant Information

Application No 85665773 Publication date 11/27/2012

Opposition Filing
Date

05/24/2013 Opposition
Period Ends

05/26/2013

Applicant Monreale USA Group LLC
c/o Akerman Senterfitt 335 Madison Avenue, 26th Floor
New York, NY 10017
UNITED STATES

Goods/Services Affected by Opposition

Class 043.
All goods and services in the class are opposed, namely: hotel services

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

995968 Application Date 07/09/1973

Registration Date 10/15/1974 Foreign Priority
Date

NONE

Word Mark SOFITEL

Design Mark

Description of
Mark

NONE



Goods/Services Class U100 (International Class 042). First use:
HOTEL, RESTAURANT AND CAFE SERVICES

U.S. Registration
No.

3958079 Application Date 11/29/2007

Registration Date 05/10/2011 Foreign Priority
Date

NONE

Word Mark SOFITEL INSPIREDMEETINGS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Business management; business administration; public relations services;
assistance and consultancy on advertising, promotion and marketing in
conjunction with the organization of meetings, exhibitions and shows;
organization of meetings, events, exhibitions and shows for commercial,
promotional and advertising purposes
Class 041. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Organization of meetings, events, exhibitions and shows all for cultural or
educational purposes; arranging and conducting meetings, colloquiums,
conferences, congresses, seminars and symposiums all for educational or
cultural purposes; services of publication, namely, publication of newspapers,
newsletters and books; publishing of educational materials of others, namely,
brochures, books and periodicals intended for meetings, conferences,
congresses, seminars and symposiums
Class 043. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Rental of meeting rooms

Attachments SONOTEL Opposition with Exhibits.pdf(1442532 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Chris Ott/

Name Christopher M. Ott

Date 05/24/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SOLUXURY HMC,

Opposer,

v.

MONREALE USA GROUP LLC,

Applicant.

Opposition No. _________

NOTICE OF OPPOSITION

Soluxury HMC (“Opposer”) is a Société à Responsabilité Limitée organized in France and

located at 110 Avenue de France, F-75013 Paris, France.

To the best of Opposer’s knowledge, Monreale USA Group LLC (“Applicant”) is a

Delaware limited liability company located at c/o Akerman Senterfitt, 335 Madison Avenue, 26th

Floor, New York, New York 10017 and owns U.S. Trademark Application Serial No. 85/665,773

(the “Application”).

Opposer believes that it is and will continue to be damaged should the Application

register and opposes it as set forth below.

Factual Background

1. Since at least as early as 1974, Opposer and its predecessors-in-interest have

continuously used the mark SOFITEL (“Opposer’s Mark”) in connection with hotel and restaurant

services and services ( “Opposer’s Services”) as well as various printed, furniture, houseware,

textiles, and clothing (collectively, “Opposer’s Goods”).

2. Nearly 40 years ago, on July 9, 1973, Opposer’s predecessor-in-interest filed a

U.S. trademark application for the mark SOFITEL for use with Opposer’s Services, which on

October 15, 1974 matured to the now-incontestable Registration No. 995,968.



3. Opposer has registered Opposer’s Mark for use in connection with Opposer’s

Goods and Opposer’s Services at least 8 other times including (collectively with Registration No.

995,968, these are “Opposer’s Registrations” and TSDR printouts are attached as Exhibit A):

Registration
No.

Mark Filing Date Registration
Date

995,968 SOFITEL 7.9.1973 10.15.1974

3958079 SOFITEL INSPIREDMEETINGS 11.29.2007 5.10.2011

3462564 SO BY SOFITEL 4.23.2007 7.8.2008

3508929 SOFITEL (stylized) 9.30.2008 9.30.2008

3631582 SOFITEL LEGEND (Stylized) 4.23.2008 7.2.2009

3635551 SO BY SOFITEL (Stylized) 5.13.2008 6.9.2009

3635552 SO BY SOFITEL LUXURY BOUTIQUE HOTEL
(Stylized)

5.13.2008 6.9.2009

4017850 SO BY SOFITEL 6.29.2010 8.30.2011

3159101 SOFITEL 8.26.2005 10.17.2006

4. Opposer’s Registrations are prima facie evidence of the validity of Opposer’s

Marks and Opposer’s ownership and exclusive right to use those marks in commerce and

provide constructive notice of Opposer’s ownership of the marks, all as provided by §§ 7(b) and

22 of the Federal Trademark Act of 1946, as amended.

5. Opposer’s registration for SOFITEL, Registration No. 995,968 is incontestable

under 15 U.S.C. §1065, and as such, is conclusive evidence of the validity of that registered

mark, of Opposer’s ownership of that mark and of Opposer’s exclusive right to use that mark

with Opposer’s Services.

6. On June 29, 2012, well after the filing dates of the applications that became

Opposer’s Registrations, Applicant filed the Application for SONOTEL (“Applicant’s Mark”) for

use with hotel services (“Applicant’s Services”), based on an intent to use that mark in

commerce.

7. The Application was published for opposition on November 27, 2012 and

Opposer obtained an extension of time to Oppose the Application through May 26, 2013.



Likelihood Of Confusion

8. Applicant’s Mark is highly similar to Opposer’s Mark.

9. Applicant’s Services are identical to Opposer’s Services and would be marketed

to the same consumers through the same trade channels.

10. Opposer has priority over the adoption, after July 9, 1973, of marks that are the

same as or similar to Opposer’s Mark and are used with goods or services that are the same as,

or are related to, Opposer’s Goods or Opposer’s Services.

11. Allowing the Application to register would damage Opposer by interfering with

Opposer’s exclusive right to use Opposer’s Marks in connection with Opposer’s Goods or

Opposer’s Services.

12. Because of the similarity between Opposer’s Marks and Applicant’s Mark, and

the relatedness of Opposer’s Goods and Opposer’s Services on the one hand and Applicant’s

Services on the other, Applicant’s Mark is likely to cause confusion, cause mistake or deceive the

public, and cause the public to believe, incorrectly, that Applicant’s Services emanate from, are

authorized or endorsed by, or are otherwise connected with Opposer in violation of Section 2(d)

of the Lanham Act, 15 U.S.C. §1052(d).

* * *

THEREFORE, Opposer respectfully requests that the Trademark Trial and Appeal Board

sustain this Notice of Opposition to Application Serial No. 85/665,773 for SONOTEL.

The required fee accompanies this Notice. Please charge any additional fees to Deposit

Account No. 22-0585.



Please recognize Cory M. Amron, William H. Oldach III, and Christopher M. Ott, all

members of the bar of the District of Columbia, and the firm of Vorys, Sater, Seymour and

Pease, LLP, as Opposer’s attorneys to prosecute this Notice of Opposition and to transact all

related business in the Patent and Trademark Office.

Respectfully submitted,

5.24.2013
Date:_______________ ___________________

Cory M. Amron
William H. Oldach III
Christopher M. Ott
VORYS, SATER, SEYMOUR & PEASE LLP
1909 K Street, NW
Ninth Floor
Washington, DC 20006
Telephone: 202.467.8800
Facsimile: 202.533.9099
E-Mail: iplaw@vorys.com

Attorneys for Opposer
SOLUXURY HMC



EXHIBIT A











































CERTIFICATE OF SERVICE

I certify that a true and correct copy of the foregoing Notice of Opposition was served
on May 24, 2013, by first-class United States Mail, postage prepaid, on:

Mark D. Passler, Esq.
Akerman Senterfitt
222 Lakeview Avenue, Floor 4
West Palm Beach, FL 33401-6147

______________________
Christopher M. Ott

5/24/2013 16230652 V.3


