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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name PROBOARDS, INC

Granted to Date
of previous
extension

05/18/2013

Address 20381 Lake Forest Drive, Suite B2
Lake Forest, CA 92630
UNITED STATES

Attorney
information

Conor Kennedy
KRONENBERGER ROSENFELD, LLP
150 Post St. Suite 520
San Francisco, CA 94108
UNITED STATES
tmapps@krinternetlaw.com

Applicant Information

Application No 85752386 Publication date 03/19/2013

Opposition Filing
Date

05/07/2013 Opposition
Period Ends

05/18/2013

Applicant Clipix LLC
Suite 100 2050 Center Avenue
Fort Lee, NJ 07024
UNITED STATES

Goods/Services Affected by Opposition

Class 042.
All goods and services in the class are opposed, namely: providing a website that gives computer
users the ability to categorize, manage, and share online bookmarks and user-generated content

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2663391 Application Date 02/05/2002

Registration Date 12/17/2002 Foreign Priority
Date

NONE

Word Mark PROBOARDS

Design Mark



Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2000/01/01 First Use In Commerce: 2000/01/01
HOSTING THE ONLINE MESSAGE BOARDS OF OTHERS ON A COMPUTER
SERVER FOR A GLOBAL COMPUTER NETWORK

Attachments Notice of Opposition.pdf(5153820 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /s/ Conor Kennedy

Name Conor Kennedy

Date 05/07/2013
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OPPOSITION NO. ___________  NOTICE OF OPPOSITION 
SERIAL NO. 85-752386 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of application Serial No.: 85-752386 

For the Trademark: PROBOARD 

Published in the Official Gazette on March 19, 2013 

30-Day Extension Granted Until: May 17, 2013 [D.E. No. 2] 

 

 
PROBOARDS, INC., 
 
  Opposer, 
 
 v. 
 
CLIPIX LLC, 
 
  Applicant. 
 

 
Opposition No. ________________ 
 

NOTICE OF OPPOSITION 

Opposer ProBoards, Inc. (hereinafter “Opposer” or “ProBoards”), which has its 

principal place of business at 20381 Lake Forest Drive, Suite B2, Lake Forest, 

California 92630, believes that it would be damaged by the registration of Applicant 

Clipix LLC (“Applicant” or “Clipix”)’s application for the mark PROBOARD, as shown in 

United States Trademark Application Serial No. 85-752386 filed on October 12, 2012 

and published for opposition on March 19, 2013 (the “Application”).  ProBoards 

therefore opposes the Application.  

ProBoards, Inc. has requested and received an extension of time until May 17, 

2013 in which to oppose the Application.  

The grounds for this Opposition are as follows:  

INTRODUCTION 

 ProBoards, Inc. (“ProBoards”) is the owner of the incontestable, federally 

registered mark “PROBOARDS” and the website <www.proboards.com> (the “ProBoards 

Website”).  (Declaration of Patrick Clinger in Support of Notice of Opposition (“Clinger 
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 OPPOSITION NO. ___________ 1 NOTICE OF OPPOSITION 
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Decl.”) ¶2 & Ex. A.)  ProBoards hereby opposes the registration of the virtually identical 

mark “PROBOARD” by the company Clipix LLC, which has no relationship to ProBoards.  

ProBoards files this opposition in order to prevent serious commercial harm to itself and 

its customers and to prevent the substantial likelihood of marketplace confusion resulting 

from competing, virtually identical marks in closely related trade channels. 

 The USPTO published the applicant mark “PROBOARD” in the March 19, 2013 

edition of the Official Gazette.  The application is summarized as follows: 

 

Applicant:  Clipix LLC 

Serial No.:  85-752386 

Filed:   October 12, 2012 

Mark:   PROBOARD (Standard Character Mark) 

For:  PROVIDING A WEBSITE THAT GIVES COMPUTER USERS THE 

ABILITY TO CATEGORIZE, MANAGE, AND SHARE ONLINE 

BOOKMARKS AND USER-GENERATED CONTENT (U.S. CLS. 

100 AND 101). 

Class:  042 

 

Grounds for Opposition 

 ProBoards has requested and received an extension of time to oppose. 

 ProBoards’ grounds for opposition are as follows: 

1. ProBoards has the exclusive right to use the mark “PROBOARDS” and to 

exclude any use of substantially similar marks.  ProBoards owns the federally registered 

mark “PROBOARDS” for online hosting services (Reg. No. 2663391, Ser. No. 

78106800), used in commerce since 2000 and registered federally on December 17, 

2002, a true and correct copy of which registration is attached hereto as Exhibit A.  In 

light of ProBoards’ registration and continuous use of “PROBOARDS,” the TTAB should 

refuse registration of the applicant mark.   
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2. ProBoards is the largest provider of free forum hosting on the Internet.  

(Clinger Decl. ¶4 & Ex. B.)  ProBoards began operating the ProBoards Website and 

using the “PROBOARDS” mark in 2000.    (Clinger Decl. ¶2-3 & Ex. A.)   

3. ProBoards supplies its forums and hosting services to tens of millions of 

registered users, providing free hosting and other customized forum services for large 

online communities across the Internet.  (Clinger Decl. ¶5.)    The ProBoards forum 

hosting service serves more than 16 million unique online visitors per month, accessible 

on both computers and mobile devices.  (Clinger Decl. ¶5.) 

4. ProBoards’ trademark “PROBOARDS” was initially registered to ProBoards’ 

principal, Patrick Clinger, and subsequently assigned from Patrick Clinger to ProBoards, 

a true and correct copy of which assignment and official notice of recordation are 

attached hereto as Exhibit B.  ProBoards has used the mark continuously to distinguish 

its good and services in commerce since 2000.  (Clinger Decl. ¶3.)  On February 22, 

2012, ProBoards filed a declaration of incontestability for the mark “PROBOARDS,” 

which the USPTO granted, a true and correct copy of which acknowledgment is attached 

hereto as Exhibit C. 

5. ProBoards has expended, and continues to expend, considerable sums to 

advertise and promote its products and services under the “PROBOARDS” mark.  

(Clinger Decl. ¶6.)  Additionally, ProBoards has generated earned media from prominent 

industry press outlets, including the technology industry’s business-to-business news 

website TechCrunch, and other prominent outlets.  (Clinger Decl. ¶6 & Ex. C.)  By reason 

of its longstanding commercial success using the mark, the “PROBOARDS” mark is 

identified in the public’s mind with the products and services originating with ProBoards.  

In addition, by reason of the fame attaching to the “PROBOARDS” mark, and ProBoards’ 

continued expansion of its use of the mark to new product and service categories, the 

public has come to conclude that virtually all of the goods and services bearing the 

“PROBOARDS” mark emanate from, or are authorized by, ProBoards. 

// 
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6.  The applicant mark infringes upon ProBoards’ mark “PROBOARDS.”  The 

TTAB will refuse registration for an applicant mark if it is “likely, when used on or in 

connection with the goods of the applicant, to cause confusion, or to cause mistake, or to 

deceive.”  15 U.S.C. §1052(d).  Applicant marks are not eligible for registration where 

they create a likelihood of confusion in the minds of ordinary purchasers concerning the 

source or origin of goods and services.  See id.    

7. As an initial matter, the applicant mark “PROBOARD” is virtually identical in 

its entirety to the “PROBOARDS” mark.  Additionally, the services Clipix plans to offer 

under the applicant mark overlap substantially with the goods and services that 

ProBoards has continuously provided in connection with its “PROBOARDS” mark for 

more than a decade.  Furthermore, Clipix’s unrestricted application to use the mark 

“PROBOARD” for directly competing online services threatens to mislead ordinary 

consumers.   

8. Consumers are likely to be confused as to the affiliation or connection 

between ProBoards, the “PROBOARDS” mark, and the goods and services offered on 

the ProBoards Website on the one hand and Clipix and the competing services offered 

under the applicant mark on the other hand.   

9. In determining whether there is a likelihood for consumer confusion, courts 

balance several factors, including similarity of the marks, similarity of goods and services, 

and similarity of trade and marketing channels.  See AMF Inc. v. Sleekcraft Boats, 599 

F.2d 341, 348 (9th Cir.1979); Application of E.I. Du Pont De Nemours & Co., 476 F.2d 

1357, 1361 (Cust. & Pat.App.1973).  As discussed below, there is significant likelihood of 

consumer confusion. 

10. First, the marks are substantially similar.  Marks can be similar as to 

appearance, sound, connotation, and commercial impression.  See Sleekcraft at 348.  

The marks are virtually identical with respect to each of these characteristics.  The marks 

share all but one letter in common.  The extra letter is an “S.”  ProBoards’ mark contains 

an “S” and the applicant mark lacks an “S.”  The extra letter fails to distinguish the 
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applicant mark in appearance, sound, connotation, or commercial impression so as to 

reduce consumer confusion.  Regarding connotation or commercial impression, “S” is 

used to pluralize words.  The connotation or commercial impression of the applicant mark 

is unrelated to anything singular.  This factor therefore weighs heavily against granting 

registration, and the TTAB should therefore reject the applicant mark. 

11. Second, the goods and services are substantially similar.  The TTAB must 

compare the description in the “PROBOARD” application1 to the description in the 

“PROBOARDS” registration2.  Both are categorized in International Class 042.  The 

marks describe substantially similar goods and services.  The “PROBOARD” application 

uses a new industry term, “User-Generated Content,” to describe an established industry 

practice.  The application does not define the term.  The term entered mainstream usage 

after ProBoards filed its registration in 2002.  Still, “User-Generated Content” describes a 

central purpose of ProBoards’ goods and services.  (Clinger Decl. ¶3.)  “User-Generated 

Content” is creative material, including text, images, or videos, produced by amateurs.  

See OECD Report: “Participative Web: User-Created Content,” pg. 8 (2007), Org. for 

Econ. Cooperation and Dev., http://www.oecd.org/dataoecd/57/14/38393115.pdf.  The 

ability to categorize, manage, and share user-generated content is central to online 

message boards.  (Clinger Decl. ¶3.)  If the TTAB granted registration, the goods and 

services described in the application would therefore place the applicant mark in direct 

competition with ProBoards’ mark.  The similarity of goods and services as between the 

applicant mark and ProBoards’ mark therefore weighs further against granting 

registration to the applicant mark.   

12. Third, the marks use substantially similar trade channels.  Absent specific 

disclaimers, the TTAB must assume an applicant mark applies to “all normal and usual” 

trade channels.  SquirtCo v. Tomy Corp., 697 F.2d 1038, 1043 (Fed. Cir. 1983).  

                                                 
1 Clipix Application for “PROBOARD”: “PROVIDING A WEBSITE THAT GIVES COMPUTER USERS THE 
ABILITY TO CATEGORIZE, MANAGE, AND SHARE ONLINE BOOKMARKS AND USER-GENERATED 
CONTENT.” 
2 ProBoards’ Registration for “PROBOARDS”: “HOSTING THE ONLINE MESSAGE BOARDS OF 
OTHERS ON A COMPUTER SERVER FOR A GLOBAL COMPUTER NETWORK.”   
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Furthermore, if there is any doubt about the similarity of trade channels, the doubt should 

be resolved in favor of the prior user – here, ProBoards.  ProBoards has expended 

significant funds to market “PROBOARDS” in all normal and usual trade channels for 

hosting user-generated content.  These channels include popular search engines and 

social media websites.  The trade channel factor therefore weighs against granting 

registration.   

13. In summary and as demonstrated, there is considerable likelihood of 

consumer confusion if the TTAB does not reject the applicant mark. 

14. ProBoards will suffer serious commercial damage if the applicant mark is 

not rejected.  Applicant’s proposed mark for use in connections with the goods and 

services claimed in the Application is confusingly similar to ProBoards’ mark 

“PROBOARDS,” such that the purchasing public are likely to be confused into believe 

such goods and services originate or are otherwise authorized by, sponsored by, 

licensed by, or associated with ProBoards, the ProBoards Website, and/or goods and 

services offered under the “PROBOARDS” mark.  Additionally, should the USPTO issue 

a registration for the applicant mark, Clipix may use that registration to try to preclude 

ProBoards from continuing to operate the ProBoards Website, even though ProBoards’ 

use of the “PROBOARDS” mark predates Clipix’s use of the applicant mark.  As a result, 

Opposer ProBoards has a direct and personal stake in this proceeding and has a 

reasonable basis that it would be damaged by the registration of the applicant mark. 

// 

// 

// 

// 

// 

// 

// 

// 
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 WHEREFORE, ProBoards prays that this opposition be sustained, Clipix’s 

application denied, and mark refused registration. 

 

Correspondence Address 

 Please direct all communications to:  
Conor H. Kennedy 
conor@krinternetlaw.com 
Kronenberger Rosenfeld, LLP 
150 Post Street, Suite 520 
San Francisco, CA 94108  
 

DATED this 7th day of May, 2013.  

 Respectfully submitted, 

KRONENBERGER ROSENFELD, LLP 

/s/ Conor H. Kennedy 

Conor H. Kennedy 

150 Post Street, Suite 520 
San Francisco, CA 94108  
Telephone: (415) 955-1155 
Facsimile: (415) 955-1158 
 
Attorney for Opposer PROBOARDS, INC.  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of application Serial No.: 85-752386 

For the Trademark: PROBOARD 

Published in the Official Gazette on March 19, 2013 

30-Day Extension Granted Until: May 17, 2013 [D.E. No. 2] 

 
 
PROBOARDS, INC., 
 
  Opposer, 
 
 v. 
 
CLIPIX LLC, 
 
  Applicant. 
 

 
Opposition No. ________________ 
 

CERTIFICATE OF TRANSMITTAL 

 I hereby certify that a true copy of the foregoing NOTICE OF OPPOSITION is 

being filed electronically with the TTAB via ESTTA on this day, May 7, 2013. 
  

/s/ Conor H. Kennedy 
Conor H. Kennedy 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of application Serial No.: 85-752386 

For the Trademark: PROBOARD 

Published in the Official Gazette on March 19, 2013 

30-Day Extension Granted Until: May 17, 2013 [D.E. No. 2] 

 

 
PROBOARDS, INC., 
 
  Opposer, 
 
 v. 
 
CLIPIX LLC, 
 
  Applicant. 
 

 
Opposition No. ________________ 
 

 

CERTIFICATE OF SERVICE 

 I hereby certify that on May 7, 2013, a true and correct copy of the foregoing 

NOTICE OF OPPOSITION was served upon Applicant’s attorney of record by 

depositing the same with the U.S. Postal Service, First-Class postage prepaid, 

addressed as follows:  
 

DAVID M. PERRY 
BLANK ROME LLP 
1 LOGAN SQ FL 8 
PHILADELPHIA, PA 19103-6998  

  
/s/ Conor H. Kennedy 

Conor H. Kennedy 
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Exhibit C 



From: TMOfficialNotices@USPTO.GOV
Sent: Thursday, May 2, 2013 11:00 PM
To: tmapps@krinternetlaw.com
Subject: Trademark RN 2663391: Official Notice of Acknowledgement under Section 15 of the Trademark Act

U.S. Registration Number:   2663391 U.S. Serial Number:   78106800

U.S. Registration Date:   Dec 17, 2002
Mark:   PROBOARDS
Owner:   PROBOARDS, INC.

  May 2, 2013 

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the
Trademark Act, 15 U.S.C. §1065.  The Section 15 declaration is acknowledged.

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500 

REQUIREMENTS FOR MAINTAINING A FEDERAL TRADEMARK REGISTRATION

WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.

Requirements in the First Ten Years

What and When to File:

First Filing Deadline: You must file a declaration of use (or excusable nonuse) between the 5th and 6th years after the
registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the registration will continue in force for the
remainder of the ten-year period, calculated from the registration date, unless canceled by an order of the Commissioner for
Trademarks or a Federal Court.

Second Filing Deadline: You must file a declaration of use (or excusable nonuse) and an application for renewal between the
9th and 10th years after the registration date.*  See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between
every 9th and 10th-year period, calculated from the registration date.*  See 15 U.S.C. §§1058, 1059.

Grace Period Filings

The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of
an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an extension of



protection to the United States under the Madrid Protocol must timely file the declarations of use (or excusable nonuse)
referenced above directly with the USPTO.  The time periods for filing are based on the U.S. registration date (not the
international registration date).  The deadlines and grace periods for the declarations of use (or excusable nonuse) are identical
to those for nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations do
not file renewal applications at the USPTO.  Instead, the holder must file a renewal of the underlying international registration at
the International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid Protocol, before the
expiration of each ten-year term of protection, calculated from the date of the international registration.  See 15 U.S.C. §1141j.
 For more information and renewal forms for the international registration, see http://www.wipo.int/madrid/en/.

***The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS.  THE
REGISTRANT SHOULD CONTACT THE USPTO ONE YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN
ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.***

To view this notice and other documents for this application on-line, go to  http://tdr.uspto.gov/search.action?sn=78106800.
 NOTE: This notice will only be available on-line the next business day after receipt of this e-mail.
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