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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Newegg Inc.

Entity Corporation Citizenship Delaware

Address 16839 E. Gale Avenue
City of Industry, CA 91745
UNITED STATES

Attorney
information

Scott W. Johnston
Merchant & Gould P.C.
P.O. Box 2910
Minneapolis, MN 55402-0910
UNITED STATES
SJohnston@merchantgould.com, slindemeier@merchantgould.com
Phone:612-332-5300

Applicant Information

Application No 79123773 Publication date 04/09/2013

Opposition Filing
Date

05/02/2013 Opposition
Period Ends

05/09/2013

International
Registration No.

1144372 International
Registration Date

08/20/2012

Applicant CUBE EGG INC.
303, Amagasaki KR Building 3-90-1, Showa-dori,; Amagasaki-shi; Hyogo
660-0881

JAPAN

Goods/Services Affected by Opposition

Class 009.
All goods and services in the class are opposed, namely: Cell phone cases; cell phone covers;
cellular phone accessories

Class 021.
All goods and services in the class are opposed, namely: Lunch boxes; cruet stands; household
containers for foods; plastic storage containers for household or domestic use for foods and
beverages; containers for household or kitchen use; clothes drying hangers

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 2892236 Application Date 01/16/2001



No.

Registration Date 10/12/2004 Foreign Priority
Date

NONE

Word Mark NEWEGG.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2001/01/02 First Use In Commerce: 2001/01/02
online retail store featuring * consumer * computer hardware products

U.S. Registration
No.

3383264 Application Date 06/23/2006

Registration Date 02/12/2008 Foreign Priority
Date

NONE

Word Mark NEWEGG

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2001/01/02 First Use In Commerce: 2001/01/02
Computerized on-line retail store services in the field of computer software,
computer hardware, computer peripherals, televisions, cameras, DVDs,
computer game consoles and games, GPS receivers, satellite radio receivers,
home theater equipment, office equipment, electronic gadgets, mobile
electronics, telephones and other communication devices, MP3 players, home
appliances, and all accessories related thereto; On-line retail store services
featuring computer software, computer hardware, computer peripherals,
televisions, cameras, DVDs, computer game consoles and games, GPS
receivers, satellite radio receivers, home theater equipment, office equipment,
electronic gadgets, mobile electronics, telephones and other communication
devices, MP3 players, home appliances, and all accessories related thereto

U.S. Registration
No.

3473139 Application Date 03/07/2007

Registration Date 07/22/2008 Foreign Priority
Date

NONE

Word Mark NEWEGG MALL

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2008/05/27 First Use In Commerce: 2008/05/27
Online marketplace which provides customers and merchants with e-commerce
shopping services in the nature of an online shopping mall with links to the retail
websites of third-party merchants

U.S. Registration
No.

3575834 Application Date 07/08/2008

Registration Date 02/17/2009 Foreign Priority
Date

NONE

Word Mark SHELL SHOCKER

Design Mark

Description of NONE



Mark

Goods/Services Class 035. First use: First Use: 2008/03/31 First Use In Commerce: 2008/03/31
Computerized on-line retail store services in the fields of computer software,
computer hardware, computer peripherals, televisions, cameras, DVDs,
computer game consoles and games, GPS receivers, satellite radio receivers,
home theater equipment, office equipment, electronic gadgets, mobile
electronics, telephones and other communication devices, MP3 players, home
appliances, and all accessories related thereto; on-line retail store services in
the fields of computer software, computer hardware, computer peripherals,
televisions, cameras, DVDs, computer game consoles and games, GPS
receivers, satellite radio receivers, home theater equipment, office equipment,
electronic gadgets, mobile electronics, telephones and other communication
devices, MP3 players, home appliances, and all accessories related thereto

U.S. Registration
No.

3592385 Application Date 11/02/2007

Registration Date 03/17/2009 Foreign Priority
Date

NONE

Word Mark NEWEGGMALL

Design Mark

Description of
Mark

The mark consists of the words "NEW" in red, "EGG" in blue, and "MALL" in
orange, all of the words being trimmed in the color grey, with three eggs above
the words, with the first and third egg in white trimmed in grey and the second
egg in orange.

Goods/Services Class 035. First use: First Use: 2008/04/21 First Use In Commerce: 2008/04/21
Operating an online marketplace for the sellers of goods and services which
provides customers and merchants with an e-commerce portal for shopping
purposes

U.S. Registration
No.

3608241 Application Date 02/25/2008

Registration Date 04/21/2009 Foreign Priority
Date

NONE

Word Mark EGGXPERT

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/06/20 First Use In Commerce: 2007/06/20
Providing consumer information in the field of computer products via a website
where users can post information and links concerning computer products,
software and electronics
Class 038. First use: First Use: 2007/06/20 First Use In Commerce: 2007/06/20
Providing online communities in the nature of electronic bulletin boards for the
transmission of messages among computer users featuring information relating
to computer products, software and electronics and advice relating thereto

U.S. Registration
No.

3838347 Application Date 02/25/2008

Registration Date 08/24/2010 Foreign Priority
Date

NONE

Word Mark NEWEGG

Design Mark



Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2008/08/22 First Use In Commerce: 2008/08/22
Providing consumer information in the field of computer products via a website
where users can post information and links concerning computer products,
software and electronics
Class 038. First use: First Use: 2008/08/22 First Use In Commerce: 2008/08/22
Providing online communities in the nature of electronic bulletin boards for the
transmission of messages among computer users featuring information relating
to computer products, software and electronics and advice relating thereto

U.S. Registration
No.

3857709 Application Date 04/03/2009

Registration Date 10/05/2010 Foreign Priority
Date

NONE

Word Mark NEWEGG BUSINESS

Design Mark

Description of
Mark

The mark consists of the partial outline of three side-by-side eggs situated to the
left of and overlapping the wording "NEWEGG BUSINESS", which appears in
lowercase stylized letters.

Goods/Services Class 035. First use: First Use: 2009/07/28 First Use In Commerce: 2009/07/28
Online retail store featuring consumer computer hardware products

U.S. Registration
No.

3889168 Application Date 03/26/2010

Registration Date 12/14/2010 Foreign Priority
Date

NONE

Word Mark NEWEGG.COM

Design Mark

Description of
Mark

The mark consists of three side-by-side eggs, with the outside eggs displayed in
gray and white and the middle egg displayed in yellow and orange. The wording
"NEWEGG.COM" appears on top of the third egg in blue letters. The white
background is not a part of the mark.

Goods/Services Class 035. First use: First Use: 2009/11/19 First Use In Commerce: 2009/11/19
Retail department store services; on-line retail store services featuring a wide
variety of consumer goods of others; Online retail store services and advertising
services for others, all featuring air cooling equipment, air heating equipment, air
purifying equipment, home audio equipment, personal audio equipment, car
audio equipment, audio accessories, audio video cables, batteries, books, digital
cameras and accessories, camcorders and accessories, camera bags and
cases, car electronics, GPS and accessories, compact discs and players
thereof, cellular phones and accessories, cellular phone service, clothing care
and laundry supplies, computers, wired and wireless computer networking
equipment, computer games and accessories, laptops and laptop accessories,
electronic notebooks, netbooks, digital photo frames, electronic book readers,
construction and home improvement supplies and equipment, drills, cookware,
cutlery, digital video discs and players thereof, cooking grills, household
cleaning supplies, major appliances, small kitchen appliances, home electronics,
furniture, health and beauty products, surgical and medical supplies, home video
equipment, portable electronics, musical instruments and accessories, office
supplies, office equipment, lawn and garden supplies, personal care appliances,
personal care products, personal digital assistant devices, power supplies,
power suppression devices, projectors, solar-powered lighting, solar power
installation supplies, security and surveillance equipment, telephones, manual



and power tools, radios, office snacks, chips, candy, electric motorized vehicles,
digital videos

U.S. Registration
No.

3907758 Application Date 06/07/2010

Registration Date 01/18/2011 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of the design of an orange-colored egg and a lightning bolt
striking through the egg.

Goods/Services Class 035. First use: First Use: 2008/03/31 First Use In Commerce: 2008/03/31
Computerized on-line retail store services in the fields of computer software,
computer hardware, computer peripherals, televisions, cameras, DVDs,
computer game consoles and games, GPS receivers, satellite radio receivers,
home theater equipment, office equipment, electronic gadgets, mobile
electronics, telephones and other communication devices, MP3 players, home
appliances, and all accessories related thereto; on-line retail store services in
the fields of computer software, computer hardware, computer peripherals,
televisions, cameras, DVDs, computer game consoles and games, GPS
receivers, satellite radio receivers, home theater equipment, office equipment,
electronic gadgets, mobile electronics, telephones and other communication
devices, MP3 players, home appliances, and all accessories related thereto

U.S. Registration
No.

4024526 Application Date 03/26/2010

Registration Date 09/13/2011 Foreign Priority
Date

NONE

Word Mark NEWEGG

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/11/19 First Use In Commerce: 2009/11/19
Retail department store services; on-line retail store services featuring a wide
variety of consumer goods of others; Online retail store services and advertising
services for others, all featuring air cooling equipment, air heating equipment, air
purifying equipment, home audio equipment, personal audio equipment, car
audio equipment, audio accessories, audio video cables, batteries, books, digital
cameras and accessories, camcorders and accessories, camera bags and
cases, car electronics, GPS and accessories, compact discs and players
thereof, cellular phones and accessories, cellular phone service, clothing care
and laundry supplies, computers, wired and wireless computer networking
equipment, computer games and accessories, laptops and laptop accessories,
electronic notebooks, netbooks, digital photo frames, electronic book readers,
construction and home improvement supplies and equipment, drills, cookware,
cutlery, digital video discs and players thereof, cooking grills, household
cleaning supplies, major appliances, small kitchen appliances, home electronics,
furniture, health and beauty products, surgical and medical supplies, home video
equipment, portable electronics, musical instruments and accessories, office
supplies, office equipment, lawn and garden supplies, personal care appliances,
personal care products, personal digital assistant devices, power supplies,
power suppression devices, projectors, solar-powered lighting, solar power
installation supplies, security and surveillance equipment, telephones, manual
and power tools, radios, office Snacks, chips, candy, electric motorized vehicles,
digital videos



U.S. Registration
No.

4147379 Application Date 10/27/2010

Registration Date 05/22/2012 Foreign Priority
Date

NONE

Word Mark NEWEGG BUSINESS

Design Mark

Description of
Mark

The mark consists of "NEWEGG" in blue, "BUSINESS" in black, and three whole
egg designs, the outer eggs are in gray and white, and the middle egg is in
orange.

Goods/Services Class 035. First use: First Use: 2011/02/01 First Use In Commerce: 2011/02/01
Online retail store featuring consumer computer hardware products

U.S. Application
No.

77797545 Application Date 08/05/2009

Registration Date NONE Foreign Priority
Date

NONE

Word Mark NEWEGGLOGISTICS

Design Mark

Description of
Mark

The mark consists of the complete outline of three side-by-side eggs situated to
the left of and overlapping the wording "NEWEGGLOGISTICS", which appears
in lowercase stylized letters.

Goods/Services Class 035. First use:
Supply chain, logistics, and reverse logistics services, namely, computerized
tracking of packages, raw materials, and other freight for others; warehousing
services, namely, returns processing and labeling of documents, packages, raw
materials, and other freight for others; information management services,
namely, shipment processing, preparing shipping documents and invoices,
inventory management, production planning, tracking documents, packages,
and freight, over computer networks, intranets, and the Internet; business
management services, namely, managing logistics, reverse logistics, supply
chain services, supply chain visibility and synchronization, supply and demand
forecasting and product distribution processes for others; and business
consulting services relating to product distribution, operations management
services, logistics, reverse logistics, supply chain, and production systems and
distribution solutions
Class 039. First use:
Supply chain, logistics, and reverse logistics services, namely, pick-up, storage,
transportation, and delivery of packages, raw materials, and other freight for
others by air, rail, ship or truck; warehousing services, namely, storage,
distribution, pick-up, and packing for shipment of packages, raw materials, and
other freight for others; freight forwarding services; and transportation of goods
of others by air, rail, ship, or truck

Attachments 2013 05 02 Notice of Opposition 79123773 CUBE EGG and Design.PDF ( 45
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by Overnight Courier on this date.



Signature /SWJ/

Name Scott W. Johnston

Date 05/02/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

       
      ) 
Newegg Inc.,     ) Opposition No. ___________ 
      ) 
   Opposer,  ) Mark:  CUBE EGG and Design 
      ) 
v.      ) Serial No.:  79/123,773 
      ) 
Cube Egg Inc.,    ) Filing Date:  August 20, 2012 
      ) 
   Applicant.  ) Published:  April 9, 2013 
      ) 
 

NOTICE OF OPPOSITION 

 Newegg Inc. (hereinafter “Opposer”), a Delaware corporation located at 16839 E. Gale 

Avenue, City of Industry, California  91745, believes that it will be damaged by the registration 

of the mark CUBE EGG and Design shown in trademark application Serial No. 79/123,773, filed 

August 20, 2012, by Cube Egg Inc. (hereinafter “Applicant”), and hereby opposes the same.  The 

grounds for opposition are as follows: 

1. By the application herein opposed, Applicant is seeking to obtain under the 

provisions of the Trademark Act of 1946 as amended, registration on the Principal Register of 

the trademark CUBE EGG and Design for “cell phone cases; cell phone covers; cellular phone 

accessories,” in International Class 9 and “lunch boxes; cruet stands; household containers for 

foods; plastic storage containers for household or domestic use for foods and beverages; 

containers for household or kitchen use; clothes drying hangers,” in International Class 21. 

2. Applicant’s mark published for opposition on April 9, 2013.  This Notice of 

Opposition is timely. 
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3. Since at least as early as 2001, Opposer has owned and operated Newegg.com, an 

online retail store that sells more than 34,000 products and has more than 13 million registered 

users.  This award-winning website offers customers a comprehensive selection of products, 

detailed product descriptions and images, how-to’s, and more than 1.7 million customer reviews. 

In addition, Opposer offers a number of e-commerce services to its customers, including web site 

development services and an e-commerce portal for third parties.  Opposer has earned a 

reputation for excellence and customer service that is unmatched in the industry and has become 

the second largest online-only retailer in the United States. 

4. Opposer owns a well-known family of EGG marks for use in connection with its 

products and services as shown in the table below (collectively referred to herein as “Opposer’s 

EGG Marks”):  

Mark Reg. No./ 
Reg. Date 

Serial No./ 
Filing Date 

Use Date Int’l 
Class(es) 

 

2,892,236 
Oct. 12, 2004 

76/194,750 
Jan. 16, 2001 

Jan. 2, 2001 35 

NEWEGG 3,383,264 
Feb. 12, 2008 

78/915,823 
June 23, 2006 

Jan. 2, 2001 35 

NEWEGG MALL 3,473,139 
July 22, 2008 

77/124,920 
March 7, 2007 

May 27, 2008 35 

SHELL SHOCKER 3,575,834 
Feb. 17, 2009 

77/517,433 
July 8, 2008 

March 31, 2008 35 

 

Common law 
mark 

   

 

3,592,385 
March 17, 2009

77/320,505 
Nov. 2, 2007 

April 21, 2008 35 
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Mark Reg. No./ 
Reg. Date 

Serial No./ 
Filing Date 

Use Date Int’l 
Class(es) 

EGGXPERT 3,608,241 
April 21, 2009 

77/404,699 
Feb. 25, 2008 

June 20, 2007 35, 38 

NEWEGG 3,838,347 
Aug. 24, 2010 

77/404,704 
Feb. 25, 2008 

Aug. 22, 2008 35, 38 

 

3,857,709 
Oct. 5, 2010 

77/706,177 
April 3, 2009 

July 28, 2009 35 

 

3,889,168 
Dec. 14, 2010 

77/969,141 
March 26, 2010

Nov. 19, 2009 35 

 

3,907,758 
Jan. 18, 2011 

85/056,148 
June 7, 2010 

Mar. 31, 2008 35 

NEWEGG 4,024,526 
Sept. 13, 2011 

77/969,138 
Mar. 26, 2010 

Nov. 19, 2009 35 

 

4,147,379 
May 22, 2012 

85/162,521 
Oct. 27, 2010 

Feb. 1, 2011 35 

 

 77/797,545 
Aug. 5, 2009 

 35, 39 

Current printouts of information from the electronic database records of the USPTO showing the 

current status and title of the registrations and applications are attached hereto as Exhibit A. 

5. Opposer’s U.S. Registration No. 2,892,236 is incontestable under Section 15 of 

the Lanham Act, 15 U.S.C. § 1065.  Consequently, this registration is conclusive evidence of the 

validity of the registered mark and of the registration of the mark, of Opposer’s ownership of the 
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mark, and of Opposer’s exclusive right to use the registered mark in commerce under Section 33 

of the Lanham Act, 15 U.S.C. § 1115. 

6. Opposer has advertised and promoted its EGG Marks continuously and 

extensively, and made substantial sales of products and services under said marks.  As a result of 

such continuous use and promotion, Opposer’s EGG Marks have developed and represent 

valuable goodwill inuring to the benefit of Opposer.  In addition, Opposer’s NEWEGG mark is 

famous, and became famous prior to Applicant’s filing date. 

7. There is no issue of priority concerning Applicant’s CUBE EGG and Design 

mark since Opposer used and registered its EGG Marks prior to Applicant’s August 20, 2012, 

filing date.  Opposer’s usage of its NEWEGG marks commenced at least as early as January 2, 

2001, over eleven (11) years prior to the filing date of Applicant’s application.  Opposer 

therefore has priority over Applicant with respect to the marks at issue. 

8. Upon information and belief, Applicant had knowledge of the fact that Opposer 

used its EGG Marks as trademarks before it adopted the CUBE EGG and Design mark.  

9. Applicant’s CUBE EGG and Design mark is confusingly similar to Opposer’s 

EGG Marks as the marks are similar in sight, sound and commercial impression. 

10. Applicant’s alleged goods and services are closely related to the goods and 

services marketed and sold by Opposer in connection with its EGG Marks. 

11. Upon information and belief, Opposer’s and Applicant’s products and services are 

sold and marketed in the same channels of trade to the same consumers or class of consumers. 

12. Due to the similarity between the parties’ marks, the closely related nature of the 

goods and services of the respective parties, customers and potential customers are likely to 
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believe that Applicant’s services originate from Opposer, resulting in a likelihood of confusion 

in the marketplace, and damage to Opposer. 

13. The use and registration by Applicant of the mark CUBE EGG and Design for 

Applicant’s goods and services is likely to cause confusion or to cause mistake or deception in 

the trade, and among purchasers and potential purchasers, with Opposer’s previously used EGG 

Marks, again resulting in damage to Opposer. 

14. Because of the closely related nature of the goods and services, and that the marks 

are confusingly similar, use and registration of the term CUBE EGG and Design by Applicant is 

likely to cause confusion, mistake, or deception that Applicant’s goods and services are those of 

Opposer, or are otherwise endorsed, sponsored, or approved by Opposer for use with Opposer’s 

products and services causing further damage to Opposer. 

15. Applicant’s use and registration of Applicant’s mark is likely to dilute the 

distinctiveness of Opposer’s famous NEWEGG mark. 

16. Registration of the mark shown in application Serial No. 79/123,773 will result in 

damage to Opposer under the provisions of Section 2 of the U.S. Trademark Act, 15 U.S.C. 

Section 1052, pursuant to the allegations stated above. 

 WHEREFORE, Opposer asks that its opposition to this application be sustained and that 

registration of the term CUBE EGG and Design for the goods set forth therein be refused. 

 

 Please direct all correspondence to: 

Scott W. Johnston 
MERCHANT & GOULD P.C. 

P.O. Box 2910 
Minneapolis, MN 55402-0910 
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Opposer herein appoints John A. Clifford, Reg. No. 30,247; Gregory C. Golla; 

Andrew S. Ehard; Scott W. Johnston, Reg. No. 39,721; Heather J. Kliebenstein; Danielle I. 

Mattessich; Christopher J. Schulte; William D. Schultz, and all other attorneys of the firm of 

Merchant & Gould P.C., its attorneys to transact all business in the U.S. Patent and Trademark 

Office relating to this matter with full power of substitution. 

      Respectfully submitted, 
 
      NEWEGG INC. 
 
      By its Attorneys,  

       
Date:  May 2, 2013           
      Scott W. Johnston 
      MERCHANT & GOULD P.C. 
      80 South Eighth Street, Suite 3200 
      Minneapolis, Minnesota  55402-2215 
      (612) 332-5300 
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CERTIFICATE OF SERVICE 
 
 I hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION 

was served upon Applicant by UPS this 2nd day of May, 2013: 

 

FUKUSHIMA Hajime 
4-9-5-1305, Minamimukonosou, 
Amagasaki 
Hyogo 661-0033 
JAPAN 

       
             
      Scott W. Johnston 



 

EXHIBIT A 












































































