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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
Atlas Brewing Company, LL.C, )
) Opposition No. 91210379
Opposer, )
V. ) Serial No. 85/642,549
)
Atlas Brew Works LLC, ) Mark: ATLAS
)
Applicant. )

APPLICANT’S BRIEF IN OPPOSITION
TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT

Pursuant to 37 C.F.R. §2.127(e), Rule 56 Fed. R. Civ. P., and TBMP §528, Applicant
Atlas Brew Works LLC (“Applicant”) herewith responds to, and opposes, Opposer Atlas
Brewing Company, LLC’s (“Opposer”) Motion for Summary Judgment.'

In support of its opposition to Opposer’s Motion for Summary Judgment, Applicant relies

on the following Declaration and Exhibits:

Exhibit # Description

A Declaration of Justin Cox in Support of Applicant’s Opposition to Opposer’s
Motion for Summary Judgment” and Exhibits A-1 through A-15 thereto
[Note: Exhibits A-8, A-9, A-13 and A-14 are confidential and filed separately

! Opposer’s Motion for Summary Judgment was combined with a motion to amend its notice of opposition

and a motion to suspend the proceedings. Applicant does not oppose Opposer’s Motion to Amend its Notice of
Opposition (Exhibit C to the Motion), and has timely filed its amended Answer to the Amended Notice of
Opposition on February 26, 2014. Applicant notes that the Board typically suspends proceedings upon filing of a
motion for summary judgment, and therefore considers the motion for suspension to be unnecessary. However, for
completeness, Applicant confirms that it does not object to suspension of proceedings pending resolution of
Opposer’s Motion for Summary Judgment.

2 Citations to the Cox Declaration will be “Cox Dec. § **” and to the exhibits to the Cox Declaration will be
“Cox Ex. A-**”




under seal]

Merriam-Webster Online Dictionary definition for “ATLAS”

Summary of TESS Search results for the word mark ATLAS

wil@liey)

Excerpt from Washington DC Economic Partnership’s DC Neighborhood
Profiles 2013

I. INTRODUCTION

Opposer seeks summary judgment on two grounds only recently pleaded: (1) that
Applicant’s ATLAS trademark at issue in this proceeding (“ATLAS”) is primarily
geographically descriptive of Applicant’s goods; and (2) that Applicant did not possess a bona
fide intent to use its ATLAS mark in commerce at the time it filed its intent-to-use application.
Opposer has failed to prove either of these grounds.” There are genuine issues of material fact in
dispute with respect to:

(a) Whether ATLAS is primarily geographically descriptive of Applicant’s goods; and

(b) Whether Applicant had a bona fide intention to use ATLAS in commerce when it

filed its intent-to-use application.

The facts set forth below demonstrate that Applicant’s mark is not primarily geographically
descriptive of its goods. Further, Applicant not only had a bona fide intention to use the mark
in commerce at the time it filed its intent-to-use application, the facts show a steady course of
activity after filing the application that resulted in Applicant making actual use of the ATLAS
mark in commerce not long after filing the application.

For the reasons set forth herein, Opposer’s motion for summary judgment should be

denied.

3 Opposer’s motion also fails to meet the basic standard for summary judgment of identifying which

statements of material fact are not in dispute.




II. STATEMENT OF DISPUTED ISSUES OF MATERIAL FACT

A. The Disputed Issues of Material Fact Relating to Opposer’s Claim that Applicant’s
Mark is Primarily Geographically Descriptive

Opposer relies on the following evidence of record in its “Factual Background” section of
its summary judgment motion® (Pp. 5-6 of SJ Motion) with respect to its assertion that ATLAS
is primarily geographically descriptive:

(a) A June 5, 2012, email from Applicant to its investors stating that the reason for
choosing name ATLAS is that “[t]he Atlas District is the name of the commercial
strip neighborhood in DC that we will be near”. (P. 5 of SJ Motion and Ex. B to SJ
Motion)

(b) An Affidavit submitted in support of Applicant’s response to an Office Action issued
for ATLAS stating that ATLAS will be used exclusively in connection with
Applicant’s brewery in Washington, DC, Applicant’s beers will be marketed
exclusively to beer connoisseurs in the Washington, DC, area and that Applicant’s
goods will be offered exclusively through its brewery and will be offered to local bars
and restaurants in the DC area. (P. 5 of SJ Motion and Ex. 5 to SJ Motion)

(c) Applicant’s response to Opposer’s Interrogatory No. 7 indicating that the Atlas
District is the name of the commercial strip neighborhood in the District of Columbia
near the intended location of the brewery. (P. 6 of SJ Motion and Ex. Gto SJ Motion)

The foregoing evidence relied on by Opposer does not provide the complete explanation
of the meaning or significance of the term ATLAS with respect to Applicant’s goods, and, in

fact, creates a misleading impression that there are no genuine issues of material fact. The

4 Citations to pages in Opposer’s Motion for Summary Judgment will be presented as “P. * of SJ Motion”

and citations to exhibits to Opposer’s Motion for Summary Judgment will be “Ex. * to SJ Motion”.



following facts demonstrate that there are genuine issues of material fact with respect to whether
the term ATLAS is primarily geographically descriptive of Applicant’s goods:
(a) In the Affidavit referenced in (b) above (Ex. F to SJ Motion), Justin Cox, Applicant’s
Chief Executive Officer (“Cox”), states that the term ATLAS was intended to signify
the Titan “Atlas” from Greek mythology. (See also Cox Dec. §11)
(b) In the June 5th email referenced above (Ex. B to SJ Motion), the statement that “the
Atlas District was near where we were going to be” was only one of the reasons why
ATLAS was being considered as an alternative name. Additionally, Cox stated that,
“the name goes well with our current logo and my designer sent the attached
preliminary sketch of a tap handle that makes a strong impression. We think the
name is simple, strong and memorable. And the initials ABW will be useful in swag,

2

etc. (Cox Dec. 912) The logo referenced in the June 5th email was a design
featuring the Titan Atlas (Cox Ex. A-3)

(c) Opposer’s selective quoting from the June 5" email (P. 5 of SJ Motion) and
Applicant’s response to Interrogatory No. 7 (p. 6 of SJ Motion) gives the incorrect
impression that proximity to the Atlas District was the sole basis for selecting the
name ATLAS as the name of its brewery. In fact, at the time the email was sent,
Applicant did not have a signed lease for any location and only had expected that its
business would to be located near the Atlas District. (Cox Dec. q12). As it turned out,
the brewery ended up being located in the Ivy City neighborhood, not the Atlas
District. (Cox Dec. q18)

Moreover, the following facts demonstrate ATLAS is not primarily geographically

descriptive for Applicant’s goods:



(a) The primary significance of ATLAS is its principal dictionary definition, a “book of
maps”. The secondary definition is “a Titan who for his part in the Titans’ revolt
against the gods is forced by Zeus to support the heavens on his shoulders.” (See
Exhibit B).

(b) The USPTO TESS records identify 133 active registrations for the word mark
ATLAS across a wide range of classes, which is strong evidence that the primary
significance of the term ATLAS is not as a geographically descriptive term (see
Exhibit C).

(c) The Atlas District is not a “generally known” neighborhood of Washington, DC, and
is more commonly known as “H Street District,” “H Street Northeast” or “H Street
Corridor” (Cox Dec. 429). (See also Ex. H, I, J, K and M to Opposer’s SJ Motion,
which also reference other names for the Atlas District.)

(d) Applicant is located 1.3 miles from the Atlas District of DC, thus its goods do not
originate from the Atlas District. (Ex. M to SJ Motion and Cox. Dec. §31)

(e) Opposer has presented no evidence that the Atlas District is known for beer. In fact,
exhibits H and I to Opposer’s Motion for Summary Judgment identify the Atlas
District as an “arts and entertainment” district. Per Cox, who is familiar with the area
in the District of Columbia, the Atlas District is not known for beer, and purchasers
are not likely to believe that Applicant’s beer originates from the Atlas District. (Cox
Dec. 430)

Thus, the material facts that Opposer relies on for its argument that ATLAS is primarily

geographically descriptive are disputed.



B. The Disputed Issues of Material Fact Relating to Opposer’s Claim that Applicant
did not have a bona fide intent to use the mark ATLAS in Commerce

The facts Opposer relies on to support the contention that Applicant had no bona fide
intent to use the ATLAS mark in commerce at the time it filed its federal trademark application
are equally in dispute. Opposer relies on the following evidence of record in its “Factual
Background” Section (Pp. 4-6 of SJ Motion) to support its assertion:

(a) Applicant did not abandon its application for its initial trademark, VOLSTEAD

BEER WORKS, until November 2012. (P. 4 of SJ Motion)

(b) On June 5, 2012, the day after Applicant filed its intent-to-use trademark application
for ATLAS, Applicant sent correspondence to investors requesting thoughts on the
alternative name, “Atlas Beer Works”. (P. 5 of SJ Motion and Ex. B to SJ Motion)

(c) Applicant’s response to Opposer’s Interrogatory Request No. 7 indicated that
Applicant was only considering ATLAS as an alternative in May 2012. (P. 6 of SJ
Motion and Ex. Gto SJ Motion)

In his Declaration, Cox makes clear that:

(a) Applicant intended to abandon its application for VOLSTEAD BEER WORKS in
June of 2012, when it was determined that a consent agreement could not be reached
with the owner of the VOLSTEAD application. Thus, it abandoned any intention to
maintain the application in June 2012. (Cox Dec. 16).

(b) Cox states that his June 5, 2012 correspondence (Ex. B to SJ Motion) solicited
comments from Applicant’s investors about its trademark situation. However, the
decision to adopt ATLAS as Applicant’s alternative trademark in case it could not
resolve the VOLSTEAD matter was already decided when the June 5, 2012

correspondence was sent to investors.  In fact, Applicant had already filed a



trademark application for ATLAS on June 4, 2012 and was working with its
designers to work in the theme of ATLAS the Titan with its prior logo, including a
map. (Cox Dec. 13 and Cox Ex. A-5)

(c) Cox states that initially Applicant was only considering ATLAS as an alternative in
May 2012 because its decision to adopt the mark was conditioned on whether the
owner of VOLSTEAD would consent to its use of the VOLSTEAD BEER WORKS
mark. (Cox Dec. q15). However, prior to filing its trademark application on June 4,
2012, Cox also states that Applicant had already conducted a trademark search, and
email correspondence with its designers indicates that it was already working on
plans to enable it to change its name to ATLAS. (Cox Dec. 910, 14).

(d) In addition to the foregoing activities prior to filing its application for ATLAS,
Applicant’s bona fide intent is also supported by its activities shortly after filing its
trademark application, which included moving forward with the redesign of its logo
to incorporate ATLAS, notifying its investors, and changing its name to Atlas Beer
Works LLC on June 18, 2012. (Cox Dec. 916, 17).

In view of these facts, it is clear that Opposer is relying entirely on disputed issues of
material fact to support its argument that Applicant lacked a bona fide intent to use ATLAS in
commerce when its application was filed.

L. ARGUMENT
A. Legal Standard for Summary Judgment

Summary judgment is proper “if the pleadings, depositions, answers to interrogatories,

and admissions on file, together with the affidavits, if any, show that there is no genuine issue as

to any material fact and that the moving party is entitled to a judgment as a matter of law.” Fed.



R. Civ. P. 56(c). If the court determines, upon review of the facts in the light most favorable to
the non-moving party, that there are genuine issues regarding the material facts, summary
judgment is not appropriate. Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986). “[A]
complete failure of proof concerning an essential element of the nonmoving party’s case
necessarily renders all other facts immaterial.” Celotex Corp. v. Catrett, 477 U.S. 317, 323
(1986).
B. Genuine Issues of Material Fact Preclude Summary Judgment

Opposer moves for summary judgment on two grounds: (1) that Applicant’s mark is
primarily geographically descriptive of Applicant’s goods and (2) that Applicant lacked a bona
fide intention to use its mark in commerce at the time its application was filed. Both of these
issues depend heavily on the factual underpinnings for the claims. The material facts underlying
Opposer’s motion are clearly in dispute and Opposer’s motion should be denied.

1. Applicant’s Mark is not primarily geographically descriptive

TMEP § 1210.01(a) states the following factors that must be shown in order to establish a
prima facie case for refusal to register a mark as primarily geographically descriptive:

(1) the primary significance of the mark is a generally known geographic location;

(2) the goods or services originate in the place identified in the mark; and

(3) purchasers would be likely to believe that the goods or services originate in the
geographic place identified in the mark.

Turning to the first factor, the primary significance of ATLAS is not a generally known
geographic location. TMEP § 1210.02(b)(i) explains that “if the most prominent meaning or
significance of the mark is not geographic, or if the mark creates a separate readily understood

meaning that is not geographic, registration must not be refused under §2(e)(2), §2(e)(3), or
g geograp g



§2(a).” Opposer did not provide any evidence that the geographical significance of Applicant’s
Mark is its primary significance.

In fact, the primary significance of ATLAS is its first dictionary definition, a book of
maps. The second definition of ATLAS in the dictionary is the Titan Atlas from Greek
mythology. (See Ex. B.) (Applicant chose ATLAS to reference the mythical figure named
ATLAS from Greek mythology.) (Ex. F to SJ Motion and Cox Dec. §11). While proximity to
the Atlas District was identified as a factor to Applicant’s investors, in that same email
Applicant’s CEO explained that it fit with the existing logo, was simple and strong, and the
letters ABW would be useful in marketing efforts. (Cox Dec. q12)

Opposer, relying selectively on the reference to the Atlas District in the June 5, 2012
email, and the response to Interrogatory No. 7, fails to acknowledge that both of those items also
include references to Atlas the Titan. The meaning and significance of ATLAS is also evident in
the preliminary sketch of a tap handle commissioned by Applicant showing Atlas from Greek
mythology bearing the weight of hops on his shoulders. (Cox Dec. §11 and Cox Ex. A-4). It
was also referenced in a June 6, 2012 email from Cox to an investor in which he stated: “[w]e
are also throwing around the idea of putting different stuff on Atlas’s back for different beers.”
(Cox. Ex. A-3). Finally, Applicant referenced this meaning in its CEO’s Affidavit in support of
its response to the office action for the ATLAS application wherein he (Cox) stated, “...we will
use the term ATLAS in reference to the titan, Atlas.” (Ex. F to SJ Motion).

Moreover, Opposer did not provide evidence that the alleged geographic meaning of
Atlas is “generally known”. It simply asserts that Atlas District is generally known because it is
the nickname for a geographic location. (P. 8 of SJ Motion). In fact, Opposer’s own evidence

contradicts its assertion that the Atlas District is generally known because Exhibits H, I, J, K and



M to Opposer’s summary judgment motion show that “Atlas District” is only one of a few
designations for the geographic area better known as “H Street District,” “H Street Northeast”,
“H Street Corridor”, or simply “H street”. (See aslo Cox Dec.q29). A recent publication, the
Washington, DC, Economic Partnership’s DC Neighborhood Profiles 2013, designates the
neighborhood simply as “H Street.” (Exhibit D).

Opposer attempts to bolster its geographic descriptiveness argument by asserting that
because the Affidavit submitted to the PTO (Ex. F to SJ Motion) indicated that Applicant’s target
audience is limited to Washington, DC beer drinkers, the mere fact that the Atlas District is in
Washington, DC, means that “... Applicant’s purchasers would be intimately knowledgeable of
the Atlas District in Washington, D.C.” (P. 9 of SJ Motion) Aside from the complete lack of
evidence to support this assertion, as well as evidence to the contrary noted above, Opposer fails
to show that the geographic location would be the primary significance of the mark, even for
DC natives. At the very least, Applicant has demonstrated that there are genuine disputes of
material fact relating to whether the primary significance of ATLAS is a generally known
geographic location.

The second factor of the test for whether a mark is primarily geographically descriptive
addresses whether the goods originate in the place identified in the mark. Applicant’s goods do
not originate from the Atlas District. (Cox Dec §31). Opposer’s evidence shows that Applicant
is 1.3 miles from the Atlas District of Washington, D.C. (Ex. M to SJ Motion). In fact,
Applicant is located in the Ivy City neighborhood of Northeast DC. (Cox Dec §28). Opposer
does not provide a single case to support its contention that Applicant’s intended place of
business being near the Atlas District meets this factor requiring that the goods originate in the

Atlas District. Opposer’s claim that the mark is primarily geographically descriptive must fail

10



because the evidence of record demonstrates that the goods do not originate in the place
identified in the mark.

Finally, to prove that a mark is primarily geographically descriptive, Opposer must show
that purchasers would likely believe that the goods originate from the geographic place identified
in the mark. The only evidence Opposer provided on this issue, Ex. H and I to its summary
judgment motion, identify the Atlas District as an “arts and entertainment” district. Per Cox,
who is familiar with the area, the Atlas District of Washington, DC is not known for beer. (Cox
Dec 930). Opposer attempts to meet this element of the test by arguing that Applicant intended
to target consumers from Washington, DC, who are familiar with the Atlas District, and thus
would believe the goods originate from the District. However, Opposer once again overlooks
that Applicant’s logo is Atlas from Greek mythology and that most consumers would either think
of a book of maps when hearing the term ATLAS, or alternatively, of the Titan Atlas. (Ex. B).
Opposer provides no evidence that any of Applicant’s consumers associate Applicant’s mark
with a geographic location, much less provides any cases to support its contention that the
familiarity of one subset of a product’s purchasers with a geographic location would overcome
the fact that the primary significance of the mark is not geographic.

Opposer cites In re Loew’s Theatres, Inc., in support of its statement that a place need not
be “well-known or noted for the goods” so long as Applicant’s goal is to associate the goods
with the location. (P. 10 of SJ Motion). However, in In re Loew’s Theatres, the PTO was able
to show that the goods were produced and marketed in the relevant location. In re Loew'’s
Theatres, Inc., 226 USPQ 865, 868 (Fed.Cir. 1985). Opposer provides no such evidence that any

beer is brewed in the Atlas District, including that of Applicant. In addition, the evidence of

11



record shows that Applicant’s goal was to associate the goods with the Titan Atlas from Greek
mythology. (Cox Dec 11, 14).

Opposer argues that because Applicant’s mark is primarily geographically descriptive, it
cannot be registered on the Principal Register without proof of acquired distinctiveness. It goes
on to assert that because Applicant has not placed its mark in use in commerce, it cannot prove
acquired distinctiveness, nor amend the application to the Supplemental Register. (Pp. 10-11 of
SJ Motion). However, Applicant’s goods are in use in commerce. (Cox Dec 926). Moreover,
Opposer’s arguments that ATLAS is only suitable for the Supplemental Register are irrelevant,
given that its mark is not primarily geographically descriptive.

Applicant has amply demonstrated that there are genuine issues of material fact with
respect to the alleged geographic descriptiveness of its mark. Opposer failed to provide evidence
to support any of the factors of the test to show that ATLAS is primarily geographically
descriptive of Applicant’s goods. Opposer’s Summary judgment motion on the ground of
geographic descriptiveness should be denied.

2. Applicant’s bona fide intent to use the mark ATLAS in commerce

The second ground for Opposer’s summary judgment motion is that Applicant allegedly
lacked a bona fide intention to use its mark in commerce as of the filing date of the application.
As demonstrated above, there are genuine issues of material fact on this ground for summary
judgment, and Opposer has failed to meet its burden of proof.

In a claim for lack of bona fide intent to use a mark in commerce made during the course
of an opposition proceeding, the Opposer has the burden of proof of establishing, by a
preponderance of the evidence, that the Applicant lacked the requisite bona fide intent to use its

mark in connection with the goods covered by the application. [Intel Corp. v. Enemy, No.

12



91123312, 2007 WL 1520948 (TTAB May 15, 2007). Even if the Opposer is able to establish a
prima facie case for lack of requisite bona fide intent, the burden will shift to the applicant to
provide evidence to refute the claim. /d. However, the burden of persuasion by a preponderance
of the evidence remains with the opposer. /d. Not only has Opposer failed to meet this burden,
Applicant has provided substantial evidence to the contrary.

Opposer argues that Applicant lacked a bona fide intention to use the mark in commerce
at the time it filed its federal trademark application because it was still considering using
VOLSTEAD BEER WORKS. However, Applicant had a contingent bona fide intent to use each
of the marks. (Cox Dec q15). McCarthy’s treatise states, “...the applicant can have a bona fide
intent to use each of several candidate marks if the intent is contingent on the occurrence of some
external, objective “circumstances” such as...obtaining a consent agreement with a prior user
who arguably may have some superior rights.” [emphasis added] 3 McCarthy on Trademarks
and Unfair Competition § 19:17 (4th ed.) (2014); see also Commodore Elec Ltd. v. CBM
Kabushiki Kaisha, 26 USPQ2d 1503, 1505 (TTAB 1193) (“a bona fide intention to use a mark at
the time the application for registration thereof is filed simply means an intention that is firm,
even though it may be contingent upon the outcome of a future event such as market research or
product testing”). That is precisely the situation that occurred here.

As Cox explained in his declaration, if Applicant was unable to obtain a consent from the
owner of the cited VOLSTEAD mark, it was determined to adopt and use the ATLAS mark.
(Cox Dec.g15). Applicant’s decision to use ATLAS was contingent only upon objective external
contingencies. (Cox Dec. 415). Applicant had the requisite bona fide intent to use the mark in

commerce.
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According to the relevant case law, bona fide intent can be demonstrated by actions such
as preparing business plans, retaining investors’, conducting trademark searches for the mark®,
performing preparatory graphic design work for the mark’, obtaining the necessary regulatory
permitsg, correspondence mentioning the planned use of the mark’, efforts in looking for a place
of business'®, consistent efforts to put its mark to use in commerce after the filing date'' and
using the mark in commerce with the applied for goods. As shown by the Cox Declaration (Cox
Dec 9910, 13-14, 18-25), Applicant did all of these things in connection with its ATLAS mark.

Specifically, Cox, and Applicant’s head brewer, Will Durgin (“Durgin”), began
discussions to develop a brewery in 2008. (Cox Dec 92). In October 2011, Cox began putting
his plans to develop a brewery on paper and considering recipes, well in advance of the filing
date of its application for ATLAS. (Cox Dec 93). Cox began securing investors from late 2011
through 2012. (Cox Dec q5). Applicant also filed an intent-to-use trademark application for its
then mark, VOLSTEAD BEER WORKS on January 29, 2012. (Cox Dec 96).

On May 9, 2012, a potential likelihood of confusion rejection issued in the VOLSTEAD
BEER WORKS trademark application citing an application for VOLSTEAD covering distilled
spirits owned by House Spirits Distillery LLC. (Cox Dec §8). As this entity appeared to have

superior rights to VOLSTEAD, Applicant reached out several times to its Chief Executive

5
Nautica Apparel, Inc. v. Crain, No. 113893, 2001 WL 1182881, at *2 (TTAB Sept. 21, 2001)

6 .
Speedway Superamerica LLC v. Renegade Tobacco Inc., No. 91124822,2004 WL 2075108, at *7 (T.T.A.B. Sept. 2, 2004); Discovery Comm.,
Inc. v. Cooper, No. 109154, 2000 T.T.A.B. LEXIS 185, at *4 (T.T.A.B. Mar. 29, 2000)

7
Speedway, 2004 WL 2075108, at *7; Kellogg Co. v. The Earthgrains Co., No. 91110121, 2003 WL 22273096, at *2 (T.T.A.B. Sept. 30, 2003);
Pixel Instruments Corp. v. Sweven Corp., No. 97136 1999 T.T.A.B. LEXIS 715, at *6 (T.T.A.B. Dec. 30, 1999)

8

Nautica, 2001 WL 1182881, at *2; Vignette Corp. v. Marino, No. 91158854, WL 1801611, at *2 (T.T.A.B. 2005)
% Lane Ltd. v. Jackson Int'l Trading Co., 33 U.S.P.Q.2d 1351, 1355 (T.T.A.B. 1994)
10 Vignette, 2005 WL 1801611, at *2

1
Lane Ltd. v. Jackson Int'l Trading Co., 33 U.S.P.Q.2d 1351 (T.T.A.B. 1994) (actions to use a trademark shortly after the filing date of the
trademark application are relevant to show Applicant’s bona fide intent to use the trademark).
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Officer to discuss a consent agreement. Ultimately, Applicant was unsuccessful in obtaining the
consent from House Spirits Distillery LLC. (Cox Dec. §8).

When it was unable to make contact with the owner of the VOLSTEAD mark, in late
May 2012, Applicant began considering the mark ATLAS as an alternative trademark to
VOLSTEAD BEER WORKS. (Cox Dec 99, 10). Applicant conducted a search of the
trademark records of the United States Patent & Trademark Office and internet searches for
ATLAS. (Cox Dec q10). As those searches did not reveal any obstacles, Applicant
commissioned its designer to prepare preliminary sketches of a tap handle for the new mark.
(Cox Dec q11). On June 4, 2012, Applicant filed its federal intent-to-use trademark application
for ATLAS including a declaration signed by Applicant’s CEO (Cox) that Applicant had a bona
fide intent to use the ATLAS mark in commerce. (Cox Dec 9[13).

On June 5, 2012, Applicant sent correspondence to its investors outlining the trademark
issue with “Volstead Beer Works” and indicating that “Atlas Beer Works” was to be the
alterative name for the brewery. (Cox Dec q13; Ex. B to SJ Motion). In the same
correspondence, Applicant sent the preliminary sketch of a tap handle showing Atlas from Greek
mythology holding a hop that it had commissioned from its designer, which was dated June 4,
2012. (Cox Dec q11; Cox. Ex. A-3). Applicant’s designer continued to work on a stylized
version of ATLAS and sent a preliminary sketch to Applicant on June 13, 2012. (Cox Dec 914;
Cox Ex. A-6.

On June 15, 2012, Applicant sent correspondence to its investors advising that it had
decided to officially change its name and email addresses to “Atlas Beer Works”. (Cox Dec q16;

Cox Ex. A-7). Applicant changed its name from Volstead Beer Works LLC to Atlas Beer

15



Works LLC with the Delaware Secretary of State on June 18, 2012. (Subsequently, the name
was changed to Atlas Brew Works LLC.) (Cox Dec 917; Cox Ex. A-8).

As of July 26, 2012, Applicant was actively purchasing brewing supplies and materials.
(Cox Dec 9[19; Cox Ex. A-9). A location for the brewery was chosen and a lease was signed in
December 2012. (Cox Dec 920; Cox Ex. A-10 ). Applicant issued its first press release
regarding its brewing enterprise on December 10, 2012. (Cox Dec 921; Cox Ex. A-11). Shortly
thereafter, on December 27, 2012, Applicant filed its Brewer’s Notice with the Department of
Treasury Alcohol and Tobacco Tax and Trade Bureau. (Cox Dec 922; Cox Ex. A-12).

On February 23, 2013, Applicant signed an agreement with a branding company to help
further develop and expand its brand. (Cox Dec 923; Cox Ex. A-13). Applicant entered into a
distribution agreement on April 2, 2013. (Cox Dec 924; Cox Ex. A-14). Applicant received its
license from the Alcoholic Beverage Regulation Administration to provide tastings to consumers
on July 26, 2013. (Cox Dec 925; Cox Ex. A -15). Applicant’s beer was first sold in the District
of Columbia on September 2, 2013. (Cox Dec 926).

These actions, and documentation thereof, overwhelmingly support Applicant’s bona fide
intent to use the ATLAS mark before, at the time of, and after the filing date of its application.
Opposer cites to Commodore Electronics Ltd. v. CBM Kabushiki Kaisha Opposition, 26
USPQ2d 1503 (TTAB 1993). In Commodore, the Board denied Applicant’s motion for
summary judgment because material issues of fact remained as to Applicant’s intent where it did
not submit any documentary evidence as to its intent. Here, Applicant has provided extensive
evidence to show its bona fide intent to use ATLAS in commerce, thus showing that material

1ssues of fact exist.

16



Opposer suggests that Applicant was merely reserving a right in the ATLAS trademark
by filing its application. (P. 13 of SJ Motion). However, as Applicant already noted, its decision
to use ATLAS was contingent only on House Spirits’ decision to allow a consent agreement with
respect to VOLSTEAD BEER WORKS. (Cox Dec q15).

Applicant had a bona fide contingent intent to use ATLAS prior to and on the day it filed
its trademark application. Since the filing date, Applicant steadily continued to develop its
business under the ATLAS mark, which has now culminated in use of the ATLAS mark in
commerce for Applicant’s goods. (Cox Dec. 426). Opposer cites no cases to support its claim
that filing for two marks (with one being an alternate name in case the other one receives an
objection or faces other difficulties) demonstrates lack of bona fide intent. As shown above, the
opposite is true. Further, as the Board in Commodore noted, “as a general rule, the factual
question of intent is particularly unsuited to disposition on summary judgment.” Id. (quoting
Copeland’s Enterprises Inc. v. CNV Inc., 20 USPQ2d 1295, 1299 (Fed. Cir.1991).

The evidence submitted herewith in support of Applicant’s opposition to summary
judgment demonstrates, conclusively, that Applicant had a bona fide intention to use the mark
ATLAS in commerce before its application was filed, at the time its application was filed, and
continuously thereafter. However, even if the Board is not prepared at this time to rule
affirmatively that the Applicant had a bona fide intent to use the mark in commerce, at a
minimum, the evidence submitted herewith demonstrates that there are genuine issues of
material fact as to whether Applicant had the requisite bona fide intention to use its mark in
commerce. Accordingly, Opposer’s motion for summary judgment on this ground should be

denied.
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IV.  CONCLUSION

In view of the numerous genuine issues as to material facts discussed herein, the Board

should deny Opposer’s Motion for Summary Judgment.

Respectfully submitted,

Date: March 19, 2014 By:  /Helen Hill Minsker/
Helen Hill Minsker
Anna L. King
Evan M. Clark
Banner & Witcoff, Ltd.
10 South Wacker Drive
Chicago, Illinois 60606
Telephone: (312) 463-5000
Facsimile: (312) 463-5001
Email: BWPTOTM@bannerwitcoff.com

Attorneys for Applicant, Atlas Brew Works LLC
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CERTIFICATE OF SERVICE

I hereby certify that on March 19, 2014, a copy of the foregoing APPLICANT’S BRIEF
IN OPPOSITION TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT was served on
the following counsel of record for Opposer via first class mail, postage prepaid, addressed as
follows:

Lema A. Khorshid
Fuksa Khorshid, LLC
70 W. Erie, 2nd Floor
Chicago, IL 60654

/Helen Hill Minsker/
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fatless, hatless
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Medical Definition of ATLAS

: the first vertebra of the neck

Biographical Note for ATLAS

Atlas, Greek mythological character. In Greek legend Atlas
was a Titan who took part in the revolt against the gods. As
a punishment he was condemned to hold the heavens aloft
forever. Atlas was usually represented as a human figure
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shoulders.
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Record List Display

rdearks > Trademark Electronic Search System (TESS)

TESS was last updated on Mon Mar 17 03:20:50 EDT 2014

Please logout when you are done fo release system resources allocated for you.

o 133 Records(s) found (This page: 1 ~
:ecord: :3133) ( ) ( p g

Refine Search I ATLAS[FM] AND LIVE[LD] AND ‘RN >"0" I

! dogs: 133 ace: 399

_[serial Number|[Reg. Number|Word Mark|[Check Status||Live/Dead
1 |[85288121 4028950  ||ATLAS  |TSDR LvE
2 85357376 4328841 |[ATLAS  |[TSDR LVE |
[ Jjes4s8851 4403906 |ATLAS  [[TSDR Live 1
4 |[85363008 4400629 [ATLAS  |[TSDR [LIVE
5 |[ss722288 4389525 |[ATLAS  [[TSDR LIVE
6 |65811800  ||4383687  |ATLAS  |[TSDR LIVE
7 ||B5552004 4229378 ATLAS  |[TSDR LIVE
8 [8s049541 4086067 ATLAS  [ITSDR LIVE
9 ||85627300 4271694 ATLAS  [TSDR LIVE
10 |[85544129 4209791 ATLAS  [TSDR LIVE
[11 ][85502131 4186698 ATLAS  [[TSDR JjLive
12 |[es121269 3957341 |ATLAS  |[TSDR LIVE
13 85121262 |[4065602 ATLAS  |[TSDR LIVE
85186047 [4076161  |ATLAS  |[TSDR LIVE
185153698 3981063  |[ATLAS  ||TSDR LIVE |
|[72031808 3392077  |[ATLAS  |TSDR LVE |
79096634 4140754 ATLAS  |ITSDR |uive
18 [79087147 4058085  |ATLAS |TSDR __ |ILIVE
[7o073899 3956739 ATLAS  |ITSDR LIVE
(78509982 3313516 ATLAS  |[TSDR LIVE
78871940 3365761 ATLAS  [TSDR LIVE
22 |[78505932 3234473 ATLAS _ |[TSDR LIVE
78705300 |[3126805 ATLAS  |[TSDR ILIVE
78521593 3141238 |ATLAS  ||TSDR LIVE
78975837 3002018 ATLAS  |[TSDR LIVE
[26 |[78951975 3732895 ATLAS  IITSDR LIVE
27 |[78964602 3505393  [[ATLAS  |[TSDR LIVE
(78876386 |[3529236 [ATLAS  ||[TSDR LIVE
78815534 3464225 ATLAS  ||[TSDR LIVE
78811120 3559063 ATLAS  |[TSDR LIVE
[31 |[78093048 2728196 ATLAS  |[TSDR LIVE
2 |[78166454 2799390 ATLAS  [TSDR LIVE
78101336 2768195 ATLAS  [[TSDR LIVE
[78492662 3188003 ATLAS  |[TSDR LIVE
78215714 3130492 ATLAS  |[TSDR LIVE
78243875 3042454 ATLAS  |ITSDR LIVE
37 |[78174117 3044246 |[ATLAS  [[TSDR LIVE
8 |[78304973 _ ||2886655  |ATLAS  |[TSDR VE |
78204685 2875661  |[ATLAS | TSDR [LIVE
M I I I |

http://tmsearch.uspto.gov/bin/gate.exe[3/17/2014 4:02:33 PM]



Record List Display

|40 (78157442 2827741  |ATLAS  [|TSDR LIVE
[41 J[r7721608 3718117 ATLAS  [TSDR LIVE
[42 |[r7724039 3843686 [[ATLAS _ |[TSDR LIVE
[43 |[77954631 [4084473  ||ATLAS  ||TSDR LIVE
44 |[77880974  |[4049845  ||ATLAS | TSDR LIVE
[45 |[77849297 [3884097  [ATLAS  |[TSDR luve
46 |[77830200  |[3887634  |ATLAS  |TSDR LIVE
47 77762206 [[o7aeros  [ATLAS _[[TSDR LIVE
48 |[r7725a59  ||3782604  |ATLAS  |TSDR LVE |
49 [[77717617 _ |[3739149 ATLAS  |[TSDR LIVE |
50 [77610062  |[3822650 ATLAS  |[TSDR LIVE
51 |[77520391 [3690368  [ATLAS  |ITSDR LIVE
52 |[77097585 3370076 ATLAS  |[TSDR LIVE
[53 [[r7413613 3611156 ATLAS  |[TSDR LIVE
[54 |[77354358  |[3479955 ATLAS  |TSDR LIVE
[55 |[77351574 3900968 ATLAS  |[TSDR LIVE
56 [[77303166 3539544 ATLAS  |[TSDR LIVE
57 |[r7260786  |[3422365 ATLAS  |[TSDR LIVE
53 |[77248105  [[3683656 ATLAS  |ITSDR |LIVE
77175345 |[3599156  |ATLAS  |[TSDR ILIVE
60 |[77127003  |[3371728 ATLAS  [[TSDR ||LIVE
61 |[77060984 3360297 ATLAS  [TSDR LIVE
@‘ 77000671 3816037 [aTLAS  [TSDR |LIVE
[63 |[76478212 2827327 ATLAS  |[TSDR LIVE
/64 |[76199043 2737817 ATLAS  |[TSDR LIVE
65 |[76486987 2800061 ATLAS  |[TSDR [ove
ETMW 76636274 |[3212059 ATLAS  |[TSDR LIVE
67 ][76350491  |[2792339 ATLAS  |[TSDR LIVE
[68 |[76299507 2647154 |ATLAS  |[TSDR LIVE
69 76112360 2589625  ||[ATLAS  |[TSDR LVE ]
[76495856  |/2947306 ATLAS  |[TSDR LIVE |
|[7e558067  [[3025155 ATLAS  |[TSDR LIVE |
76574255 3011871  |ATLAS  ||TSDR LIVE
76607545 [3000383  ||[ATLAS  |TSDR LIVE
76180014 |[2971083  |ATLAS  |TSDR LVE |
T[res89784 3043519 ATLAS  |[TSDR LIVE |
76694033 3629217 ATLAS  |[TSDR LIVE
[77 |[76552646 2874151 ATLAS  |[TSDR LIVE
76551346 2909975 ATLAS  |[TSDR LIVE
76541838 2941179 ATLAS  [[TSDR LIVE
[80 |[76214602 2759588 ATLAS  |[TSDR LIVE
76040497  ][2909385 ATLAS  |[TSDR LIVE
62 [76768266  |[2519152  JATLAS  |[TSDR |[Live
83 75857342 2601843  |[ATLAS  ||TSDR ILIVE
84 [75712907  |[2338512 _ [[ATLAS _ [[TSDR lLve ]
75618286  |[2430728  |IATLAS  |TSDR N
“[r5352048  |[2218503  |ATLAS  |[TSDR LIVE
75196977 |[2109141  |ATLAS _ |[TSDR LIVE
88 |[75441253 2273865 ATLAS  [TSDR LIVE
89 75320621  |[2176897  |ATLAS  ||TSDR LIVE
ggi 75254524 2163674 ATLAS  [[TSDR LIVE
91 |[75089671 2280230 ATLAS  [[TSDR LIVE
92 [[75089626 2120922 ATLAS  |[TSDR [LIVE
i 74599571 1929958 ATLAS  |[TSDR LIVE
(94 |[74209206 1798539 [[ATLAS  |TSDR LIVE
05 [74225165  ||1780831  |ATLAS  |TSDR [Ltve |
2044870 JATLAS  [ITSDR ILve |
il |

i

if
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Record List Display

|97 ||74323523 1820346 ||ATLAS  [|ITSDR LIVE |
o8 |[74540850 1908653  [ATLAS  |TSDR LIVE
99 |[74426730 1881330 ATLAS  |[TSDR LIVE
[100][74426728 1881484  [ATLAS  [[TSDR LIVE
74254929  |[1882214  |[ATLAS  [[TSDR LIVE
102)[74196436  [|[1710464  |ATLAS  |[TSDR Lve |
[103][74008076  |[1605467  |[ATLAS  |[TSDR luive
73615959 1436318 [ATLAS  |TSDR Live
73670147 1474664 ATLAS  |[TSDR [LvE
73194222 1151244 |ATLAS  |[TSDR lLive
107||73178101 1142170 ATLAS  |[TSDR LIVE
[108][73640621 1456867 ATLAS  |[TSDR LIVE
[109][73556841 1388795  [ATLAS  |[TSDR LIVE
[110][73466434 1418932 |[ATLAS  |[TSDR LIVE
111/[73460617 1305356 ATLAS  |[TSDR LIVE
[112][73460611 1304931 ATLAS  |[TSDR LIVE
[113][73445543 1304610 ATLAS  |ITSDR LIVE
114][73205892 1150010 ATLAS  |[TSDR ILIVE
72084377 10699649 ATLAS  |[TSDR lLive |
71694950  1[0632061  [[ATLAS  |[TSDR LIVE
71694625 0630697  |[ATLAS  |[TSDR LIVE
71412403 ][0367578 ATLAS  ||TSDR LIVE
[119][71160709 0159524 ATLAS  [TSDR LIVE
120][72233858 0819847 ATLAS  |ITSDR LIVE
12172035069 0682891 ATLAS  |[TSDR LIVE
12271625880 [[0595677  |ATLAS _ |[TSDR LIVE
[123][71578633 0535658  |ATLAS  [ITSDR LIVE
[124][71578632 0542966 ATLAS  |[TSDR LIVE
[125][71555313 0518441 ATLAS  |ITSDR LIVE
12671555312 |o518440  |ATLAS _ |[TSDR LIVE |
127|[71529082 10530468 ATLAS  ||TSDR LVE ]
128)[71529093 0530467 ATLAS  |[TSDR ltve ]
129)[71445899 0392251 [ATLAS  |[TSDR [Live
130[71430240 _ |[0381007 _ |"ATLAS" |[TSDR |[ivE
13171320346 ||0295689  |ATLAS  |[TSDR [CIVE
71122087 0131522 |ATLAS  |[TSDR |LIVE
71018249 0054846 [ATLAS  ||TSDR [LIVE
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SF retail planned in the
600-900 blocks of H Street

walk score—
walker’s paradise

H Street Festival visitors
in 2012

Pl
commercial huk

Whether it's pho, falafel or fried fish; bluegrass, jazz or rock; DC-made clothing, bicycles or vet
visits, H Street offers something for everyone. The one-and-a-half mile commercial corridor boasts
coffee shops, a farmer’s market, more than 100 retail stores, and a collection of international
cuisines, including ltalian, Ethiopian, Vegan, Middle Eastemn, French, Irish, Vietnamese, Japanese,
Caribbean, British, Belgian and Southern, among many others. Exciting new retail stores, such as
the Daily Rider and CAT Walk, enhance the quality of life in this exciting, walkable neighborhood.

There are performances to see and even participate in every night at H Street’s many venues,
including the Atlas Performing Arts Center, a restored Art Deco landmark theater, the Rock and
Roll Hotel, and Twelve Restaurant and Lounge. Dance to free bluegrass at The Argonaut; join or
watch an open jam session at HR-57 Center for the Preservation of Jazz and Blues, or sing karaoke
at Sticky Rice.

All of this activity and energy has earned H Street several national awards including the 2013
Great American Main Street (National Trust for Historic Preservation), a Top 10 Great Urban
Neighborhood (USA Today) and America’s sixth Hippest Hipster Neighborhood (Forbes).

Union Station anchors the western end of H Street and provides local, regional and interstate
access via Metrorail, Metrobus, Circulator, Amtrak, VRE, MARC, Megabus, BoltBus, Capital
Bikeshare and in 2014, the H Street streetcar line.
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0.5 mile radius Great Street Main Street BID Area

™  Retail/Restaurant Arts/Tourism gl Education Government

H Street, NE

Gt
Population 15,942 45,539 292,671
Male 49% 48% 49%
Female 51% 52% 51%
1 School Graduate’ + 0% 85% 84%
56% 50%
2% 26% 23%
Housaholds (HH) 7,333 21,747 135,144
Average HH Size 21 2.2 20
Owner-occupisd 48% 3%
Renter- 45% 55% 3%
Medizn HH Value $431,882 $435,090 $361,047
Inzoms
Average HH $80,753 $82,522 $74.936
Median HH $40,351 $58.298 $50,525
HH Inzome <$49,999 41% 43% 50%
HH Income $50-74,999 8% 16% 17%
HH Income $75,000+ 414 41% 34%
Median M Disposable 545,316 $43918 $38,363
14% 8% 19%
Age 20-34 37% 33% 36%
Age 35-64 39% J6%
Aga b5+ 10% 0% 0%
Medisn Age (years) 34.4 34.5 334
$16,417 $48,055 $243,306
$2,170 $6.090 $33,049
Entertainment & Rec $29.588 $454,699
$4,509 $68,740
TV, Radio & Seund $11,354 $185,540

food at Home

Food away from He

Home mprovement &
Services

Hausehold Furnishings

Parsonal Care

fe Maint. & Repair

Avg. Spent per HH

$19,234

$11.486

$3,609

$121,815
$R8,687

$89992

$32,666

$10,332

$24,281

$28.2

$674,007
$489,479

$437,807

$173,192

57,182

$24.8

PREDT
ol

ectivns 1. Amierican Communiity Survey 200:

33,043 | 17,342 Union Station
7,240 | 4,511 NoMa/Gallaudet (New York Avenue)

pl 202.543.0161

w| www.hstreet.org

H Street Main Street
Anwar Saleem, Executive Director

e| anwar.saleem@hstreet.org




