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DESCRIPTION OF THE RECORD 

This brief is submitted in accordance with Rule 2.128 of the Trademark Rules of Practice, 

37 C.F.R. §2.128 and T.B.M.P. §801.03. The evidence of record consists of the following: 

I. Opposer’s pending federal application for the following mark: 

ATLAS BREWING COMPANY, U.S. Serial No. 85/762,603 for: “Beer, ale, 

lager, stout, porter, shandy” in International Class 032, filing date of October 24, 

2012 based upon §1(a) use in commerce with a first date of use as July 19, 2012. 

II.  Applicant’s pending federal application for the following mark: ATLAS, U.S. 

Serial No. 85/642,549 for: “Beer” in International Class 032, filing date of June 4, 

2012, based on §1(b) intent to use with no first date of use made of record. 

III.  Notices of Reliance, which were submitted to the Trademark Trial and Appeal 

Board as follows: 

a. Opposer’s Notice of Reliance submitted on September 4, 2014, upon official 

records of Opposer’s Public Way Application to the City of Chicago 

Department of Business Affairs and Consumer Protection Public Way Use 

Unit and of Opposer’s Public Way Permit granted by the City of Chicago 

b. Applicant’s Notice of Reliance submitted on December 17, 2014, upon 

Opposer’s Responses to Applicant’s First Set of Interrogatories, Opposer’s 

Responses to Applicant’s First Set of Admission Requests, and Opposer’s 

Responses to Applicant’s Second Set of Admission Requests. 

IV.  Depositions: 

a. Opposer has made of record the deposition transcript of Mr. John Saller, and 

exhibits thereto, submitted on September 11, 2014. 
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b. Opposer has made of record the deposition transcript of Mr. Dale Steven 

Soble, and exhibits thereto, submitted on September 17, 2014. 

c. Applicant has made of record the deposition transcript of Mr. Justin Cox, and 

exhibits thereto, submitted on December 9, 2014. 

V. A Joint Motion to Entry of Evidence into the Record, as stipulated by both parties 

on November 11, 2014, entering Applicant’s Exhibits 35-48 

VI.  A Joint Motion for Entry of Evidence into the Record, as stipulated by both 

parties on December 3, 2014, submitting Opposer’s Motion for Summary 

Judgment, Applicant’s Brief in Opposition to Opposer’s Motion for Summary 

Judgment, Applicant’s Confidential Exhibit Nos. A-9, A-10, A-13 and A-14 to 

the Declaration of Justin Cox in Support of Applicant’s Opposition to Opposer’s 

Motion for Summary Judgment, and Opposer’s Reply Brief in Support of Its 

Motion for Summary Judgment. 

 

 

 

 

 

 

 

 

 

 



6 
 

STATEMENT OF THE ISSUE 
 

1) Whether Applicant’s mark, when used in connection with the Applicant’s goods as listed 

in Application Serial No. 85/642,549, is likely to cause confusion, deception or mistake 

as to (a) the affiliation, connection or association of Applicant with Opposer, and/or (b) 

the original sponsorship or approval by Opposer of Applicant’s goods or commercial 

activities associated with those goods under 15 U.S.C. §1052(d), based at least in part 

upon Opposer’s mark, which is the subject of Application Serial No. 85/762,603?   

2) Whether Applicant’s mark, when used in connection with the Applicant’s goods as listed 

in Application Serial No. 85/642,549, is primarily geographically descriptive of the place 

from where the goods originate, rendering it incapable of registration on the Principal 

Register without a showing of acquired distinctiveness or secondary meaning? 
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INTRODUCTION 

Opposer utilizes this Reply Brief simply to rebut Applicant’s misstatements of fact and 

law as they relate to Opposer’s prior use of the ATLAS mark and to the primarily geographical 

descriptiveness of Applicant’s mark. Opposer stands on its arguments in its Trial Brief and 

respectfully requests that the Board enter judgment in its favor by refusing registration to 

Applicant. 

ARGUMENT 
 

 Based on the facts disclosed by Applicant in discovery and the testimony by both parties, 

the Board should reject Applicant’s Application because: 1) Applicant’s ATLAS mark is 

confusingly similar to Opposer’s ATLAS mark, 2) Opposer’s mark has priority due to its prior 

use, 3) Applicant’s ATLAS mark is primarily geographically descriptive of the location from 

where the goods or services originate, and, as a result, 4) no suitable register exists for 

registration of Applicant’s ATLAS mark. 

1) Opposer is the Senior User of the ATLAS Mark. 

Both the testimonial and documentary evidence on the record indicate that Opposer 

began using the ATLAS mark in connection with its goods prior to the June 4, 2012, constructive 

use date that Applicant has set forth. Accordingly, Opposer is the senior user of the ATLAS 

mark and thus can prevent Applicant from using its confusingly similar mark on similar goods 

and services. 

a. Opposer’s Analogous Use of the ATLAS Mark Occurred Prior to Applicant’s 
Constructive Use Date.  
 

Opposer’s Trial Brief, Dkt. #37, sets forth the argument that its pre-production and pre-

sales activity constitute analogous use because it used the ATLAS mark in connection with steps 

required by law and business reality to begin selling ATLAS-branded beer. While Applicant 
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argued that Opposer’s uses of ATLAS prior to June 4, 2012, were not sufficient to create 

trademark rights, it does not dispute that Opposer made use of the ATLAS mark prior to that 

date. Moreover, Applicant asserted that its own similar activities constitute part of the process of 

accruing its own rights.  

As evidence of Applicant’s use of its mark, it lists an amendment of corporate name with 

the Delaware Secretary of State, the purchase of brewing supplies and materials, the search and 

eventual lease agreement for a physical location, license applications to regulatory bodies and an 

agreement with a branding company to develop a logo. See Applicant’s Trial Brief (“App. Tr. 

Br.”), Dkt. #38, p. 6-7. These are precisely the same types of use that, as cited by Opposer, 

Applicant considered “not directed at potential purchasers, but instead directed to potential 

investors, suppliers, and government agencies.” Id. at p. 12. Applicant argues that Opposer’s 

actions did not amount to analogous use because such actions, directed at the audiences 

Applicant listed, “failed to reach more than a negligible share of potential consumers” and “did 

not have a substantial impact on the purchasing public.” Yet Applicant’s own argument 

contradicts itself: Applicant would have the Board rule that its own preparatory activities were 

indicative of trademark use but that Opposer’s identical activities were insufficient to create 

proprietary rights. Such an interpretation cannot stand, and Opposer reasserts that its pre-sales 

activities created trademark rights in the ATLAS name for beer. 

b. Opposer’s Public Uses of the ATLAS Mark in Marketing Contracts, 
Management Agreements, Public Way Use Grants, Signage, Media Placements 
and Social Media Accounts Were Sufficiently Public to Establish Use of the 
ATLAS Mark in Commerce Prior to Applicant’s Constructive Use Date. 
 

Opposer made several uses of the ATLAS mark in several public contexts prior to 

Applicant’s constructive use date of June 4, 2012, creating proprietary rights in the ATLAS mark 

before Applicant had even conceived the name, much less began using it in commerce.  
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First, Opposer executed and began to perform the Rewards Network (“RNES” or “RN”) 

Dining Program Credits Agreement (Dkt. #19, Ex. 9) (the “RNES Agreement”) as of May 22, 

2012. Applicant misrepresents the nature and meaning of the RNES Agreement. Applicant refers 

to §9(g) of the RNES Agreement and states that “the agreement is not effective until payment is 

received by RNES from Opposer.” App. Tr. Br., p. 17. This statement is patently untrue. In fact, 

the Agreement, after §9(g), states as follows: “This Agreement will be binding upon the parties 

hereto as of the date RN approves this Agreement and makes the Payment.” Dkt. #19, Ex. 9, p. 4. 

The obligation to pay that was a condition precedent to the RNES Agreement belonged to RNES, 

not to Opposer.  

Opposer’s principal, Dale Steven Soble (“Soble”), testified as to the nature of the 

payment obligation in the RNES Agreement. See Deposition of Dale Steven Soble, Dkt. #19 

(“Soble Dep.”) at 27:18-23 (“So what they do -- it's a marketing program along with a financing 

program, so they basically give me -- in this case, the contract said they give me $50,000. And 

then I give them back $75,000 in dining credits from their dining members.”) [emphasis added]. 

Soble’s testimony clearly states that RNES, not Opposer, had the payment obligation. His 

testimony also states that the contractual obligations between the parties were not only 

performed, but so successfully that the parties voluntarily re-engaged for additional terms. See 

Id. at 29:24-30:4 (the term of the RNES Agreement “goes on until you basically pay back the 

dining credits, which we already did. And then we signed up again, and we're at the end of our -- 

we're ending that actually now, two years later.”)1 Soble’s testimony reveals the level of success 

Opposer had in reaching its customer base very quickly. Applicant’s arguments regarding 

                                                           
1 Soble’s testimony illustrates that even if Applicant could prove that the RNES Agreement was not fully executed 
or facially valid, Opposer and RNES both performed their obligations under the RNES Agreement beginning at a 
date prior to Applicant’s constructive use date. See Loeb v. Gray, 475 N.E.2d 1342, 1346 (5th Dist. 1985), infra p. 8. 
As such, Opposer’s use of the ATLAS mark in connection with the RNES Agreement began prior to Applicant’s 
constructive use date. 
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Opposer’s bank statements, the validity of the agreement in general, or its effective date are 

unmerited and irrelevant.  

Moreover, the RNES Agreement on its face states the RNES Agreement was indeed a 

binding legal agreement between the parties, despite Applicant’s arguments to the contrary: 

§9(b): Each party represents that (a) it has the full power and authority to enter 
into this Agreement and to perform its obligations under this Agreement and (b) 
this Agreement has been duly executed and delivered by it and is its legal, valid 
and binding obligation enforceable against it in accordance with its terms... 
[emphasis added] 

 
 Dkt. #19, Ex. 9, p. 4. 
 

Opposer submitted unchallenged deposition testimony from Soble regarding the nature of 

Opposer’s relationship with RNES, the performance of the RNES Agreement and the effect this 

relationship had on Opposer’s business. See generally, Soble Dep. p. 26:20-30:12. Soble testified 

that the Agreement was executed under Illinois law on May 22, 2012. See id. at 27:07; see also 

§H.7., Dkt. #19, Ex. 9, p. 3. In Illinois, a contract illustrating “mutual assent” via either 

signatures or performed actions is valid and enforceable. See, e.g., Loeb v. Gray, 475 N.E.2d 

1342, 1346 (5th Dist. 1985) (“It is elementary that in order to constitute a contract between two 

parties there must be mutual assent by the contracting parties on the essential terms and 

conditions of the subject about which they are contracting.”). The May 22, 2012, date listed on 

the top of the RNES Agreement as the “Date of Agreement” was prior to Applicant’s 

constructive first use date of June 4, 2012. See Dkt. #19, Ex. 9, p. 1.  

The RNES Agreement was a valuable mechanism for Opposer to reach a wide audience 

quickly as it ramped up its business efforts. Soble describes the wide reach of the RNES 

audience as being “a lot...across the country, probably in the millions.” See Soble Dep. at p. 

28:22-24. This testimony, again unchallenged, completely controverts Applicant’s argument that 
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Opposer’s use of the ATLAS mark did not reach more than a negligible share of potential 

customers or have a substantial impact on the purchasing public. App. Tr. Br., p. 12. Applicant’s 

citations to T.A.B. Systems, 37 U.S.P.Q.2d at 1883, and Westrex Corporation, 83 U.S.P.Q.2d at 

1219, may be apropos in other contexts, like those when the company at bar failed to make any 

real market penetration. But when a new company contracts to reach an audience of “millions” 

of customers and successfully pulls in a minimum of $75,000 per year in dining credits as a 

result, this use is precisely the type of use that “would expose [the ATLAS mark] to the 

purchasing public prior to Applicant’s filing date.” Dkt #38, p. 18. In fact, the RNES Agreement 

served just that purpose. 

The RNES Agreement was not a mere agreement with a “supplier of prospective 

services.” Id. at 17. Instead, RNES provided a conglomeration of prospective customers to whom 

Opposer publicized its ATLAS mark. See Soble Dep. at p. 29:16-21 (“I could see their Rewards 

Network website and saw that we were there. And they were broadcasting that we were part of 

the network.”) Opposer’s actions were thus proportional to those of the petitioner in Martahus, 

who established prior rights in a trade name through advertising its services to the public under 

the name and negotiating a contract with a single customer under the name. See Martahus v. 

Video Duplication Services, Inc., 27 U.S.P.Q.2d 1846 (1993); see also App. Tr. Br., p. 15. The 

biggest distinction between Martahus and the case at bar is that the successful petitioner in 

Martahus contracted with a single customer, whereas Opposer established access to “millions” 

of them. 

Second, Applicant ignores Opposer’s evidence of a management agreement between 

Opposer and Lucky Strike Corporation dated January 1, 2012, prior to Applicant’s constructive 

date of first use. Dkt #19, Ex. 8. Since it involved the liquor license owned by Lucky Strike 
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Corporation, this agreement was filed with the City of Chicago for liquor license compliance 

purposes. This is a second instance of Opposer’s use of the ATLAS mark in a contract geared 

towards operating and publicizing the ATLAS mark in connection with a brewery and beer. 

Opposer’s evidence of record relating to its business activities prior to June 4, 2012, 

includes far more than just “mere incorporation” or a single “private agreement,” as the RNES 

Agreement and Management Agreement both indicate. Applicant cites to two non-precedential 

cases, Blast Blow Dry Bar LLC v. Blown Away LLC d/b/a Blast Blow Dry Bar, No. 91204769, 

2014 WL 108522 at *7 (for the principle that “the mere act of incorporation, in itself, does not 

establish such priority of use”) and Herbko Int’l. Inc. v. Kappa Books, Inc., 64 U.S.P.Q.2d 1375 

(2002) (for the principle that a solitary lease is a “private agreement” that does not constitute 

“public use” of a mark).2 Herbko states that activities, to create an association between a mark 

and a product, “must reasonably be expected to have a substantial impact on the purchasing 

public” before the mark owner can claim proprietary rights. Herbko, 64 U.S.P.Q. at 1378. 

Opposer created access to the ATLAS mark for “millions” of RNES members, per Soble’s 

testimony. See Soble Dep. at p. 28:22-24. The contracts Opposer has placed into the record show 

the large impact Opposer made on its customer base in a very short period of time. 

Third, Applicant does not challenge Opposer’s evidence of its contract to create and 

display signs on Lincoln Avenue in Chicago using the ATLAS mark in front of Opposer’s 

business location, nor Opposer’s Public Way Use grant from the City of Chicago to display the 

signs. See Dkt. #19, Ex. 19 (contract dated April 27, 2012, prior to Applicant’s constructive use 

date) and Ex. 20-21 (grant application dated April 27, 2012, and grant issued by City to Seven 

Ten/Atlas, [emphasis added], dated May 2, 2012, both prior to Applicant’s constructive use 

date); see generally Soble Dep. p. 42:18-44:09 (describing Lincoln Avenue, where signage with 
                                                           

2
 The Board does not encourage citation to non-precedential cases. TMBP §801.03. 
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ATLAS mark is displayed, as a “highly traveled street” with “a lot of traffic,” Soble Dep. p. 

43:15-16). The signs – one “eight or ten feet long” and another that is “three feet by four feet” – 

went up on Lincoln Avenue in May 2012 when Opposer was opening its business, prior to 

Applicant’s constructive use date.3 See Soble Dep. p. 42:22-43:04; 44:13. These signs are yet 

another type of outreach that Opposer made to its consumer base and speak to the type of 

activities countenanced by Martahus as establishing rights in a name or mark. Applicant argues 

that in light of Herbko use of a mark must be “public use” to establish trademark rights; to the 

extent this type of use is required, Opposer posits that a sign with the ATLAS mark on a highly 

traveled street with heavy traffic that is displayed pursuant to a Public Way Use grant is the very 

nature of the “public use” Applicant desires.  

Applicant fails to rebut Opposer’s evidence of its public relations efforts with relevant 

publications, Soble Dep. p. 100:24-101:03, and Opposer’s social media pages, specifically those 

available on Facebook and Twitter, or to consider the impact that those efforts had on Opposer’s 

consumer base. Applicant concedes that Opposer established a publicly viewable and searchable 

Twitter feed on April 30, 2012, and a similarly public Facebook page on May 23, 2012, both 

prior to Applicant’s constructive use date. Without citing to any case law, statute or regulation, 

Applicant states that there was no evidence “of what the social media pages looked like” nor 

“data to show how many persons viewed or were exposed” to them before June 4, 2012, 

concluding that such activity was “de minimus” [sic]. App. Tr. Br., p. 18. Applicant reaches for 

authority by citing to a non-precedential case for the principle that “registration of a domain 

                                                           

3
 Opposer notes that it, as Seven Ten/Atlas, opened for business on May 4, 2012, and in so doing began to sell food 

and beverages (including beer manufactured by third parties) to public customers at that time. See, e.g., Dkt. #18, 
Deposition of John Saller, Ex. 1 (a Tweet from May 4, 2012, stating that the business “reopens tonight!”). The 
evidence propounded from Interrogatory No. 24, see App. Tr. Br., p. 8, paints an incomplete picture insofar as 
Opposer was doing business in commerce under a trade name including the term “ATLAS” at the site where the 
Atlas Brewing Company would soon begin its operations as well in a space shared with the Seven Ten Lounge.  
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name does not by itself constitute use for purposes of establishing priority of use.” The PNC 

Financial Services Group, Inc. v. Keith Alexander Ashe d/b/a Spendology and Spendology LLC, 

No. 91207409, 2013 WL 5820850 at *3 (T.T.A.B. Oct. 15, 2013) (not precedential). This 

argument mischaracterizes Opposer’s position.  

Opposer has not argued that solely its purchase or use of a domain name has provided it 

trademark rights. Instead, it is arguing that social media pages updated regularly by Opposer’s 

staff, see Soble Dep. p. 103:07-09, are part of the overall effort to brand its company and attract 

new customers, who can search for and access Opposer’s ATLAS mark from anywhere in the 

world while surfing the Internet. Trademarks, social media pages and domain names are not the 

same things. See, e.g., Timberstone Mgmt. LLC v. Idaho Golf Partners, Inc., No. 2014-CV-5502 

at *2-3 (N.D. Ill. 2014) (Delineating Plaintiff’s various properties, the Court discussed that 

Plaintiff offered a Web site under a domain name and “also maintains numerous social media 

platforms on Facebook and Twitter, incorporating the...mark.”) Opposer’s social media pages 

represent tangible, documented outreach to relevant consumers under the ATLAS mark, helping 

to establish Opposer’s rights in the ATLAS mark.  

c. Opposer’s Lawful Use of the ATLAS Mark Prior to Applicant’s Constructive 
Use Date Establishes Opposer as the Senior User of the ATLAS Mark. 
 

Applicant also attempts to frame Opposer’s analogous use of the ATLAS mark as 

“unlawful use” by citing to regulations of the Federal Tax and Trade Bureau (“TTB”). Opposer 

wholeheartedly denies the implication that it broke or “flaunted” Federal law in any way in the 

preparation of launching its business or selling its goods. See App. Tr. Br., p. 15. It also states 

that this Opposition will decide which party first accrued trademark rights in the ATLAS mark. 

Nevertheless, Applicant’s argument focuses on the concept of “actual use” of the ATLAS mark. 

Id. at p. 13. The agreements, marketing campaigns and other evidence that Opposer has placed 
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on the record throughout this Opposition specifically rebut Applicant’s assertion that Opposer 

made no actual use of the mark. The long list of ATLAS mark uses that it made, whether 

analogous or otherwise, was sufficient to accrue trademark rights in the ATLAS mark. 

d. Opposer’s Use of the ATLAS Mark Prior to Applicant’s Constructive Use Date 
Was Sufficient to Establish Rights Senior to Those of Applicant. 
 

The foregoing examples of use, including analogous use, of the ATLAS mark are 

sufficient to establish trademark rights in a name as it relates to later, junior users, especially 

users who first asserted rights via §1(b) of the Lanham Act. See Fair Indigo LLC v. Style 

Conscience, 85 U.S.P.Q.2d 1536 (T.T.A.B. 2007) (finding that Congress did not intend to 

“prohibit a party from asserting priority by analogous use vis-à-vis an intent-to-use applicant”). 

Moreover, “an applicant in a use-based application can rely, for purposes of priority ... upon use 

(including use analogous to trademark use) prior to the filing date of its application, or even prior 

to its claimed use dates.” See Fair Indigo, quoting Corporate Document Services, Inc. v. I.C.E.D. 

Management, Inc., 48 U.S.P.Q.2d 1477, 1479 (T.T.A.B. 1998). Applicant argues that the “only 

persons who were exposed to the ATLAS BREWING COMPANY mark were the appropriate 

local, state, and federal agencies issuing the proper credentials and the vendors supplying the 

necessary support and equipment.” See App. Tr. Br., p. 18. This statement neglects to account for 

evidence illustrating that Applicant itself, through its CEO Justin Cox (“Cox”), knew of 

Opposer’s use of the ATLAS mark prior to launching its own operations. See, e.g., Soble Dep. p. 

104:08-111:06.  

Q: “And how did they react when you told them that you were Atlas Brewing 
Company?” 
A: “Well, that was interesting.  I asked -- I said to them, I said, I had no idea you 
guys existed.  Did you search for us.  And they said, yeah, we knew you were 
there. And I said, well, why didn't you reach out to me.  Why didn't you -- you 
knew we were there.  And they said, we didn't know what you were going to be.  
And I said, I don't know what that means.  We have Atlas Brewing Company.  
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What do you mean, what we were going to be.  And they said, well, we thought 
maybe you could have been a craft beer bar or something like that. And I said -- 
well, I mean, who knows what someone means.  But that's crazy.  We're Atlas 
Brewing Company.  We were there.  We made no secret about who we were.”   

Id. at 109:23-110:16. 

Opposer, through the RNES Agreement, Management Agreement, public signage, media 

placements, marketing efforts, equipment purchase orders, social media outlets, a meeting with 

Applicant, branding efforts with professional logo designers, and all of the other evidence and 

testimony buttressing all of these pieces of evidence, has proven its burden to show use of the 

ATLAS mark prior to Applicant’s constructive use date of June 4, 2012. No reasonable 

interpreter of the facts could conclude that Opposer had not established itself as the owner and 

senior user of the ATLAS mark for goods and services related to the manufacture and sale of 

beer. Accordingly, Opposer respectfully requests that the Board find that it is the senior user of 

the ATLAS mark and sustain its Opposition to Applicant’s mark. 

2) Applicant’s Mark is Primarily Geographically Descriptive. 

 Applicant’s arguments about whether its mark is primarily geographically descriptive 

contain numerous misstatements of fact and mischaracterizations of evidence in the record. 

Contrary to Applicant’s assertions, 1) the Atlas District is a generally known geographical area 

for Washington, D.C.-area consumers and Applicant’s own evidence shows that those consumers 

associate the mark primarily with the geographical area, 2) Opposer’s goods and services 

originate in or near the geographical area, and 3) purchasers would be likely to, and do in fact, 

associate the goods and services with the geographical area. There is also substantial evidence 

that creating such a goods/place association was Applicant’s primary intention right up to the 

point in time when Opposer asserted geographical descriptiveness as a defense in this action. 

Given the opportunity to state its reasons for choosing the ATLAS mark in the early stages of 
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this Opposition, Applicant cited the geographical location as inspiration, and did not cite any of 

the dictionary definitions of “atlas” that it now promotes. See App. Ex. 7, Cox. Dep., p. 111:11-

112:15.   

 Rather than rebutting the substance of Opposer’s arguments to this effect, Applicant has 

chosen to misstate facts, acting as if it used certain logos in the marketplace that it never used, 

and ignoring its own CEO’s testimony that his customers associate the ATLAS mark with the 

Atlas District of Washington, D.C. See App. Tr. Br., p. 24 (where Applicant states outright that 

its “logo is Atlas from Greek mythology” – presumably referencing an Atlas [the Greek titan] 

tap-handle design that was never displayed to the public or used in commerce in any form. See 

Deposition of Justin Cox, Dkt. #32 (“Cox Dep.”), p. 97:20-98:17, excerpted:  

Q: Opposer’s Attorney: “But you didn't end up going with that [Titan Atlas] tap 
handle design; correct?”  
A: Cox: “Correct.”  
Q: “You didn't end up going with anything similar to that; correct?”  
A: “Correct.”  
Q: “And you didn't eventually use the titan Atlas in any of your goods to the 
public; is that correct?”  
A: “Correct.”  

 
Id. at 98:8-17. 

Applicant has never asserted that it uses an Atlas the Greek Titan logo, and Cox expressly 

denied ever using one in commerce. Cox. Dep., p. 95:19-96:2; see also Cox Dep., p. 76:5-77:18. 

Applicant even goes so far as to say that “the nickname ‘Atlas District’ is not generally known or 

well known in Washington, D.C.” App. Tr. Br., p. 21; contra Cox Dep. p. 75:23-76:4 (Q: “Does 

it surprise you that people are referring to H Street Northeast as Atlas District?” A: “No. . . I 

mean it’s a term that people use.”). 

 Presumably, Opposer chose to mislead the reader in its brief because it recognizes that 

the Atlas District is well known to the average D.C. consumer, and that Applicant itself has done 
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nothing to create an association in consumer minds between the dictionary definitions of “atlas” 

and its mark, while admittedly seeking to create a goods/place association between the ATLAS 

mark and the Atlas District of Washington, D.C. See App. Exs. 7 & 10. The good news for 

Applicant is that its efforts to associate its ATLAS mark with the Atlas District have worked. 

Applicant’s CEO, Cox, testified that the “major two” associations consumers make with the 

ATLAS mark are with the Atlas District in Washington, D.C., and the Ayn Rand book Atlas 

Shrugged (which no one contends is the primary definition of the word Atlas or the mark’s 

reason for being). Cox Dep., p. 77:18. The bad news for the Applicant is that primarily 

geographically descriptive marks are not generally registrable on the Principal Register. See In re 

Loew’s Theatres, Inc., 769 F. 2d 764, 226 U.S.P.Q. 865 (Fed. Cir. 1985). 

 The cases Applicant cites to rebut Opposer’s claim of primary geographical 

descriptiveness are distinguishable. In re Int’l Taste Inc. stands for the premise that the mark’s 

meaning must primarily denote a geographical location to be primarily geographically 

descriptive, but In re Societe des Eaux Minerales de Vittel S.A. makes it clear that the correct 

point of reference for determining how a mark will be understood is the perspective of the public 

to whom the mark is directed – i.e., the target consumers. See In re Int’l Taste, 53 U.S.P.Q. 2d 

1604 (T.T.A.B. 2000); In re Societe, 824 F. 2d 957 (Fed. Cir. 1987) (“In dealing with all of these 

questions of the public's response to word symbols, we are dealing with the supposed reactions 

of a segment of the American public, in this case the mill-run of cosmetics purchasers...”). Given 

that Applicant targets and intends to continue targeting the Washington, D.C. beer-drinker 

market, it is very likely that the average consumer will recognize “ATLAS” as a geographical 

region from which the product originates. See App. Ex. 12, ATLAS 405; Cox Dep., p. 120:9-

121:9. 



19 
 

 There is both direct and indirect evidence, all originating from Applicant, to support the 

view that the public perceives a goods/place association between Applicant’s mark and the Atlas 

District. The indirect evidence that the public perceives a goods/place association is that 

Applicant – which is owned and run by a long-time D.C. resident – set out to create such an 

association in the first place. Applicant’s answers to interrogatories and internal investor 

correspondences proposing the Atlas name both reveal its intention to associate its mark with the 

Atlas District. See App. Ex. 7 & 10. They also reveal that at least one long-term D.C. resident 

(Cox) recognizes the Atlas District as a place, and believes that one could reasonably create a 

goods/place association between its mark and the Atlas District in the minds of D.C. consumers.   

 One may reasonably assume that Cox would not have cited the Atlas District as an 

inspiration for the name if he did not believe anyone would understand the reference or associate 

the mark with the Atlas District, whether because the Atlas District is not generally known or 

because Applicant really wished to capitalize on the dictionary definition image of “atlas.” 

Applicant cemented this assumption by deciding not to associate its mark or products with the 

dictionary definition of Atlas, primarily by declining to use the “Greek” Atlas tap-handle design 

concept in any of its products or marketing. See Cox Dep., p. 97:20-98:17. In fact, none of 

Applicant’s products or marketing feature images of the titan Atlas. See Cox Dep. p. 95:19-96:2. 

Q: “Have you used any logos incorporating the Titan Atlas in regards to your 
company's beer?” 
A: “‘Used,’ meaning?”  
Q: “Have you used any picture images of the Titan Atlas on any of the beer 
products that you've put into the marketplace?” 
A: “No.”  
 
Id.; see also p. 17, supra (Applicant never used titan on publicly available goods.)  
 

 Applicant does use what it describes as a book-of-maps Atlas on one of its t-shirts, 

though a quick examination of the cited image reveals that it is not even an obvious depiction of 
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a book, much less a book of maps. See App. Ex. 14 (bates-stamped “ATLAS 040”); see also Cox 

Dep., p. 27. If Applicant had stated its intention to associate the ATLAS mark with the Atlas 

District (as it did), then proceeded to cover its products with depictions of Greek titans or map 

imagery, its arguments might hold water. However, given that the average consumer of its 

products has no reason to associate Applicant’s mark with titans or maps other than the 

dictionary definition of the word “atlas,” Applicant’s intention to associate its mark with the 

Atlas District is important evidence of the mark’s anticipated impact on the consumer public. 

 There is also direct evidence of the goods/place association in the public mind between 

Applicant’s mark and the Atlas District. Cox himself testified that customers entering 

Applicant’s brewery tend to associate the ATLAS mark with the Atlas District. Cox Dep., p. 

76:8-77:18.  

Q: “How many people come into your brewery on a weekly basis?”  
A: “Depends on the week, but I'd say somewhere around 500 people come 
through.”  
Q: “Do those people ever -- do they ever ask you about your name with respect to 
the geographic area known as the Atlas District?”  
A: “They do.” [. . . ]  
Q: “So you get asked about your name with respect to the Atlas District. Do you 
get asked about your name with respect to anything else?”  
A: “We do. We get people asking questions if it's somehow related to Ayn Rand 
and the Atlas Shrugged book.”  
Q: “Okay. Anything else?”  
A: “Those are the major two.” 

 
Id. 

  
Cox gave these answers in response to questions from his own attorney. There is no 

reason to suppose that his answers were inaccurate or uncertain.  

 Cox’s testimony provides direct evidence that individual customers of his brewery 

frequently associate Applicant’s mark with the Atlas District in Washington, D.C. In fact, the 

only evidence in the record concerning the D.C. consumer market’s view of the ATLAS mark 



21 
 

indicates that the market associates the mark ATLAS with the Atlas District. There is no 

evidence that it associates the mark with Greek titans or books of maps. Applicant’s protests to 

the contrary, including the assertion that the Atlas District is not even a recognized geographical 

area in D.C., are wholly disingenuous, and there is virtually nothing in the record to support 

them. 

 The existence of evidence about Applicant’s own intention to associate its mark with the 

Atlas District and the public’s own perception of such an association distinguishes this case from 

those Applicant cites in its defense. In re Mankovitz, 90 U.S.P.Q. 2d 1246 (T.T.A.B. 2009), In re 

John Harvey & Sons Ltd., 32 U.S.P.Q. 2d 1451 (T.T.A.B. 1994), and In re Gayle Hayman Inc., 

15 U.S.P.Q. 2d 1478 (T.T.A.B. 1990), were all ex parte appeals from adverse decisions by an 

examining attorney in which there was little to no evidence of primary geographical 

descriptiveness beyond dictionary definitions of place names and, in Mankovitz and Hayman, the 

fact that the applicant lived or had offices near the place name. See id. The In re Mankovitz 

decision also reveals that the products need not originate in the geographical location itself to be 

primarily geographically descriptive, undoing Applicant’s argument that its mark cannot be 

primarily geographically descriptive because it is located in “Ivy City” 1.3 miles away from the 

Atlas District. See In re Mankovitz, 90 U.S.P.Q. 2d at 1246 et seq; see also App. Tr. Br., p. 23. 

Applicant’s products originate 1.3 miles from the Atlas District, and consumers associate its 

products with Atlas the geographical location. See Id.; see also Cox. Dep., p 76-77. 

 Applicant set out to create a goods/place association between its products and the Atlas 

District. See App. Exs. 7 & 10; Cox Dep., p. 21:4-6. It succeeded in creating such an association 

in the eyes of the consumer public. See Cox Dep., p. 76-77. There is no question that the Atlas 

District is a known geographical region in the D.C. area. Cox Dep. p. 72:21-25. Applicant all but 
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admitted that its mark is primarily geographically descriptive in the preliminary stages of the 

opposition, and now wishes to curb the effects by effectively denying what it has already 

admitted. See App. Ex. 7. Even if Opposer could not show prior use of a confusingly similar 

mark (which it has), Applicant’s mark is primarily geographically descriptive, thus unsuited for 

registration on the Principal Register. Applicant’s application must be denied.   

CONCLUSION 

 Opposer began use of the ATLAS mark prior to any use made by Applicant. In the first-

to-use federal trademark system, Opposer’s use created trademark rights in the ATLAS name. 

Accordingly, Opposer’s senior use disqualifies Applicant’s junior use of a confusingly similar 

name from registration on the Principal Register. 

 Even if the Board finds that Applicant’s use of the ATLAS mark was senior to 

Opposer’s, Applicant’s mark is still not capable of registration because it is primarily 

geographically descriptive of the area from which Applicant’s goods originate. Primarily 

geographically descriptive marks are not registrable on the Principal Register. Nor are intent-to-

use applications like Applicant’s registrable on the Supplemental Register, at least until a valid 

allegation of use or statement of use has been filed. As Applicant has not filed either, its mark 

cannot be registered on the Supplemental Register. With neither of the two trademark registers 

available to it, the same conclusion as above applies: Opposer is the senior user of the ATLAS 

mark, and its Opposition should be sustained. 

  Respectfully submitted, 
 
FUKSA KHORSHID, LLC    ATLAS BREWING COMPANY, LLC 
Lema A. Khorshid 
Thomas Carroll      
Perry Gattegno     /perry gattegno/  
70 W. Erie, 2nd Floor     Perry Gattegno, Attorney of Record 
Chicago, IL 60654      
(312) 266-2221      Date: May 22, 2015 
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