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l. INTRODUCTION

Applicant Arriva Medical, LLC (hereirfeer “Applicant”) respectfully submits the
following brief in response to the motiongtrike by Roche Diagnostics GmbH and Roche
Diagnostics Operations, Infhereinafter “Opposers”).

On June 3, 2013, Applicant filed its Ansmto Notice of Opposition, Dkt. No. 4
(“Answer”) in this matter, alleging certain affnative defenses. On July 1, 2013, Opposers filed
a combination Motion for Partial Summary Judgment and Motion to Strike, Dkt. No. 5
(“Motion”) and their brief in support thereof (“Bfi§. The headings relating to each defense
specify that Opposers are movifag summary judgment on the dage of laches, and moving to
strike the defenses of acquiesce, estoppel and waiver. TBeard has already declined to
consider the summary judgmeudrtion of the Motion due tthe fact that it was filed
prematurely. Dkt. No. 6. Thmotion to strike is unpersuasive.

I. ARGUMENT

A. Estoppel and Waiver are Viable, Suafintly Pled Affirmative Defenses.

Opposers make no supportable argumentricespplicant’s affirmative defenses of
estoppel or waiver. Rather tharguing that waiver or estoppaie not applicable defenses in
this matter, Opposers argue only that, becausdidgmp pled the same fact pattern for all four
equitable defenses, estoppel and waiver efdiebecause laches and acquiescence do, or are
factually unsupported. Even assumiagguendo, that Opposers’ guments regarding
Applicant’s affirmative defenses of laches audjuiescence have some merit, Applicants pled
estoppel and waiver with more than sufficitatdtual detail, and Opposers offer no persuasive

authority to suggest that thelyauld be stricken as duplicative.



1. Estoppel and Waiver are Pled wiftonsiderable Factual Detail.

Opposers cit€astro v. Cartwright, Opposition No. 91188477, Dkt. No. 12 (TTAB Sept.
5, 2009), for the proposition that “an affirmative defense that fails to give an opposer or the
Board any factual basis for the defense arnsisfficient on its face must be stricken or
dismissed.” Brief, p. 10Castro is indeed instructive, althgh not for the reasons suggested by
Opposers.

The Board inCastro struck defenses of waiver aadtoppel because that applicant had
failed to do exactly what Applicant hdene here. A “bald assem of waiver is [not]
sufficient.” Castro, supra, at 6. The current case befdihe Board does not involve a “bald
assertion.” On the contrary, involves a detailed fact pattern g&tth in 2 1/2 pages. “As to ...
estoppel, it has been castently held that the doctrired estoppel may be invoked only by one
who has been prejudiced by the condetied upon to create the estoppel.. (Jastro,]
applicant ha[d] not alleged that he was indutteskelect his mark because of the conduct of
opposer.”ld., at 6-7. In this case, however, Oppssattively demanded that Applicant make
use of the opposed mark ARRIVA MEDICAL, aAgplicant pled as much in its Answer.
Answer, Affirmative Defenses, 11 2(d), 2(f)-(i).p@licant further pled that it spent in excess of
$12 million in advertising and marketing ARRIVA MEDICAL goods and services during a
period of more than two years, in expressance upon Opposers’ affirmative demand, which
surely constitutes prejudicial relianckl. at 2(i).

The suggestion that the entire fact patterpled should be discounted, simply because
some of those facts also apply to lachesatliiescence, is unsupportethe facts alleged for
the four equitable defenses were presentehasoherent narrative, tooot all of the facts

necessarily apply to each defense, and tisane authority—cited bpposers, or of which



Applicant is aware— for the propitisn that any particular fachay be alleged only in support
of a single claim or defense.

2. Estoppel and Waiver are Not Duplice of Laches ad Acquiescence.

No two equitable defenses consist of entidiyplicative elements; if they did they would
not be recognized as distinct defenses. ifiance, acquiescence requires an affirmative act,
while laches can be based dlersce and inaction. Estoppebréres that a party rely on the
actions of another, while waiver can be foundependent of such reliance. “A defendant may
state as many separate defenses as it hasdieggmof consistency; a defendant may also set
forth two or more statements of a defense adtiraly or hypotheticallyeither in one count or
in two separate counts.” TBMP § 311.02(b).efiehis clearly no rule ainst Applicant alleging
multiple affirmative defenses that may owgriin elements or factual bases.

Opposers cite no precedent in which one afitive defense was stricken as duplicative

of another affirmative defense. They ddeder of Sons of Italy in America v. Profumi Fratelli

Nostra AG, 36 USPQ2d 1221 (TTAB 1995), for the propasitihat affirmative defenses can be
stricken as redundant, but, in that case, a deigasestricken because it merely restated a denial
within the body of the answer, not because i welundant to another affirmative defense.
Opposers have not argued that estoppel and wareenere restatements of any denials in the
Answer, and have therefore offered no valid redsatrike them as affirmative defenses.

B. Opposers’ Arguments Fail to Meet thegHiBar for a Motion to Strike Any of
Applicant's Affirmative Defenses.

Even if an affirmative defense is duplicatiwea denial or insufiient, “[m]otions to
strike are not favored, and mattetl not be stricken unless it clearly has no bearing upon the
issues in the case.” TBMP § 506.@hio Sate University v. Ohio University, 51 USPQ2d

1289, 1292 (TTAB 1999} arsco Corp. v. Electrical SciencesInc., 9 USPQ2d 1570, 1571



(TTAB 1988);Leon Shaffer Golnick Advertising, Inc. v. William G. Pendill Marketing Co., 177
USPQ 401, 402 (TTAB 1973). larder of Sons of Italy, the Board declined to strike a second
affirmative defense which, instead of restatingphined a denial within the body of the Answer,
because it “gave opposer more compieigce of the applicant’s position Order of Sons of

Italy, supra, at 1223.See also TBMP § 506.01Harsco, supra, at 1571, quoting 2A Moore's
Federal Practice, Section 12.21[2] (2nd ed. 1985)en if the allegations are redundant or
immaterial, they need not be stricken éithpresence in the pleading cannot prejudice the
adverse party. If evidentiary facare pleaded, and they aidgining a full understanding of the
complaint as a whole they need not be stricken.”).

Applicant’s pleaded equitable defenses proddtiled support for its substantive denial
that there is a likelihood of camdion between the parties’ respee marks, since the defenses
state that Opposers affirmatively demanded that Applicant use the opposed mark, and took no
action to prevent such use for more than twoyéaereafter. Thus, the defenses, and the facts
pled in support of them, certaintannot be said to have “no bewyiupon the issues in the case.”
Striking the defenses would, therefore, bapioropriate even if the Board did find them
“redundant or immaterial.” &ches should also not be strdicause Opposers only made it
subject to the Motion for Summary Judgment, butoair defenses should survive under the high
bar necessary to strike teaals from a pleading.

[I. CONCLUSION

The Board has already declined to coasithe Summary Judgment portion of the
Motion, which was the sole attack on the affitivadefense of laches, because it is untimely.

Opposers have failed to offer any appropr@igunds for striking Applicant’s affirmative



defenses of estoppel and waiver, and hdferexl inadequate arguments for striking the

affirmative defense of acquiescence. Their matiosirike those defensebhould be denied.

July 19,2013
Date

Respectfully submitted,
ARRIVA MEDICAL, LLC

/NicoleKinsley/

Jilia Huston

Charles E. Weinstein
Nicole Kinsley

Foley Hoag LLP
Seaport West

155 Seaport Boulevard
Boston, MA 02210-2600
617.832.1000

E-mail: jhuston@foleyhoag.com
cew@foleyhoag.com
nkinsley@foleyhoag.com

Attorneys for Applicant

Certificate of Service

| hereby certify that a true copy of tiResponse to Opposers’ Motion to Strike was

served upon Opposers’ attorney of record, namely:

James A. Coles

Taft Stettinius & Hollister

One Indiana Square, Suite 3500
Indianapolis, IN 46204-2023
United States

by First Class Mail on July 19, 2013.

[Nicole Kinsley/
Nicole Kinsley




