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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL and APPEAL BOARD

In the Matter of Trademark Application No.: 85/614,831

For the Mark: UNLOCK A SMILE! And Design

Filed on: May 2, 2012

Published: October 16, 2012

Fromageries Bel and Bel Brands USA,

Inc.,

Opposers,

vs.

Norseland Incorporated,

Applicant.

Opposition No. 91210242

MOTION TO SUSPEND FOR FEDERAL CIVIL ACTION

Applicant Norseland Incorporated (“Norseland”) moves, pursuant to 37 C.F.R. §

2.117, for suspension of the above-captioned proceeding in view of a pending civil

action between the parties in the United States District Court Southern District of New

York, filed on May 14, 2014, Civil Action No. 14 CV 3488 As support for the instant

motion, Norseland advises the Trademark Trial and Appeal Board (hereinafter, the

“Board”) of the following:

1. On April 15, 2013, Fromageries Bel S.A. and Bel Brands USA (“Bel

Brands”) ( collectively, “Bel”) commenced the instant opposition proceeding before the

Board against Norseland seeking to prevent the registration of Application Serial No.

85/614,831 which covers the mark UNLOCK A SMILE! and Design.
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2. Norseland manufactures and markets a snack cheese product known as

“JARLSBERG MINIS” and the JARLSBERG MINIS product is sold individually-

wrapped 20-gram cheese wheels, with an outer transparent-yellow plastic wrapper,

having an inner yellow wax coating (the “JARLSBERG MINIS packaging”).

3. Some U.S. packaging for JARLSBERG MINIS includes Norseland’s

“UNLOCK A SMILE!” stylized trademark & design mark (“UNLOCK A SMILE

Logo”), as indicated below:

4. Bel’s Notice of Opposition claims, inter alia, that the trademark UNLOCK

A SMILE! and Design is likely to cause confusion with Bel’s registered trademarks

SPREAD SMILES (Reg. Nos. 3,441,442 and 3,472,994) and SHARING SMILES (Reg.

No. 3,879,288) (collectively, “the SMILE Registrations”).

5. Bel’s Notice of Opposition also asserts that Norseland’s product design or

trade dress is confusingly similar to Bel’s purported trade dress in its Mini Babybel

products, which Bel describes as “including among other things, a small round cheese

portion, a wax wrap and a strip opening which is a featured characteristic of the goods.”

6. Norseland has made a substantial investment in research and equipment to

develop and market its product under the UNLOCK A SMILE! and Design trademark

and in the JARLSBERG MINIS packaging.
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7. Bel has threatened to enforce its purported common law rights in the Mini

Babybel trade dress against Norseland based upon an alleged likelihood of confusion

with Norseland’s JARLSBERG MINIS.

8. A decision in this Opposition proceeding by the Board will not decide

Norseland’s right to use the JARLSBERG MINIS.

9. Proceedings before the Board have been protracted with the parties

obtaining numerous extensions of discovery and trial dates.

10. Norseland was compelled to file a complaint for declaratory judgment

against Bel to protect its investment and to obtain our expedited determination of its

rights to register and use the opposed UNLOCK A SMILE! and Design trademark and

the JARLSBERG MINIS packaging. A copy of the complaint is attached as Exhibit 1.

11. The civil action includes claims of non-infringement of the SMILE

Registrations, non-infringement of Bel’s asserted Mini Babybel trade dress, and

invalidity of Bel’s asserted Mini Babybel trade dress.

12. The civil action concerns many of the same issues that Bel has raised

before the Board in this Opposition, namely, whether there is a likelihood of confusion

between Norseland’s use of its UNLOCK A SMILE! and Design trademark and Bel’s

SMILE Registrations, whether there is a likelihood of confusion between Norseland’s

JARLSBERG MINIS packaging and Bel’s purported Mini Babybel trade dress, and

whether Bel’s purported trade dress is valid. The civil action also concerns Norseland’s

right to use the UNLOCK A SMILE! And Design trademark and Norseland’s

JARLSBERG MINIS packaging.
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13. The final determination of the issues now before the court will be

dispositive of the issues in the above-captioned proceedings. Moreover, the decision of

the United States District Court for the Southern district of New York will be binding on

the Board. See Trademark Trial and Appeal Board Manual of Procedure § 510.02(a).

14. Suspension of these proceedings will conserve the Board’s resources.

WHEREFORE, Norseland respectfully requests that the instant motion be granted and

the proceedings suspended until the disposition of the Norseland civil action.

Respectfully submitted,

FOX ROTHSCHILD LLP

Dated: New York, NY By: /Perla M. Kuhn/

May 15, 2014 Perla M. Kuhn

Ernest Edward Badway

Christopher R. Kinkade

Ryan N. Miller

100 Park Avenue – Suite 1500

New York, NY 10017

(212) 878-1424

ipdocket@foxrothschild.com

Attorneys for Norseland Incorporated
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CERTIFICATE OF SERVICE

I hereby certify that I am over the age of 18 years, not a party to this action, and that on

the 15th day of May, 2014, I caused to be served a true and correct copy of the foregoing

Norseland’s Motion to Suspend for Federal Civil Action by e-mail to counsel for the Opposer,

addressed as follows:

Jess M. Collen

jcollen@collenip.com

Lisa A. McAndrews

Lmcandrews@collenip.com

I further certify under penalty of perjury that the foregoing is true and correct.

Dated: New York, NY By: /Varant Ekmekjian/

May 15, 2014 Varant Ekmekjian

mailto:jcollen@collenip.com
mailto:Lmcandrews@collenip.com
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EXHIBIT 1
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15. JARLSBERG cheese is a semi-soft, part-skim cheese with a sweet, nutty taste and

buttery texture, and is currently sold in wheel and loaf form. Wheels of JARLSBERG have a

yellow wax coating, and are packaged with a distinctive JARLSBERG logo, indicated below:

16. The JARLSBERG mark and variations of the distinctive JARLSBERG logo, are

registered trademarks of Tine S.A, including U.S. Registration Nos. 980,057; 3,021,151;

3,378,860; 3,464,335; and 4,159,763. By virtue of long registration and extensive use and sales,

the JARLSBERG marks have acquired enormous good will.

17. Norseland is licensed to use the JARLSBERG trademarks in the United States and

to produce JARLSBERG brand cheese in Ohio, USA.

Norseland’s JARLSBERGMinis Packaging Design

18. Norseland currently manufactures and markets a snack cheese product known as

“JARLSBERG MINIS” in the United States market, under license from Tine S.A. Unlike the

full size JARLSBERG cheese wheels, JARLSBERG MINIS are made in the United States.

19. Norseland has made substantial investments in equipment and research and

development for the production of JARLSBERG MINIS.
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20. JARLSBERG MINIS are intended to be miniature versions of the full-size

JARLSBERG cheese wheels. Thus, the manufacture, marketing, and sale of the JARLSBERG

MINIS capitalize on the wide recognition and fame of the JARLSBERG brand.

21. This product is sold in individually-wrapped 20-gram cheese wheels, with an

outer transparent-yellow plastic wrapper featuring the distinctive JARLSBERG MINIS logo,

which is substantially similar to the famous JARLSBERG logo. The consumer packaging—i.e.,

the bags containing multiple individually wrapped JARLSBERG MINIS—depicts the famous

JARLSBERG logo.

22. The JARLSBERG MINIS also have an inner yellow wax coating similar to that

used on full-sized JARLSBERG wheels (these elements in combination are referred to herein as

the “JARLSBERG Minis U.S. Packaging”), as depicted below:
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23. Some U.S. packaging for JARLSBERG Minis includes Norseland’s “UNLOCK

A SMILE!” stylized trademark & design mark (“UNLOCK A SMILE Logo”), as indicated

below:

24. The UNLOCK A SMILE Logo is also the subject of Norseland’s pending U.S.

Application Serial No. 85/614,831 (“the ‘831 App.”).

25. Bel has opposed registration of the ‘831 App. in Opposition No. 91210242,

alleging that there is a likelihood of confusion between Norseland’s UNLOCK A SMILE Logo

and Bel’s various SMILE marks, which are described in more detail below.

Bel’s Allegations Against Norseland

26. Bel’s “The Laughing Cow” brand of cheeses is imported from France. Among its

products are MINI BABYBEL snack cheeses.

27. These MINI BABYBEL snack cheeses are sold in net bags featuring six to ten

individually-wrapped 21-gram cheese wheels. Each wheel has an outer cellophane wrapper

featuring Bel’s “Laughing Cow” mascot, the MINI BABYBEL mark, and an inner wax coating

that can be removed by pulling on an integrated tab.

28. There are eight products in the Mini Babybel lineup; seven use red-colored wax

for the inner coating, while one product - MINI BABYBEL BONBEL - has a yellow coating.

The inner wax coating is not visible to consumers at point-of-purchase since all are sold in net

bags.
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29. All Mini Babybel products use a paper strip to aid the consumer in breaking the

seal of the protective wax coating.

30. As touted by Bel’s advertising, the wax coating functions to protect the cheese,

and the integrated opening strip functions to make the various types of cheese “Fun and Easy to

Open,” because consumers may just “Peel and pull to enjoy this tasty little snack on the go,” as

depicted in one sample advertising image below:
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31. Absent such an opening strip, the wax seal would be difficult for consumers to

break without use of a knife or risk of deforming the cheese and thus would make the product

much less desirable.

32. Bel uses similar opening strips in other snack-size cheese products, such as its

LAUGHING COW brand individually wrapped cheeses, where the strip functions to open the

wrapping, as depicted below.

33. The opening strip is also useful in manufacturing by allowing the cheese to be

easily dipped into molten wax.

Bel’s Letter to Norseland Threatening Litigation

34. On December 19, 2012, Bel sent a letter to Norseland asserting that: (1)

Norseland’s UNLOCK A SMILE Logo infringes Bel’s family of SMILE trademarks, including

PUT A SMILE IN YOUR STOMACH and SPREAD SMILES; (2) Norseland’s JARLSBERG

MINIS trademark infringes Bel’s MINI BABYBEL trademark; and (3) the JARLSBERG MINIS

U.S. Packaging infringes the alleged trade dress associated with the Mini Babybel products (the

“Mini Babybel Trade Dress”). Bel’s letter, dated December 19, 2012, is annexed hereto as

Exhibit A.
















