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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CAROLE FAULKNER, INDIVIDUALLY )
AND D/B/A CIHOST, AND ) In the Matter of Application
CHRISTOPHER FAULKNER, ) Serial No. 85703135
INDIVIDUALLY AND D/B/A C 1 HOST, )
) Mark: C I Host
Opposer, )
) Opposition No. 91210234
v. ) '
)
GARY DOMEL, ) Published: February 12,2013
)
Applicant. )

APPLICANT'S ANSWER TO NOTICE OF OPPOSITION

In response to the Notice of Opposition issued by the Trademark Trial and Appeal Board
("TTAB"), Gary Domel ("Applicant") hereby answers the above-identified opposition as follows:

1. Applicant admits he filed the trademark application, Serial No, 85703135 in the
United States Patent and Trademark Office (“USPTO”) on August 14, 2012, provided that the
trademark application speaks for itself.

2. Applicant admits the allegations set forth in paragraph 2 of the Notice of Opposition.

3. Applicant admits he is the owner of the C I HOST trademark, having acquired all
right, title and interest in the trademark through a foreclosure sale on August 20, 2008. See Bill of
Sale attached as Exhibit A hereto. Applicant denies the remaining allegations set out in paragraph 3
of the Notice of Opposition, provided that the Application speaks for itself.

4, Applicant admits C I Host, Inc. previously filed a registration for the trademark and

utilized the trademark in its business provided that Applicant denies Opposers continuously used the



trademark as they lost all right, title and interest in and to the trademark to Applicant by the

foreclosure sale on August 20, 2008, and Applicant entered into an agreement with Cassiopeia

Internet, Inc. on March 25, 2009, to allow it to use the trademark in connection with its business.

Applicant is without sufficient knowledge or information to admit or deny the remaining allegations

set forth in paragraph 4 of the Notice of Opposition.

5.

6.

7.

8.

9.

Applicant admits the allegations set forth in Paragraph 5 of the Notice of Opposition.
Applicant admits the allegations set forth in Paragraph 6 of the Notice of Opposition.
Applicant denies the allegations set forth in Paragraph 7 of the Notice of Opposition.
Applicant denies the allegations set forth in Paragraph 8 of the Notice of Opposition.

Applicant is without sufficient knowledge or information to admit or deny the

allegations set forth in Paragraph 9 ofithe Notice of Opposition so he denies them.

10.

11.

12.

Applicant denies the allegations set forth in Paragraph 10 of the Notice of Opposition.
Applicant denies the allegations set forth in Paragraph 11 of the Notice of Opposition.

No response is required to the statements set forth in paragraph 12 of the Notice of

Opposition provided that Applicant denies he made any false statements in the Application.

13.

No response is required to the statements set forth in paragraph 13 of the Notice of

Opposition provided that Applicant denies he made any false statements in the Application.

14.

15.

Applicant denies the allegations set forth in paragraph 14 of the Notice of Opposition.

Applicant denies the allegations set forth in paragraph 15 of the Notice of Opposition.
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16.  Applicant admits the prior trademark registration was cancelled on May 13,2011, but
denies the remaining allegations set forth in paragraph 16 of the Notice of Opposition.

17.  Applicant admits he never maintained an office or operated a business using the
trademark provided that after acquiring all right, title and interest in and to the trademark on August
20, 2008, Applicant entered into a contract on March 25, 2009, to allow Cassiopeia Internet, Inc. to
use the trademark in connection with internet services. Applicant is without sufficient information
or knowledge to admit or deny the remaining allegations set forth in paragraph 17 of the Notice of
Opposition so he denies them.

18.  Applicant admits he was the creditor of C I Host who foreclosed on the trademark on
August 20, 2008, along with much of C I Host’s other assets. Applicant denies the remaining
allegation set forth in paragraph 18 of the Notice of Opposition.

19.  Applicant denies the allegations set forth in paragraph 19 of the Notice of Opposition.

20.  No response is required to the statements made in paragraph 20 of the Notice of
Opposition provided that Opposers are not entitled to dismissal of the Application.

21.  Applicant admits the trademark he is registering is the trademark he acquired all right,
title, and interest in through foreclosure of the C I HOST mark on August 20, 2008. Applicant
denies the remaining allegations set forth in paragraph 21 of the Notice of Opposition.

22.  No response is required to the statements set forth in paragraph 22 of the Notice of

Opposition provided that Applicant denies Opposers have any right, title or interest in and to the C 1
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HOST trademark, having lost all their right, title and interest in the trademark to Applicant at the
foreclosure sale on August 20, 2008.
23.  Applicant denies the allegations set forth in paragraph 23 of the Notice of Opposttion.
24.  No response is required to the statements set forth in paragraph 24 of the Notice of
Opposition provided that Appiicant denies Opposers are entitled to any relief sought by their Notice
of Opposition.

AFFIRMATIVE DEFENSES

25.  Applicant asserts that Opposers are administratively and judicially estopped from
asserting a claim to oppose Applicant's registration of the mark C I HOST.

26.  Opposers come before this tribunal with unclean hands having lost all their right, title
and interest in and to the C THOST trademark that form the basis ofitheir opposition to Applicant at
a foreclosure sale in August of 2008. Opposers sought to obtain an assignment of Applicant’s right,
title and interest in and to the trademark in connection with a Settlement Agreement in August of
2012, and filed their opposition after Applicant refused to assign his rights in the trademark to them.

A copy of the draft Trademark Assignment Agreement Opposers sent to Applicant is attached as
Exhibit B.

26.  Applicant asserts that Opposers have acquiesced to Applicant's registration of the
mark C I Host.

27.  Applicant asserts that Opposers have waived their claim to oppose the mark C I

HOST.
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WHEREFORE, Applicant respectfully prays that this Opposition be denied and dismissed

with prejudice and that the application for registration, Serial No. 85703135, by Applicant be

granted.

Date: May 28, 2013
401 Congress Ave
Suite 2100

Austin, Texas 78701
(512) 370-2832

FAX (512) 370-2850

Respectfully submitted,

WINSTEAD P.C.
Attorneys for Applicant

By:/s/ James G. Ruiz
Robert A. Voigt, Jr.
Reg. No. 47,149
rvoigt@winstead.com
James G. Ruiz
Texas SBN 17385860
jruiz@winstead.com
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CERTIFICATE OF SERVICE

I hereby certify that on the 28th day of May, 2013, a true and correct copy of the foregoing
and attached APPLICANT'S ANSWER TO NOTICE OF OPPOSITION was served via:

hand delivery

first class U.S. mail

certified mail, return receipt requested
telecopy

X _ Federal Express

on the counsel of record for Opposers:

Carole A. Faulkner
4010 Ambleside Ct.
Colleyville, Texas 76034

Bret A. Madole

Mark A. Goodman

Natalie M. Gray

David, Goodman & Madole PC
Two Lincoln Centre

5420 LBJ Freeway, Suite 1200
Dallas, Texas 75240

/s/ James G. Ruiz
James G. Ruiz, Esq.

AUSTIN_1\702272v1
21131-7 05/28/2013
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EXHIBIT A



BILL OF SALE -

STATE OF TEXAS
KNOW ALL MEN BY THESE PRESENTS:

won LN LR

COUNTY OF TRAVIS

THAT GARY DOMEL and KIMBERLY DOMEL ("Sellers"), legal owners and holders
of  that certain Promissory Note, dated November 15, 1999, in the original principal amount of
$350,000 (the "Note™), secured by that certain Security Agreement, dated on even date therewith
(the "Security Agreement"), in exercise of their rights and remedies under the Security
Agreement and Section 9.620 of the Texas Business & Commerce Code, and for and in
consideration of the application of the amount of THREE HUNDRED NINETY FIVE
THOUSAND AND NO/100 DOLLARS ($395,000.00) to the outstanding obligations owing
- under the Note (the "Indebtedness") in partial satisfaction thereof, and other good and valuable
consideration, the receipt and sufficiency of which are hereby acknowledged and confessed,
subject to the terms and provisions hereinafter set forth and described, have ACCEPTED,
GRANTED, BARGAINED, and CONVEYED, and by these presents do hereby ACCEPT,
GRANT, BARGAIN, and CONVEY, unto GARY DOMEL and KIMBERLY DOMEL
("Purchasers"), all right, title and interest of C.I. Host in and to all accounts, accounts receivable,
documents, instruments, chattel paper and general intangibles, including trademarks, service
marks and other intellectual property, and all products and proceeds thereof, including but not
limited to the "C I Host" service mark and the other personal property listed on Exhibit A,
attached hereto and incorporated herein by reference, and that certain equipment, machinery and
fixtures, and all accessions thereto, and all products and proceeds thereof, including but not
limited to, the items listed on Exhibit A-1, attached hereto and incorporated herein by reference
(the "Collateral").

TO HAVE AND TO HOLD, all and singular, the Collateral, unto Purchasers and
Purchasers' successors and assigns forever, and to warrant and forever defend all and singular the
said Collateral to Purchasers and their heirs and assigns against every person whomsoever
lawfully claiming or to claim the same or any part thereof.

THIS CONVEYANCE BY SELLERS IS MADE ON AN "AS IS", "WHERE IS" AND
"WITH ALL FAULTS" BASIS, AND PURCHASERS ACKNOWLEDGE THAT, IN
CONSIDERATION OF THE AGREEMENTS OF SELLERS HEREIN, EXCEPT AS
OTHERWISE SPECIFIED HEREIN, NO WARRANTY OR REPRESENTATION IS MADE
AS TO THE CONDITION OF THE COLLATERAL, EXPRESS OR IMPLIED, OR ARISING
BY OPERATION OF LAW, INCLUDING, BUT IN NO WAY LIMITED TO, ANY
WARRANTY OF HABITABILITY, MERCHANTABILITY, OR FITNESS FOR A
PARTICULAR PURPOSE OF THE COLLATERAL. Purchasers acknowledge by their
acceptance hereof that Purchasers are relying solely on Purchasers' own inspections of the
Collateral and not on any representation, express or implied, of Sellers as to the condition of the
Collateral or the accuracy or completeness of any records or instruments related thereto.

By execution hereof, Purchasers hereby assume any all liabilities, obligations and duties,
incurred by Purchasers, as the owner of the Collateral, arising from and after the date hereof.
Purchasers shall be responsible for any and all taxes or fees assessed or levied against the
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Collateral from and after the date hereof, except income taxes, if any, payable by Sellers. By
their acceptance hereof, Purchasers acknowledge that they: (i) have no knowledge of any defects
in the conveyance of the Collateral pursuant to this Bill of Sale, (i) are not accepting the
Collateral in partial satisfaction of the Indebtedness in collusion with any party, and (iii) are
acting in good faith in accepting the Collateral under the Security Agreement and Section 9.620
of the Texas Business & Commerce Code.

This Bill of Sale and the covenants, conditions and agreements herein apply to, inure to
the benefit of, and bind Sellers and Purchasers, and their respective successors and assigns.

, This Bill of Sale shall be governed by and construed in accordance with the laws of the
State of Texas. In the event that any legal proceeding is brought under or in connection
herewith, any. state or district court located in Travis County, Texas shall have jurisdiction over
such manner and venue over such matter.

EXECUTED to be effective as of the 20th day of August, 2008.

SELLERS:

GAR'(( DOME&‘«

h L DE ﬂw n Q

KIMBERLY DOMEL

PURCW Q

GARY DIOMEL /




EXHIBIT "A"

THE COLLATERAL

1. All of the right, title and interest of C | Host, Inc. in and to all accounts, accounts
receivable, documents, instruments, chattel paper and general intangibles, including the
"C I Host" service mark, serial number 78028225, Registration No. 2893070, registered
on October 12, 2004, and all other trademarks, service marks and other intellectual
property, and all products and proceeds therefrom.

2. All of the right, title and interest of C | Host, Inc. in and to all equipment, machinery and
fixtures, and all accessions thereto and all products and proceeds thereof, including but
not limited to, the items listed on Exhibit A-1, attached hereto.

3. All the right, title and interest of C | Host, Inc., including equitable rights, in, to and under
any and all contracts and agreements for the purchase or sale of all or a portion of the
Collateral; contracts, licenses, permits and rights relating to the Collateral; and all
money, instruments, and other property of C | Host, Inc. held by the Domels, including,
without limitation, property held in safekeeping, and all deposits (general or special, time
or demand, provisional or final) and other accounts of C | Host, lnc now on deposit with
or held by the Domels.

Austin_1\557283\1
21131-7 2/3/2009
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Global Settlement — Final Version

TRADEMARK ASSIGNMENT AGREEMENT

This Trademark Assignment Agreement (this “Agreement”), effective as of
2012 (the “Effective Date”), is made by and between Gary Domel, an individual and Umted

States citizen (“Assignor”) and Carole A. Faulkner, an individual and United States citizen
(“Assignee”).

WITNESSETH:

WHEREAS, Assignor has used the mark set forth on Exhibit A to this Agreement and has
filed an application with the U.S. Patent and Trademark Office therefor (the “Mark”);

WHEREAS, pursuant to that certain Settlement Agreement between the parties, Assignor
has agreed to assign and Assignee has agreed to acquire all ofl Assignor’s right, title, and interest
in and to the Mark, pending registration and under common law, the goodwill of the business
symbolized thereby, and the right to recover damages and profits for past infringement thereof.

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of
which is hereby acknowledged, the parties agree as follows:

1. Pursuant to that certain Settlement Agreement entered into between the parties
hereto and effective on September | 2012, Assignor hereby assigns, transfers and conveys unto
Assignee, all of Assignor’s right, title and interest in and to the Mark, pending registration and
under common law, the goodwill of the business symbolized thereby, and the right to recover
damages and profits for past infringement thereof.

2. Assignor’s wife, Kimberly Domel, joins in the execution of this Agreement for
purposes of conveying to the Assignee all of Kimberly Domel’s right, title and interest, if any, in
and to the Mark, pending registration and under common law, the goodwill of the business
symbolized thereby, and the right to recover damages and profits for past infringement thereof.

3. This Agreement shall be governed by and construed in accordance with the laws ofi
the Texas.

[Signature page to follow.]

TRADEMARK ASSIGNMENT AGREEMENT — Page 1 Exhibit G



Global Settlement — Final Version

IN WITNESS WHEREOQF, the parties have caused their duly authorized representatives to
execute this Assignment effective as of the Effective Date.

ASSIGNOR

By:

Name;

Title:

Dated:

KIMBERLY DOMEL

By:

Name:

Title:

Dated:

ASSIGNEE

By:

Name;:

Title:

Dated:

TRADEMARK ASSIGNMENT AGREEMENT — Page 2 Exhibit G



Global Settlement — Final Version

EXHIBIT A
Country Mark Ser. No. Filing Date Services
Designing and implementing web sites for
Us CIHOST 85/703,135 08/14/2012 others on a global computer information

network; hosting the web sites of others on a
computer server for a global computer
network, graphic art design computer
software design for others, and computer
consultation

TRADEMARK ASSIGNMENT AGREEMENT — Page 3 Exhibit G




