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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of
Trademark Application Seria No. 85/670,848
Published in the Officid Gazette: December 11, 2012
Mark: ESQUARE
Square, Inc.,

Opposer,
Opposition No. 91210177
€2 Auto LLC and Eric Matthew Winokur,

Applicant.

N N N N N N N N N N

Commissioner for Trademarks
P.O. Box 1451
Alexandra, Virginia 22313-1451

APPLICANT’S ANSWER
TO NOTICE OF OPPOSITION, AFFIRMATIVE DEFENSES

Applicant, €2 Auto LLC and Eric Mathew Winokur (“Applicant”), having its business at 3131
South Bascom Ave. Suite 210, Campbell CA 95008, for its answer to the Notice of Opposition
filed by Square, Inc. (“Opposer”) against application for registration of Applicants trademark
ESQUARE, Serial No. 85/670,848 filed July 6, 2012, and published in the Official Gazette of
December 11, 2012 (the “Mark™), pleads and avers as follows:

Denials

Applicant does not have knowledge or information sufficient to admit or deny the alegationsin

the preamble concerning Opposer’s business organization, location, or belief with respect to the
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Application Serial Number 85/670,848 for Applicant in International Class 009 (“ESQUARE” or
“Applicant’s Mark™), and on that basis, denies those allegations and further denies that Opposer
will be damaged by the registration of Applicant’s Mark.

1. Applicant admits that it is the owner of Application Serial Number 85/670,848
(the “Application”), published in the December 11, 2012 issue of the Official Gazette; Applicant
admits also that it filed the Application on July 6, 2012 based upon its bona fide intent to use the
mark in commerce on specified goods and services in International Class 009, and admits further
that paragraph 1 of the Opposition appears to accurately recite the goods and services described
in the Application. Applicant denies any allegationsin paragraph 1 of the Opposition which it
does not expressly admit.

2. Answering paragraph 2 of the Notice of Opposition, Applicant does not have
sufficient knowledge or information to form a belief asto the truth of the averments the validity,
ownership or priority of the Opposer’s Marks referenced in Paragraph 2, of the Opposition, and
on that basis denies them.

3. Answering paragraph 3 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the truth of the averments the validity, ownership
or priority of the Opposer’s Marks referenced in Paragraph 3, of the Opposition, and on that

basis denies them.

4, Answering paragraph 4 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form abelief as to the allegations contained therein and accordingly

denies the allegations.

5. Answering paragraph 5 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the allegations contained therein and accordingly

denies the dlegations.

6. Answering paragraph 6 of the Notice of Opposition, Applicant does not have sufficient

knowledge or information to form abelief as to the truth of the averments the validity, ownership
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or priority of the Opposer’s Marks referenced in Paragraph 6, of the Opposition, and on that
basis denies them. Applicant specifically denies that Opposer’s SQUARE or SQUARE-based
Marks are entitled to any special protections as famous marks, and avers that because they are
weak, merely descriptive, and devoid of secondary meaning, they should be afforded narrow and

limited protections, if any.

7. Answering paragraph 7 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form abelief as to the allegations contained therein and accordingly

denies the alegations.

8. Answering paragraph 8 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the allegations contained therein and accordingly
denies the alegations.

0. Answering paragraph 9 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form abelief as to the allegations contained therein and accordingly

denies the alegations.

10.  Answering paragraph 10 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the allegations contained therein and accordingly
denies the alegations.

11.  Answering paragraph 11 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the allegations contained therein and accordingly
denies the alegations.

12.  Answering paragraph 12 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form abelief as to the truth of the averments the validity, ownership
or priority of the Opposer’s Marks referenced in Paragraph 12, of the Opposition, and on that
basis denies them. Applicant specifically denies that Opposer’s SQUARE or SQUARE-based
Marks are entitled to any special protections as famous marks, and avers that because they are
weak, merely descriptive, and devoid of secondary meaning, they should be afforded narrow and

limited protections, if any.
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13.  Answering paragraph 13 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form abelief as to the allegations contained therein and accordingly
deniesthe adlegations. Applicant specifically denies that the referenced SQUARE or SQUARE-
based Marks are famous, or, if the SQUARE or SQUARE-based Marks are famous, Applicant
denies that they became famous “well before” Applicant adopted the “ESQUARE” mark.

14.  Answering paragraph 14 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

15.  Answering paragraph 15 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

16.  Answering paragraph 16 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

17.  Answering paragraph 17 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

18.  Answering paragraph 18 of the Notice of Opposition, Applicant admits the allegations of
Paragraph 18, subject, however, to Applicants specific denial of any averment that Applicant

needed any consent or agreement from Opposer to file the Application.

19.  Answering paragraph 19 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

20.  Answering paragraph 20 of the Notice of Opposition, Applicant does not have sufficient
knowledge or information to form a belief asto the truth of the averments contained in paragraph
20 of the Opposition, and on that basis denies them, except that Applicant specifically denies that
Applicants Mark is confusingly similar to any of the Opposer’s SQUARE or SQUARE-based
Marks referenced, denies that the parties commercial markets are “substantially identical” denies
that similarities, if any, between the parties respective marks or markets are likely to cause
confusion or mistake or to deceive, and denies that confusion or mistake or deception, if any, has

caused any loss, damage or injury to Opposer or the purchasing public.
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21.  Answering paragraph 21 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

22.  Answering paragraph 22 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

23.  Answering paragraph 23 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

24.  Answering paragraph 24 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

25.  Answering paragraph 25 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

26.  Answering paragraph 26 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

27.  Answering paragraph 27 of the Notice of Opposition, Applicant denies each and every
allegation contained therein.

AFFIRMATIVE DEFENSES
First Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that Opposer
failsto set forth facts sufficient to oppose the registration of the Applicant’s mark, or to state a

claim upon which any relief can be granted.
Second Affirmative Defense

As aseparate and affirmative defense to the Opposition, Applicant aleges that as aresult
of Applicant’s continuous use of the Mark since the time of Applicant’s adoption thereof, the
Mark has developed significant goodwill among the consuming public and consumer acceptance
of the services offered by Applicant in conjunction with the Mark. Such goodwill and
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widespread usage has caused the Mark to acquire distinctiveness with respect to Applicant, and
caused the Mark to become avaluable asset of Applicant.

Third Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that thereis no
likelihood of confusion, mistake or deception because, inter alia, the Mark and the pleaded marks
of the Opposer are not confusingly similar.

Fourth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that thereis no
likelihood of confusion, mistake, false suggestion, or deception because, inter aia, the
Applicant’s mark and the pleaded marks of the Opposer, as used by the parties, are not
confusingly similar. Any similarity between the Mark and Opposer’s alleged trademark is
restricted to that portion of the Mark consisting of the word “square,” which is not distinctive.
As aresult, under the antidissection rule any secondary meaning Opposer may have in its marks
is narrowly circumscribed to the exact trademarks alleged and does not extend to any other
feature of the trademarks beyond the word “SQUARE.”

Fifth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that thereis no
likelihood of confusion, mistake, false suggestion, or deception because, inter aia, the Mark and
the pleaded marks of the Opposer are not confusingly similar. Due to extensive third-party use,
applications for, or registrations of marks identical or confusingly similar to the “SQUARE” or
“SQUARE” based marks, used in connection with goods or services identical or similar to those
as to which Opposer claims rights, Opposer’s rights, if any, are too severly limited as to give rise

to any enforceable rights against Applicant or to prevent the registration of the Applicant’s mark.
Sixth Affirmative Defense

As aseparate and affirmative defense to the Opposition, Applicant aleges that
alternatively, any similarity between the Mark and Opposer’s alleged trademark is

restricted to that portion of the Mark consisting of the letters “square,” which is not distinctive.
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Both marks are phonetically pronounced differently. Phonetically Opposer’s mark “Square” and
“Square Up” are singularly limited to the phonetic pronunciation as “skwair” and “skwair up”.
As opposed to applicants mark (Esquare) which may be generally and phonetically pronounced
as “eskwahreh” or “e-skware”. As a result, under the antidissection rule any secondary meaning
Opposer may haveinits alleged SQUARE and SQUARE UP trademark is narrowly
circumscribed to the exact trademark alleged and does not extend to any other feature of the
trademark beyond the letters “SQUARE.”

Seventh Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that Opposer’s
pleaded marksis or has become generic for inexpensive, convenient or east but low quality or
commercialized versions of credit card payment processing, and therefore cannot have meaning
asatrademark. Or, in the aternative, Opposer’s marks are merely descriptive of the goods
or services offered under the mark. Opposer’s pleaded marks are therefore inherently

unprotectable absent acquired distinctiveness, which the pleaded marks lack.
Eighth Affirmative Defense

As a separate and affirmative defense to the Opposition Applicant alleges that Applicant
has been using its mark and devel oping consumer recognition and goodwill in its mark for
approximately 5 years and during this time Opposer failed to take meaningful action to assert the
claims on which it bases this Opposition, on which inaction Applicant has relied to its detriment.
Opposer’s claims are consequently barred by the doctrines of laches, acquiescence and estoppel
from opposing Applicant’s application.

Ninth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that the
Opposition is barred by the doctrine of unclean hands.

Tenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that the
Opposition is barred by the doctrine of waiver.
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Eleventh Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that the

Opposition is barred because Opposer has suffered no damages.
Twelfth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that the
Opposition is barred in that Applicant’s actions were taken in good faith, based on good,
sufficient, and legal cause, upon reasonable grounds for belief in their truth or justification, and
were reasonable under the circumstances.

Thirteenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that the terms
“SQUARE” and “SQUARE UP” are not terms coined by Opposer. Rather, the terms
“SQUARE” and “SQUARE UP” are generic terms to denote an event of payment, bill payment,

or account settlement, as defined|www.dictionary.com|and by the Merriam Webster Dictionary.
Therefore, Opposer’s pleaded “SQUARE” and “SQUARE UP” trademark is a generic reference

to the services offered under the mark, i.e., a “payment settlement” with the theme of “squaring
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up’.
Fourteenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that thereis no
likelihood of dilution by bluring because Opposer’s and Applicant’s marks are not sufficiently
similar; there are, upon information and belief, numerous uses and registrations of third party
marks with the “square” formative; neither Applicant nor Applicant’s predecessors in interest
intended any association with Opposer’s marks or any of them; and upon information and belief,
ordinary prospective purchaser’s of Applicants products do not associate Applicant’s and

Opposer’s marks.

Fifteenth Affirmative Defense
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As a separate and affirmative defense to the Opposition, Applicant alleges that

Applicant’s services and Opposer’s services are not marketed though the same channels of trade.
Sixteenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that Applicant

does not provide credit card processing services, and or merchant card services.
Seventeenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges Applicant’s
mark and Opposer’s marks are not likely to cause confusion, mistake, false suggestion or

deception to purchasers as to the source of Opposer’s goods or services.
Eighteenth Affirmative Defense

As a separate and affirmative defense to the Opposition, Applicant alleges that
Applicant’s mark and Opposer’s marks are not likely to disparage or falsely suggest atrade

connection between Opposer and Applicant.
Nineteenth Affirmative Defense

Applicant further affirmatively alleges that its application should be allowed to proceed
over alikelihood of confusion rejection because the word “square” or its phonetic equivalent is
“highly diluted.” Through a basic word search for “square” there were over 3091 registered
resultsin the TEAS system, and 271 were in internationa class 009.

I
I
I
I
I
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WHEREFORE, Applicant prays that Opposer’s Notice of Oppostion be rejected and
dismissed, and that aregistration for the mark ESQUARE be issued to the Applicant.

Dated: April 30, 2013

Respectfully Submitted,

f\\\_\\
/ %

Eric M. Winokur
Applicant

e2 AutoLLC

3131 S. Bascom Ave. #210
Campbell, CA 95008
408-921-4207
eric@e2-auto.com
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EXHIBIT A
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Exhibit A: Image of|www.dictionary.com|displaying common definition of “Square”
and “Square Up”.

€« - C [ dictionary.reference.com/browse/square?s=t M ad g =
[ Complete Fullb... | % the best home.. & Roundcube We... Just Color Printi... @ WebEx Web Co.. %5 RyanTech Produ... [ DAP - Login #R autoappraise [ SmartDealerpro... [i] Attensity Analyz.. [ vehicle purch p... Paychex Online [ Haykin Innovati...
Verb phrases

48. square around, Baseball. (of a bunter) to shift the feet and body from a
conventional batting stance to a position facing the pitcher, with the bat

held across and in front of the body.

49, square away,

a. Nautical . to arrange the yards so as to sail before the wind.

b. to prepare; get ready: Square away for dinner.

c. to assume a position of defense or offense: The wrestlers squared away
for the first fall. [

d. to organize or complete satisfactorily; put in order: I want to square
away the work before going on vacation.

50. square off,

a. to assume a posture of defense or offense, as in boxing: They squared
off for a fight.

b. to prepare to disnite with oncthor; chow cigne of opposition or
recisiance: The governor and the legislature are squaring off over u.c landfill
issue.

51. square up, to pay or settle an account, bill, etc.: We squared up with the

cashier and checked out of the hotel. Close (|
Idioms
B2. ~n the square,

a. at iignt anales.

b. Informal. straightforwaru, huiiest, just. 1newr dealings with us have always
been on the square.

53. out of square,

a. not at right angles.

b. not in agreement; incorrect; irregular: The inspector's conclusions are out
of square with his earlier report.

m

54. square the circle, to strive without chance of success; attempt the
impossible.

% K FAVORITES & RECENT search dictionary Q M -
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