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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of the Trademark Application Serial No. 85/739,358 for tRASIRAHT
published in the Official Gazette on J anuary 15, 2013

Skullcandy, Inc. )
) Opposition No.: 91210090
) .
Opposer, )
) ANSWER TO NOTICE OF
) OPPOSITION
)
Vs. )
)
Valor Communication, Inc. )
)
)
Applicant. )
)

Commissioner for Trademarks
Trademark Trial and Appeal Board
P.O. Box 1451 _
Alexandria, VA 22313-1451

ANSWER TO NOTICE OF OPPOSITION

COMES NOW Applicant, Valor Communciation, Inc. (hereafter “Applicant”) by
and through its attorney and pursuant to Rule 2.114 of the Trademark Rules of Practice and
Rule 8(b) of the Fed. R. Civ. P., and answers the Notice of Opposition (hereafter
“Opposition”) filed by Skullqandy, Inc. a company organized and existing under the laws
of Delaware and having its place of business at 1441 Ute Blvd., Park City, Suite 250, Utah

84098 (hereafter “Opposer”), seeking to oppose the issuance of United States Trademark

Application Serial No. 85/73 9,358 for gg@g;@;g@ , and answers the Opposition

as follows:
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1. Answering Paragraph 1 of the Opposition, Applicant admits the
allegations of said Paragraph 1 of the Opposition.

2. Answering Paragraph 2 of the Opposition, Applicant admits the allegationé
of said Paragraph 2 of the Opposition.

3. Answering Paragraph 3 of the Opposition, Applicant has insufficient
information and belief to admit or deny the allegations contained thereln and basing 1ts
denial on that ground denies each and every, all and singular, the allegations of said
Paragraph 3 of the Opposition.

4, Answering Paragraph 4 of the Opposition, Applicant has insufficient
information and belief to admit or deny the allegations contained therein and basing its
denial on that ground, denies each and every, all and singular, the allegations of said
Paragraph 4 of the Opposition.

5. Answering Paragraph 5 of the Opposition, Applicant has msufficient
information and belief to admit or deny the allegations conté.ined therein and basing its

denial on that ground, denies each and every, all and singular, the allegations of said

|| Paragraph 5 of the Opposition.

6. Answering Paragraph 6 of the Opposition with regards to the statement
that “ The goods and services offered by Opposer in association with the SKULLCANDY
MARKS are such that the consuming public will likely be confused as to the source of
goods offered by Applicam”,l Applicant denies each and every, all and singuiar, the
allegations set forth above. With regards to the remaining allegations set forth in
Paragraph 6, Application has insufficient information and belief to admit or deny the

remaining allegations contained therein and basing its denial on that ground, denies each

2.
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and every, all and singular, the remaining allegations of said Paragraph 6 of the Opposition.

7. Answering Paragraph 7 of the Opposition, Applicant has insufficient
information and belief to admit or deny the allegations contained therein and basing its
denial on that ground, denies each and every, all and singular, the allegations of said
Paragraph 7 of the Opposition.

8.‘ Answering Paragraph 8 of the Opposition, Applicant has insufficient
information and belief to admit or deny the allegations contained Ktherein and basing its
denial on that grouﬁd, denies each and every, all and singular, the allegations of said
Paragraph 8 of the Opposition.

9. Answering Paragraph 9 of the Opposition, Applicant denies each and
every, all and singular, the allegations of said Paragraph 9 of the Opposition.

10, Answering Paragraph 10 of the Opposition, Applicant denies each and
every, all and singular, the allegations of said Paragraph 10 of the Opposition.

11.  Answering Paragraph 11 of the Opposition, Applicant denies each and
every, all and singular, the allegations of said Paragraph 11 of the Opposition.

12. Answering Paragraph 12 of the Opposition, Applicant denies each and

every, all and singular, the allegations of said Paragraph 12 of the Opposition.

13. Answering Paragraph 13 of the Opposition, Applicant denies each and
every, all and singular, the allegations of said Paragraph 13 of the Opposition.

14, Answering Paragraph 14 of the Opposition, Applicant denies each and
every, all and singular, the alrlegations of said Paragraph 14 of the Opposition.

15, Answering Paragraph 15 of the Opposition, Applicant denies each and

every, all and singular, the allegations of said Paragraph 15 of the Opposition.
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AFFIRMATIVE DEFENSES

FIRST AFFIRMATIVE DEFENSE

16. As a first, separate and distinct affirmative defense to the Opposition and each
claim stated therein, Apblicant alleges that the term “SKULL” is a very common term and
no one cémpany has exclusivity to use of the term “SKULL" for all products. Attached
hereto as Exhibit 1 is a printout showing that there are over 458 tfademark applications or
registrations which Have used the trademark “SKULL” (some of which have gone
abandoned) in all trademark classes. This is clear proof that no one has any exclusivity to

the term “SKULL" for all products and all services.

SECOND AFFIRMATIVE DEFENSE

17. As a second, separate and distinct affirmative defense to the Opposition and
each claim stated therein, Applicant alleges that several other companies have applied for
trademarks which include the term “SKULL” in International Classes 9, 35, 25 and 18,

“SKULL” is a generic term for use in conjunction with various goods and services in

{| International Classes 9, 35, 25 and 18. Just because Opposer is very litigious and initiates

oppositions opposing any pending application which uses the term “SKULL”, does not
make Opposer entitled to the exclusive right to the word “SKULL” apart from the mark as
shown. Their success in filing oppositions does not grant Opposer the exclusive right to

use the term “SKULL”.

THIRD AFFIRMATIVE DEFENSE

18.  As a third, separate and distinct affirmative defense to the Opposition and
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cach claim stated therein, Applicant states that Applicant’s total mark is

SHNLLCAP and Opposer has unfairly dissected the Applicant’s mark. Applicant

alleges that Applicant’s composite mark and Opposer’s mark must be compared by looking
at them in their entireties, although their weak and common elements may be given less
weight. The Applicant’s mark and Oppoéer’s mark have the term “SKULL” in common.
However, this commonality of elements is not sufficient to create likelihood of confusion.

There is no one individual that has an exclusivity to the words “SKULL”. Opposer’s

‘marks are for “‘SKULLCANDY", This is totally different in overall visual impression and

%gﬁgﬁ;&@%@ The general rule is

meaning from the Applicant’s present mark for

that marks in controversy are compared in their entireties. Glow Industries v. Lopez, 273

F. Supp. 2d 1095, 1123 (D. Cal. 2003) (likelihood of confusion “cannot be predicted on

dissection of a mark, that is, on only part of a mark), (citing In re National Data Corp., 753

F.2d 1056, 1058, 224 U.S.P.Q. 749, 751 (Fed. Cir. 1985)). On the other hand, it is a well
established rule that where, as here, Applicant’s mark consists of more than one element,
each bearing different semantic weight, a tribunal may attach more or less significance to
particular features of one mark in determining similarity between marks, provided the
ultimate decision is based on consideration of the marks asa whole. Sleepmaster

Products Co. v. American Auto-Felt Corp., 241 F.2d 738, 741, 113 U.S.P.Q. 63,65

(C.C.P.A. 1957) anti-dissection rule “does not bar consideration of the different features of

the marks in determining the importance to be attached thereto”. Glow Industries v.

Lopez, 273 F. Supp. 2d 1095, 1123 (D. Cal. 2003) (“although the involved marks must be
regarded in their entireties, it is proper to recognize that one feature of a mark is more

significant than the other features and to give greater force and effect to that dominant

feature”) (citing Burger Chef Systems, Inc. v. Sandwich Chef, Inc., 608 F.2d 875, 878,
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(C.C.P.A. 1979)). Parkcard Press, Inc. v. Hewlett-Packard Co., 227 F.3d 1352, 1357

(Fed. Cir. 2000) (“it is not improper to state that, for rational reasons, more or less weight
has been given to a particular feature of the mark, provided the ultimate conclusion rests on
consideration of the marks in their entireties.”). See also 3 McCarthy On Trademarks §
23:44 ("one feature of a mark may be more signiﬁéant and it is proper to give greater force
and effeci to that dominant feature”). Further, when the common element between the
two marks is a word that is weak, the likelihood of confusion is accordingly reduced. 3

McCarthy on Trademarks § 23:48,

FOURTH AFFIRMATIVE DEFENSE

19.  As a fourth separate and distinct affirmative defense to the Opposition and
each claim stated therein, comparison of sight and sound show Applicant’s mark is not
confusingly similar with the cited registrations. The Applicant’s mark and Opposer’s
mark have different sounds and meanings as encountered in the marketplace. The degree
of similarity 1s tested oﬁ three levels as encountered in the marketplace; appearance (or

sight}, sound and meaning. Dreamwerks Prod. Group v. SKG Studio, 142 F,3d 1127,

1129 (9[h Cir. 1998), Faberge, Inc. v. Dr. Babor GmbH & Co., 219 U.S.P.Q). 848, 851

(T.T.A.B. 1983). The inquiry depends on taking account of all relevant facts in a

particular case. Inre Lamson Qil Co., 6 U.S.P.Q. 2d 1041, 1042 n.4 (T.T.A.B. 1987).

Each of the non-common elements of the present mark has a different appearance and

. [ ) 4 ‘ =
meaning. Opposer’s marks look different from Applicant’s ggﬁgagﬁgﬁ%ﬁ%g Even
when words in a mark are “virtually identical in pronunciation” to another mark, there may

still exist “no substantial similarity” between the two marks. Mead Data Cent., Inc. v.

Toyota Motor Sales, Inc., 875 F.2d 1026, 1029 (2d Cir. 1989).

In Mead, the United States Court of Appeals for the Second Circuit found

-6-
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that Toyota's mark LEXUS for a luxury car, did not sound similar to Mead’s mark LEXIS
for a legal software database, even though the words in the marks sounded “virtually
identical in pronunciation.” [d.  The Court first held that “the similarity must be
substantial,” id. at 1029, and then held that using “commonsense” commercial speech,

“there is no substantial stmilarity” between the sounds of the two marks, Id. at 1030.

FIFTH AFFIRMATIVE DEFENSE

20. As a-ﬁfth, sepérate and distinct affirmative defense to the Opposition aﬁd
each claim stated therein, Applicant alleges that comparison of meaning show Applicant’s
mark is not confusingly similar. In particular the word, “CAP” is extremely important in
view of the nature of Applicant’s goods. The visual impression of Applicant’s mark is
totally different from Opposer's mark. The similarity or dissimilarity of the various marks
“in their entireties as to connotation” must be weighed in a likelihood of confusion analysis.

In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567

(C.C.P.A. 1973) emphasis added). Hart v. New York P'ship, 2006 U.S. App. LEXIS

14315 (Fed. Cir. 2006); Alberto-Culver Co. v. Trevive, Inc,, 199 F. Supp. 2d 1004 (D.

Cal. 2002); Miguel Torres, S.A. v. Bodegas Muga, S.A., 176 Fed. Appx. 124 (Fed. Cir.

2006); Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396

F.3d 1369, 1371 (Fed. Cir. 2005); Shen Mfg, Co. v. Ritz Hotel, Ltd., 393 F.3d 1238, 1241

(Fed. Cir. 2004); Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1165 (Fed. Cir.
2002). See also Luigino's, inc. v. Stouffer Corp., 170 F.3d 827, 830 (8" Cir. 1999} (“The
use of identical dominant words does not automatically mean that two marks are similar...
We must look to the overall impression created by the marks, not merely compare

individual features.”) Although Applicant’s mark and Opposer’s mark contain a very
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common term, this is not sufficient to make the marks confusingly similar in the overall

impression because as shown above, Opposer’s marks and 5;@55&&@;5@ have

very different images in the minds of the relevant consumers. Champagne Louis

Roederer S.A. v. Delicato Vineyards, 148 F.3d 1373, 1375, 47 U.S.P.Q.2d, 1459, 1460
(Fed. Cir.' 1998). As Professor McCarthf notes “[I]f two conﬂicting ma‘rks each have an
aura of suggestion, but each suggests something different to the buyer, this tends to
indicate a lack of likelihood of confusion. Similarly, marks may be phonetically similar,
but confusion is prevented by the different suggestive connotations of the marks. 3
McCarthy On Trademarks § 23:28.  As a result, marks may be found to be dissimilar “[a]s
a result of their different meanings when applied to the goods of the applicant and

registrant.” In re Sears, Roebuck Co., 2 U.S.P.Q.2d 1312, 1314 (T.T.A.B. 1987).

In Sears, the Trademark Trial and Appeal Board found that
CROSS-OVER for bras was not confusingly similar to CROSSOVER for tops, shorts and
pants even though the two marks were "legally identical in sound and appearance” because
CROSS-OVER was suggestive of the constructive of the bfas, while CROSSOVER

“conveyfed] no such meaning.” Sears at 1314. In Champagne Louis Roederer, the

|| Federal Circuit affirmed the Board's finding that CRYSTAL CREEK for wine was not

confusingly similar to CRISTAL and CRISTAL CHAMPAGNE for champagne even
though the goods, channels of trade and customers were legally identical, and the opposer's
marks were very strong, because CRISTAL “suggested the clarity of the opposer's wine
within the bottle or the glass of which the bottle itself was made,” while CRYSTAL
CREEK “suggested a very clear (and thus probably remote from civilization) creek or
stream.” Champagne 148 F.3d at 1375, 47 U.S.P.Q.2d at 1460. Applicant’s mark and the

cited mark here are more dissimilar in meaning than were the marks in Sears and
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Champagne Louis Roederer, and the differences in meaning are more than sufficient to
overcome any similarities in sight and sound.
Words that may have the same or similar meaning have been held

not to be confusingly similar, In Dawn Donut Co. v. Day, 450 F.2d 332, (10" cir. 1971),

the court held that while DAWN and DAYLIGHT ére interchangeable with “early morning
hours," thé distinction between the words causes the words to not be confusingly similar.
“Dawn’ connotes the first appearance of light at morning. ‘Daylight’ includes all of the
period when the sun is shining on a particular area of the earth. Although ‘Dawn’ may

suggest freshness, ‘Daylight’ does not.” Id. at 333.

SIXTH AFFIRMATIVE DEFENSE

21. As a sixth, separate and distinct affirmative defense to the Opposition and
each claim stated therein, Applicant alleges that the Opposition and each and every

paragraph stated therein fails to state a cause of action against the Applicant.

SEVENTH AFFIRMATIVE DEFENSE

22. As a seventh, separate and distinct affirmative defense to the Opposition and

each claim stated therein, Applicant alleges that the Opposer sustained no damage, injury

or prejudice as a result of Applicant’s trademark application for SKULLCAD]

EIGHTH AFFIRMATIVE DEFENSE
23. As a eighth, separate and distinct affirmative defense to the Opposition and
each claim stated therein, Applicant alleges that the use of the term “SKULL” is very

common and there is no exclusivity to this term. Therefore, Opposer and Applicant can
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peacefully coexist with their respective uses for their marks for their respective products in

the classes as referenced above.

WHEREFORE, Applicant requests that the Opposition to Trademark Application

Serial No. 85/739,358 be denied and that Opposer take nothing by way of its Opposition.

If there is any charge required for the filing of this Answer to Notice of Opposition,

the Commissioner of Patents and Trademarks is hereby authorized to charge my Deposit

Account No. 18-2222 for the appropriate fee.

Please send all correspondence concerning this Opposition to Thomas I. Rozsa, at
the address listed below.

Respectfully submitted,

Date: April 30, 2013 %‘9”% Q ﬂLWL\

Thomas 1. Rozsa

Registration No. 29,210

Attorney for Applicant

Valor Communication, Inc.

18757 Burbank Boulevard, Suite 220
Tarzana, California 91356-3346
Telephone: (818) 783-0990
Telecopier: (818) 783-0992

-10-
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I hereby certify that a copy of the document entitled ANSWER TO NOTICE OF

OPPOSITION was sent on April 30, 2013 via first class mail, postage prepaid, to the

ROZSA LAW GROUP 1.C
ATTORNEYS AT LAW
18757 BURBANK BOULEVARD, SUITE 220
TARZANA, CALIFORNIA 91355-3346
TELEPHONE (%18) 783-0990

~¥ N o = L

10
11
12
13
14
15
16
17
18

19,
20|

21
22
23
24
25
26
27
28

attorneys for the Opposers at the following address:

Michael J. Frodsham

Matthew A. Barlow

WORKMAN NYDEGGER

60 East South Temple, Suite 1000
Salt Lake City, Utah 84111

Dated: April 30, 2013

Thomas I. Rozsa
Registration No. 29,210

In Re Opposition No. 91210090
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