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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Columbia Insurance Company

Granted to Date
of previous
extension

03/31/2013

Address 3024 Harney Street
Omaha, NE 68131
UNITED STATES

Attorney
information

David Chen
IP ATTORNEYS GROUP, LLC
16 Oxford Road, Second Floor
Milford, CT 06460
UNITED STATES
dchen@ipattorneysgroup.com, trademark@ipattorneysgroup.com,
pbucci@ipattorneysgroup.com, TLee@PRYORCASHMAN.com
Phone:203-298-4830

Applicant Information

Application No 85614851 Publication date 10/02/2012

Opposition Filing
Date

03/29/2013 Opposition
Period Ends

03/31/2013

Applicant Born This Way Foundation
7 Times Square, c/o Pryor Cashman LLP
New York, NY 10036
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
Opposed goods and services in the class: socks, hosiery, footwear, flip-flops

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1947333 Application Date 12/17/1993

Registration Date 01/09/1996 Foreign Priority
Date

NONE

Word Mark BORN

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1994/03/05 First Use In Commerce: 1994/03/05
footwear

U.S. Registration
No.

3512409 Application Date 04/02/2008

Registration Date 10/07/2008 Foreign Priority
Date

NONE

Word Mark BORN Ã# CROWN

Design Mark

Description of
Mark

The mark consists of the stylized words "BÃ¸rn" and "Crown" surrounding the
character "Ã#" featuring a crown design inside the character.

Goods/Services Class 025. First use: First Use: 2007/06/00 First Use In Commerce: 2007/06/00
Footwear

U.S. Registration
No.

3542937 Application Date 03/04/2008

Registration Date 12/09/2008 Foreign Priority
Date

NONE

Word Mark BORN

Design Mark

Description of
Mark

The mark consists of the stylized word "BÃ¸rn" featuring a crown design inside
the letter "o".

Goods/Services Class 025. First use: First Use: 1994/06/00 First Use In Commerce: 1994/06/00
Footwear



U.S. Registration
No.

4195811 Application Date 07/27/2011

Registration Date 08/21/2012 Foreign Priority
Date

NONE

Word Mark Ã#.U.T. BY BÃ#RN

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2012/01/27 First Use In Commerce: 2012/01/27
Footwear; Headwear

U.S. Registration
No.

4195812 Application Date 07/27/2011

Registration Date 08/21/2012 Foreign Priority
Date

NONE

Word Mark BORN BAREFOOT

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2012/01/27 First Use In Commerce: 2012/01/27
Footwear; Headwear

Related
Proceedings

Opposition filed concurrently to: Serial #: 85614452 Mark: BORN BRAVE
Applicant: Born This Way Foundation
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David Chen/

Name David Chen

Date 03/29/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

COLUMBIA INSURANCE COMPANY :
:

Opposer, :
v. : Opposition No.: [TBA]

: Application No. 85/614,851
BORN THIS WAY FOUNDATION : Mark: BORN TO BE BRAVE

:
Applicant. :

:

NOTICE OF OPPOSITION

Opposer, Columbia Insurance Company, a Nebraska Corporation having its

principal place of business at 3024 Harney Street, Omaha, NE 68131 ("Opposer"),

believes it will be damaged by the allowance and subsequent registration of the mark

based upon the application referenced above, and hereby opposes registration

thereof pursuant to Section 13 of the Lanham Act, 15 U.S.C. §1063, alleging as

grounds for opposition that:

1. Opposer currently uses the trademark BORN on or in connection with

footwear and other goods.

2. Opposer, through its licensee, markets footwear and other goods in the

United States and elsewhere under the trademark BORN.

3. Opposer is the owner of the below listed U.S. trademark registrations for

its BORN marks (attached hereto as the exhibits indicated below are printouts from the

TSDR database of Opposer’s registrations and made of record in this proceeding

pursuant to 37 C.F.R. §2.122(d)(1); hereinafter “Opposer’s Marks”):
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Mark Reg. No. Reg. Date Goods/Int’l Class TSDR
Status

1,947,333 01/09/1996
footwear
Int’l Class: 025

Exhibit A

3,512,409 10/07/2008
footwear
Int’l Class: 025

Exhibit B

3,542,937 12/09/2008
footwear
Int’l Class: 025

Exhibit C

Ø.U.T. BY BØRN 4,195,811 08/21/2012
footwear, headwear
Int’l Class: 025

Exhibit D

BORN BAREFOOT 4,195,812 08/21/2012
footwear, headwear
Int’l Class: 025

Exhibit E

4. The records of the USPTO indicate that Applicant is a California non-

profit corporation with an address of record of 7 Times Square, c/o Pryor Cashman LLP,

New York, NY 10036.

5. The records of the USPTO indicate that Applicant is the owner of

Application Serial No. 85/614,851, filed May 2, 2012, for the mark BORN TO BE

BRAVE in Class 25 for the following goods ("Applicant's Mark"):

Int’l Class/ Goods

IC 025: clothing, namely, shirts, long-sleeved shirts, T-shirts, under shirts, polo shirts,

cardigans, jerseys, bottoms, shorts, boxer shorts, tops, stretch tops, crop tops, tank

tops, tankinis, sweat shirts, hooded sweat shirts, sweat jackets, sweat shorts, sweat

pants, vests, pullovers, jackets, sports jackets, turtlenecks, swimwear, beachwear,

caps, hats, visors, headbands, wrist bands, sweat bands, headwear, aprons, scarves,

bandanas, belts, neckwear, underwear, socks, loungewear, robes, underclothes,

pajamas, sleepwear, hosiery, gloves, rainwear, footwear, flip-flops, and slippers
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6. Applicant alleges an intent-to-use filing basis under Section 1(b) of the

Lanham Act, 15 U.S.C. §1051(b).

7. Opposer's rights in Opposer's Marks and its common law rights in its

BORN trademarks are prior in time to Applicant's date of alleged intent to use

Applicant's Mark as established by the filing date of Applicant's application.

8. Opposer's Registrations Nos. 1,947,333, 3,512,409, and 3,542,937

issued prior to the filing date of Applicant's Mark and Opposer's Registrations Nos.

4,195,811 and 4,195,812 issued on applications filed prior to the filing date of

Applicant's Mark.

9. The specific goods “socks,” “hosiery,” “footwear” and “flip-flops” identified

in Applicant’s application (“opposed goods”) include identical goods and goods which

are closely related to the goods identified in Opposer's Registrations Nos. 1,947,333,

3,512,409, 3,542,937, 4,195,811 and 4,195,812.

10. In view of the similarities between Opposer's Marks and Applicant's Mark

and the fact that Applicant's opposed goods are identical or closely related to Opposer's

goods, there is a likelihood that Applicant's opposed goods will be perceived as being

sponsored by or affiliated with Opposer.

11. Applicant's Mark so resembles Opposer's Marks, as to be likely to cause

confusion, or to cause mistake, or to deceive as to the source of the opposed goods

within the meaning of Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d).







Exhibit A
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UVCVWU FQEWOGPVU Dcem"vq"Ugctej Rtkpv

Cvvgpvkqp"wugtu#"Vjg"Cuukipogpv"ugevkqp"kp"VUFT"yknn"pqv"dg"qrgtcvkqpcn"qp"Octej"44pf"htqo"3<22"c0o0"vq"6<22
r0o0"Qvjgt"VUFT"hwpevkqpcnkv{"yknn"yqtm"ykvjqwv"kpvgttwrvkqp0"Vjku"kpenwfgu"cnn"uvcvwu"ugevkqpu"*qvjgt"vjcp
Cuukipogpv+"fqewogpv"ugctejgu."ownvk/ugctejgu"cpf"vjg"fqewogpv"xkgygt0

Igpgtcvgf"qp< Vjku"rcig"ycu"igpgtcvgf"d{"VUFT"qp"4235/25/4;"34<63<66"GFV

Octm< DQTP

WU"Ugtkcn"Pwodgt< 96693:52 Crrnkecvkqp"Hknkpi"Fcvg< Fge0"39."3;;5

WU"Tgikuvtcvkqp
Pwodgt<

3;69555 Tgikuvtcvkqp"Fcvg< Lcp0"2;."3;;8

Tgikuvgt< Rtkpekrcn

Octm"V{rg< Vtcfgoctm

Uvcvwu< Vjg"tgikuvtcvkqp"jcu"dggp"tgpgygf0

Uvcvwu"Fcvg< Oct0"39."4228

Rwdnkecvkqp"Fcvg< Fge0"28."3;;6 Pqvkeg"qh"Cnnqycpeg
Fcvg<

Hgd0"4:."3;;7

Octm"Kphqtocvkqp

Iqqfu"cpf"Ugtxkegu

"

Octm"Nkvgtcn"Gngogpvu< DQTP

Uvcpfctf"Ejctcevgt
Encko<

Pq

Octm"Ftcykpi"V{rg< 7"/"CP"KNNWUVTCVKQP"FTCYKPI"YKVJ"YQTF*U+"1NGVVGT*U+1"PWODGT*U+"KPUV[NK¥GF"HQTO

Eqnqt*u+"Enckogf< Eqnqt"ku"pqv"enckogf"cu"c"hgcvwtg"qh"vjg"octm0

Pqvg<
Vjg"hqnnqykpi"u{odqnu"kpfkecvg"vjcv"vjg"tgikuvtcpv1qypgt"jcu"cogpfgf"vjg"iqqfu1ugtxkegu<

Dtcemgvu"]00_"kpfkecvg"fgngvgf"iqqfu1ugtxkegu=
Fqwdng"rctgpvjguku"**00++"kfgpvkh{"cp{"iqqfu1ugtxkegu"pqv"enckogf"kp"c"Ugevkqp"37"chhkfcxkv"qh
Cuvgtkumu",00,"kfgpvkh{"cffkvkqpcn"*pgy+"yqtfkpi"kp"vjg"iqqfu1ugtxkegu0

Hqt< hqqvygct

Kpvgtpcvkqpcn"Encuu< 247"/"Rtkoct{"Encuu W0U"Encuu< 244."25;

Encuu"Uvcvwu< CEVKXG

Dcuku< 3*c+

Hktuv"Wug< Oct0"27."3;;6 Wug"kp"Eqoogteg< Oct0"27."3;;6

javascript:;
javascript:;
javascript:;
javascript:;
javascript:;


514;135 Vtcfgoctm"Uvcvwu"("Fqewogpv"Tgvtkgxcn

vuft0wurvq0iqx1%ecugPwodgt?96693:52(ecugV{rg?UGTKCNaPQ(ugctejV{rg?uvcvwuUgctej 415

Dcuku"Kphqtocvkqp"*Ecug"Ngxgn+

Ewttgpv"Qypgt*u+"Kphqtocvkqp

Cvvqtpg{1Eqttgurqpfgpeg"Kphqtocvkqp

Rtqugewvkqp"Jkuvqt{

Hkngf"Wug< Pq Ewttgpvn{"Wug< [gu Cogpfgf"Wug< Pq

Hkngf"KVW< [gu Ewttgpvn{"KVW< Pq Cogpfgf"KVW< Pq

Hkngf"66F< Pq Ewttgpvn{"66F< Pq Cogpfgf"66F< Pq

Hkngf"66G< Pq Ewttgpvn{"66G< Pq Cogpfgf"66G< Pq

Hkngf"88C< Pq Ewttgpvn{"88C< Pq

Hkngf"Pq"Dcuku< Pq Ewttgpvn{"Pq"Dcuku< Pq

Qypgt"Pcog< EQNWODKC"KPUWTCPEG"EQORCP[

Qypgt"Cfftguu< 6238"HCTPCO"UVTGGV
QOCJC."PGDTCUMC"8:353
WPKVGF"UVCVGU

Ngicn"Gpvkv{"V{rg< EQTRQTCVKQP Uvcvg"qt"Eqwpvt{
Yjgtg"Qticpk¦gf<

PGDTCUMC

Cvvqtpg{"qh"Tgeqtf

Cvvqtpg{"Pcog< Fcxkf"Ejgp Fqemgv"Pwodgt< 22228/V2245C

Eqttgurqpfgpv

Eqttgurqpfgpv
Pcog1Cfftguu<

Fcxkf"Ejgp
KR"Cvvqtpg{u"Itqwr."NNE
38"QZHQTF"TQCF."4PF"HNQQT
OKNHQTF."EQPPGEVKEWV"28682/5:45
WPKVGF"UVCVGU

Rjqpg< 425/4;:/6:52 Hcz< 425/4;:/6:54

Fqoguvke"Tgrtgugpvcvkxg"/"Pqv"Hqwpf

Fcvg Fguetkrvkqp Rtqeggfkpi"Pwodgt

Lwp0"44."4234 CVVQTPG["TGXQMGF"CPF1QT"CRRQKPVGF

Lwp0"44."4234 VGCU"TGXQMG1CRRQKPV"CVVQTPG["TGEGKXGF

Lwp0"33."4229 ECUG"HKNG"KP"VKETU

Oct0"39."4228 TGIKUVGTGF"CPF"TGPGYGF"*HKTUV"TGPGYCN"/"32"[TU+ 82354

Oct0"39."4228 TGIKUVGTGF"/"UGE0":"*32/[T+"CEEGRVGF1UGE0";
ITCPVGF

Oct0"37."4228 CUUKIPGF"VQ"RCTCNGICN 82354
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Ockpvgpcpeg"Hknkpiu"qt"Rquv"Tgikuvtcvkqp"Kphqtocvkqp

VO"Uvchh"cpf"Nqecvkqp"Kphqtocvkqp

Cuukipogpv"Cduvtcev"Qh"Vkvng"Kphqtocvkqp"/"Enkem"vq"Nqcf

Pqx0"29."4227 TGIKUVGTGF"/"EQODKPGF"UGEVKQP":"*32/[T+"("UGE0";
HKNGF

Pqx0"29."4227 VGCU"UGEVKQP":"(";"TGEGKXGF

Ugr0"46."4224 RCRGT"TGEGKXGF

Lcp0"53."4224 TGIKUVGTGF"/"UGE0":"*8/[T+"CEEGRVGF"("UGE0"37"CEM0

Fge0"29."4223 TGIKUVGTGF"/"UGE0":"*8/[T+"("UGE0"37"HKNGF

Lcp0"2;."3;;8 TGIKUVGTGF/RTKPEKRCN"TGIKUVGT

Qev0"39."3;;7 CNNQYGF"RTKPEKRCN"TGIKUVGT"/"UQW"CEEGRVGF

Qev0"39."3;;7 CUUKIPGF"VQ"GZCOKPGT 89826

Ugr0"3;."3;;7 UVCVGOGPV"QH"WUG"RTQEGUUKPI"EQORNGVG

Ugr0"3;."3;;7 GZVGPUKQP"3"ITCPVGF

Cwi0"47."3;;7 WUG"COGPFOGPV"HKNGF

Cwi0"47."3;;7 GZVGPUKQP"3"HKNGF

Hgd0"4:."3;;7 PQC"OCKNGF"/"UQW"TGSWKTGF"HTQO"CRRNKECPV

Fge0"28."3;;6 RWDNKUJGF"HQT"QRRQUKVKQP

Pqx0"26."3;;6 PQVKEG"QH"RWDNKECVKQP

Lwp0"4:."3;;6 CRRTQXGF"HQT"RWD"/"RTKPEKRCN"TGIKUVGT

Lwp0"49."3;;6 CUUKIPGF"VQ"GZCOKPGT 89826

Lwp0"45."3;;6 CUUKIPGF"VQ"GZCOKPGT 887;5

Chhkfcxkv"qh"Eqpvkpwgf
Wug<

Ugevkqp":"/"Ceegrvgf

Chhkfcxkv"qh
Kpeqpvguvcdknkv{<

Ugevkqp"37"/"Ceegrvgf

Tgpgycn"Fcvg< Lcp0"2;."4228

VO"Uvchh"Kphqtocvkqp"/"Pqpg

Hkng"Nqecvkqp

Ewttgpv"Nqecvkqp< UECPPKPI"QP"FGOCPF Fcvg"kp"Nqecvkqp< Lwp0"33."4229

Rtqeggfkpiu"/"Enkem"vq"Nqcf
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UVCVWU FQEWOGPVU Dcem"vq"Ugctej Rtkpv

Cvvgpvkqp"wugtu#"Vjg"Cuukipogpv"ugevkqp"kp"VUFT"yknn"pqv"dg"qrgtcvkqpcn"qp"Octej"44pf"htqo"3<22"c0o0"vq"6<22
r0o0"Qvjgt"VUFT"hwpevkqpcnkv{"yknn"yqtm"ykvjqwv"kpvgttwrvkqp0"Vjku"kpenwfgu"cnn"uvcvwu"ugevkqpu"*qvjgt"vjcp
Cuukipogpv+"fqewogpv"ugctejgu."ownvk/ugctejgu"cpf"vjg"fqewogpv"xkgygt0

Igpgtcvgf"qp< Vjku"rcig"ycu"igpgtcvgf"d{"VUFT"qp"4235/25/4;"34<65<5;"GFV

Octm< DQTP"æ"ETQYP

WU"Ugtkcn"Pwodgt< 9965:35: Crrnkecvkqp"Hknkpi"Fcvg< Crt0"24."422:

WU"Tgikuvtcvkqp
Pwodgt<

573462; Tgikuvtcvkqp"Fcvg< Qev0"29."422:

Hkngf"cu"VGCU"Rnwu< [gu Ewttgpvn{"VGCU"Rnwu< [gu

Tgikuvgt< Rtkpekrcn

Octm"V{rg< Vtcfgoctm

Uvcvwu< Tgikuvgtgf0"Vjg"tgikuvtcvkqp"fcvg"ku"wugf"vq"fgvgtokpg"yjgp"rquv/tgikuvtcvkqp"ockpvgpcpeg
fqewogpvu"ctg"fwg0

Uvcvwu"Fcvg< Qev0"29."422:

Rwdnkecvkqp"Fcvg< Lwn0"44."422:

Octm"Kphqtocvkqp

Tgncvgf"Rtqrgtvkgu"Kphqtocvkqp

Iqqfu"cpf"Ugtxkegu

"

Octm"Nkvgtcn"Gngogpvu< DQTP"æ"ETQYP

Uvcpfctf"Ejctcevgt
Encko<

Pq

Octm"Ftcykpi"V{rg< 5"/"CP"KNNWUVTCVKQP"FTCYKPI"YJKEJ"KPENWFGU"YQTF*U+1"NGVVGT*U+1PWODGT*U+

Fguetkrvkqp"qh"Octm< Vjg"octm"eqpukuvu"qh"vjg"uv{nk¦gf"yqtfu"$D¼tp$"cpf"$Etqyp$"uwttqwpfkpi"vjg"ejctcevgt"$æ$"hgcvwtkpi
c"etqyp"fgukip"kpukfg"vjg"ejctcevgt0

Eqnqt*u+"Enckogf< Eqnqt"ku"pqv"enckogf"cu"c"hgcvwtg"qh"vjg"octm0

Fgukip"Ugctej
Eqfg*u+<

46033023"/"Etqypu"enqugf"cv"vjg"vqr

Enckogf"Qypgtujkr"qh
WU"Tgikuvtcvkqpu<

3;69555."4:;64::."52;5;38"cpf"qvjgtu
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Dcuku"Kphqtocvkqp"*Ecug"Ngxgn+

Ewttgpv"Qypgt*u+"Kphqtocvkqp

Cvvqtpg{1Eqttgurqpfgpeg"Kphqtocvkqp

Pqvg<
Vjg"hqnnqykpi"u{odqnu"kpfkecvg"vjcv"vjg"tgikuvtcpv1qypgt"jcu"cogpfgf"vjg"iqqfu1ugtxkegu<

Dtcemgvu"]00_"kpfkecvg"fgngvgf"iqqfu1ugtxkegu=
Fqwdng"rctgpvjguku"**00++"kfgpvkh{"cp{"iqqfu1ugtxkegu"pqv"enckogf"kp"c"Ugevkqp"37"chhkfcxkv"qh
Cuvgtkumu",00,"kfgpvkh{"cffkvkqpcn"*pgy+"yqtfkpi"kp"vjg"iqqfu1ugtxkegu0

Hqt< Hqqvygct

Kpvgtpcvkqpcn"Encuu< 247"/"Rtkoct{"Encuu W0U"Encuu< 244."25;

Encuu"Uvcvwu< CEVKXG

Dcuku< 3*c+

Hktuv"Wug< Lwp0"4229 Wug"kp"Eqoogteg< Lwp0"4229

Hkngf"Wug< [gu Ewttgpvn{"Wug< [gu Cogpfgf"Wug< Pq

Hkngf"KVW< Pq Ewttgpvn{"KVW< Pq Cogpfgf"KVW< Pq

Hkngf"66F< Pq Ewttgpvn{"66F< Pq Cogpfgf"66F< Pq

Hkngf"66G< Pq Ewttgpvn{"66G< Pq Cogpfgf"66G< Pq

Hkngf"88C< Pq Ewttgpvn{"88C< Pq

Hkngf"Pq"Dcuku< Pq Ewttgpvn{"Pq"Dcuku< Pq

Qypgt"Pcog< Eqnwodkc"Kpuwtcpeg"Eqorcp{

Qypgt"Cfftguu< 5246"Jctpg{"Uvtggv
Qocjc."PGDTCUMC"8:353
WPKVGF"UVCVGU

Ngicn"Gpvkv{"V{rg< EQTRQTCVKQP Uvcvg"qt"Eqwpvt{
Yjgtg"Qticpk¦gf<

PGDTCUMC

Cvvqtpg{"qh"Tgeqtf

Cvvqtpg{"Pcog< Fcxkf"Ejgp Fqemgv"Pwodgt< 22228/V25:2C

Eqttgurqpfgpv

Eqttgurqpfgpv
Pcog1Cfftguu<

Fcxkf"Ejgp
KR"Cvvqtpg{u"Itqwr."NNE
38"QZHQTF"TQCF."4PF"HNQQT
OKNHQTF."EQPPGEVKEWV"28682/5:45
WPKVGF"UVCVGU

Rjqpg< 425/4;:/6:52 Hcz< 425/4;:/6:54

Fqoguvke"Tgrtgugpvcvkxg"/"Pqv"Hqwpf
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Rtqugewvkqp"Jkuvqt{

Ockpvgpcpeg"Hknkpiu"qt"Rquv"Tgikuvtcvkqp"Kphqtocvkqp

VO"Uvchh"cpf"Nqecvkqp"Kphqtocvkqp

Cuukipogpv"Cduvtcev"Qh"Vkvng"Kphqtocvkqp"/"Enkem"vq"Nqcf

Fcvg Fguetkrvkqp Rtqeggfkpi"Pwodgt

Lwp0"44."4234 CVVQTPG["TGXQMGF"CPF1QT"CRRQKPVGF

Lwp0"44."4234 VGCU"TGXQMG1CRRQKPV"CVVQTPG["TGEGKXGF

Lwp0"43."4233 EGTVKHKECVG"QH"EQTTGEVKQP"KUUWGF 89945

Lwp0"43."4233 ECUG"CUUKIPGF"VQ"RQUV"TGIKUVTCVKQP"RCTCNGICN 89945

Lwp0"38."4233 VGCU"UGEVKQP"9"TGSWGUV"TGEGKXGF

Qev0"29."422: TGIKUVGTGF/RTKPEKRCN"TGIKUVGT

Lwn0"44."422: RWDNKUJGF"HQT"QRRQUKVKQP

Lwn0"24."422: PQVKEG"QH"RWDNKECVKQP

Lwp0"3:."422: NCY"QHHKEG"RWDNKECVKQP"TGXKGY"EQORNGVGF 9:4:;

Lwp0"38."422: CUUKIPGF"VQ"NKG 9:4:;

Lwp0"38."422: CRRTQXGF"HQT"RWD"/"RTKPEKRCN"TGIKUVGT
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