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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 
 
In re: Application Serial No.: 85/629,450 
For the Mark: ATOKA PROPERTIES 
________________________________ 
 
Jorge J. Carnicero, 
 
 Opposer, 
 
v.        Opposition No. 91/209647 
 
Middleburg Real Estate, LLC 
 
 Applicant. 
________________________________ 
 

 
MOTION TO STAY THE OPPOSITION AND SUSPEND PROCEEDING PENDING 

OUTCOME OF CIVIL ACTION  

Applicant, Middleburg Real Estate, LLC (“Applicant”), by its undersigned counsel, K&L 

Gates LLP, respectfully asks that this Opposition be suspended under 37 CFR § 2.117; TMBP § 

510.02(a) because the parties to this case are involved in a civil action that may have bearing on 

the Board case.  In particular, disputed ownership of trademark rights in the mark ATOKA 

PROPERTIES are involved in a case filed by Opposer in the Superior Court of the District of 

Columbia (“DC Superior Court”). 

In support of its motion, Applicant states as follows: 
 

I. 
INTRODUCTION  

 

Jorge J. Carnicero (“Opposer”) filed a complaint in DC Superior Court captioned Jorge J. 

Carnicero vs. Jacqueline C. Duchange, Chevy Chase Trust Company (as Trustee of the Jorge E. 

Carnicero 2008 Trust), Natalia Pejacsevich, Peter Pejacsevich (an owner and principal of 

Applicant) and Inter-Properties, Inc., Trans- American Aeronautical Corporation, Case No. 

2013-001400 B (“DC Superior Court Case”) on February 19, 2013 (“Carnicero Complaint”).  A 
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copy of the Carnicero Complaint is enclosed as Exhibit A .  Opposer acknowledges that 

defendant Peter Pejacsevich is an owner and principal of Applicant Middleburg Real Estate, 

LLC. 

102.  On or about August 24, 2012, counsel for Mrs. Carnicero and Jorge informed CCT 
that Peter had filed applications to register the names “Atoka,” “Atoka Farms,” and, 
through his real estate company, Middleburg Real Estate, LLC, the name “Atoka 
Properties,” with the United States Patent and Trademark Office (the “Trademark 
Applications”).  Counsel for Jorge provided a detailed outline of facts and legal 
arguments in opposition to the Trademark Applications.  Carnicero Compl. ¶102. 

Hereinafter, “Applicant” will refer to either Middleburg Real Estate, LLC or Peter Pejacsevich. 

Opposer requests, among other things, that the DC Superior Court enjoin Applicant from 

registering ATOKA PROPERTIES with the U.S. Patent and Trademark Office due to 

Applicant’s alleged breach of contract.  See below paragraphs from the Carnicero Complaint: 

127.  [Applicant] has also breached the Consent by, among other things:  

… 

e. Improperly and unlawfully seeking to register the names Atoka, Atoka Farm, and 
Atoka Properties in the Trademark Applications, and then failing and refusing to abandon 
the Trademark Applications, in violation of the Consent in that [Applicant] is required to 
“execute such further documents as may be reasonably required or appropriate to 
effectuate the provisions of the Settlement Agreement.”  Carnicero Compl. ¶127.e. 

WHEREFORE, Plaintiff Jorge J. Carnicero [Opposer] requests that the Court declare 
[Applicant] to be in material breach of the Consent, enjoin him from registering either 
“Atoka,” “Atoka Farm,” or “Atoka Properties” with the U.S. Patent and Trademark 
Office….  Carnicero Compl. p. 30, Count III. 

Opposer has also filed Opposition No. 91209647 (the “Carnicero Opposition”) against 

U.S. App. Ser. No. 85/629,450 ATOKA PROPERTIES with the Trademark Trial and Appeal 

Board (“Board”) asserting the same rights as in the Carnicero Complaint and seeking the same 

relief against Applicant.  A copy of the Notice of Opposition for the Carnicero Opposition is 

attached as Exhibit B .  Specifically, Opposer contends that Applicant has “adopted the name 

ATOKA PROPERTIES and taken other actions to falsely suggest a connection between 
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Applicant and Atoka Farm, and thus to improperly and misleadingly trade on the fame, prestige, 

cache, and history of the historic country property Atoka Farm and the surrounding village of 

Atoka.”  Carnicero Opposition ¶14.  Because the outcome of the DC Court Case may be 

dispositive of the issues in the Opposition, granting Applicant’s Motion to Stay the Opposition 

and suspension of the opposition proceeding is appropriate. 

II.  
ARGUMENT  

 
 If it comes to the attention of the Board that a party or parties to a case pending before the 

Board are involved in a civil action that may have bearing on the Board case, the Board has the 

authority to suspend the proceeding until the final determination of the civil action.  37 CFR § 

2.117; TMBP § 510.02(a); General Motors Corp. v. Cadillac Club Fashions Inc., 22 USPQ2d 

1933 (TTAB 1992) (granting motion for stay because civil action will be dispositive of issues 

presented in board proceeding).  The rationale is that to the extent that a state court action 

involves issues in common with those in a proceeding before the Board, its determination would 

have a direct bearing on the rights at issue in the proceeding or at least be persuasive authority 

for the Board.  TMBP § 510.02(a); see e.g., Argo & Co. v. Carpetsheen Manufacturing, Inc., 187 

USPQ 366, 367 (TTAB 1979) (granting applicant’s motion for stay citing that the outcome of the 

civil suit may have “a direct bearing on applicant’s right of registration.”); see also, Professional 

Economics Incorporated v Professional Economic Services, Inc., 205 USPQ 368, 376 (TTAB 

1979) (decision of state court, although not binding on the Board, was considered persuasive on 

the question of likelihood of confusion). 

The issues, parties, and contested ownership rights, as well as the relief sought by 

Opposer, are identical in the ongoing DC Superior Court Case and in this Opposition Proceeding.  

The same parties appear in the DC Superior Court Case.  The DC Superior Court Case was filed 
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weeks prior to the Carnicero Opposition and both involve the identical mark ATOKA 

PROPERTIES.  Opposer asks the DC Superior Court to grant the same relief in its Carnicero 

Complaint as it asks the Board to grant in the Carnicero Opposition – to prevent Applicant from 

registering its ATOKA PROPERTIES trademark application.  Opposer’s requests are based upon 

its alleged ownership rights in the ATOKA PROPERTIES trademark.  Accordingly, the rulings 

and findings in the DC Superior Court may be dispositive of the issues involved in this 

Opposition. 

Suspension of a Board case is appropriate even if the civil case may not be dispositive of 

the Board case, so long as the ruling may have a bearing on the rights of the parties in the Board 

case.  TMBP § 510.02(a).  In this instance, the District Court’s rulings in the DC Superior Court 

Case are dispositive of the issues in the Carnicero Opposition.  Applicant asks that the 

Opposition be suspended to avoid an unnecessary burden on the Board and to the parties who 

would otherwise be litigating in parallel proceedings.  As such, it is in the interest of judicial 

economy that the Board suspend this proceeding until the final determination of the DC  

Superior Court Case. 

Opposer will not be prejudiced by the stay, particularly as it is in its early stages, and no 

discovery has commenced. Moreover, in the event the issue is not resolved in the Carnicero 

Opposition, opposition dates in the Carnicero Opposition may be reset upon resumption of 

proceedings. 

\\ 

\\ 

\\ 

\\ 
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III. 
CONCLUSION 

 
WHEREFORE, Applicant respectfully requests that the Board suspend the Carnicero 

Opposition pending disposition of the DC Superior Court Case.  

     Respectfully submitted, 

     K&L Gates, LLP 
     Counsel for Applicant 

 
      By: _/Michael T. Murphy/_______ 
       Michael T. Murphy 
       K&L Gates, LLP  
       P. O. Box 1135 
       Chicago, Illinois 60690 
       (202) 778-9176 
       (312) 827-8185 (fax) 
       Date:  June 27, 2013 
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CERTIFICATE OF FILING, MAILING AND SERVICE  

 I hereby certify that on June 27, 2013, the foregoing APPLICANT’S MOTION TO 

STAY THE OPPOSITION AND SUSPEND PROCEEDING PENDING OUTCOME OF CIVIL 

ACTION is being is being served by mailing a copy thereof by first-class mail addressed to: 

  Theresa W. Middlebrook 
  Holland & Knight LLP 
  400 South Hope Street  
  Suite 800 
  Los Angeles, CA 90071 
 
and by email to:  theresa.middlebrook@hklaw.com. 
 
 

    By: __/Michael T. Murphy/______________________ 
     Michael T. Murphy 
     K&L Gates, LLP 
     P. O. Box 1135 
     Chicago, Illinois 60690 
     (202) 778-9176 
     (312) 827-8185 (fax) 

      michael.murphy@klgates.com 
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ESTTA Tracking number: ESTTA525289
Filing date: 03/06/2013

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Mr.JorgeJ.Carnicero

Granted to Date
of previous
extension

03/06/2013

Address 3235 Foxvale Drive
Oakton, VA 22124
UNITED STATES

Correspondence
information

Theresa W. Middlebrook
Counsel of record
HOLLAND & KNIGHT LLP
400 South Hope Street Suite 800
Los Angeles, CA 90071
UNITED STATES
theresa.middlebrook@hklaw.com Phone:213 896 2586

Applicant Information

Application No 85629450 Publication date 11/06/2012

Opposition Filing
Date

03/06/2013 Opposition
Period Ends

03/06/2013

Applicant Middleburg Real Estate, LLC
611 S 32nd Street
Purcellville, VA 20132
UNITED STATES

Goods/Services Affected by Opposition

Class 036.
All goods and services in the class are opposed, namely: real estate brokerage services and real
property management services

Grounds for Opposition

False suggestion of a connection Trademark Act section 2(a)

The mark is primarily geographically descriptive Trademark Act section 2(e)(2)

The mark is primarily geographically deceptively
misdescriptive

Trademark Act section 2(e)(3)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/
Registration No.

NONE Application Date NONE

Registration Date NONE

http://estta.uspto.gov


Word Mark ATOKA FARM

Goods/Services Rights as an institution are claimed

Attachments Opposition.pdf ( 6 pages )(225005 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /twm/

Name Theresa W. Middlebrook

Date 03/06/2013
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 
 
In re: Application Serial No.: 85/629,450 
For the Mark: ATOKA PROPERTIES 
________________________________ 
 
Jorge J. Carnicero, 
 
 Opposer, 
 
v.        Opposition No. 91/209647 
 
Middleburg Real Estate, LLC 
 
 Applicant. 
________________________________ 
 

 
EMERGENCY MOTION FOR PROTECTIVE  ORDER AND TO STAY DISCOVERY 

Applicant, Middleburg Real Estate, LLC (“Applicant”), by its undersigned counsel, K&L 

Gates LLP, respectfully moves for a protective order and suspension of all discovery under 37 

CFR § 2.120(f); TBMP § 412.06.  Even though Applicant filed a well founded Motion to Stay on 

June 27, 2013, Opposer’s counsel (“Opposer”) is pursuing a “scorched earth” litigation strategy 

by pressing for discovery, including by issuing a subpoena two days later for the deposition of 

Natalia Pejacsevich, the wife of one of the owners of Applicant.  Because Ms. Pejacsevich is not 

involved in the business of Applicant, Opposer’s subpoena can only have been issued in bad 

faith to harass Applicant.  The aggressive rush for discovery is even more pointless as the parties 

are actively discussing settlement. 

Applicant requests that the Board suspend discovery until the Motion to Stay is decided, 

and that the Board order Opposer to withdraw its subpoena to Natalia Pejacsevich (attached 

hereto as Exhibit A ) or any other subpoenas that it may have issued. 

Applicant requests an emergency telephonic conference as soon as possible such that a 

decision on this dispute can be reached before the July 11, 2013 deposition date. 

In support of its motion, Applicant states as follows: 
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I. LEGAL STANDARD  

Applicant may ask for a protective order limiting discovery when justice requires it due 

to “annoyance, embarassment, oppression, or undue burden or expense.”  37 CFR § 2.120(f); 

TBMP § 412.06.  In cases “where a request for discovery constitutes clear harassment,” the 

Board allows a party to properly respond to a request for discovery by filing a motion responding 

to it.  See TBMP § 410.  In such cases, the motion may seek a protective order that “discovery 

not be had, or be had only on specified terms and conditions.”  See TBMP § 526. 

II. FACTS  

A.  Applicant’s June 27, 2013 Motion to Stay is Well Founded 

Applicant filed its Motion to Stay the Opposition and Suspend Proceeding Pending 

Outcome of Civil Action on June 27, 2013 (“Motion to Stay”).  See Motion for Stay, attached 

hereto as Exhibit B .  As described in further detail in Applicant’s Motion to Stay, the civil action 

between Applicant and Opposer and this Opposition both involve trademark ownership rights in 

the mark ATOKA PROPERTIES, such that a stay is appropriate.   

In fact, Opposer’s First Set of Requests for Production of Documents served on June 28, 

2013 (“Opposer’s Doc Requests”, attached as Exhibit C ), show that even Opposer believes that 

the civil action and Opposition involve the same trademark issues.  Rather than seek discovery 

regarding the mark at issue, ATOKA PROPERTIES, Opposer’s Doc Requests seek discovery 

about issues involved in the associated civil action relating to the Chevy Chase Trust, the Atoka 

Conservatory Exchange LLC, and the marks ATOKA and ATOKA FARMS.  See Exhibit C.  

Tellingly, Opposer’s Doc Requests fail to seek any information about the mark at issue, ATOKA 

PROPERTIES.  Opposer is attempting to misuse the Board proceeding by seeking discovery 

available in the civil action, and thereby harass Applicant. 
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Further, Opposer will not be prejudiced by the stay, particularly as the case is in its early 

stages, and no discovery even occurred before the Motion to Stay was filed. 

B.  Opposer’s Escalation of Discovery After Filing of Motion to Stay 

 One day prior to Applicant’s filing of its Motion to Stay, Opposer requested of Applicant 

seven deponents which included uninvolved third parties such as Natalia Pejacsevich and 

Jacqueline Duchange, wife and mother-in-law, respectively, of one of the owners of Applicant.  

As discussed above, Opposer has no good faith reason to depose these individuals - except to 

harass and annoy Applicant.  Given the posture of the case, there is no practical reason to 

proceed even with reasonable discovery as the Board may stay the case, and the parties are 

actively negotiating a settlement.  In fact, opposing counsel has promised to send a revised draft 

of the settlement agreement to counsel for Applicant today. 

 Two days after the Motion to Stay was filed and served, Opposer served a subpoena on 

Saturday, June 29, 2013 on Natalia Pejacsevich at her home.  See Exhibit A .  The subpoena 

commanded Ms. Pejacsevich to appear at the offices of Opposer’s counsel on July 11, 2013.  Ms. 

Pejacsevich is not involved in the business of Applicant, so the issuance of the subpoena can 

only be intended to intimidate or harass.  In an effort to resolve this matter without having to 

contact the Board, Applicant contacted Opposer on July 1, 2013 and asked it to withdraw the 

subpoena on Ms. Pejacsevich.  Opposer refused. 

 Even so, the other discovery intended by Opposer is overly aggressive and is again, a 

“bull rush” for no good reason, particularly while the case has been dormant for months. 

Opposer suggested an intense and unduly burdensome deposition schedule – Opposer’s schedule 

includes seven depositions taken in two days.  Finally, Opposer is willing to rush to take these 

depositions before Applicant’s document production arrives – Applicant’s documents in 
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response would be due August 1, 2013, see below.  Applicant did not and cannot agree to a 

deposition schedule that is unduly burdensome and includes uninvolved deponents, nor will it 

agree to repeat depositions after Opposer has reviewed the documents. 

 Applicant’s Motion to Stay makes a prima facie showing that the issues in the Opposition 

and the earlier filed civil action may be dispositive of the Opposition. See Exhibit B . Opposer is 

well aware that the Board’s policy in such cases is to suspend. Rather than focus on the 

appropriateness of a stay, one day after the Motion to Stay was filed, Opposer served its first set 

of requests for production on Applicant.  See Exhibit C .  Opposer requested a response within 

thirty days and under the Federal Rules of Civil Procedure, these responses would be due August 

1, 2013.  Further, many of these requests are irrelevant and are only intended to harass.  As 

discussed above, some request information that discusses issues linked to this matter only by the 

civil action such as requests for documents on the Chevy Chase Trust, the Atoka Conservatory 

Exchange LLC, and the marks ATOKA and ATOKA FARMS.  See Exhibit C .  Also, as 

mentioned above, none of Opposer’s nineteen requests ask for documents concerning the mark 

ATOKA PROPERTIES, the mark at issue in this Opposition. 

 Opposer’s actions are unduly burdensome and clearly harassing, and are made in bad 

faith.  Opposer’s behavior is especially counterproductive given the ongoing settlement 

negotiations between Applicant, Opposer and the Chevy Chase Trust.  Opposer seeks discovery 

for no other reason than to harass, annoy, and unduly burden Applicant. 

III. CONCLUSION  

WHEREFORE, Applicant respectfully requests that the Board schedule an emergency 

telephonic conference as soon as possible to discuss the emergency motion, suspend the 
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proceedings including all discovery pending a decision on the Motion to Stay and order that 

Opposer immediately withdraw its subpoena for Natalia Pejacsevich’s July 11, 2013 deposition. 

     Respectfully submitted, 

     K&L Gates, LLP 
     Counsel for Applicant 

 
      By: _/Michael T. Murphy/_______ 
       Michael T. Murphy 
       K&L Gates, LLP  
       P. O. Box 1135 
       Chicago, Illinois 60690 
       (202) 778-9176 
       (312) 827-8185 (fax) 
       Date:  July 3, 2013 
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CERTIFICATE OF FILING, MAILING AND SERVICE  

 I hereby certify that on July 3, 2013, the foregoing APPLICANT’S EMERGENCY 

MOTION FOR PROTECTIVE ORDER AND TO STAY DISCOVERY is being is being served 

by mailing a copy thereof by first-class mail addressed to: 

  Theresa W. Middlebrook 
  Holland & Knight LLP 
  400 South Hope Street  
  Suite 800 
  Los Angeles, CA 90071 
 
and by email to:  theresa.middlebrook@hklaw.com. 
 
 

    By: __/Michael T. Murphy/______________________ 
     Michael T. Murphy 
     K&L Gates, LLP 
     P. O. Box 1135 
     Chicago, Illinois 60690 
     (202) 778-9176 
     (312) 827-8185 (fax) 

      michael.murphy@klgates.com 
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