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EXHIBIT 2



Greater Loutsville Convention JIN THE UNITED STATES

and Visitors Bureau } PATENT AND TRADEMARK OFFICF
)
Opposer )
) TRADEMARK TRIAL AND APPEAL BOARI
i )
)
The Wine Group LLC ) APPL. NO). 85736374
]
Applicant ) OPPOSITHON NO. 91208855

Under 37 CFR § 2.120 and Fed, R. Civ. P. 34, Cireater Louisville Convention and

Visitors Bureau (" Lowisville", “Opposer”, or “Plaintifi™), by and through its attorneys  * g

i i

identified below, hereby responds o The Wine Group LLCs (" Wing Ciroup®,
“Applicam™, or “Defendant™) First Set of Requests for Production of Disxcumenis. and
states as follows:

Louisville, based upon its current knowledge, understnding. and belief of the
facts, informaton and documents available 1o it responds ns set forth below, As this
action proceeds, Lovisville may discover further respansive documents, Louisville
reserves the right to medily or supplement these responses accordingly,

These responses are given withon prejudice to using or rel ving on &t gl
documents omitted from these respontes s o result of mistake, error. oversight, or
inadvertence. Louisville further reserves the rght to object on agpropriate grounds to the
introduction at trial of any miormation or documents included in these TESPORSSs,

Louisville's responses and objections are made withow waiving or intending 1
waive, but on the contrary, preserving and iiending to preserve. all objections os to

compeieney, relevancy, materiatity. privilege, and admissibility as evidenee fi or any



purpose of the responses. or the subject matter thereo!, i this or any subsequent
proceeding.
GENERAL OBJECTIONS

Louisville objects to all Requests for production of documents on the following
grounds, each of which is héreby incomporated by reference info Louisville's individual
respotises below as if fully stated therein,

L. Lowsville ohjects to the Requests ta the extent thai they seek 10 impose dutics
or obligations on Louisville bevond those imposed by the Federn) Rules of Civil

Procedure or the applicable Rules of Practice of the United States Frademurk Office

L Louisville objects to cach of the Requests to the extent thal it seeks
information which is protected by the attorney- client privilege, or which consisis of
attorney work product, or which is otherwise profected from disclosure, Any insdvertem
prkluction of any privileged or protected document will not constitute & waiver of any
privilege or protection. Lowisvilte will produce such privilege log as may be required by
applicable law in connection with its document production,

3. Louisville objects to cach of the Requests for production of documents 1o the
extent that it seeks information which consists of proprietary business information or
other confidential information. Louisville will nat produce any such information except
subject 1o the protective order entered by the TTAB,

4. Louisville ohjects to each of the Requests on the grounds and 1o the extent
that it is unduly burdenisome and overly broad mnd thus, in part, is designed 10 hurden,
harass, annoy, and oppress Louisville rather than 1o serve any legitimute discovery

purpose, Where the request is averbroad. Louisville will fnitially produce i

Tl



representative sample of requesied documents or will produce summary information in
lieu of individual documents, After the produced documents are reviewed, Louisville
will meet and confer regarding production for inspection of any sdditional documents
specifically requested by Wine Group. Overbreadth i also evident 1t the extent that
electronle information Is called for and responsive. The electranic storage media
containg extensive dati irmelevant to the issues in this case, Alier the produced
documents are reviewed, Louisville will meet and confer with Wine Groupand will
produce clectronic information reasonably requested and specifically identified by
Wine Ciroup,

5. Louisville objects to each of the Requests on the growmds and to the extent
that it seeks w require Louisville 1o produce documents which in larpe pert and
meastre are neither relevant to the subject matter of this action. nor reasonably
calculated 1o lead to the discovery of admissible evidence.

6. Louisville abjects cach of the Requests 10 the exlent it seeks documents or
information not in the possession, custedy, or cantrol of Lowisville.

7. Louisville objects 1o each of the Requests to the extent it seeks documents
or information obtainable from some other source that is more convenient, less
burdensome, or less expensive,

5. Louisville abjects to each of the Requests w the extent it contuins repetitive o
overlapping requests,

. Louisville ohjects to each of the Requests to the extent it does not set forth and
deseribe individual items and catepories with reasonuble particularity or is otherwise

usiclear, vague, ambiguons, or unintelligible. By serving this Response, Louisville i3 not



admitting that there are documents or information responsive 10 this Request.

10 Loussville ohjects o each of the Requests insofir as it is imtended to Himig or
restrict Louisville's night 1o rely on any documents, information, or witness for any
purpose whutsoever in this proceeding before discovery is completed. Lovisville's
objectiony and responses st forth the information and fhets presently Known to
lLowisville- Funther discovery may develop additional information alfecting the responses
1o these Requests. Lowisville reserves the right 10 amend or supplement its responses as
additional information and documenits sre identified, facts sre ascertained, analyses ane
made. and trial prepuration, discovery, investigution, and legal rescarch are completed.
Louisville will supplement the responses only to the extent required by the Federal Rules
of Civil Procedure or the applicable Rules of Practice of the United States Trademark
Office. These responses are not intended 1o limit Louisville's use of additional information
that Lowisville may subsequeéntly obtain during the eourse of discovery and firther
Imvestigation,

11, Loutsville reserves all objections 1o the relevancy, materiality or admissibility
of any document so produced as evidence for any purpose inany further proceedings in
this action, mcluding motions for summary judement. motions for summéry adjudication
of issues, and the trial of this action, or in any other action.

12, In responding to these Requests, identification of any document by Louisville
shall mot constitute an agreement with or a concession as to the veracity of the document,
oras to any characterization of the document in these responses, Louisville expressly
reserves the right 1o assert any and all appropriste objections with respeet o any such

document.



13. Lowtsville incorporates these Gengral Ubyectioms into Louisville's responses 1o
each specific request. Louisville's responses are made without waiver of, or prejudice 1o,
these or any additional objections thot the Louisville may mike. All such ohjections are
hereby reserved. as is the right to mave for a protective order.

I4. Louisville objects 1o the time, place. and manner of the doctment production
set forth in the Requests. Louisville will inilially produce a representative sample of
requested documents of will produce summary information in lieu of individual
documents. After the produced documents are reviewed, Louisville will meet aiwl confer
regarding production for inspection of any sdditional doruments requested by Wine
Group. Moreover, the fact that Louisville agrees to produce documents in o certain request
shall not be interpreted (o be an admission or inference that any such documents exist or

that Louisville has any such documents in its possession, custody, or control,

15, Loulsville objects 1w Wine Group's request for production of decuments to
the extent it calls for the production of documents eresmed aftér the date of the filing of
this action, on the grounds thit such requests are overly broad, beyond the scope of the
cancellation proceeding and nol reasonnbly caleulated to lead to the di soovery of
admissible evidence.

16. Louisville objects to Wine Group's definition of the twerms "YOU™, “YOUR™.
and "OPPOSER" on the grounds thut they are overbroad, unduly burdensome,
oppressive, harteding, vague and ambiguous. and improperly seek infarmntion that is not
within Louisville's possession. custody or control.

I7. Louisville ohjects to each request 1o the extent that it seeks documents that

contain confidential and private information of a third party, that is not relevant o the



rssucs in this cose.

18, Louisville objects 1o each request as overbroad, unduly burdensome, and
secking documents that are neither relevant 1o 1he subject matter of this litigation nor
reasonably calculared to lead to the discovery of admissible evidence 10 the extent the
request seeks dovuments remote in time, concerning use outside the U.S.. and niot relevant
o this liligation

19, Louisville objects 10 the entire set of requests for production en the ground
that it is overly broad and burdensome 1o the éxtént that it fuils 1o describe or include 4

time period covered by the requests,

SPECIFIC RESPO

Loutsville adopts and incorporates by reference each of the foregoing General Ohjections
as though fully set farth below as separute objections to each request, The responses o

each numberad request follow:

1. All marketing plans for services offered under OPPOSER'S MARKS,

Response: Louisvilles General Objections set forth ahove are incorparated by reference
as though fully set forth herein, Louisville objects to this document request on the ground
that it secks documiénts that are not relevant to a cluim or defense of any party in this
proceeding. and not reasonably coleulated to lead 1o the discovery of ndmissible evidence,
Louisville further ohjects to this request on the ground that it is overbroad. oppressive,
and unduly burdensome, Louisville also ohjects 1o this request o the extent that it seeks
cottfidential communications and/or information protected by the-attomey-client privilege

and waork product doctring, Morcover, Louisville objects to this request to the exient that



it calls for the production of confidential business information, rade secrels, or
commercially sensitive information of Louisville, Louisville further objects on the
grounds that this request is unreasonably cumualative and duplicative as it seeks
documents previously requested, Subject w and in secordance with these objections and
thie Grenern] Objections set forth above and incorpormted by reference ax though fullv sef
forth herein, Louisville responds oz follows: Louisville wil petmil inspeetion and copying

of non-privileged documents and hings responsive o this request, if any exist.

. All business plans for services offered under OPPOSER'S MARKS.

Response; Louisville's General Obicctions set forth above nre incomormted by reference
as though fully set forth herein. Lowisville objects 1o this document request on the ground
that it seeks documents that are not relevant to a clabu v defense of uny party o this
proceeding, and not reasonably caleulated to lead 1o the discovery of admissible evidence,
Lowsville further objects to this request on the ground that it is overbroad, Oppressive,
and unduly burdensome. Louisville also objects to this request to the extent thit it secks
confidential communications and/or information protected by the attorney-client privilege
and work product doctrine. Moreover, Louisville objects to this request W the extent that
it calls for the prodiction of confidential business Information. trade seerots. or
commercially sensitive informution of Louisville, Louisville firther abjects on the
grounds that this request is unreasonably cumulative and duplicative as it secks
documents previously requested. Subject 1o and in accordunce with these ohjections und

the General Gbjections set forth above and incomorated by reference as though fully set



forth herein, Loaisville responds ns follows: Louisville will permit inspection and copying

ol non-privileged documents and things responsive to this reduest, if any exist,

3. All promotional materials used for services offered under OPPOSER'S MARKS,
Including by way of example but without limittion on the generality of the forepoing;

. Each print ad;

h. Each television ad;
L Each radio ad;
d. A sample of esch marketing secessory, such as shirts, cops, aprons,

etc.. that beurs OPPOSER'S MARKS: and
e, All trade moderials.

Response: Louisville's General Objections set forth above are neorparrated by reference
as though fully se1 forth herein, Loussville objecis 1o this document request on the pround
that it seeks documents that are oot relevant 10 8 claim or defense of any party in this
proceeding, and net reasenably caleulated (o fead to the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbroad. Oppressive.
and unduly burdensome. Louisville also objects 1o this request to the extent that it secks
confidentinl commumications and/or information protected by the attvmey-client privilepe
and work, product doctrine. Morcover, Louisville objects 1o this veyuest o tlie extent that

it calls for the production of confidential business information, trade secrets, or



commercially sensitive information of Louisville. Lowisville further objects un the
grounds that this request is unreasonably cumulative and duplicative as it seeks
documents peeviously requested. Subject to and in accordanee with these ohjections and
the General Objections set forth ahove and mcarporated by reference as though fully set
forth herein, Lowsville responds as follows: Lowisville will permiit inspection and copying

af non-privileged documents and things respansive to this roquest, if any exist,

4. Each consumer research study of the demographics of sctual or potential users of
services offered under OPPOSER'S MARKS.

Response; Loulsville's General Objections set forth shove ure incorporated by refercnce
as though fully set forth herein. Lovisville objects 10 this document request on the ground
that it seeks documents that are not relevant to a claim or defense of any party in this
proceeding, and not reasonably calcutated to lead 1o the discovery of ndmissible evidence,
Louisville further objects to this request on the ground that it is overbroad, oppressive,
anal unduly bardensame. Louisville also abjects to this recjuest to the extent thst it seeks
confidential communications andfor information protected by the attorney-chent privilege
and work product doctrine. Moreover, Louisville objects to this request 1o the extent that
it calls for the production of confidential business information, trade SECTELS, OF
commercially senzitive information of Louisville, Louisville firther shjects on the
grounds that this request is unreasonably cumulstive and duplicative as it seeks
documents previously requested. Subiect 1o and in accordance with these nhjections and

the General Objections set forth above and incorporated by reference as though fully set



forth herein, Louisville responds as follows: Louisville will permit inspection and copying

of nof-privileged documents and things responsive to this request, if any exist,

2 Al DOCUMENTS constituting. comprising. discussing, or related 1o any
consumer research conducted by YOU or on YOUR behalf and in conneetion with

services offered under OPPOSER'S MARKS.

Response! Louisville's General Objections set forth above are meorporated by reference
as though fully set forth hereln. Louisville objects to this document request on the pround
that it seeks documents that are pot relevant 1o 4 chim or defense of any party in this
proceeding, and not reasonably calculated 1o lead w0 the discovery of admissible svidence
Lovisville further objects 1o this request on the ground that it is overbroad. Uppressiva,
and unduly burdensome. Louisville also objects w tis request 1 the extent that it secks
confidentisl communications and/or informution protecied by the attormey-client privilege
and work product doctrine. Moreover, Louisville objects to this request to the extent tha
it calls for the production of confidential business information, trade secrets, or
commercially sensitive information of Louisville. Louisville further objects on the
gromds that this request is unreasonably cumulative and duplicative as it seeks
documents previously requested. Subject to and in accordanee with these objoctions and
the General Objections set forth above and incorporated by reference ay though fully set
lorth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-priviteged documents and things responsive (o this request, if any exist

L1



6. Al DOCUMENTS constituting, comprising, discussing, or related 1o the

demographics of consumers of services offered under OPPOSER'S MARKS.

Response; Louisville's General Objections set farth ahiwve are incorpormted by refierenee
us though fully set forth herein. Lovisville objects 1o this document request on the ground
that it seeks documents thil are not relevant o a claim or defense of my pirty in this
proceeding. and not reasonably caleulated 1o legd 1o the discovery of admissible evidence.
Louisville further ohjects to this request on the ground that it is overbroad, oppressive,
und unduly burdensome. Louisville also ohjects to this request to the extent that it seeks
confidentinl communications and/or information protected by the sttorney-client privilege
and work product doctrine. Moreover, Louisville objects to this request to the extent that
it calls for the production of confidential business information, trade secrets. or
commercially sensitive information of Louisville. Louisville further objeets on the
grourds that this request is unreasonably cumulative and duplicative as 1t seeks
documents previously requested. Subject to and in sccordance with these objections and
the: Generil Dbjections set forth above and incorporated by reference as though fully set
forth herein, Louvisville responds as follows: Louisville will permil inspection and copying

of non-privileged documents and things responsive (o this request, if any exist,

1. Al BOCUMENTS consulted in prepuring the responses to APPLICANTS

FIRST SET OF INTERRGOA TORIES,

Response: Louisville's General Objections set forth ahave sre ineorporated by reference

0s thoagh [ully set forth herein. Louisville objects to this document request an the ground



that it seeks documents that are not relevant to u elaim or defense of any party in this
procesding, and not reasonably caleuluted to fead o the discovery of admissible evidence,
Louisville further objects to this request on the ground that it is overbriad, oppressive,
and unduly burdensome. Louisville also ohjects 1o this request to the extent that it secks
confidential communications and/or information protected by the attomev-client privilege
and work product doctring. Moreover. Louisville objects to this reyuesl (o the extent that
it calls for the produetion of confidential business information. trade secrers, or
commercially sensitive information of Louisvilte. Louisville further ubjeets on the
grounds that this request is unreasonably cumulative and duplicative as it secks
documents previously requested. Subjeet to and in secordance with these objections and
the Gieneral Objections set forth above and incorporated by reference s though fully set
toeth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, if sny exist

Y. All DOCUMENTS concering the sclection and adoption of each of OPPOSER'S

MARKS.

Response: Louisville's General Ohjections set forth above are incorporated by reference
as though fully sef forth herein, Louisville objeets 1o this dosument request on the ground
that [t seeks documents that are not relevant to 4 elaim or defense of an v pairty i this
praceeding, und not reasonably calculated to lead to the discovery of admissible evidence.
Louisville further objects w this request on the ground thit it is overbroad, oppressive,

und unduly burdensome, Louisville also abjects o this request to the extent that it seeks



confidentinl communications and/or information protected by the attomey-client privilege
and work product doctrine. Moreover, Louisville objects to this request w the extent that
it calls for the production of confidentiul business information, tade secrets, or
cammercially sensitive information of Louisville, Louisville further ohjects on the
grounds that this request is unreasonably cumulative and duplicative as it seeks
documents previoosly requested. Subject 1o and in accordunve with these objections and
the General Objections set forth ahove and incorporated by reference as theugh fully set
forth herein. Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive to this request, if any exist,

ik Al DOCUMENTS referencing or discussing TWG'S MARK.

Responae! Louisville's General Objections set finils sbove are incarpormted by reference
as though fully set forth herein. Louisville objects 1o this document reguest on the ground
that it seeks documents that are not relevant to o claim or defense of any party o this
proceeding. and not reasonably caleulated to lead 1o the discovery of admissible evidence,
Lowsville further objects to this request on the ground that it is overbroad, oppressive,
and unduly burdensome. Louisville also objects to this request to the extent that it secks
confidentizl communications and/or information protected by the attorney-clicnt privilege
and work product doctrine. Moreover, Louisville objects to this request to the extent that
it ¢alls for the production ol confidentinl business information. trade secrets. or
commercially sensitive information of Lowisville. Louisville further objects an the

grounds that this request is unreasonubly cumulative and duplicative as it seeks

13



documents previously requested. Subject to and in sccardance with these objections and
the Gienernl Objections set forth above and incorporatid by reference as though fully set
farth herein, Lowmsvilte responds a5 follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o thiy request, if any exist,

1. Each DOCUMENT constituting, reflecting or discussing any actual or

contemplited license to third perties to use OPPOSER'S MARKS,

Response: Louisville's General Objections set forth above are incomorated by reference
as though fully set forth herein. Louisville objects 1o this decument request on the ground
thot 1t secks documents that are not relevant to a claim or defense of any marty in this
proceeding, and not reasonably caleulated 1o lead 1o the discovery of admissible evidence.
Loulsville further objocts to this roquest on the ground that 1t is yverbrosd, Uppressive,
and unduly burdensome. Louisville also objects to this reguest ta the extent that e seeks
confidential communications and/or information protecied by the atomey-client privilege
and work product doctrine. Morsover, Louisville abjects to this request (o the extent that
it calls for the production of confidential business information, trade secrets, of
commercially sensitive information of Lousville, Louisville further objects an the
grounds that this request is unreasonably curnulative and duplicative as it sceks
documents previously requested. Subject o and in sccordunce with these ebjections and
the General Ohjections set forth above and incorporated by reference s though fully set
farth herein. Louisville responds as follows: Lotisville will permit inspection and copying

ol nen-privileged documents and things responsive to this request, if any exist,

14



12. Each newspaper, magazine or trade press article discussing, describing or

commenting on services offered under OPPOSER'S MAREKS.

Response: Louisville's General Objections set forth ahove are incomporated by reference
a3 though filly set forth herein, Louisville objects to this docament request on the ground
that it seeks documents that are not relevant o a claim or defense of any party in this
proceeding, and not reusonably caleulsted 1o lead to the discovery of admissible evidence
Louisville further objects w this request on the ground that it is overbroad, uppressive,
and unduly burdensome. Louisville also objects to this request to the extent that it seeks
eonfidential communications and/or information protected by the attormey-client privilege
and work praduet doctrine. Moreover, Louisville objects to this request o the extent that
itealls for the production of confidential business information, teade seerets, or
commercially sensitive information of Lowsville. Loaisville further objects on the
grounds that this request is unreasonably cumulative and duplicative as it seeks
documents previously requested. Subject o and in sccordance with these objections and
the General Objections set forth sbove and incorporated by reference as though fully set
forth herein, Louisville responds as follows: Lowisville will permit inspection and copying

of non-privileged documents and things responsive to this request, iFany exist,

13.  Easchwitness statement provided in connection with this opposition.

Response: Louisville's General Objections set forth shove are meorporated by relerence

15



as though fully set forth herein. Louisville objects to this document request on the ground
that it seeks documents that are not relevant to o elaim or defense of any party in this
proceedimg. and not reasonably caloulated o lead 1o the discovery of admissible evidence.
Louisville further ohjects 10 this request on the ground that it is overbroad, OpPPTEssIVE,
and unduly burdensome. Lowisville also objects 1o this request to the extent that it sceks
confidential communications and/or information protected by the atomey-client privilege
ond work product doctrine, Moreover. Lovisville nhiects to this request to the extent that
itealls for the production of confidential business information, trade seerets, or
commercially sensitive Information of Loutsville, Lovisville further objects on the
grounds that this request 15 unreasonably cumulative and duplicative as it secks
documents previously requestéd. Subject 1 and in secordance with these objections and
the General Objections set forth above and incorporated by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection and Copying

of non-privileged documents und things responsive 1o this request, if any exisl

14, Ench DOCUMENT concerring: (a) TWU, (b) YOUR awareness of TWG (¢)

TWG'S MARK, and (d) YOUR claims in this proceeding.

Responge: Lowsville's General Objections set forth shove are incorporated by reference
as though fully set forth herein, Loulsville objeets to this document request on the ground
that it seeks documents that are not relevant 10 & elaim or defense of any party in this
proceeding and not reasonabily caleulated 1o lead 1o the discovery of admissible evidence,

since It requests any document concerning Wine Group or Louisville's awareness of Wine

16



Liroup, and not just refnted to this proceeding. Louisville further objects to this request on
the ground that it is overbroad, oppressive, and unduly burdensome for the reasens
discussed above. Lowisville also objects to this request to the extent that it seeks
confidentinl cammunications and/or information protected by the attomey-clicnt privilege
anid work product doctrine. Moreaver, Louisville ohjects to this request to the extent that
it calis for the production of confidential business imformation, tmde secrets, or
commercially sensitive information of | onisville, Louisville further objects on the:
grounds that this request is unreasonably cumulutive and duplicative as it seeks
documents previously requested. Subject to and in accordance with these abjections and
the General Objections set forth-above and incorporated by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection and copying
of non-privileged documents and things responsive 1o parts¢ & d of this request. if any

exisl,

17, All DOCUMENTS referning to o constituting actual or proposed content for each

weh site for services offered under OPPOSER'S MARKS,

Response: Louisville's General Objections sét forth ahove are incorporuted by reference
as though fully set forth herein. Louisville objeets to this document request on the ground
that it seeks documents that are nol relevant to a ¢laim or deferse of any party in this
proceeding, and not teasonably caleulsted 1o lead w the discovery of admissible evidence.
Louisville further objects 1o this request on the ground thin it is overbroad, oppressive.

and unduly burdensome since it requests documents and things that are already publicly

i’



avalable and thus easily obtainable by Wine Group. Louisville also objects t this Teguest
o the extent that it secks confidential communications and/or infarmation protected by
the attomey-client privilege and work product doctrine. Morcover, Louisville ohjects 1o
this request to the extent that it calls for the production of confidential business
Information, trade seerets, or commercially sensitive information of Louisville. Lisnisville
lurther objectz on the grounds that this request 15 unreasonably cumulative and duplicative
a5 1t sechs documents previously requested. Subjeet to and in sccordance with these
ohjections and the General Ohbjections set forth above and incorporated by reference as
though fully set forth herein, Lowisville responds as follows: Louisville will permil
inspection and copying of non-privileged documents and things respansive 1o his request

that are not already publicly available, if any exist.

18, Eoch DOCUMENT reflecting an nquiry from o consumer reparding whether
there was i connection between bourban bearing TWG'S MARK and services offered

under OPPOSER'S MARKS.

Response: Louisville's General Objections set forth ghove are incorperated by reference
as though fully set forth herein. Louisville objects to this document request on the i
that it seeks documents that are not relevant to a claim or dofense of any party in this
proceeding, and not reasonably caleulmted to lead to the discovery ol ndmissible evidence.
Louisville Turther objects to this request on the ground that it is overbroad, oppressive,
and unduly burdensome, Louisville also objects to this request ta the extent that it seeks

confidential communications and/or information pratected by the attormey-client privilege

I8



and work product doctrine. Moreover, Louisville objects to this request to the extent that
It calls for the production of confidentinl business information, trade secrets, or
commereially sensitive information of Louisville. Louisville further obijects on the
grounds that this request is unreasonably cumulative and duphcative ns it seeks
documents previously requested. Subjeet 1o and in necordance with these objections and
the General Objections set forth above ond incorporated by relbrence as though fully ser
furth herein, Louisville responds as folloves: Lonisville will permit inspection and copying

of non-privileged documents and things responsive to this reguiest, iF any exisl

19, Esch DOCUMENT reflecting YOUR ¢laimed first use of each of OPPOSER'S
MARKS,

Resporae: Louisville's General Objections set foril sbove ure eorporated by reference
as though fully set forth berein. Louisville objects w this document request on the groumsd
that it seekes documents that are mot relevant 1o a claim or defense of any party in this
proceeding, and not ressonably calculated 1o lead to the discovery of admissible evidenes,
Lowsville further objects to this request on the ground that it is ovérbroad, oppressive,
ind unduly burdensome. Louisville also objects to this request 1o the extent that it seeks
confidential communications and'or infarmation protected by the attormev-clicnt privilege
ond work product doctrine. Moreover, Louisville objects to this request to the extent that
it calls for the production of conlidential business information, wade secrets. or
commercially sensitive information of Lowisville. Lowisville further objects on the

grounds that this request s unrensonably cumulntive and duplicative as it seeks

19



documents previously requested. Subject to and in accordance with these ohjections and
the General Objections set forth above and incorporated by reference ag though fully set
forth herein. Louisville responds as follows: Louisville will permit inspeetion and copying

of non-privileged documents and things responsive (o this request, i any exist.

20, Al DOCUMENTS cunstituting or concerning any Federal, state or local license
tor selling alcohol beverages in connection with the offering of services OPPOSER'S

MARKS,

Response: Lowsville's General Objections sel forth ahove are incorporated by reference
as though fully set forth herein. Louisville ohjects o this docusnent request on the greund
that i seeks documents that are 1ot relevant to & cliim or defense of. atry party in this
procesding, und mot reasonably caloulsted w lend 1o the diseovery of asluissible evidence.
Louisville further objects to this request on the ground that it is overbroad. Dppressive,
and unduly burdensame. Lowsville also objects to this request 1o the extent that it seeks
confidential communications andfor information protected by the attorney-client privilege
and work produet doctrine. Moreover, Louisville objects to this request 1o the extent that
it calls for the production of confidential business information, trade seerets. or
commercially sensitive information of Louisville. Lowisville further objects on the
grounds that this request is unressonably cumulative and duplicative o it seeky
docwments previously requested. Subject to and in accordunce with these objections and
the General Objections sel forth above and incorporated by refarence as though fully et

forth herein, Louisville responds us follows: Louisville will permit inspection and copying



of non-privileged documents and things responsive to this request, if dny exist,

2L Al DOCLMENTS conceming or supporting the elaim made in paragraph 5 of the
MNotice of Opposition that OPPOSER'S MARKS are "canfusingly similar” to Applicant's

Mark.

Response: Louisville's Geperal Objections set forth above are incomporated by reference
ns though fully set forth herein. Louisville objects to this document request on the ground
tht it seeks documents that are not relevant to 4 elaim or deferise al any party in this
proceeding, and not reasonably calevlated 1o lead 1o the discovery of admissible evidence.
Louisville further objects to this request on the ground it it is overhrad, pppressive,
and unduly burdensome. Lowsville also objects 1o this request to the extent that it seeks
vonfidentiol communications and‘or informativn proteeied by (e attorney-client privilege
and work product doctrine. Moreover, Louisville objects to this request w the extent that
it calls for the production of confidential business infarmation, trade secrets, or
commercially sensitive information of Louisville. Louisville further objocts on the
grounds that this request is unreasonubly cuomulative and duplicative as it sceks
documents previously requested. Subject 1o and in accordance with these objections and
the General Objections set forth above and incorporated by reference as though fully st
forth herein, Lowsville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, ifany exist.

22 Al DOCUMENTS coneerming or supporting the claim in pargraph 5 of the



Notice of Opposition that "when used on or in connection with {bourbon],"
APPLICANT'S MARK is likely "o couse confusion, to cuuse mistake, or to deceive”

CONSUMETs.

Response: Louisville's General Objections set forth above are incorparated by reference
as though fully set forth herein, Louisville objects to this document request on the ground
thal it seeks documents that are not relevant 1o o clnim or defense of any party in this
proceeding, and not reasonably caleulated 1o lead to the discovery of admissible evidence.
Louisville further objects to this request an the ground that it 18 overbroad. oppressive,
mnd unduly burdensome. Louisville also objects o this request 1o the extent that it secks
confidential commurications and/or nformation protecied by the attormey-clien privilege
and work produet dectrine. Morcover, Louisville uljects to this red]uest [0 the extent that
it ealls for the production of confidential business information, trade scorets, or
commercially sensitive information of Louisville. Lowisville further objects on the
grounds that this request is unressonably cumulative and duplicative as it secks
documents previously requested. Subjeet 1o and in sccordinee with these objections and
the General Objections set forth above and incorporated by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, ifany exist.

23, All DOCUMENTS conceming or supporting your claim in pargraph 7 of the

Notice of Opposition that Applicant's goods and Opposer's services are "clasely related



Response: Lomsville's General Ohjections set forth above are mcorporated by reference
as though mully sef forth herein. Lovisville objects 1o this docament reguest on the ground
that it seeks documents that are not relevant 1o a claim or defense of any party in this
proceeding, and pot reasonably caleulated 1o lead 1o the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbroad, oppressive.
and unduly burdensome, Louisville also objects 1o this request w the extent that i seeks
confidential commuimications and/or information protected by the sttormey-client privilege
and work product doctrine, Moreaver, Lovisville objects 1o this request to the extent that
it calls for the production of confidentisl business information, trade secrets, or
commercially sensitive information of Louisville Loulsville further objects on the
grounds that this request is unreasonghly cumulative and duplicative 15 it seeks
documents previowsly requested. Subject 1o and in accordance with these objections amd
the General Objections set forth above and incorporated by refererios ns thewsgh fully wet
fisrth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive to this request, il any exist,

24, All DOCUMENTS concerning or supporting vour elgim in paragraph 8 of the
Matice of Opposition that registration of APPLICANT'S MARK will "damage" YOU.

Response: Lowsville'’s General Ohjections set forth ohove are incorporated by réference
s though fully set furth herein. Louisville objects 1o this document reguest on the ground
that it seeks documents that are not relevant 1o a claim or defense of nny party in this

proceeding. and nist reasonably caleulated fo lead to the discovery of admissible evidence,

Bd
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Louisville further ohjects to this request on the ground that it is averhrosd, Oppressive,
and unduly burdensome. Louisville also objects to this request 1o the extent that it seeks:
confidentinl communications and‘or information protected by the attarney-client privilege
‘and work produet doctrine. Moreover, Loudsville objects to this request to the extent that
it calls for the production of confidentinl business information. trude secrets. ar
commercially sensitive informution of Louisville. Loulsville furiher ohjects on the
grounds that this reguest {5 unressonably cumulative and duplicative ns i1 seeks
documents previously requested. Subject 1o and in sceordarnce with these objections and
the Ceneral Objections sef forth above and incorporated by reference as though fully set
forth herein, Louisville responds us follows: Louisville will permil mspection and copving

of non-privileged documents and things responsive 1o this request, i any exist,

3. All DOCUMENTS concerning or constituting the "exclusive license” cluimed in

paragraph X of the Notice of Opposition.

Response: Lowsvilles General Objections set forth above ane incorporated by reference
&5 though fully set forth herein. Lowisville objects to this document request on the erowmd
that it secks documents that are not relevant to a claim or defense af any party in this
proceeding. and not reasonably ealowlated 1o lead to the discovery of adimissible evidence.
Louisville further objects to this request on the ground that it is overbroad. oppressive,
and unduly burdensome. Louisville also objects to this request to the extent that it secks
confidential communications andior information protected by the attorney-client privilege

and work product doctrine. Morcover, Louisville ohjects to this request 1o the extent that



it calls for the production of confidential business information, e secreis, or
commercially semsitive information of Louisville. Louisville further objects on the
grounds that this request 1s unreasonably cumulative and duplicative os it seeks
documents previously requesied, Subject to and in scoordance with these ohjections amd
the General Objections set forth above and incorporated by reférence as though fully set
Farth herein. Louisville responds as follows: Louisville will permit ispection and copying

of non-privileged documents and things responsive to this request, if any exisL

26, All DOCUMENTS concerning the guality conirol exercised by the Licensor of
registered mark no. 3,932,986 as pleaded in paragraph 2 of the Notice of Orpparsitinn

Response: Loutsville's General Objections set forth above are incorporated by reference
a8 though fully sei Torth berein. Lovisville objects 1o this document request on the ground
that it seeks documents that are not relevant 1o o elaim or defense of any party in this
proceeding, and nol rensonably caleulated to lead to the discovery of admissible evidence,
Louisville further objects to this request on the ground that it is overbroad, opprsssive,
and unduly burdensome. Louisville also objects (o this request becouse it is ambiguous
and unclear, in that it concems “quality control. .. us pleaded in paragraph 2 of the Notice
of Opposition”, and quality contral is not pleaded in the cited paragraph. Louvisville also
abjects 10 this request to the extent (hat it seeks confidential communieations and/or
information protected by the sttomey-client privilege and work produet doetrine.
Maoreaver, Louisville objects 1o this request to the extent that it calls for the production of

eonfidential business information, trade secrets, or commercially sensitive imformation of



Louisville. Louisville firther objeets on the grounds that this request is wnrcasonably
cumilative and duplicative as it seeks documents previously requested. Subject 1o-and in
accordance with these ohjections and the General Objections set forth above and
incorporated by reference as though fully set forth hereln, Lowisville responds as follows;
Louisville will not produce documents as the request concems a pleading which did nm

DL

27, All DOCUMENTS concerming any sction taken to enforee YOUR rights in each
of OPPOSER'S MARKS.

Response: Lousville's General Objections set forth shove are incorporated by reference
a5 though fully set forth herein. Louisville objects to this document request on the ground
that it seeks documents that are not relevant 1o a ¢laim or defense of any parly in this
proceeding, and not reasonably caleulsted 1o lead o the discovery of admissible evidence,
Louisville further objects 1o this nequest on the ground that it is overbroad, oppressive,
and unduly burdensome since it requests documents and things that are already publicly
available and thus easily obtainable by Wine Group. Louisville also objects to this FejLes]
1o the extent that it seeks confidential communications andior information pritected by
the attomey-client privilege and work product doctrine. Moreover, Lovdsville ohjects o
this request to the extent that it calls for the production of confidential business
information, trade seerels, or commercially sénsitive information of Louisville. Louisville
further objects on the grounds that this request is unressonably cumulative and duplicative

as it seeks documents previously requested. Subject to and in accordance with these



objections and the General Objections set forth above und incorporated by reference ns
though fully set forth herein, Louisville responds us follows: Louisville will perit
inspection und copying of non-privileged documents and things responsive to this request

that are pot already publicly availsbie, if amy exist.

28. Each DOCUMENT constituting an organization charl for OPPOSER.

Response: Louisville's Generl Objections set forth above are ingorporated by reference
a4 though fully set forth herein, Louisville ehjeets to this document request on the ground
that it secks docurnents that are not relevam to 4 claim or defense of any party i this
proceeding. and not reasonably cateulated to lead 1o the discovery of dmissible sidence.
Loutsville further objects 1 this request on the ground that it s overbroad. uppressive,
and unduly hurdensame. Louisville glso objecta to this request o the exienl thi i secks
confidentinl communications and/or information protected by the attorney-client privilege
and work product doctrine. Moreover, Louisville objects 1o this request to the extent that
it calls for the production of confidentinl business information, trade secrels, or
commercinlly sensitive information of Louisville. Louisville further objects on the
grounds that this request is unneasonably cunulative and duplicative as it seeks
documents previously requested  Subject 1o and in accordance with these objections and
the General Objections set forth abave and incorporated by reference s though fully set
forth herein, Louisville responds as follows: Lonisville will permiit inspection and copying

of non-privileged documents and things responsive 10 this requedt, if ooy exist,



29, DOCUMENTS sufficient 10 show each type ol service offered under
OPFPOSER'S MARKS,

Response: Louisville's General Objections set forth above are incorporated by reference
as though fully set forth herein. Louisville abjects to this document reguest on the groumd
that it seeks documents that are not relevant 1o a claim or defense of any party in this
proceeding, and not reasonably caleutated to lead & the discovery of admissible evidence.
Louisville firther objects to this request on the ground that it is overbroad, oppressive;
and unduly burdensome. Lowisville also objects to this request 1o the extent that it secks
confidential communieations and’or information protected by the attomey-client privilege
und work product doctrine. Moreover, Louisville objects to this request 1o the extent that
it calls for the production of confidentinl business mformation, frade seerets, or
commerginlly sensitive information of Lavisville. Louisville further ohjects on the
grounds that this request is unreasonably cumulative and duplicative as it secks
documents previously requested. Subject 10 and in actotdance with these objections and
the Uenernl Objections set forth shove and ineorporated by reference us though fully set
forth herein, Louisville responds as [ollows: Louisville will permiil inspection and copying

of non-privileged documents und things responsive 1o this request, il any exist.

30, Each DOCUMENT concerning or reflecting the use of the term "bourbon™ s or
a5 pan of a tmdemark.

Response: Louisville's General Objections set forth above are incorporated by reference



as though fully set forth herein. Lowisville objects to this document redquest on the groumd
thait it seeks documents that sre not relevant 1o a claim or defense ol ooy party in this
proceeding and not reasonably ealeulated to lend to the drscovery of admissihle evidence,
since it requests any document concerning the use of “hourbon™ in any trademark, and nat
Just Louisville's marks or Wine Group’s mark. Louisville furiher objects o this request
on the ground thet it is overbroad, oppressive. and unduly burdensome for the reasons
discussed above. Lowisville also objects to this request i tho extent that it seeks
confidentinl communications and/'or information protected by the attomey-chient privilege
ond work product doctrine. Moreover, Louisville ohjects o this request to the extent that
it calls for the production of confidential business information. trade secrets. or
commercially sensitive information of Louisville, Louisville Turther ahjects on the
grounds that this request is inressonably cumulative and duplicative as it secks
documents previously requested. Subject 10and in accordance with these ohjections and
the General Objections set forth above and incorporited by reference 1% though fully set
forth herein, Louisville responds as follows: Louisville will not produce documents

responsive o this request.

3. Each DOCUMENT concerning or constituting a leense by YOU of Registration
No 4178113,

Response: Louisville's General Objections set forth above are incorporated by reference
as though fully set forth herein. Lowisville objects to this document reguest on the groone

that it seeks documents that are not refevant 1o & claim or defense of any party in this



proceeding, and not reasonably caleutated to lesd 1o the distovery of admissible evidence,
Louisville further objects 1o this request on the ground that it is overbroad, nppressive,
and unduly burdensome. Louisville also objects to this réquest 1o the extent that it seeks
confidential communications and/or information protected by the attorneyv-client privilege
and work product doctrine. Moreover, Louisville abjects ro this request o the extent that
it calls for the production of confidentinl business information, rade seerets, or
commercially sensitive information of Louvisville. Lovisville further ohjects on the
grounds that this request is unreasonahly cumubative and duplicative us it secks
docurments previously requested, Subject 1o and in sccordance with these ohjections and
the General Objections et forth above and incorpasated by reference as though fully set
forth herein, Louisville responds as follows: Loujsville will permit inspection and copying

of non-privileged documents and things responsive to this request, it an ¥ exisl,

3. All DOCUMENTS constituting, reflecting or discussing communications between
YOU and the owner of registrtion no. 3.932.9864,

Response: Loulsville's Creneral Crhjectinns set forth shove are meorponted by reference
as though fully set forth herein. Loulsville objects to this document request on the ground
that it seeks documents that are not relevint 1o a claim or defense of any party in this
procecding and not reasomably caleulated 1o lead 1o the discovery of admissible evidencs,
since It requests communications belween Loisville and the Kentucky Distillers’
Association on any matter, and not just conceming Reg. niv; 3.932.986. Lonsteville farther

objects to this request on the ground that it is overbroad. oppressive. and unduly

£



burdensome for the reasons discussed shove, Louisville also objeets 1o this Teguest to the
extent that it seeks confidential communications and/or information protected by the
attomey-client privilege nnd work product doctrine. Moreover. Louisville objects to this
request to the extent that it calls for the produetion of confidential business information,
trade secrats, of commercinlly sensitive information of Louisville. Louisville further
objects un the grounds that this request i3 unreasonably cumulative and duplicative as it
secks documents previously requested. Subject 1o and in accordance with these obiections
and the Generul Objections set forth ahove and incorporated by reference as though fully
set forth herein, Louisville responds as follows: Lovisville will not produce documents

responsive 1o this reguest.

33, All DPOCUMENTS teflecting YOUR use of the mark set forth in registration no.

4. 178,113 om or in connection with the services stuted therein,

Response: Lowsville's General Objections set forth above are incorporated by reference
&% though fully set forth herein. Louisville objeets 1o this document request on the ground
that it seeks documents that are not relevant to o claim or defense of any party in this
proceeding, and not ressonably caleulated 1o lead 1o the discovery of admissible evidence,
Louisville further ohjects to this request on the ground that it is overbroad. oppressive,
and unduly burdensome. Lowisville nlso objects 1o this request to the extent that it seeks
confidential communications andior information protected by the attorney-client privilege
and work product doctrine. Moreover., Louisville objects 1o this request 1o the extent that

it calls for the production of confidentinl business information, trade secrets, or

il



commercially sensitive information of Louisville. Louisville further objects on the
grounds that this request is unreasonubly cumulutive and duplicative as it seeks
documents previously requested. Subject to and in sccordance with these objections and
the General Objections set forth above and meorporated by reference as though fally set
forth herein, Louisville responds ss follows: Lovisville will permit inspection and copying

of non-privileged documents nnd things responsive to this request, ifany exist,

M. All DOCUMENTS reflecting your plins 1o use the mark set forth in registration no.

4178, 113 as ol on or before July 7, 2011,

Response; Louisville's Genernl Objestions set forth above are incorporaied hy refapence
as though fully set forth herein. Lowisville ohjects to this decument request on the ground
that it seeks documents that are not relevant 1o & ¢laim or defense ol uny punty in this
procesiding, and not rensonably caleulated 1o lead 1o the discovery of admissible evidence.
Louisville further abjects 1 this réguest on the grownd that it is overbroad, oppressive,
and unduly burdensome. Lowisville also objects 1o this request to the extent that it secks
confidential communications and‘or information protected by the uttorney-client privitege
and work product doctrine, Moreover, Louisville objects to this request to the extent that
it ealls for the production of confidential business information, trade seeréts. of
commercially sensitive information of Touisville, Louisville further obiects on the
grounds that this request is unreasonably cumulative and duplicative as it seeks
documents previously requesied. Subject to and in sccordance with these objections and

the Genernl Objections sel forth above and Incorporated by reference as though fully set



torth herein, Louisville responds s follows: Louisville will permit inspection and copying

of non-privileged documents und things responsive to this request, if any exist:

35. Al DOCUMENTS reflecting your use of the mark st forth in registration no,

4,178,113 as of on or before October 20, 2011

Response: Louisville's General Objections set forth above are incorporated by reference
as though fully set forth herein, Louisville vhjects o this document request on the ground
that it seeks documents that are not relevant w o cleim or defense of any party in this
proceeding, and not reasonably caleulated to lead 10 he discovery of admissible evidence.
Lovisville further objects to this request on the ground that it is pverbroad, APPrESivee,
and unduly burdensome. Louisville also objects o this request o the extent that it seeks
confidentinl communications and/or information protected by the stormey-client privilege
and wark product doetrine, Moreaver, Louisville objects to this reguest i the exient thn
it calls for the production of confidential busisess information, trade secrets, or
commercially sensitive intirmation of Lowisville. Louisville further ohjects on the
grounds that this request is unreasomably cumulative and duplicative as it seeks
documents previously requested. Subjeet to and in sccordianee with these ohjections and
the General Objections set forth above and incorporated by reference s though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents und things responsive (o this request, if any exist.

36. All DOCUMENTS constiting, discussing or reflecting a Ticense of the mark sef
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forth in registration no. 4,178:113 1o the Kentucky Derby Museum,

Respanse: Loutsville's General Objections set forth abave are mearporated by reference
as though fully set forth herein. Loyisville dbjects to thie doeument request on the ground
that it seeks documents that are not relevant 1o & claim or defense of any party in this
proceeding, and not reasonably caleubted (o lead 1o the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbroad, oppressive;
and unduly burdensome, Louisville also.objects to this request to the extent that it seeks
confidential cotnmunications and/or information protected by the attomey-client privilege
and work product doctrine. Moreover, Louisville objects to this request to the extent that
it calls for the production of confidential business in formation, irade secrets, or
commercially sensitive information of Louisville, Louisville furiher objects on the
grounds that this request is unreasonobly cumulative and duplicative as it sooks
ducuments previously requested. Subject 10 and in accordance with these objections and
the General Objections set forth ahove and incorporated by reference as though fully sei
torth herein, Lovisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsivi 1o this reguest, if any exist

37, All DOCUMENTS reflecting communications with th Kentucky Derby Museum

regarding the wse of the mark set forth in registration no. 4,1 T8, 113,

Response: Lowsville's General Chjections set forth above are incorporated by reference
6s though fully set forth herein. Louisville objects to this document reguest on the ground

that it seeks documents that are not relevant 1o a claim or defense of any party in this

14



proceding, and not reasonably caloulated to lead 1o the discovery of admissible evidence.
Louvisville further objects 1o this request on the ground that it is overbroad, Uppressive,
and unduly burdensome. Louisville also objects to this request to the extent thit it seeks
confidential communications and/or information protected by the attorney-client privilepe
and work product doctrine. Moreover, Louisville objects 1o this request to the extent that
it ealls for the production of confidentiol busipess infortiimtion, rade secrets, or
commercially sensitive information of Lowlsville. |.onisville further objects on the
grounds that this request is unreasanzbly cumulative and duplicative as it seeks
documents previousty requesied, Subject 1o and in sccordince with these ohjections and
the General Objections set forth above and ineorporited by reference as though fully set
forth herein, Loulsville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responaive o this-request, if any exis.

38, All DOCUMENTS supporting YOUR Second Affirmative Defense,

Response: Louisville's General Objections set forth above are incorporated by reference
a8 though fully set forth berein, Louisville objects w this document request on the ground
that it seeks documents that are not relevant 1o a claim or defense of any party in this
proceading. and not ressonably caleulited 10 lead to the discovery of admissible evidence.
Louisville further dabjects 1o this request on the ground that it is overbroad, oppressive,
and unduly burdensome, Lowisville also obyests o this requiest to the extent that it secks
confidential communications and/or information protected by the attorney-client privilege

and work product doctrine. Moreover. Louisville objects 1o this request to.the extent that

i5



it calls far the production of confidential business information, trade seerels, or
commercially sensitive information of Loutsville. Louisville further uhijects on the
grounds that this request is unreasonably cumulative and duplicative as it secks
documents previously reguested. Subject 10 and in accordance with these ohjections and
the General Objections set forth ahove and inenrporated by reference as though fully set
forth herein, | owisville responds as follows: Lovisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, if any exist

4. All DOCUMENTS supporting YOUR caim in paragraph 2 of YOUR Second
Affirmative Defense that TWG "knew that |OPPOSER | was already using its
URBAN BOURBON and URBAN BOURBON TRAIL marks in commerce, since i
least us early as [TWO'S] application for the (BYURBAN mark on Septetber 24,

2012,

Response: Louisville's General Objectiony set forth ahove are incorporated by reference
as though fully set forth herein. Louisville objects to this document request on the ground
that it seeks documents that are not relevant to o claim or defense oF any party in this
proceeding. and not reasonably caleulnted o lead 1o the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbrond, oppressive,
and snduly burdensome. Louisville also objects 1o this reqoest to the extent that it seeks
confidential communications undior Information protected by the anomey-client privilege
and work product doctrine, Moreover, Louisville objects 1o this request 1o the extent that

It calls for the production of confidential business information, trade secrels, or

1Y



commercially sensitive information of Lovisville. Louisville further obijects on the
grounds that this request is unreasonably cumulative and duplicative as it secks
documents previously requested Subject to and in accordance with these objections and
the General Objections set forth above and meorporated by reference us though fully se
forth herein, Louisville responds s follows: Louisville will permit inspection and copving

of non-privileged documents und things responsive to this request, ifany exisc

20, All DOCUMENTS supporting YOUR claim in paragraph 3 of YOUR Second
Affirmative Defense thal TWG “knew that OPPOSER had already registered its
URBAN BOURBON TRAIL murk on March 15, 2011, sinee at least as early as Wine

Ciroup's application for the (B)URBAN mark on September 24, 2012."

Response: Touisville’s General Objections act forth above aie urporited by reference
as though fully set forth hersin. Loulsville objects to this document request on the ground
that it seeks documents that are not relevant to o claim or defense of any party in this
procecding. and not reasonably caleulsted 1o lead 1o the discovery of sdmissible evidence.
Louisville further objects to this request on the ground that it is overbroad, oppressive.
and unduly burdensome. |ouisville also objects (o this request 1o the extent that it secks
confidential communications snd/or infomution protecied by (he attorney-client privilege
and work product doctrine, Moreover, | ouisville obyects to this request 1o the extent tha
it calls for the production of confidentlsl business information. trade seerets. or
commercially sensitive information of Louisville, Louisville Rirther objects an the

grounds that this request is unressonably cumulative and duplicative as it seeks

T



documents previously requested. Subjeet to and in sccordance with these objections and
the General Objections set forth shove mnd meorporited by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, I any exist,

41, All DOCUMENTS supparting YOLUR claim in paragraph 4 of YOUR Second
Affirmitive Defiense that TWG “knew that [ O] had already registered its URBAN

BOURBON mark on July 24,2012, since at least s carly as Wine Group's spplication for

the (F)YURBAN mark on September 24, 2012."

Response: Lowisville's General Objections set forth above are incorporated by reference
as though fully set forth herein. Louisville ohiects 1o this document request on the ground
that it secks documents that are not fefevant 10 3 claim o7 defense ob any parly in this
proceeding, and not reasonably caleulated 1o lead 1o the discovery of admissible evidence,
Louisville further objects 10 this request on the ground that it is overbroad, Oppressive,
and unduly burdensome. Louisville also objects 1o this request tn the extent that it seeks
confidential communications and‘or information protected by the atlorney-client privilege
and wark product doctrine. Moreover, Louisville objects o this request to the extent that
it calls for the production of confidential business information, trade seérets. or
commercially sensitive information of Lowiaville. Louisville further objects o the
grounds that this request is unreasonably cumulative and duplicative as it secks

documents previously requested. Subject o and in accordance with these objections and

Lh



the General Objections set forth above end incorporated by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permil inspection and copying

af non-privileged documents and things responsive to this request, if any ::ii.

42. All DOCUMENTS supporting YOUR elam in paragraph 3 of YOUR Second

Affirmative Defense that TWG "knew that Louisville had already applied for registration
of its URBAN BOURBON EXPERIENCE mark on August 24, 2011, and that this
application had been allowed, sinee st lenst as carly as Wine Group's application for the

(BJURBAN mark on September 24, 2012,

Response: Louisville's General Ohjections set forth above are incorporated by reference
as though [ully set forth herein. Louisville objects to this document request on the ground
thist it seeks documents that are not relevant 104 cluim or defense of any party in this
proceeding, and not repsonubly caleulated 1o lead o the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbroad, oppressive.
and unduly burdensome. Louisville also ohjects (o this request to the extent that it seeke
confidential communications and/or information protected by the attorney-client privilege
and work product doctrine. Morzover, Louisville objects to this request to the extent that
it calls for the production of confidential business information, trade secrets, or
commercially sensiive information of Louisville. Louisville further ohjects on the
grounds that this request Is unressonably cumulative und duplicative as it seeks
documents previousty requested. Subject 1o and in accordance with these ahjections and

the General Objections set forth above and incorporated by reference as though fully sel

an



forth herein, Louisville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive to this request, il any exia,

43, All DOCUMENTS reflecting the "prejodice™ alleged in parageaph 7 of YOUR

Second AfMinmative Delense that was allegedly caused by TWG'S delay in petitioning 1o

cancel Registration Mo, 4,178,113

Response: Louisville's General Objections set forth abave are incorporated by reference
us though fully set forth herein. Lowdsville ubjects to this document request on the ground
that it secks documents that are noi relevant 1o a claim or delense of any party in this
proveeding, and not reasonably calewlated to lead fa the discovery of admissible evidence,
Louisville further objects to this request on the ground that it is overbroad, oppressive,
and unduly burdensome. Louisville also ohjects o ihis request to the extent that it secks
confidential communications and/or information prodected by the attomey-client privilege
and wark product doctrine. Moreaver, Louisville objeets to this request to the extent that
it calls for the production of confidential business information. trade secrels, or
commercially sensitive informmtion of Louisville. [onisville further objects on the
grounds that this request is ynressonably cumulative and duplicative us it seeks
documents previously requested. Subijeet 1o and in accordance with these abjections and
the Creneral Objections set forth sbove and incorporated by reference as though fully set
forth herein, Louisville responds s follows: Loulsville will permil inspection and copying

of non-privileged documents and things responsive to this request, ifany exisr
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44 All DOCTUMENTS supporting YOUR elaim that TWG'S claim is barred by the
doctrine of laches.

Response: Louisville's General Objections set forth shovee ans incorporated by reference
as though fully set forth herein. Louisville objects to this doeument regjuest on the ground
that it seeks documents (hat are not relevant 1o a claim or defense of @y party in this
proceoding, and not reasonably caleuluted 10 lead 1o the discovery of admissible evidence.
Louisville further objects to this request on the ground that it is overbrosd, oppressive,
and unduly burdensome. Loutsville also aijects o this request 1o the extent that it seeky
confidential communications and/or information protected by the attornes-client privilege
and wark product docirine. Moreover, Louisville objects to this reqiest to the extent that
it calls for the production of confidéntinl busiess infonmation. trade secrets, Gr
commercially sensitive information of Lovisville, Louisville furiher ohjects on the
grounds that this request s unreasonably cumulative and duplicative as it secks
documents previously requested. Subject 1o and in sccordance with these objections and
the General Objections set forth sbove and ineorporated by reference as though fully set
forth herein, Lovisville responds as follows: Louisville will permil inspection und copying

of tion-privileged docuntents and things responsive to this request, if any exist.

. AlDOCUMENTS supporting YOUR claim of “had faith™ alleged in paragraph 1
of YOUR Third Affirmative Defense,

Response: Louisville's General Objections set {orth above are mcorporated by reference
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as though fully set forth herein. Louisville objects 1o this document request on the ground
that it seeks documents that are not relevant to o claim or defense of any party in this
proceeding. and not reasonably ealculated to lead to the discovery of sdmissible evidence,
Louisville further objects to this request an the ground that it is overbroad, oppressive,
and unduly burdensome. Lonisville also ohjects to this request to the extent thal it seeks
confidential communications and/or information protected by the allomey-client privilege
and work product docfrine. Moreover. Louisville objects o this request to the extent that
it culls for the production of confidential business informution. trade Secrels, or
commercially sensitive informution of Loutsville. Louvisville further ahjects on the
grounds that this request is unreasonably cumulstive and duplieative as it secks
documents previously requested, Subject 10 and in sccordance with these abjections and
the Generat Objections set forth above and incorpotated by reference as though fully set
Forth herein, Louisville responds us follows: Lowisville will permit inspection and copying

of non-privileged documents and things responsive to this request, if mmy exisL

43, All DOCUMENTS supporting YOUR clain that TWG'S claim js barred by the
doctrine of unclean hands,

Response: Louisville's General Objections st [orth above are meorporsted by reference
as though fully set forth herein. Louisville objects to this document request om the pround
that it seeks documents thist are not rélevant 1o o cluim or defense of any party in this
proceeding, and not rensonahly calculated to lead to the discovery of admissible evidenie

l.ouigville further objeets 1o this request on the ground that it is overbroad, oppressive,



and unduly burdensome. Lowisville also abjects to this request to the extent that it seeks
confidential communications snd/or information protected by the attorney-client privilege
aml work product doctrine. Moreover, Loujsville objects to this request to the extent thu
it calls for the production of confidential business information, trade secrets, or
commercially sensitive information of Lomsville. Louisville further objects on the
grounds thar this request is unreasonably eumutitive and duplicative as it seeks
documents previously sequested. Subject to and in accordance with these ebjections and
the Giéneral Objections set forth ahove and meorporated by reference as though fully set
forth herein. Louisville responds as follows: Louisville will permit inspection snd copying

of non-privileged documents snd things responsive (o this request. ifany éxist,

46, All DOCUMENTS supporting YOUR -olaim in paragraph 3 of YOUR third
affirmative defense that "Wine Ciroup sought to benefit from Lowisville's advertising and

promotion of its URBAN BOURBON, URBAN BOURBON TRAIL. and URBAN
BOURBON EXPERIENCE muarks. in order to increase the appenl of the (BIURBAN

mirk for bourbon liguor ™

Response: Lowsville's General Ohjections set forth above are incorpotated by reference
as though fully set forth herein. Louisville objects to this docament request on the ground
that it secks docurments that are not relevant 1o a claim or defiense of uny party in this
proceeding. and not reasonably caloulated to lead to the discovery of admissible evidence:

Louisville further objects 1o this request on the ground that it fs overbroad, Oppressive,



and unduly burdensome. Leouisville also objects to this request to the extent that it seeks
confidential communications and/or information protected by the attormey-client privilege
and work product doctrine. Mareover, Louisville objects 1o this pequest to the extent thu

it calls for the production of confideniial business information, trade secrets, or
commercially sensitive informution of Lonisville. Lowsville further objects on the
grounds that this request is unreasonnbly comulutive and duplieative as it seeks

documents previously requested, Subject to and in accordince with these objections and
the General Objections set forth above and incorporated by referesce a3 though fully st
forth herein, Louisville responds s follows: Louisville will permit inspection and eopying

of non-privifeged documents and things responsive to this reguest, ifany exist.

47. All DOCLIMENTS supporting YOUR claim in paragraph 4 of YOUR third
affirmative defense that "Wine Group hus no knowledge that Louisville has never used
its URBAN BOLIRBON mark {or the specified services: no knowledge that Loaisville's
URBAN BOURBON mark was not in use af the time it filed the specimen of use; and

no knowledge that Louisville's URBAN BOURBON mark wis not in use at the time of

registration.”

Response: Louisville's General Chbjections set forth shove are mneorparated by reference
a3 though fully set forth herein. Lovisville objects 1o this docament request on the ground
that it secks documents that are nol relevant 1o a claim or defense of any party i this
proceeding, and not reasonably calculated to lead to the discovery of admissible evidence,

Louisville further objects to this request on the ground that it is overbroad, oppressive,
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anil unduly burdensome. Louisville also objects to this tequest to the extent thot it seeks
conlidentinl communications and/or information protecied by the attorney-client privilege
and work: product doctrine, Moreover, Louisyille ohjects to this request to the extent that
it calls for the production of confidential business information. trache secrels, or
commercially sensitive information of Louisville, Louisville further ohjects an the
grounds thar this request is unressonably cumulative and doplicative as it seaky
documents previously requested. Subject to and in accordance with these objections and
the General Objections set forth shove and imcorporated by reference as though fully set
forth herein, Louisville responds as follows: Louisville will permit inspection end copying

of non-privileged documents and thines responsive o this request. ifany exist,

48, All DOCUMENTS supporting YOUR oluim in paragraph 5 of YOUR third
affirmative defense that "Wine Group has no knowledge thut Loulsville did not have g

hena fice intention to use its TRBAN BOURBON mark s of the filing date."

Response: Lowisville's Genieral Ohjections set forth above are mcorporated by reference
as though fully set forth herein. Louisville objects w this document request on the groand
that it seeks documients that are not relevant to a elaim or defense of nny parly in this
proceeding. and nit reasonably caleylnted to lead to the discovery of admissible cvidence,
Lowsville further objeets w this request on the ground that it i overbroad, oppressive,
and unduly burdensome. Loulsville ulso objects 1o this request 1o the extent that it seeks
confidential communications nnd‘or infiermation protected by the attomey-client privilegs

and work product doctrine. Moreover, Lowisville ohjects 1o this request o the extent that
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it calls for the production of confidential businsss information, trde secrets, or
commercially sensitive information of Loujsville. Louisville further objects on the
grounds that this request is unreasonably cumulutive and duplicative a5 it secks
documents previously requested. Subject to and in accordance with these objections and
the General Objections set forth ahove and incorporated by reference as though fully set
forth herein. Lovisville respands as follows: Louisville will permit inspection @nd copying

of non-privileged documents and things responsive 1o this request, if EOY eX18L.

49. All DOCUMENTS supporting YOUR ¢laim in paragraph 6 of YOUR third
affirmative defense thut "Wine Group has no knowledge that Louisville did not exercise
quality control over the services in connection with licensing its URBAN BOURBON

mark.”

Response: Louisville's General Objectivns set forth ubove are ncorporated by reference
as though fully set forth heren. Loudsville abjects to this doctment redquest on the ground
that it seeks documents that ane not relevant 1o a ¢laim or defense of any party in this
proceeding, and ot reasonably caleulsted 1w lead 1o the discovery of admissible evidence.
Louisville further nbjects to this request on the ground that it is overbroad, oppressive,
and unduly burdensome. Louisville also objects 1o this request to the cxtont that it secks
confidential communications und/or information protected by the attomey-client privilege
snd work prstuet doetrine. Moreover, Louisville objects o this request to the extent that
it cadls for the production af eonfidential business information, trade secrets. or

commercially sensitive information of Louisville. Louisville further objects on the
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ereunds that this request s unreasonably cumulative and duplicative as jt seeks
documents previously requested. Subject 0 and in accordance with these objectivns and
the Crenernl Objections set forth above and ncorporated by reference as though fully set
forth herein, Loutsville responds s follows: Louisville will permit ingpection and copying

of non-privileged documents and things respansive 1o this request, il any exist

S0 AlDOCUMENTS supporting YOUR elaim in pardgraph 7 of YOUR third
aflirmative defense that "Wine Group made its counterelaim solely in an attempt to
pressure [OFPOSER | into dropping jes justified opposition to the (BLURBAN

application.”

Response: Louisville's General Objections set firth above are meorporated by reference
as though flly set forth herein, Lowioville uhjects to this docwnen request on the ground
thut it seeks documents that are not relevant to a claim or defense of any party in this
proceeding, and not reasomably caleulated 1o lead 1o the discovery of admissible evidence.
Louisville further objects o this request un the ground that it is overbroad. oppressive,
and unduly burdensome. Louisville also objects to this request o the extent that 1t seeks
confidential communications and/or information protected by the attorney-client privilege
and work product doctrine. Morsover, | onisville sbjeots to this request to the extent thae
it calls for the production of confidential Business information, rada secrets, of
commercially sensitive informution of Louisville. Louisville further ohjects on the
grounds that this-request is unressonably curmulative snd duplicative 4s it seeks

documents previousty requested. Subject 1o and in uecordance with these objections and
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the General Objections set forth above and incorporated by reference ns though fully ser
forth herein, Louisville responds as follows: Louisville will permit inspection and copving

of non-privileged documents and things responsive to this request, il any exis,

51, All DOCUMENTS supporting YOUR chaim in paragraph 8 of YOUR third
affirmative defense that “Wine Group has since exphicitly engaged in such pressure”

bomake YOU "drop[] its justified oppesition to the B{URBAN) application.”

Response: Lowisville’s General Objections set forth above are incorporated by reference
as though fully set forth herein. Louisville abjects to this document request on the ground
that it seeks documents that are not relevamt 1o .a cloim or defiense of any party in thic
privcecding. and noi reasonobly caleulared 1o lead 16 the diseovery of admissible evidence.
Louisville further objects 1o this request on the ground that it is overbooud, oppressive,
and unduly Purdensome. Louisville also objects 1o this reguest to the extent that it seeks
confidential communications and‘or information protected by the uttorney -client privilege
and work product doctrine. Moreover, Louisville objects to this request to the extent that
itealls for the production of confidential business information, trade secrets, or
commercially sensitive information of Louisville. Louisville further objects on the
grounds that this request is unreasonably cumulative and duplicative &s it secks
documents previcusly reguested. Subject 16 and in sccordance with these objections and
the General Objections set forh above and Ineorporated by reference as though fully set
forth herein, Lowsville responds as follows: Louisville will permit inspection and copying

of non-privileged documents and things responsive 1o this request, iFany exist.
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32, Al DOCUMENTS constituting or reflecting communications between YOU and
TWG regarding this proceeding excent thase hetween eounsel and the pleadings in the

s,

Response: Louisville's Genersl Objections set forth above are incorporated by refercnce
as though fully sei forth herein, Louisville objects to this dacument request on the ground
that it seeks documents that sre not relevant 1o a claim or defiense of any pany in this
proceeding, and not reasonably caleulsted to lead o the discovery of admissibie evidence.
Lovisville further objects 1o this request on the ground that it is overbroad, OppressIve.
and unduly burdensome. Lowisville alsa ohjects o this request to the extent thi jt seeks
confidential communications and/or information protected by the attomey-client privilege
and work product doctrine, Moreaver, Louisville objects to this request 10 the ettent that
it calls for the production of confidential business information, rade secrets, or
commercially sensitive nformation of Lonisville. Louisville further ohjects on the
grounds that this request is unreasomably cumulative and duplicative as it soeks
documents previously requesied. Subject 1o and in sccordance with (hese objections and
the General Objections set fonh sbove and incorporated by reference as though fully set
farth herein. Louisville responds as follows: Louisville will petmil ispection and copying

of non-privileged documetits and things responsive o this request, I any exist.

( :'i;E A, Galbreath
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Cialbrenth Law Offices. P.C.

2516 Chestrut Woods Ct,

Reisterstown, MD 21136-53523

TEL: 410-628-7770

FAX: 410-666-7274

FEMATE - jpalbreathial owisville- low.com

Atiomeys for Plaintift!Opposer

Certificate of Service: T certify that on the date below, the foregoing Responses to
Production Requests and referenced ammehments, if any., were depodited with the U S,
Postal Sérvice as first class mail inan efivelope addressed to:

PALIL W, REIDL

LAW OFFICE OF PAUL W. REIDL

241 EAGLE TRACE DRIVE, SECOND FLOOR
HALF MOON BAY, CA 94010

T4 June 20013
n A Calhreath
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EXHIBIT 6



To: Greater Lomsville Convention & Visitors ETC. (jealbreathizl palbreath-
law.com

Subject: U.S. TRADEMARK APPLICATION NO. 77747378 - URBAN BOURBON
TRAIL - L052909

Sent: 9/10/2009 6:48:57 PM
Sent As: ECOMI 17@USPTO.GOV

Attachments: Attachment - |
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: T 747378

MARK: URBAN BOURBON TRAIL

*TTT747378*



CORRESPONDENT ADDRESS:

JOHN A. GALBREATH RESPOND TO THIS ACTION:
GALBREATH LAW OFFICES, P.C. http://www.uspto.goviteas/c TEASpageD.htm
2516 CHESTNUT WOODS CT

REISTERSTOWN, MD 21136-5523 GENERAL TRADEMARK INFORMATION:

http://'www.nsplo.gov/main/irademarks.him

APPLICANT: Greater Louisville Convention
& Visitors ETC.

CORRESPONDENT'S REFERENCEDOCKET
NO:
LO52904
CORRESPONDENT E-MAIL ADDRESS:

jgalbreathi@galbreath-law.com

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECETVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUEMAILING DATE.

ISSUE/MAILING DATE: 9%/10/2009

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must respond timely and completely to the issue(s) below. 15 ULS.C. §1062(b); 37 C.F R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.

SECTION 2(d) REFUSAL — LIKELTHOOD OF CONFUSION — CLASS 21 AND 35

Remistration of the applied-for mark is refused because of a hkelihood of confusion with the mark in TT.5.
Registration No. 3087217 in connection with its Class 21 and 35 goods and services. Trademark Act
Section 2(d), 15 U.5.C. §1052(d); see TMEP §5§1207.01 ef seq. See the enclosed registration.

Trademark Act Section 2(d) bars registration of an apphed-for mark that so resembles a registered mark
that 1t is hkely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant. See 15 T.5.C. §1052(d). The courtin fn re E. I du
Pont de Nemours & Co., 476 F 24 1357, 177 USPQ 563 (C.C_P.A. 1973) listed the principal factors to be
considered when determining whether there is a likelihood of confusion under Section 2{d). See TMEP
§1207.01. However, nol all of the factors are necessanly relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record. [ re Majestic Distilling Co.,
JI5F3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see fn re E. I du Poni, 476 F 2d at 1361-
62, 177 USPQ) at 567.

Taking nto account the relevant du Powmd factors, a likelihood of confusion determination m this case
mvolves a two-part analysis. The marks are compared for similarities in their appearance, sound,
commotation and commercial impression. TMEP §51207.01, 1207.01(k). The goods and/or services are
compared to determine whether they are similar or commercially related or travel in the same trade



channels. See Herbko fnt'l, Inc. v. Kappa Books, Inc. , 308 F3d 1156, 1164-65, 64 USPQ2d 1375, 1380
(Fed. Cir. 2002); Han Beauty, Ine. v. Alberto-Culver Co., 236 F.3d 1333, 1336, 57 USPQ2d 1557, 1559
(Fed. Cir. 2001); TMEP §§1207.01, 1207.01(a)vi).

Regarding the issue of likelihood of confusion, all circumstances surrounding the sale of the poods andfor
services are considered. These circumstances include the marketing channels, the identity of the
prospective purchasers, and the degree of similarity between the marks and between the goods and/or
services. See Indus. Nucleonics Corp. v. Hinde, 475 F.2d 1197, 177 USPQ 386 (C.CP.A, 1973); TMEP
51207.01. In comparing the marks, similarity in any one of the elements of sound, appearance or meating
may be sufficient to find a likelihood of confusion. frr re White Swan Lid , B USPQ24d 1534, 1535 (TTAB
1988); In re Lamson (il Co., 6 USPQ2d 1041, 1043 (TTAB 1987); see TMEP §1207.01(b). In comparing
the poods and/or services, it is necessary to show that they are related in some manner. See On-line
Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086, 56 USPQ24d 1471, 1475 (Fed. Cir. 2000); TMEP
§1207.01(a)(v1).

Comparison of the Marks

In a likehhood of confusion determination, the marks are compared for simalanties in their appearance,
sound, meamng or connotation and commercial impression. fnre E I du Poni de Nemowrs & Co., 476
F.2d 1357, 1361, 177 USPQ) 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b). Similanty in any one of
these elements may be sufficient to find a likelihood of confusion. Jn re White Swan Lid., 8 USPQ2d
1534, 1535 (TTAB 1988); fn re Lamson Ol Co., 6 USPQ2d 1041, 1043 (TTAB 1987); yee TMEP
§1207.01(k).

Applicant seeks registration of “URBAN BOURBON TRAIL.®
The registered mark 15 “URBAN BOURBON.™

Marks may be confusmgly similar in appearance where there are similar terms or phrases or similar parts
of terms or phrases appeanng in both applicant’s and registrant’s mark.  See Crocker Nat T Bank v.
Canadian Imperial Bank of Commerce, 228 USP(Q) 689 (TTAB 1986), aff'd sub nom. Canadian Imperial
Bank af Commerce v. Wells Fargo Bank, Nat'l Ass'n | 811 F.2d 1490, 1 USPQ2d 1813 (Fed. Cir. 1987)
(COMMCASH and COMMUNICASHY, In re Phillips-Van Heusen Corp., 228 USP(Q) 949 (TTAB 1986)
(21 CLUB and *21™ CLUB (stylized)); In re Corming Glass Works, 229 USPQ 65 (TTAB 1985)
(CONFIRM and CONFIRMCELLSY);, In re Collegian Sporiswear fnc., 224 USPQ 174 (TTAB 1984)
{(COLLEGIAN OF CALIFORNIA and COLLEGIENNE); In re Pellerin Milnor Corp., 221 USP(Q) 558
(TTAB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 18% USPQ 424 (TTAB 1973)
(LUTEXAL and LUTEX); TMEP § 1207 00 (b){(ii){iti).

The mere addition of a term to a registered mark generally does not obviate the similanty between the
marks nor does it overcome a hkehhood of confusion under Trademark Act Section 2(d). See In re
Chatam Int'T Inc. , 380 F.3d 1340, 71 USPQ24d 1944 (Fed. Cir. 2004) (GASPAR'S ALE and JOSE
GASPAR GOLDY; Coca-Caola Bottling Co. v. Jos, E. Seagram & Sons, Inc., 526 F.2d 556, 188 USPQ) 105
(C.CP.A. 1975) (BENGAL and BENGAL LANCER); Lilly Pulitzer, Inc. v. Lilli Ann Corp., 376 F.2d
324, 153 USPQ 406 (C.C.P.A. 1967) (THE LILLY and LTILLT ANNY; fn re Ef Torifo Rests., Inc., 9
USPO2d 2002 (TTAB 1988) (MACHO and MACHO COMBOSY); In re Corming Glasy Works, 229 TISPO)
65 (TTAB 1985) (CONFIRM and CONFIRMCELLSY); fr re LS. Shoe Corp., 229 USPQ 707 (TTAB
1985) (CAREER IMAGE and CREST CAREER IMAGES); In re Riddle, 225 USP() 630 (TTAR 1985)
(ACCUTUNE and RICHARD PETTY'S ACCU TUNEY); fn re Cosvetic Labs., Tac., 202 TUSP() B42



(TTAB 1979) (HEAD START and HEAD START COSVETIC); TMEP §1207.01(b)iii).

Comparison of the Goods and Serviees

The goods and/or services of the parties need not be identical or directly competitive to find a hkelthood
of confusion. See Safefy-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480
(C.C.P.A. 1975); TMEP §1207.01(a)i). Rather, they need only be related in sorne manner, or the
condibons surrounding their marketmg are such that they would be encountered by the same purchasers
under circumstances that would give rise to the mistaken belief that the goods and/or services come from a
common source. Jn re Total Quality Group, Inc., 51 USPQ2d 1474, 1476 (TTAB 1999); TMEP
§1207.01(a)(i); see, e g, On-line Careline Inc. v. Am. Online Inc., 229 F_3d 1080, 1086-87, 56 TUSPOQ2d
1471, 1475-T6 (Fed. Cir. 2000); In re Martin's Famous Pastry Shoppe, Inc. | 748 F.2d 1565, 1566-68, 223
USPQ 1289, 1290 (Fed. Cir. 1984).

The applicant provides “Flasks; Shot glasses; Portable coolers; Insulated containers for beverage cans;
Coaster sets not of paper and not being of textile; Tasting glasses; Decanters; Paper plates and paper cups,
in Class 21; and Chamber of commerce services, namely, promoting business and tourism in the bourbon-
producing region of Kentucky, in Class 35."

The registrant provides “alcoholic beverages, namely bourbons and bourbon based beverages.”™

The apphcant’s goods and services in Classes 2] and 35 are related to, used in connection with and/or
promote the goods of the registrant.

Further, a visil to the applicant’s website supports relatedness of the goods and services. See aftachnenis.

Material obtamed from applicant’s websile is acceptable as competent evidence in examination and ex
parte proceedings. See In re NV, Organon, 79 USPQ24d 1639, 1642-43 (TTAB 2006); In re Promo Ink,
T8 UISPO2d 1301, 1302-03 (TTAB 2006); fn re A La Vieille Russie Inc., 60 USPQ2d 1895, 1898 (TTAB
2001); TBMP §1208.03; TMEP §710.01(b).

The fact that purchasers are sophisticated or knowledgeable in a particular field does not necessarily mean
that they are sophisticated or knowledgeable in the field of rademarks or immune from source confusion.
TMEP §1207.01{d){vii); see In re Decombe, 9 USPO2d 1812 (TTAB 1988); In re Pellerin Milnor Corp.,
221 USPQ 558 (TTAB 1983). Further, when the relevant consumer includes both professionals and the
general public, the standard of care for purchasing the poods 15 that of the least sophisticated purchaser.
Alfacell Corp. v. Anticancer, Inc., 71 USPQ2d 1301, 1306 (TTAB 2004).

The Trademark Act not only guards against the misimpression that the senior user is the source of the
junior user's poods and/or services, but it also protects against “reverse confusion,” that is the jumior user
15 the source of the senior user’s goods and/or services. [n re Shefl Oif Co., 992 F.2d 1204, 1208, 26
USPQ2d 1687, 1690 (Fed. Cir. 1993); Fisons Horficulture, Inc. v. Vigoro Indust., Inc., 30 F3d 466, 474-
75,31 USPQ2d 1592, 159798 (3d Cir. 1994); Banffl Lid v. Federated Dep’t Stores |, Inc,, 841 F.2d 486,
490-91, 6 USPQ2d 1187, 1190-91 (2d Cir. 1988).

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, bul to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer. See fn re Shell Oif Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).



Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01{d)(i); see Hewlet-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265,
62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes {Ohio), Inc., 837 F.2d 463, 464-65, 6
USPQ2d 1025, 1025 (Fed. Cir. 1988).

Accordingly, registration is refused pursuant to Trademark Act Section 2({d).

Applicant should also note the following additional refusal:

SECTION Z(e)(1) REFUSAL — MERELY DESCRIPTIVE — CLASS 16 AND 35

Repistration is refused because the applied-for mark merely describes a feature, charactenstic and/or
nature of the applicant’s goods and services. Trademark Act Section 2(e)1), 15 US.C. §1052(e)(1); see
TMEP §51209.01(b), 1209.03 ef seg.

A mark 18 merely descniptive if it describes an ingredient, quality, charactenistic, function, feature, purpose
or use of the specified goods andfor services. TMEP §1209.01(b); see In re Steelbutlding. com, 415 F.3d
1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Ghaday, 820 F 2d 1216, 1217-18, 3 USPQ2d
1009, 1010 (Fed. Cir. 1987).

The determination of whether a mark 15 merely descniptive is considered in relation to the identified goods
and/or services, not in the abstract. In re Abcor Dev. Corp., 588 F.2d 811, B14, 200 USPQ 215, 218
(C.C.P.A. 1978), TMEP §1209.01(b); see, eg., Inre Polp Int'l Inc. , 51 USP(Q24d 1061 (TTAB 199%)
(finding DOC in DOC-CONTROL would be understood to refer to the “documents™ managed by
applicant’s software, not “doctor™ as shown in dictionary definition); [n re Digital Research Inc., 4
USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS merely descriptive of “computer
programs recorded on disk™ where relevant trade used the denomination “concurrent™ as a descriptor of a
particular type of operating system). “Whether consumers could guess what the product is from
consideration of the mark alone is not the 1est.™ In re Am. Greetings Corp., 226 USP(Q 365, 366 (TTAB
1985).

Applicant seeks registration of “URBAN BOURBON TRAIL" for “Posters; Cookbooks; Travel books,
m Class 16; and Chamber of commerce services, namely, promoting business and tourism in the bourbon-
producing region of Kentucky, in Class 35."

The word * urban”™ is relevantly defined as: relating 10 or belonging to a city.

The word “ bourbon™ is relevantly defined as: a type of whiskey distilled mainly in the United States
from a fermented mixture of hot water and graon mash containing at least 51 percent com. [Mid-1%9th
century. After Bourbon County, Kentucky].

The word * trail” is relevantly defined as: a route planned or followed for a particular purpose.
Further, a visit to the applicant’s website supports the merely descnptive finding. See attachments.

“A mark may be merely descriptive even if it does not descnibe the “full scope and extent’ of the
applicant’s goods or services.” In re Oppedahl & Larson LLP, 3T3F.3d 1171, 1173, 71 USPQ24d 1370,
1371 (Fed. Cir. 2004) (citing Jm re Digl-A-Mattress Operating Corp., 240 F.3d 1341, 1346, 57 USPOQ2d
1807, 1812 (Fed. Cir. 2001))x; TMEP §1209.01(b). Tt is enough if the term describes only one significant
function, attribute or property. fn re Oppedahl, 373 F3d at 1173, 71 USPQ2d at 1371; TMEP



§1209.01(b).

The fact that an applicant may be the first and only wser of a merely descriptive designation is not
dispositive on the issue of descniptiveness where, as here, the evidence shows that the word or term is
merely descriptive. See In re Sun Microsystems, Inc., 59 USPQ2d 1084, 1087 (TTAD 2001); In re Acuson,
225 USPOQ 790, 792 (TTAB 1985); TMEP §1209.03(c),

The proposed mark “ URBAN BOURBON TRAIL" is merely descriptive of a feature, characteristic
and/or nature of the applicant™s goods and services. Accordingly, the mark is refused registration under
section 2{e)1).

Informalities

Although the examiming attorney has refused registration, the applicant may respond to the refusal to
register by submitting evidence and arguments in support of registration. If the applicant chooses to
respond to the refusal to register, the applicant must also respond 1o the following informalites:

Disclaimer Required

Applicant must disclaim the descriptive wording *“bourbon™ apart from the mark as shown, for
International Class 21, because the applied-for goods are specifically for use with bourbon/liquor. See 15
U.S.C. §1056(a); TMEP §§1213, 1213.03(a). See previcusly attached definition and primtous from the
applicant s website .

The following is the accepted standard format for a disclarmer:

Mo claim i3 made to the exclusive right to use “BOURBONT apart from the mark as shown in connection
with the goods in International Class 21.

TMEP §1213.08(a)).

The Office can require an apphicant to disclaim an unregistrable part of a mark consisting of particular
wording, symbols, numbers, design elements or combinations thereof. 15 US.C. §1056(a). Under
Trademark Act Section 2(e), the Office can refuse registration of an entire mark if the entire mark 15
merely descriptive, deceptively misdescriptive, or primarily geographically descnptive of the goods. 15
U.5.C. §1052(e). Thus, the Office may require an apphicant to disclaim a portion of a mark that, when
used in connection with the goods or services, is merely descriptive, deceptively misdescriptive, primarily
geographically descriptive, or otherwise unregistrable (e.g., genenic). See TMEP §§1213, 1213.03.

A disclaimer does not physically remove the disclaimed matter from the mark, but rather is a written
statement that applicant does not claim exclusive nghts to the disclaimed wording and/or design separate
and apart from the mark as shown in the drawing. TMEP §51213, 1213.10.

The following cases further explain the disclaimer requirement: Dena Corp. v. Belvedere Int'l Inc ., 950
F.2d 15535, 21 USPQ2d 1047 (Fed. Cir. 1991); In re Brown-Forman Corp., 81 USPQ2d 1284 (TTAB
2006); In re Kraft, Inc., 218 USPQ 571 (TTAB 1983).

Failure to comply with a disclaimer requirement can result in a refusal to register the entire mark. TMEP
§1213.01(b).



Claimed Prior Registrations Not Pertinent
Applicant’s claim of ownership of ULS. Regstration Nos. 3474128 and 3477274 will not be printed on

any registration that may issue from this application because the marks are different. Only prior
regstrations of the same or similar marks are considered related registrabions for purposes of an ownership
claim, See 37 CF.R. §2.36; TMEP §812.

/RLF/

Ronald L. Fairbanks
Trademark Attomey
Law Office 117
(571) 2729405

RESPOND TO THIS ACTION: Applicant should file a response to this Office action onling using the
form at hitp:/'www. uspto. govitess/eTEA SpageD) . him, waiting 48-72 hours if applicant received
notification of the Office action via e-mail. For fechmical assistance with the form, please e-mail
TEASE usplo.gov. For questions about the Office action itsell], please contact the assigned examining
attorney. Do not respond to this OfMice action by e-mail; the USPTO does not accept e-mailed

respOnses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response. Please use the following address: Commussioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once évery six months from the mitial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at huip:/farr.usplo.gov. When conducting an online status check, print and mmntain a copy of the
complete TARR screen. 1f the status of your application has not changed for more than six months, please
contact the assigned examimng attorney.




Print: Aug 30, 2008 TR471873

DESIGN MARK

Berial Number
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Status
REGISTERED

Word Mark
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Standard Chavacter Mark

Yag

Redgisirablon KNumber
J087217

Daie Reqgistered
2006 05/02

Type of Mark
TRADEMHARE

Regisler
PRINCI FAL

Mark Drawing Code
(41 sTANDERED CHALARCTER MARK

Owhner
Diagea Australia Limlted CORPORATION AUSTRALIR 4 Distillsre Flaca
Huntingwood AUSTRALIA HEW Z148
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Foreign Filing Date
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Foreign Registration Number
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Print: Aug 31, 2008 76311728

Berial Number
fe21lves

Status
BECTION S=mCCEFTED

Word Mark
EENTUCKY BOURBON 'TREATL

Standard Chavacter Mark
Mo

Redgisirablon KNumber
2584115

Daie Reqgistared
200zs06/148

Type of Mark
HERVICE MARE

Regisler
SUPPFLEMENTAL

Mark Drawing Code
(3] DESIGH EBLUs WORDs, LETTEHE SWDSOLR HUMBERS

Owiner
Eentucky Distillsre® Associaticon GORPORATION MEMTUCHTY 114 wWast Main
gtrest Sprimgfield EENTUCKY 40083

Goods/Services

Claga Statusg -- ACIIVE. IC 93bh. Us 1040 101 102, & & 5@ assoolation
services, namely, prometing the interests of ths Hentueky bourken
induatey. Flest Uaes: 1899/08¢F%5. Flrat Use In Comrerce: 1999405425,

GoodsiServices

Clam= Btatus -- ACTIVE. IC O41. D3 190 1901 197. G & 8 providing
quided- toura of bourbon distllleries. Flirst User 1999/0K725. First
Uge Tn Commerce: 1535705725,

Disclaimer Staterment
MO CLATM IS MADE T0 THE EACLIISIVE REIGHT TO USE "HBOURBON" AFART PROM
THE MARK A2 SHOWH.

Description of Mark

HEENTUCEY EBEOURECH TRAILY 1in double bordared rectangle box with ¥
EEHTUCKY™ in white lettaring an red backgrsund apd Y BOURBON TRAILY in
bBlazk lattsiing on whits background.

“1-
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Filing Dale
2001/06/14

Amended Register Date
el 0 B O e

Examining Attorney
ELEAJON, THOMAS

dttormey of Record

Julim Ann Goegocy



BOURBON TRAIL




Print: Aug 31, 2008 77470380

Berial Number
Fr4FOA 0

Status
REGISTERED

Word Mark
EENTUCKY BOURBON 'TREATL

Standard Chavacter Mark
Yar

Redgisirabion KNumber
1556604

Dale Reqgistered
200us01 /08

Type of Mark
HERVICE MARE

Regisler
PRINCI FAL

Mark Drawing Code
(41 sTANDERED CHALARCTER MARK

Owiner
Eantucky Distillsre' Association NON-PRCEFIT CORPORATION EERTUCEY 302
ghelbky Streset Franktort HEENTUCKY 40601

Goods/Sarvices

Claga Statusg -- ACIIVE. I< 93k, Us 100 141 102, & & 5: assecolatlion

services, namely, prometing the interests of ths Hentueky bourken
induatey. Flest Uaes: 1899/08¢F%5. Flrat Use In Comrerce: 1999405425,

GoodsiServices

Clam= Btatus -- ACTIVE. IC O41. D3 190 1901 197. G & 8 providing
quided- toura of bourbon distllleries. Flirst User 1999/0K725. First
Uge Tn Commerce: 1535705725,

Prior Registration{s}
2584119

Disclaimer Staternent
MO CTLAIM IS MADE 79 THE EXCLUSIVE RISHT TO USE "EENTUZKY BOURBON™
APRRT FROM THE MARE AB SHORHN.

Bection 2f Staternent

“1-
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Z|F] ENTIRE MARK

Filing Date
200054409

Examining A

SHARFER; BAMUEL E.

of Record
Julia hnn Sragocy

77470380



KENTUCKY BOURBON TRAIL



To: Greater Lomsville Convention & Visitors ETC. (jgalbreathia galbreath-

law.com

Subject: US. TRADEMAREK APPLICATION NO. 77747378 - URBAN BOURBON
TRAIL - LO52909

Sent: 910/2009 6:49:01 PM

Sent As: ECOMI117@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 77747378) has been reviewed. The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO™) has written a letter (an “Office action™) on 9/10/2009 to which you
must respond (unless the Office letter specifically states that no response is required).
Please follow these steps:

1. Read the Office letter by clicking orl this link
hitp: /'importal. uspio.gov/external/portal tow 7DD A=Y &serial number=TT747178& doc_tvpe=DOAL

OR go to hitp://tmportal.uspto.goviexternal/portaltow and enter your serial number to access the
Office letter. If you have difficulty accessing the Office letter, contact TDR@ uspio.pov.

FLEASE NOTE: The Office letter may nol be immediately available but will be viewable within 24
howrs of this e-mail notihcation,

2. Contact the examining attomey who reviewed your application if you have any questions about the
content of the Office letter (contact information appears at the end thereof).

3. Respond within 6 months, calculated from 9/10/2009 (or sooner if specified in the QOffice letter), using
the Trademark Electronic Application System (TEAS) Response to Office Action form. If you have
difficulty using TEAS, contact TEAS@uspto.gov.

ALERT:

Failure to file any required response by the applicable deadline will result in the ABANDONMENT
(loss) of your application.

Do NOT hit “Reply™ to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.
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Response to Office Action

The table below presents the data as entered.

SERIAL
R TTT47378

LAW OFFICE
ASSIGNED

MARK SECTION (no change)
ARGUMENT(S)
Please see the actual argument text attached within the Evidence section.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)

LAW OFFICE 117

m“.,“[ﬁ""“" evi 7410312090-181722426 . T7747378-URBAN BOURBON TRAIL mark-Office

CONVERTED
FDF FILE(S) WITCRS\EXPORT I 'IMAGEQUTI INTTB1 INTTI81 1I5PLM2Copy\TTT4TITEVN\ROAG

{4 pages)

WITCRS\EXPORT | 'IMAGEOUTI IVTTNR] INTTI81 ISP MICopy\ TTTATITEVNROAG
WITCRS\EXPORT | 'IMAGEOUTI IVTTNR] INTTI81 ISP MICopy\ TTTATITEVNROAG
WITCRS\EXPORT | N'IMAGEOUTI IWVTTNE] NTTI81 ISP MICopy\ TTT4TITEVNROAG

DESCRIFTION

OF EVIDENCE | Argument

FILE

SIGNATURE SECTION

RESPONSE

SIGNATURE {John A. Galbreath/

SIGNATORY'S

NAME John A. Galbreath

mi SRR Attorney of record, MD bar member

DATE SIGNED 03/1072010

AUTHORIZED
SIGNATORY | 1ES




FILING INFORMATION SECTION
SUBMIT DATE : Wed Mar 10 18:20:06 EST 2010

USPTO/ROA-T4.103.120.90-2
01003 10182006265 193-TT747

TEAS STAMP 378-4602a40c%66 1 0524a9dd
fal 77 1d0e ] [7-N/A-N/A-2010
0310181 722426530

Response to Office Action
To the Commissioner for Trademarks:

Apphication senal no. 77747378 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Please see the actual argument text attached within the Evidence section.

EVIDENCE

Ewvidence in the nature of Argument has been attached.

Original PDF file:

evi_T410312090-1817224236 . TTT47378-URBAN BOURBON_TRAITL mark-Office Actionpdf
Converted PDF file(s) (4 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

SIGNATURE(S)

Response Signature

Signature: John A. Galbreath/ Date: 03/10/2010
Signatory's Name: John A. Galbreath

Signatory's Position: Attorney of record, MD bar member

The signatory has confirmed that he/she 15 an attomey who is a member in good standing of the bar of the
highest court of a TS, state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she 15 currently the applicant’s altorney or an associate thereof; and to
the best of lisher knowledge, if pnor to lnsher appointment another U.S. attormey or a Canadian
attormey/agent not currently associated with histher company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the TTSPTO; (2) the TTSPTO has granted the request of the prior representative o



withdraw; (1) the applicant has filed a power of attorney appointing himvher in this matter; or (4) the
applicant’s appointed TS, attorney or Canadian attomey/agent has filed a power of attomey appointing
him/her as an associate attomey in this matter.

Senal Number: 77747378

Internet Transmission Date: Wed Mar 10 18:20:06 EST 2010
TEAS Stamp: USPTO/ROA-T74.103.120.90-201003 1018200626
S193-777473TR4600ad0c9e061 0524a%dfal 77

1d0e ] I7T-N/A-N/A-201003 10181 722426530



In the United States Patent and Trademark Office

Seriol Number; 77747378

Filing Dare: 20 Moy 20059

Applicamt{s): Greater Lowsville Convention & Visitors Burean
Mark: URHAN BOURBON TRAITL

Examunmp Attormey: Farbanks, Romald Lo~ Law Office 117

Commmsstoner for Trademarks
PO Box 1451
Alesandrg, VA I23[3-145]

Dhear Sir

Ihis responds to the Office Action dated September [, 2009, which contains a Section 2{d)
redisnl do regiter the meck for Classes 21 and 35, 3 Section (e 1} refusal to register the mark
for certain goods i Cliss 16 aod services i Class 35, and o discloimer requirement fim Chase 21
Applicant requests that 15 mark be gramted regstmatvn. m view of the améendments and
argurmets dscussed below

I. DISCLAIMER
Applwant accepis the disclammer regquiremment, and stpdes that no obum s moede te the exclusive

right o wse “BOUTRBONT apart from the imark as shown i connection with the goods i
Internateonal Class 21

IT. SECTION 3d) REFUSAL - LTRELTHOCHY OF CONFUSION

It imapoatemt 10 recognize ot the outset that "likelibood of confusion™ is @ serm of art which
menns The probabhty of conlisen, not merely the possabaliny of confison. See, eg, Soars,



Rochnck & Co. v, AN Sraves Life fns. Co, 240 F2d 161, 168 (5th Cir), cers, denied, 355 115
Ao {1937, s remerally Corier Weellgoe Dee, v Prociee & Caimie, O, 434 F 2d 704 St Cir,
1979y, Moreover, i is also mportomt te eonsider that Get thoy probable confisson regquires o
finding of probable confusion of a substantial number of ressonable buyers as to the source or
conncction of the sellers whose products or services are at issue. See, e, Motorode, e, v
creirfieh Eleerronics, Toe, 317 F2d 391 (CCP A 19631 Actordingly, a findmg of likelthood of
eon s st mol be made Gehily, bur instend mosg be supported by oomgorsus conssderation of
nll elements of the marks and therr respectnve goods/services,

Applicant subynits that s URBAN BOURBON TRAIL ks dissumilar moappesiance, sound,
connebsion. aod commersal unpression. First, of maest be neted that moevaluating stmlarsty, the
two marks nmst be compared n ther entwety. fr re Notiona! Darg Corp., 753 F.2d 1056, 1055,
224 USSP 749, 75051 (Fed. Co. 1985). Thus Appleant”™s mark cannod be compared only w the
UREBAN BOURBON portion of registered mank 308TX17, [nstead. the TRAIL portion of
Applwant’s mork 1mest also be fully consedered. This latter portion carmes signifcant visval and
puditory weight. Moreover, the TRAIL portion suggests pseries of locatsons connected by a
cortmmon Thremd or elément, ond this ends o significontly different commstution amd eommereianl
impression Lo Applicant’s mark than just URBAN BOUEDBON abone.

Applicant subnuts that its Class 16 pnd 35 poods are different than those of registered mark
AET2T. Forexample, ihe following Class 16 goods of Applicant — portable coolers, msulated
contaers for beverage cans, couster sets pol of paper smd oot being of textile, and paper cups -
te mok necessarily sssosisted with the bourbon and bourbon-based beverages of registered mark
3087217, Portable coolers are used for a wede variety of foods and beverages; beverage can

wresm mbors ane fof wsed to contnin bourbon as ths ligquor does nol come in cans; eoaster sels ore
vised o protect surfsces from o wide varery of Tiguids, and paper cups are ol vpically used
serve bowbon, Ceramly, paper plates are oot commeted wath bewrbon or bowrbon-based
heverages inany way.

Indieed, the Appheant’s goods discussed above are no more commected with bourbon and
houtbon=hosed bevernpes than ure mony other poods, 10 paper plites can be soud 10 be related 10
bourban. then why not forks, knives; spoons, and other tableware?!

LB



Regarding Applicant’s Class 35 services, there are many different services that are within the
seope of promotmg business and tourism, and sanply becawse o particular buisiness or wuris
pitroction is loeuted o the bourbon-prodiscing regron of Kentucky does net mean that the
business or tourst aftraction 15 connected with bourbon. Sawd another way, Applicant’s services
are pot detined gs promoting the bowerbent busiess and borebon Woursm

For all the nbove repsons, confiisxon 15 unlikely with respect 1o these Clazs 2 |1 goods and Class 33
sErvIces.

ML SECTION el BEFUSAL - MERELY DESCRIPTIVE

Reparding the Class 16 goods ced — posters. cookbooks, and travel books: the mark UTRBAN
BOLTREBOM TEAILL, considered b fiv eniivety, does oo desersbe s sigmifreant fiseton, armebure,
or propeny of these goods, Sl poother sy, s unbikely that the publie, exposed 1o ihe mork
URBAN BOURBON TRAIL and the goods posters. cookbooks. and trovel books, would
unmediately percetve that the mark describes these goods.

Somibarky. the mark URBAN BOURBON TRAIL, considered in fis enfively. does not desenbe o

sigmificant functaom, anrbite, or property of the Class 33 services. Agam, it 15 unhkely that the

public, exposed o the mack URBAN BOURBON TEAIL and the busioess amd wouresm services,
wollld immedistely perceive that the mack describes these services.

In summy, & pogk is o1 sverely desenptive of goods or sepviees sumply beesuse some connection -
hirsweser Lenuous — ¢an be drawn o precemesl fashon between o smgle element of the mark
and the poods or services. Instead. the mark st be corsidered in #s enteety, and the
connection between the mork as a whole and the goods or services nmist be sirong pnd
signifwant,

CONCLUSION

Fosr all oof the above reasons, Applicontsubmids dhat its mark. o5 amended, is entitled 1o
regtistrinten, and respectfilly reguests such setion

Respect tully,



‘John A. Galbreath!

John A, Galbreuth

Cialbweath Lavw Offices, P.C.

2516 Chestu Woods Cout
Beisterstown, MD 21136

Tel (410 628-F770

Email: jgalbreathirgalbreath-law. com
Attormey of Record



