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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Jason Head

Granted to Date
of previous
extension

12/22/2012

Address P.O. Box 70
Cape Charles, VA 23310
UNITED STATES

Correspondence
information

Jason Head
Attorney of Record
Vision Legal, PLC
One Columbus Center Suite 600
Virginia Beach, VA 23462
UNITED STATES
jason@visionlegalfirm.com Phone:757-270-4458

Applicant Information

Application No 79105772 Publication date 10/23/2012

Opposition Filing
Date

12/21/2012 Opposition
Period Ends

12/22/2012

International
Registration No.

1098432 International
Registration Date

09/29/2011

Applicant Nicoventures Limited
1 Water Street London WC2R 3LA

UNITED KINGDOM

Goods/Services Affected by Opposition

Class 005.
All goods and services in the class are opposed, namely: Pharmaceutical preparations for human
use, namely, transdermal patches, medicated lozenges and pharmaceutical preparations in
microtablet form; all containing nicotine

Class 010.
All goods and services in the class are opposed, namely: Medical devices for human use, namely,
mouth sprays, nasal sprays and inhalators; all containing nicotine

Class 030.
All goods and services in the class are opposed, namely: Chewing gum

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

http://estta.uspto.gov


Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4048868 Application Date 04/05/2011

Registration Date 11/01/2011 Foreign Priority
Date

NONE

Word Mark NICO VENTURES

Design Mark

Description of
Mark

NONE

Goods/Services Class 044. First use: First Use: 2005/10/20 First Use In Commerce: 2008/08/15
Health care consulting services

Attachments 85286222#TMSN.jpeg ( 1 page )( bytes )
Nico Ventures, LLC Opposition to Serial 79105772.pdf ( 8 pages )(1910361
bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jason Head/

Name Jason Head

Date 12/21/2012



 
 

In the United States Patent and Trademark Office  

 of the Assistant Commissioner for Trademarks 

 

________________________________________ 

In re Application of:    ) 

Nicoventures Limited     )  

Serial No.: 79105772    )  

Filed: December 20, 2012   ) Attorney: Jason Head 

Mark: NICOVENTURES   ) 

____________________________________) 

 

Assistant Commissioner for Trademarks 

2900 Crystal Drive 

Arlington, VA 22202-3513 

 
Nico Ventures, LLC) 
 v. 
Nicoventures Limited 
 
 

NOTICE OF OPPOSITION  
 

 Nico Ventures, LLC; as protestor, a Virginia Limited Liability 

Company, located at P.O. Box 70, Cape Charles, Virginia 23310) 

 

The above-identified protestor believes that it will be damaged by registration of the 

mark shown above in the identified application, and thereby opposes the same.

 

The grounds for opposition are as follows:  

 

Registration of the applied for mark should be refused because of a likelihood 

of confusion with the mark in U.S. Registration No. 4048868. Trademark Act Section 

2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq. 

 

Trademark Act Section 2(d) bars registration of an applied for mark that so resembles a 

registered mark that it is likely that a potential consumer would be confused or mistaken or 

deceived as to the source of the goods and/or services of the applicant and registrant.  See 15 

U.S.C. §1052(d).  The court in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 

563 (C.C.P.A. 1973) listed the principal factors to be considered when determining whether there 

is a likelihood of confusion under Section 2(d).  See TMEP §1207.01.  However, not all the factors 

are necessarily relevant or of equal weight, and any one factor may be dominant in a given case, 

depending upon the evidence of record.  Citigroup Inc. v. Capital City Bank Grp., Inc., ___ F.3d 

___, 98 USPQ2d 1253, 1260 (Fed. Cir. 2011); In re Majestic Distilling Co., 315 F.3d 1311, 1315, 

65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont, 476 F.2d at 1361-62, 177 USPQ 

at 567. 

 

In this case, the following factors are the most relevant:  similarity of the marks, similarity 

of the goods/services, and similarity of trade channels of the goods/services.  See In re Dakin’s 

Miniatures Inc., 59 USPQ2d 1593 (TTAB 1999); TMEP §§1207.01 et seq. 

 

 

 



 

Comparison of Marks 

  

In a likelihood of confusion determination, the marks are compared for similarities in their 

appearance, sound, meaning or connotation, and commercial impression.  In re E. I. du Pont de 

Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b)-

(b)(v).  Similarity in any one of these elements may be sufficient to find the marks confusingly 

similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty 

Prof’ls, Inc., 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b). 

  

Here, the proposed mark is “NICOVENTURES”.  The registrant’s mark is “NICO 

VENTURES”.  The marks share the same lettering, sounds, appearance and wording and differ 

only with one space between the word NICO and the word VENTURE.  The mere deletion of 

wording or a space from a registered mark may not be sufficient to overcome a likelihood of 

confusion.  See In re Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257 (Fed. Cir. 2010); In re 

Optica Int’l, 196 USPQ 775, 778 (TTAB 1977); TMEP §1207.01(b)(ii)-(iii).  The applicant’s 

mark does not reach the sufficiency necessary to overcoming the likelihood of confusion with the 

registrant’s mark.  The applicant’s mark does not create a distinct commercial impression because 

it contains the same common wording, appearance and connotation as registrant’s mark, and there 

is no other wording to distinguish it from registrant’s mark.   

 

The Applicant attempts to draw a distinction in their mark from the registrant’s mark, 

based on the connotation of how the marks were developed.  The registrant’s mark derived from 

the founder of the registrant company’s last name, while the applicant’s mark is a shorten name for 

nicotine.  The one aspect that the applicant fails to address in their response is how a reasonable 

consumer will be able to make these distinctions, since this is not part of the registrant’s marketing 

efforts.  Also the test offered by the applicant is a two-part test, where the marketing efforts of the 

similar marks must be assessed.  The registrant never promotes in any marketing efforts, how the 

name of the company was derived from the founder’s last name.  Therefore, it would be 

impossible for the reasonable consumer to make this distinction that the applicant offers, due to 

this knowledge on how the marks were developed not readily available to the general public.  

  

Comparison of the Goods/Services & Trade Channels 

  

The goods and/or services of the parties need not be identical or directly competitive to 

find a likelihood of confusion.  See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 

1404, 186 USPQ 476, 480 (C.C.P.A. 1975); TMEP §1207.01(a)(i).  Rather, it is sufficient to show 

that because of the conditions surrounding their marketing, or because they are otherwise related 

in some manner, the goods and/or services would be encountered by the same consumers under 

circumstances such that offering the goods and/or services under confusingly similar marks would 

lead to the mistaken belief that they come from, or are in some way associated with, the same 

source.  In re Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010); see In re Martin’s Famous 

Pastry Shoppe, Inc., 748 F.2d 1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984); TMEP 

§1207.01(a)(i). 

  

In the instant case, the proposed goods/services are as follows: 

  

Class 5: “Pharmaceutical preparations for human use, namely, transdermal patches, 

medicated lozenges and pharmaceutical preparations in microtablet form; all containing 

nicotine”. 



 

Class 10: “Medical devices for human use, namely, mouth sprays, nasal sprays and 

inhalators; all containing nicotine". 

Class 30: “Chewing gum” 

The registrant’s goods/services are as follows: 

  

Class 44: “Health care consulting services”.  

 

The undersigned has attached the registrant’s website, which demonstrates that the 

registrant provides services on various health care needs, including consultations on combatting 

the addiction of cigarettes and other nicotine products.  Consequently, the registrant’s services are 

identified broadly enough to include the applicant’s more specific recitation, namely goods that 

contain nicotine. In a likelihood of confusion analysis, the comparison of the parties’ goods and/or 

services is based on the goods and/or services as they are identified in the application and 

registration, without limitations or restrictions that are not reflected therein.  In re Dakin’s 

Miniatures, Inc., 59 USPQ2d 1593, 1595 (TTAB 1999); see Hewlett-Packard Co. v. Packard 

Press Inc., 281 F.3d 1261, 1267-68, 62 USPQ2d 1001, 1004-05 (Fed. Cir. 2002); In re Thor Tech, 

Inc., 90 USPQ2d 1634, 1638-39 (TTAB 2009); TMEP §1207.01(a)(iii). Additionally, unrestricted 

and broad identifications are presumed to encompass all services of the type described.  See In re 

Jump Designs, 80 USPQ2d 1370, 1374 (TTAB 2006); In re Linkvest S.A., 24 USPQ2d 1716, 1716 

(TTAB 1992).  

  

  In this case, the identification set forth in the registrant’s mark has no restrictions as to 

nature, type, channels of trade, or classes of purchasers.  Therefore, it is presumed that these 

services travel in all normal channels of trade, and are available to the same class of purchasers as 

applicant’s purchasers.  Specifically, registrant’s health care consulting services, to the health care 

purchasing consumers, which are the same consumers of nicotine alternatives to cigarettes to boost 

the public health.  The applicant’s own website offers this public health concern as one of the 

reasons to choose its products to purchase.  The registrant even has with its website store, the 

products of nicotine solution to assist customers combatting smoking and nicotine withdrawal.  

This web store also has two lines of natural health chewing gum for stress and healthy gums and 

teeth.  These products are in direct competition with the applicant’s mark. 

 

Based upon the similarities between the marks and the services, consumer confusion is 

likely, and therefore the applicant’s mark should not be permitted by the USPTO.   

 

 

  

By _________________________  Date__12/20/2012_______________  

Attorney for Protestor 
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