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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

X
GOYA FOODS, INC. : Opposition No.: 91208141
Opposer,
V.
Mark: CASERA
MARQUEZ BROTHERS INTERNATIONAL, : Ser. No. 85430918
INC. :
Applicant.
X

OPPOSER’S REPLY TO APPLICANT’S RESPONSE TO
OPPOSER’S MOTION TO STRIKE APPLICANT’S FIRST AND SECOND
AFFIRMATIVE DEFENSES SET FORTH IN APPLICANT’S AMENDED
ANSWER TO THE NOTICE OF OPPOSITION

Goya has moved the Board to evaluate the sufficiency of Applicant’s First and
Second Affirmative Defenses, and to strike them accordingly. In its response, Applicant
maintains its defenses are proper. However, the facts set forth in Applicant’s Amended
Answer are inept and incompetent to legally or factually support its alleged defenses.

In this Board’s prior decision herein dated June 14, 2013, the Board stated:

... waiver and estoppel are not time dependent defenses, but
instead turn on the conduct of plaintiff. See Lincoln Logs Ltd. v.
Lincoln Pre-Cut Log Homes Inc., 23 USPQ2d 1701 (Fed. Cir.
1992)(*“The elements of equitable estoppel are (1) misleading
conduct, which may include not only statements and action but
silence and inaction, leading another to reasonably infer that rights
will not be asserted against it; (2) reliance upon this conduct; and (3)
due to this reliance, material prejudice if the delayed assertion of
such rights is permitted.”)(emphasis added).

A full review of applicant’s pleading does not uncover any facts
which, if proven, would support these claims.

Applicant does not allege that opposer engaged in any conduct,
or failed to act when required, which led applicant in filing the



subject application to rely on opposer’s conduct as indicating its
intention not to assert its rights.

None of the Applicant’s newly alleged facts support a claim that Opposer engaged
in misleading conduct. In fact, Applicant’s alleged facts are unclear as to what
misleading conduct allegedly occurred unless Applicant is merely referring to its
ownership of registrations which the Board has previously stated are inapposite to the
equitable defenses alleged by Applicant.

None of the Applicant’s newly alleged facts support a claim that Applicant relied'
on any assurances by Goya. In fact, Applicant’s alleged facts are silent on what such
assurances could have or may have been unless, again, Applicant is merely referring to its
ownership of registrations which the Board has previously stated are inapposite to the
equitable defenses alleged by Applicant.

The Applicant has simply alleged (1) ownership of two registrations for goods
other than the goods in the application in issue, (2) that Goya took no action against those
registrations, and (3) that Goya may have had prior knowledge of those registrations
and/or use of the same on the goods recited in those registrations.

The Board, in its prior Decision stated that “[w]here, as in the present case, the
goods in the subject application are not substantially similar to the goods claimed in the
prior registration, neither Morehouse nor the narrow circumstances for use of laches
applies.” As such, Applicant’s alleged reliance on Goya’s alleged knowledge of
Applicant’s other registrations or its use of the same on other goods is irrelevant,

incompetent and incapable of resulting in an estoppel. Further in that regard, see, for

! Certainly Applicant cannot be alleging reliance on Goya’s mention of Applicant’s registrations in a third
party summary judgment motion that was filed by Goya over a year after Applicant filed the application in
issue herein.



example, Jansen Enterprises Inc. v. Rind, 85 USPQ2d 1104, 1116 (TTAB 2007)
(respondent’s expansion into new product lines excused petitioner’s delay in filing
cancellation; laches defense unavailable).

Goya also points out an inconsistency or contradiction in Applicant’s response
brief. On the one hand, Applicant states on page 3 of its response that “[t]he outcome of
the third-party opposition proceeding [that Applicant refers to in its Answer] is not
important to this case (i.e., Goya’s successful opposition to the mark LA CASERA for
tortillas — Opp. No. 91198986). In the very next paragraph of its response, Applicant
states that in filing its application, it had been “led to believe, by the conduct of Opposer

toward Applicant’s marks and other third-party marks®” that use of Applicant’s mark,

CASERA for the goods listed in the application in issue herein, would not be
objectionable to Goya.
Any such belief or reliance is incompetent and unreasonable. For the reasons set

forth in Goya’s motion proper the herein, Goya’s motion to strike should be granted.

Dated: August 13,2013 Respectfully submitted for Opposer,
GOYA FOODS, INC.

/John M. Rannells/
By:

John M. Rannells

BAKER & RANNELLS, P.A.
575 Route 28, Suite 102
Raritan, NJ 08869

(908) 722-5640
jmr@br-tmlaw.com

% Nor could Applicant be relying on Goya Foods, Inc. v. Casual Dining, Inc., Opp. No. 91167686 (TTAB
7/17/07) regarding Ser. No. 78546211 regarding CASARITAS for restaurant services; or Goya Foods, Inc.
v. Ole Mexican Foods, Inc., Opp. No. 91208004 (TTAB 2/11/13) regarding LA BANDERITA LA
CASERITA for tortillas and tostadas; as Goya was successful in both oppositions.
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