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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

x
GOYA FOODS,INC. : OppositionNo.: 91208141

Opposer,
V.

Mark: CASERA
MARQUEZ BROTHERSINTERNATIONAL, : Ser.No. 85430918
INC.

Applicant.

x

MOTION TO STRIKE APPLICANT FIRST AND SECONDAFFIRMATIVE
DEFENSESSET FORTHIN APPLICANT’S AMENDED ANSWERTO NOTICE

OF OPPOSITION

Opposer,GOYA FOODS, INC. (“Opposer”) herebymovesto strike Applicant’s

First and Secondaffirmative defensesas plead in its AmendedAnswer to the Notice of

Opposition.

This motion is timely madewithin the time prescribedin Fed. R. Civ. P. 12(f).

SeealsoTMBP §506.02.

Granting this motion will be helpful in narrowing and limiting issues in this

proceeding,therebyalso serving as a guide in conductingdiscovery. As stated in 2A

MooresFederalPracticeparagraph12.21[3]:

Although courts are reluctant to grant motions to strike,
where a defenseis legally insufficient, the motion should
be granted in order to save the parties unnecessary
expenditurein time andmoneyin preparingfor trial.

This is the Applicant’s second stab at what are essentially two of the same

affirmative defensespreviously stricken by the Board. The only difference is that

Applicant has added some facts, none of which could possibly arise to a level of
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reasonablerelianceand noneof which legally or factually supportthe defensesalleged.

They fail for manyof the samereasonspreviouslyset forth by the Board in its decision

datedJune14, 2013. Accordingly, Opposerfiles the instantmotion to strike.

Applicant’s First and SecondAffirmative Defensesrely upon the sameset of

allegedfactsandarediscussedtogetherbelow.

APPLIcANT’s FIRST AND SECONDAFFIRMATIVE DEFENSESSHOULD BE STRICKEN

Applicant’s First Affinnative defenseis “acquiescence,”statedby Applicant at

paragraph1 as: “Opposerhasacquiescedto Applicant’s useof themark in issue.”

Applicant’s SecondAffirmative defenseis “estoppel,” stated by Applicant at

paragraph2 as: “Opposeris estoppedfrom assertingany claims againstApplicant arising

out or mattersallegedin theNotice of Opposition.”

The factsallegedby Applicant in supportof its defensesmaybe summarizedas:

1. Applicant owns Reg. No. 1934691 for the mark CASERO

for “cheese” (the “691” registration)and owns Reg. No. 3720632

for the mark CASERA for “cheese and dairy products”andfor

“flour, corn flout, and instant corn flour mix” (the “632

registration”);

2. Opposer took no action against the ‘691 or ‘632

registrations;

3. Opposer at some time had knowledge of the above

registrationsand allegedly knew of Applicant’s use of the above

markson the abovegoods;and
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4. Opposerhad previouslymadementionof the ‘691 and the

‘632 registrationswithin a list of other third party registrationsin a

motion for summaryjudgment filed by Opposerin an unrelated

third party proceeding(solely for purposesof showing, in general,

the Englishtranslationof the terms“casera”and/or“casero”by third

parties).

Evenif all the abovefactswereprovenat trial, theywould not supportapplication

of the equitabledefensesallegedby Applicant.

Applicant then goes on to simply parrot the verbiage required to allege the

defensesin issue,namely:

1. The abovefacts evidencethat Oposerengagedin misleading
conduct;

2. The allegedmisleadingconduct(whateverit mayhavebeen)
lead Applicant to reasonablyinfer that Opposer’srights would not
be assertedagainstApplicant’s currentapplication;

3. Applicant relied on suchassurances(it being unstatedwhat
“assurances”Applicant is referringto); and

4. Applicant will be materially prejudiced if the delayed
assertionof Opposer’srights is permitted.

Noneof the actualfacts allegedby Applicant could in anyway reasonablybe said

to supportthe defensesalleged.

RegardingApplicant’s ownershipof the ‘691 registrationandthe ‘632 registration

(both of which werepreviouslyallegedat paragraph5 of Applicant’s original affirmative

defensesand both of which were, in part, the subjectof Opposer’soriginal motion to

strike), the Boardruled in its June14tuj Decisionat pp. 8-9:

[A] lachesdefensein an oppositionproceedingmay be
based upon opposer’s failure to object to an applicant’s
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earlier registration of substantially the same mark for
substantiallythe samegoods. [citing case]

However, applicant’s laches defense, for the same
reasonsas its alludedto Morehousedefense,would not apply
in this circumstance. Where, as in the present case, the
goodsin the subjectapplicationare not substantiallysimilar
to the goods claimed in the prior registration, neither
Morehousenor the narrow circumstancesfor use of laches
applies. [citing case]”

Accordingly, the registrations cited by Applicant, insofar as Applicant is

attempting to rely upon the same for purposesof its alleged equitable affirmative

defenses,are irrelevant.

Regardingthe third party oppositionproceedingreferredto by Applicant,

Applicant allegesa truly novelbasisfor its allegeddefense.Applicant correctlyalleges

that Opposerfiled OppositionNo. 91198986againsta third party application,namely

againstSer.No. 77924022for themark LA CASERA for “tortillas.” (App’s Amended

Pleading,p. 4 subsectionvii). Applicant fails to includethe fact that Opposerwas

successful,thatjudgmentwasenteredagainstsaidapplicant,the oppositionsustainedand

registrationto saidapplicantwasrefused. SeeExhibit 1 annexedhereto.

WhatApplicant further fails to mentionis that the third partythereinhadasserted

counterclaimsin saidproceeding,that Opposerfiled a motion for summaryjudgnient

(i.e., the onereferredto by Applicantherein)on saidcounterclaims,that the applicantin

responsewithdrew its counterclaims,andthat the counterclaimswereaccordingly

dismissedwith prejudice. SeeExhibit 2 annexedhereto. In the abovereferencedmotion

for summaryjudgmentOpposerreferredto the two registrationsownedby Applicant

herein(in a list amongstotherthird partymarks)solely to showhow the term “casera(o)”

is translatedby othersfrom Spanishto English. Thesearethe sameregistrations(i.e., the
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‘691 registrationandthe ‘632 registration)that the Boardhasalreadystated:“Where, as

in the presentcase,the goodsin the subjectapplicationarenot substantiallysimilar to the

goodsclaimedin the prior registration,neitherMorehotisenor the narrowcircumstances

for useof lachesapplies. [citing case].”

Somehow,Applicant reasonsthat Opposer’sreferenceto the ‘691 and ‘632

registrationsin a successfuloppositionto an unrelatedthird partyapplicationconstitutes

an act of acquiescencemagicallyrunningto Applicant, which Applicant somehow

allegedlyrelied uponin filing thecurrentapplicationandwhich requiresapplicationof

the doctrineof estoppel.This is so far-fetchedas to bedevoidof reason.

Further,it is highly improbablethat Applicant accessedtheTTAB databasefor

saidopposition,found andreadthroughOpposer’smotion for summaryjudgment,and

happenedto noticementionof the ‘691 registrationandthe ‘632 registration(which are

neverthelessirrelevantto the presentissue)in a list of third party registrationson the

issueof Englishtranslation,andsomehowrelied uponsuchmentionas an affirmative act

of Opposerconstitutingacquiescenceand estoppelas appliedto the applicationin issue

in this proceeding.

As the Board statedin its June14t1 Decision,it is a rule “that the defensesof

laches,acquiescenceor estoppelaregenerallynot availablein an oppositionproceeding.”

SeeBarbara’sBakeiyInc. V. Landesman,82 USPQ2d1283, 1292 n.14 (TTAB 2007).

And, as statedat p. 11 of theprior Decision:

Applicant does not allege that opposer engagedin any
conduct, or failed to act when required, which led applicant in
filing the subject application to rely on opposer’s conduct as
indicatingits intentionnot to assertits rights.
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Any reasonablereviewof Applicant’s pleadingdoesnot uncoverany factswhich,

if proven,would supportits allegedaffirrriative defenses.Thereis nothingin the facts

allegedby Applicant that could reasonablyhaveput Applicant on noticethat Opposerdid

not intend to assertits rights againstthe applicationin issuein this proceeding.Because

Applicant’s defenseslack any reasonablesupporttheymustbe stricken.

CONCLUSION

Upon motion, or upon its own initiative, the Board may order stricken from a

pleadingany insufficient defense.SeeFed. R. Civ. P. 12(f). WHEREFORE,in view of

thematerialspresentedherein,Opposerpraysits motionbe grantedin all respects.

Dated:July 18, 2013 Respectfullysubmittedfor Opposer,

GOYA FOODS,INC.

/JohnM. Rannells/
By:

__________________

JohnM. Rannells
Attorney for Opposer
BAKER & RANNELLS, P.A.
575 Route28, Suite 102
Raritan,NJ 08869
(908) 722-5640
jmr@br-tmlaw.corn
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CERTIFICATEOF SERVICE

I herebycertify that a copyof the foregoingMOTION TO STRIKE wassentto

the attorneysfor Applicant this 18th dayof July, 2013 via first classmail, postage

prepaid,to the following address:

GregoryOwen
OWEN, WICKERSHAM & ERICKSON,P.C.

455 Market Street,19th Floor
SanFrancisco,California 94105

/JohnM. Rannells/
Dated:July 18, 2013

______________________

JohnM. Rannells
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IN THE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

x
GOYA FOODS,INC. : OppositionNo.: 91208141

Opposer,
V.

Mark: CASERA
MARQUEZ BROTHERSINTERNATIONAL, : Ser.No. 85430918
INC.

Applicant.

x

MOTION TO STRIKE APPLICANT FIRST AND SECONDAFFIRMATIVE DEFENSES
SET FORTHIN APPLICANT’S AMENDED ANSWERTO NOTICE OF OPPOSITION

EXhIBIT 1



OppositionNo. 91198986

UNITED STATES PATENT AND TRADEMARK OFFICE
TrademarkTrial andAppealBoard
P.O. Box 1451
Alexandria,VA 22313-1451

nmt Mailed: May 22, 2012

Opposition No. 91198986

Goya Foods, Inc.

V.

Ole Mexican Foods, Inc.

On May 19, 2012, applicant filed an abandonmentof its

application Serial No. 77924022 under TrademarkRule 2.68.

However, the applicablerule is TrademarkRule 2.135,

which provides that if, in an inter partesproceeding, the

applicant files an abandonmentwithout the written consentof

every adverseparty to the proceeding, judgment shall be

enteredagainst the applicant.

Accordingly, becauseopposerTswritten consent to the

abandonmentis not of record, judgment is hereby entered

against applicant, the opposition is sustainedand

registrationto applicant is refused.

Additionally, while the opposition remains sustained,

applicant is allowed July 21, 2012 to inform the Board how

it wishes to proceedwith respectto the counterclaim,



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORETHE TRADEMARK TRIAL AND APPEAL BOARD

x
GOYA FOODS,TNC. : OppositionNo.: 91208141

Opposer,
V.

Mark: CASERA
MARQUEZ BROTHERSINTERNATIONAL, : Ser.No. 85430918
INC.

Applicant.

x

MOTION TO STRIKE APPLICANT FIRST AND SECONDAFFIRMATIVE DEFENSES
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UNITED STATES PATENT AND TRADEMARK OFFICE
TrademarkTrial andAppeal Board
P.O. Box 1451
Alexandria,VA 22313-1451

vw/jk Mailed: February 21, 2013

OppositionNo. 91198986

Goya Foods, Inc.

V.

Ole Mexican Foods, Inc.

On January29, 2013, applicant/counterclaimplaintiff

filed a withdrawal of its counterclaims.

Inasmuchas opposer/counterclaimdefendant’swritten

consent to the withdrawal is not of record, and the

withdrawal of the counterclaimswas filed after answer

thereto, the counterclaimsare dismissedwith prejudice.

In view thereof, opposer/counterclaimdefendant’s

December11, 2012 motion for summary judgment, and December

27, 2012 notice of service, are moot and will be given no

further consideration.

By theTrademarkTrial
andAppealBoard


