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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

)Opposition No.:  91-208,003Parent)

RED BULL GMBH, ) 91-214,448Child)
)
Opposer/Counterclaim Registrant ) Serial Nos.: 85/400,933, 85/400,941, 85/400,955
V. ) 85/406,652and 85/400,948
)
) Trademarks:
MICHAEL F. BALL, ) +RED DETOX ELIXIR  (#85/400,933)

) +REDDREAM ELIXIR (#85/400,941)
Applicant/Counterclaim Petitioner) +RED SUN REPAIR ELIXIR (#85/400,955)
) +RED RESCUE ELIXIR (#85/406,652)
) +RED POWER ELIXIR (#85/400,948)

OPPOSER’S MOTION TO DISMISS THE GROUND OF MERE DESCRIPTIVENESS
IN APPLICANT'S COUNTERCLAIM, AND STRIKE APPLICANT'S FIRST
AFFIRMATIVE DEFENSE IN APPLICANT'S ANSWER

Pursuant to the Federal Rules of Civib&dure (“FRCP”) Rule 12(b)(6) and TBMP §
503, Opposer/Counterclaim Registrant, Red EBathbH (“Red Bull”), moves the Trademark
Trial and Appeal Board (“Board”) to dismisgplicant/Counterclaim Petitioner’'s (“Applicant”)
claim of mere descriptivenegsund in 1 31-39, 41 of its Answer and Affirmative Defenses to
Amended Notice of Opposition and Countaii for Cancellation of U.S. Reg. No. 3,939,863
As discussed in detail below, {1 31-38 ofpApant’'s Counterclaim are irrelevant and highly
prejudicial, and should be stken. Without these paragraph&pplicant’'s ground of mere

descriptiveness is ¢ally insufficient and should bdismissed in its entirey.

! Hereinafter, “Applicant’s Answer” refers to {{ 1-23ldApplicant’'s Counterclaim” refers to { 24-42 of the
Answer and Affirmative Defenses to Amended Notic®pposition and Counterclaim for Cancellation of U.S.

Reg. No. 3-939,863.

2 Although Red Bull is not moving to dismiss the claim of abandonment, this is not to be taken as conceding this
false claim. Red Bull maintains its emphatic disagreement with the claim of abandonment — a matter which will
properly be taken up during discovery and trial.



Further, Red Bull moves to strike Applicafirst affirmative defense found in 22 of
the Applicant’s Answer, as it is an impermissilgiollateral attack on the validity of Red Bull's
registration.
ARGUMENT

“A motion to dismiss for failure to state aach upon which relief can be granted is a test
solely of the legal sufficiency of a complainPétréleos Mexicanog. Intermix S.A.97 USPQ2d
1403 (TTAB 2010);Fair Indigo LLC v. Style Conscienc&85 USPQ2d 1536, 1538 (TTAB
2007); TBMP 8503.02. Under the Trademark Rules precedent, a complaint must include a
short and plain statement of a claim, the elements of the claim, and enough factual support to
show that the pleader is efed to relief and to give thdefendant fainotice. Bell Atlantic
Corp. v. Twombly550 U.S. 544, 570 (2007air Indigo LLC, 85 USPQ2d at 1538 (elements of
each claim should be stated concisely and directly, and include enough detail to give the
defendant fair notice)McDonnell Douglas Corp. v. National Data Cor228 USPQ 45, 48
(TTAB 1985) (petitioner's Trademark Act 8 2(&p U.S.C. § 1052(a) allegations were merely
conclusory and unsupportdry factual averments)Ashcroft v. Igbal 556 U.S. 662, (2009),
quoting Twombly550 U.S. at 570; 37 C.F.R. §2.104(a); MB 8309.03(a)(2); Fed. R. Civ. P.
8(a)(2). To survive a motion to dismiss, a complaint must state more than bare conclusory
allegations, such that the facts in the complaietsufficient enough to make any claim within it
plausible on its facelwombly 550 U.S. at 570; TBMP 8503.02a¢h and every allegation must
be supported by at leastmodicum of detaildd. Such details are necessary not only to give the
defendant fair notice of the basis of each claim,dism to show the Board that a right to relief
exists assuming all such facts arkgations are taken to be trueee Fair Indigo LLC85
USPQ2d at 1538; TBMP 8309.03(a)(2) (“A pleadsigpuld include enough detail to give the

defendant fair notice of the basis for each claim”).



The “detail” provided by Applicant in relatn to its claim of mere descriptiveness —
found in 9 31-38 of Applicant’'s Counterclaim — is entirely insufficient, irrelevant and
prejudicial references to one of Red Bull's pendapplications not in issue in this proceeding;
as such it is matter that should be strickefvithout this “detail”, Applicant’s claim of mere
descriptiveness does not meet the minimal pleading standards, but rather constitutes, at best,
merely a formulaic recitation of the causeaofions’ elements. As the courts have held,

While a complaint attacked by a Rule A¥6) motion to dismiss does not need

detailed factual allegationg plaintiff’'s obligations to provide the “grounds” of

his “entitle[ment] to relief” require more than labels and conclusion, and a

formulaic recitation of a cause of action’s elements will not dBactual

allegationsmust be enough to raise a right tbaeabove the sgculative level on

the assumption that all the complaint’s allegations are true.

Twombly 550 U.S. at 545 (emphasis added). Herehaut the highly irrelevat material in 1
31-38, Applicant’s Counterclaim prmles no relevant details @acts whatsoever upon which the
ground of mere descriptiveness is based. BecAppécant has failed to plead a factual basis
for its claim of descriptiveness the counterclaim, this ground lisgally insufficent to raise a
right to relief, and should be dismissed.

Further, Red Bull moves to strike Appli¢ganfirst affirmative defense in Applicant’s
Answer, as it is an improper collatemttack on Red Bull's RED Registratibthat is more
properly dealt with in a counterclaim.

A. Applicant's Claim of Mere Descriptiveness in the Counterclaim is Based
Entirely on Irrelevant “Facts” and Th erefore Does Not State a Claim Upon
Which Relief Can be Granted.

Under 8§ 2(e) of the Trademark Act, 18S.C. § 1052(e), a partcan claim that a

defendant’s mark, when used on or in connectidh the goods or services of the defendant, is

3 Applicant’s first affirmative defense merely mentions Red Bull's “alleged RED mark” and does not indicate to
which specific mark Applicant is referring. Red Bull asgs, however, that Applicant is referring to the RED
Registration, as Red Bull defined, in the Amended Notice of Opposition, its U.S. régistaid common law

rights collectively as the RED and RED BULL Marks. &i\pplicant does nialarify or refer to the collective

marks, Red Bull can only assume that Applicant is referring to the only RED mark that was listed singly — the RED
Registration.



merely descriptive and therefore not entitledetgistration. TBMP 8§ 309.08). As stated above,
however, bald allegations withowdufficient facts to estabhsthe elements necessary for
recovery do not provide sufficiemotice to the defendant and amgermissible, as they fail to
state a claim upon which relief can be grantddDonnell Douglas Corp.228 USPQ at 47.
Here, Applicant attempts to inme facts to support its claim ofere descriptiveness, however,
each and every one of Applicantfacts” is entirely irrelevant tahe matter at hand — referring
solely to a separate, pending apgifion not involved in this piceeding — and should be stricken
as such. Without these “facts”, plcant’s claim of meralescriptiveness is legally insufficient,
fails to state a claim upon which reledn be granted, and should be dismissed.

Applicant’s mere descriptiveness claifound in 11 31-39 of Applicant’s Counterclaim,
and referred to again in gging in § 41, is as follows:

Upon information and belief, Opposer/Readent is also the owner of U.S.

Trademark Application No. 85/438,268RED, filed on October 3, 2011, based

on use since August 29, 2011, for “energy kkjrsoft drinks; hypertonic drinks.”

Applicant’s Answer/Counterclaim § 31.

On October 3, 2011, Opposer/Respondent submitted as a specimen of use

supporting U.S. Trademark ApplicatidNo. 85/438,268 the image in Figure 1
below:

Figure 1

Id. at § 32.

On December 23, 2011, the USPTO issuedrafinal office action (1) indicating

that the specimen was unacceptable as it did not support use of the alleged RED
mark; (2) seeking information on thegsificance of the term RED; and (3)
indicating a potential suspsion based on Applicant/Petitioner’'s U.S. Trademark
Application Serial Nos. 85/351,186 and 85/346,384at  33.



On June 20, 2012, Opposer/Responderinstted arguments in favor of its
specimen from_Figure, lproviding limited information to the USPTO on the
significance of the term RE@Nd arguing against suspensith.at § 34.

On July 13, 2012, the USPTO issued atit of Suspension (1) suspending
Opposer/Respondent’'s U.S. Tradeknakpplication No. 85/438,268 — RED
pending the disposition of Applicant/Retner’s prior pending U.S. Trademark
Application Serial Nos. 85/351,18&Gnd 85/146,334; (2) maintaining and
continuing the refusal of the specimen_in Figur@slrepresenting THE RED
EDITION mark and not the alleged RED mark; and (3) indicating that the
response to the significance inquiry (whidid not identify the product in Figure

1 as atrtificially cranberry flavoredr containing red colored liquid) was
satisfactoryld. at { 35.

Upon information and belief, apart fromeuas an element of the composite mark
RED BULL, Opposer/Respondent’s only othese of the literal element RED in
commerce in connection with beverages is as an element of the composite
designation THE RED EDITIONGd. at  36.

Upon information and belief, Opposee$pondent’s THE RED EDITION energy
drinks and soft drinks are advertisgslincluding “the tste of cranberry.1d. at

37.

Upon information and belief, Opposee$pondent’s THE RED EDITION energy
drinks are actually a red colored liquid. at  38.

Opposer/Respondent’s alleged RED mark, ectbpf the Registration, is merely
descriptive under Sectia2(e) of the Trademark Act, 15 U.S.C. § 1052(e), in that
Opposer/Respondent’s allegeRED mark identifies and/or describes an
ingredient, quality, characteristic function, feature, purpose, of
Opposer/Respondent’s red colored and cragbavored “energy drinks and soft
drinks.”Id. at { 39.

Applicant’s entire claim is based on its oassertion that Red Bull's unrelated, currently
pending Application No. 85/438,268 (“Red Bull's PergliApplication”) is meely descriptive,
SeeApplicant's Counterclaim f 31-38, and theref the RED Registration at issue in the
counterclaim is also merely descriptiie. at  39. Not only does Applicant’'s conclusion
incorrectly assume that Red Bull’'s Pendingpfication is somehow related to its RED
Registration, but the “facts” presented are entimeglevant and outside the scope of the Board’s

jurisdiction. The Board has jurisdiction over fdypes of inter partes proceedings — oppositions,

cancellations, interferences, and concurrent useegdings — as well as ex parte appeals made

5



after an examining attorney’s final refusal tgister a mark in an gfication. TBMP § 102.02.
Nothing within the statute or rules allows foparty to do what Applicant is attempting with its
counterclaim — to surreptitiouslyroaden the Board’s jurisdiction order to get a ruling on the
registrability of a pending application that is not involved ia itistant Board proceedings and,
in fact, is still under examination by the PTOAccording to Apficant’'s Counterclaim,
Applicant purports to imply that Red Bull's R#ing Application is merely descriptive and not
entitled to registration. Red Bull vbe highly prejudiced if Apptant is allowed to rely on the
above-discussed irrelevaticts” in its counterclaim as it Wiultimately force the Board to go
beyond its jurisdiction and make a ruling on Reul's Pending Application. Even if these
“facts” are allowed and proven by Applicant, they are still irrelevant to the matter at hand as they
do not indicate one way or ahetr whether the wholly separaad unrelated RED Registration
— the issue in Applicant’'s Counterclaim — is memdgcriptive. Each and every reference to Red
Bull's Pending Application, therefore, is highiyelevant, cannot be considered by the Board,
and must be stricken.

Without the irrelevant “facts” in f 31-3& Applicant's Counterclaim, the ground of
mere descriptiveness is simply a legally insufficient, bald allegation that does not provide
sufficient notice to Red Bull. Hrefore, Applicant’s ground of medescriptiveness in 11 31-39
of Applicant’s Counterclaim (as well as the reference to it in Y§, 4hould be dismissed for
failure to state a claim upon wh relief can be granted.

B. Motion to Strike Applicant's First Affirmative Defense as an Improper
Collateral Attack.

* q 41 of Applicant’s Counterclaimeads as follows (with the portion to be stricken in italics):

41. In view of the foregoing, U.S. Registration No. 3,939,863 is subject to cancetlat
Applicant/Petitioner asks that it be cancelled pursuant¢tdds 14(1) and 14(3) of¢hU.S. Trademark Act, 15
U.S.C. § 1064(1) and (3) on the grounds of abandonnmel@r Section 45 of the U.$rademark Act, 15 U.S.C. §
1127and under Section 2(e) of the U.S. Trademark Act, 15 U.S.C. § 1052(e), on the grounds of me
descriptiveness



Red Bull further moves to strike Applicant’'sdl affirmative defense, as seen in § 22 of
Applicant’'s Answer, as an impermissible cadlal attack on the validity of Red Bull's RED
Registration. 22 of Applicéis Answer reads as follows:

Opposer/Respondent’s alleged RED matks secondary meaning and is not a

protectable trademark because Oppossiendent cannot show that the primary

significance in the minds of the consugipublic of the term “RED” when used

in connection with “energy drinks and fsalrinks” is not descriptive of an

ingredient, quality, characteristic, function, featupmyrpose, or use of the

specified goods, but rather the source fitdbkerefore, Applicant/Petitioner is free

to use and register th#leged trademark “RED” in aomerce as a literal element

of +RED DETOX ELIXIR, +RED DREAM ELIXIR, +RED SUN REPAIR

ELIXIR, and +RED RESCUE ELIXIR.

The above defense directly attacks tradidity of Red Bull's RED Registration by
alleging that it is descriptive amthes not function as a sourcemtifier — a defense that can only
be properly raised in @unterclaim or separate petition toncal. 37 C.F.R. § 2.114(b)(2)(ii). As
discussed above, Applicant attetegh to raise this defense in the counterclaim, however the
claim must be dismissed for legal insufficieranyd failure to state a claim upon which relief has
been granted. Therefore, as Apant has not filed a proper courtkaim or separate petition to
cancel Red Bull's RED Registration, the attack on its validity as seen in I 22 of Applicant’s
Answer is impermissible, should not be givemny considerationna should be stricken.

Even if the Board determines that Agalnt has adequately pleaded the ground of mere
descriptiveness in theounterclaim (despite striking theighly irrelevant and prejudicial
references to Red Bull's Application), Applidan first affirmative defense should still be
stricken as redundant of the bald allegationslen@ the counterclaim — the more appropriate

place to deal with such a defense.

CONCLUSION

For the foregoing reasons, Red Bull respéistfrequests that f 31-38 of Applicant’s

Counterclaim be stricken asghiy prejudicial and irrelevangnd Applicant’s ground of mere



descriptiveness, as seen in J#39, and referenced in § 41 Applicant’'s Counterclaim be
dismissed as legally insufficient. Further, FBdl respectfully requests &h § 22 of Applicant’s
Answer also be stricken as an improper c¢eft@ attack on the validity of Red Bull's RED

Registration, or, in the alternatives redundant of the counterclaim.

ReED BULL GMBH
By:/Martin R. Greenstein/
Martin R. Greenstein
Leah Z. Halpert
AngeliqueM. Riordan
TechMarkaLaw Corporation
4820HarwoodRoad,2nd Floor
SanJoseCA 95124-5273
Tel:408-266-4700 Fax:408-850-1955
EMail: MRG@TechMark.com

Dated: March 7, 2014 Attoers for Opposer Red Bull GmbH
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