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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

)Opposition No.:  91-208,003

RED BULL GMBH, )
)Serial Nos.: 85/400,933
Opposer ) 85/400,941
V. ) 85/400,955
) 85/406,652
)Trademarks:
MICHAEL F. BALL, ) +RED DETOX ELIXIR  (#85/400,933)

) +REDDREAM ELIXIR (#85/400,941)
Applicant. ) +RED SUN REPAIR ELIXIR

) (#85/400,955)

) +RED RESCUE ELIXIR (#85/406,652)

OPPOSER’S REPLY IN SUPPORT OFTHE RENEWED MOTION TO SUSPEND
OPPOSITION NO. 91-208,003

Opposer, RED BULL GMBH, (“Red Bull” otfOpposer”) submits this reply brief in
support of its Renewed Motion to Suspédgposition No. 91-208,003 (“Renewed Motion”). Per
the arguments below, in addition to those enésd in the Motion t&uspend itself, Opposer
respectfully requests that the Board suspend the above-captioned opposition pending the
disposition of Applicant MIEIAEL F. BALL’s (“Applicant”) ex parteappeals of AppIn. Nos.
85/351,186 and 85/346,334 (hereinafter the “Appealppliéations”), which, if denied, will be
dispositive of the issues in this matter.

A. Opposer's Renewed Motion is Not Untnely and Applicant’'s Opposition in
Response Bolsters this Fact

As a first basis for its opposition, Applicant argues that the Renewed Motion is untimely
per the Board’s order datddine 28, 2013, which statethé Board will not consider a renewed

motion to suspend prior to opposer's amendmeh any, to its notice of opposition in



accordance with this ordeand applicant’'s response therétdpposer ameded its Notice of
Opposition on July 15, 2013, and Opposer’s ReeMetion was filed on July 26, 2013. While

it is true that Applicant's amended ansve@d counterclaim were filed on August 14, 2013, the
Board does not “consider” a motion until it is fully briefed (or until after passage of a sufficient
time for filing and receipt of a responsivadirby the Board). TBMP § 502.04. As such, the
Board’s consideration of the Renewed Motion & phoint (and after both of the required prior
filings) is timely and should be considered.

Even if the Board deems the Renewed blotuntimely, Applicant has provided its full
response, such that it can be properly rulpdn at this time. Denying the Renewed Motion and
requiring the partieso resubmit the same arguments andegps — as requestdry Applicant —
would be a meaningless exercise resulting enftinther unnecessary spending of even more time
and resources by both the Board and the Parties, abpactilight of the fct that it has already
been fully briefed.

In light of the above, Applicant’s contiion that the Renewed Motion is untimely is
incorrect and the Board shoukbue a decision on the merits.

B. The Renewed Motion is Not Moot

Applicant is also incorrect in its assertion that the Renewed Motion is moot. Applicant
argues that simply because the Board previously suspendex tha&rte appeals pending the
disposition of thanter partesopposition, Applicant’s Opposition at 2-3, the suspensions were
clearly appropriate and should be maintainedweéicer, at the time the appeals were suspended
(by “automatic” order) the Board had not ha@ thpportunity to reviewthe instant Renewed
Motion to determine which proceeding would be mjodicially economical to continue. At the

time Applicant moved to suspend the appé&dlsie 17, 2013), the instant opposition was already



under suspension pending resolution on a maiostrike (suspended February 27, 2013 and
resumed on June 28, 2013). In an effort to nahke Board of the suspension requests for the
appeals and indicate that juditeconomy would be better sed/by suspending this proceeding
instead, Opposer filed its initial motion to sasd the opposition. Howewneas the Board noted
in its June 28 Order, per the Trademark Rules the initial motion to suspend could not be taken
under consideration, but a renewed one datlthe proper time — which is now.

As the Board did not have all the necesdacys to determine whether it would be better
to suspend the appeals or the instant oppositiththis time, the Renewed Motion is not moot
— it merely gives the Board the opportunity to determine how judicial economy will best be
served in this situation.

C. Applicant has had Ample Opportunity to Challenge Opposer's Reg. No.
3,939,863 Before Filing the Counterclaim and Opted not to

The central argument in Applicant's Oppms is that although Opposer's Reg. No.
3,939,863 is the cited registration barring registraf the Appealed gplications, Applicant
did not have any opportunity to challenge thikdity of Reg. No. 3,939,863 until it was recently
pleaded in the Amended Notice of Oppositiamg &r that reason, the opposition should proceed
rather than the appeals. Applicant argues “because the appeakspaee they do not afford
Applicant/Opposer [sic] the option to chaltge the cited registiian. Instead thisnter partes
proceeding is the proper forum for dispositiorsoth a challenge.” Applicant’'s Opposition at 3,
fn. 3. However, there was absolutely nothipreventing Applicant from petitioning to cancel
Reg. No. 3,939,863 once it was citedhiagt the Appealedpplications, as Applicant had both

standing and grounds— Applicant simply chose not to.

! See Saddlesprings, Inc. v. Mad Croc Brands, @4 USPQ2d 1948, 1950 (TTAB 2018hutEmDown Sports,
Inc. v. Lacy 102 USPQ2d 1036, 1041 (TTAB 201Rpllamni v. Kahn 101 USPQ2d 1864, 1865 (TTAB 2012).



Applicant is simply incorrect in statingahthe recently filed counterclaim has been its
only opportunity to challeng®pposer’s Reg. No. 3,939,683 — Applnt simply chose to not
take any action prior to ik point. It would beprejudicial to Opposer teequire theparties to
engage in a much lengthier and more costbceeding (the opposition) that could be resolved
quickly and easily through the appeals, simpgduse Applicant opted to not petition to cancel
the registration earlier.

Continuing the instant opposition purely besauApplicant made a conscious decision
not to challenge Reg. No. 3,939,683 when it wigsdcagainst its applications and has now
decided to challenge it because it was pleaddatie Amended Notice of Opposition would be
illogical and prejudicial to Opposer.

D. Applicant Concedes that the Oppositionwill Take Far Longer to Resolve than
the Appeals.

Throughout Applicant’s Opposition, Applicaobncedes that thiestant opposition will
take far longer to resolve thaime appeal — bolsti@g Opposer’s argument that judicial economy
will be best served by suspending the oppositgord now counterclaim) pending the disposition
of the appeals. Applicant acknowledges ttiet opposition has yet to hold the mandatory
discovery conference, ApplicastOpposition at 4, which will nowe even further delayed due
to the filing of the counterclairh. Applicant suggests thatishconference could result in
settlement or moving into ACR, but overlooks thetfthat such discussions could have occurred

long prior to any mandatory conference. IctfaApplicant has nevemade any attempt to

2 Opposer assumes that Applicant had the same grounds that it put forth in the counterclaiser @gs not

concede that the grounds put forth in the counterclaifegadly sufficient or state a claim upon which relief can be
granted, and will make such an argument in a proper motion in response to the counterclaim.

% Upon the filing of the counterclaim (amgpropriate fees and proof of see), the Board prepares and issues an

order acknowledging its receipt and resettine deadlines in the matter to incoigtertime for the other party to file

its answer to the counterclaim. TBMP § 313.06. To date, the order resetting the dates has yet to be issued and the
parties cannot have a meaningful discovery conferenceaftetiithe counterclaim is duly answered. As such, the
discovery conference deadline and opening of the discovery period for the opposition will be delayed even further
due to Applicant’s filig of the counterclaim.



contact Opposer or begin any potential nedgmns. Additionally, while ACR is a quicker
proceeding than a traditional opposition, Appht’'s inclusion of a @unterclaim makes this
particular matter much moreomplex and not well suited fekCR. Ultimately, as Opposer
argued in the Renewed Motion, judicial momy favors suspending the opposition and
counterclaim pending the disposition of the appeabk the denial of the appeals (since most
appeals are, in fact, denied) will be dispesitof the issues presented in the opposition and a
decision will be reached at a much lower cost of time and resources to both the Board and
parties.

E. Even with the Counterclaim, Judicial Economy Favors Proceeding with the
Appeals.

Judicial economy is best served by resolving this issue through the much guigikete
appeal process, which avoidsensive discovery and trial perioflsr even a limited discovery
process through ACR), and moves directly to briefing.

The addition of the new counterclaim does doange this fact.All the counterclaim
does is make discovery much more comg@ae’ time consuming should the opposition proceed
at this point. Additionally, the Board’s ultimatkecision in this matter will be much more
involved as well, due to the more extensive trgglord and evidence that is necessarily going to
be involved. Instead, resolvirige central issue of the oppositidmough the appeals will also
drastically limit the scope of the instant peeding. By resolving the issue of the opposition
entirely in theex parteproceeding (without any need fonyadiscovery procesor trial), the
continuing cancellation aspect can be much nMmeased on the exact issues presented therein —
with more narrowed discovery andi@ence to be presented at trial.

Ultimately, the counterclaim does not altthe fact that judicial economy favors

proceeding with the appeals rather than the opposition.



CONCLUSION

As discussed in the Renewed Muij judicial economy favors pursuing ax parte
proceeding to resolve this matter as it does not include the necessary discovery and trial phases
involved with an opposition (and now counterclaimAdditionally, given the fact that, as
Applicant concedes, the oppositi has yet to even hold the na&tory discovery conference,
which will be significantly delayed due to thiérg of the counterclaimthe appeals will clearly
be able to resolve much more quickly, whdlastically reducing the burden on the Board’s time
and resources.

Accordingly, for the foregoing reasons ahdse stated in thRenewed Motion, Opposer
respectfully urges that thex parteappeals of Appin. No. 85/351,186 and 85/346,334 be resumed
and the subject opposition be suspended pendendisiposition of the ppealed Applications.

ReED BULL GMBH
By:/Martin R. Greenstein/
Martin R. Greenstein
Leah Z. Halpert
AngeliqueM. Riordan
TechMarka Law Corporation
4820HarwoodRoad,2nd Floor
SanJoseCA 95124-5273
Tel:408-266-4700 Fax:408-850-1955
EMail: MRG@TechMark.com

Dated: August 30, 2013 Attaegs for Opposer Red Bull GmbH
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