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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Rodeo Realty, Inc. 

 

  Opposer 

 

v.  

 

William Ambrose Kennedy 

 

  Applicant 

 

Serial No. 76710265 

 

Opposition No. 91207848 

 

 

Mark:  Rodeo Realty 

 

OPPOSER’S MOTION TO COMPEL APPLICANT’S INITIAL 

DISCLOSURES AND RESPONSES TO OPPOSER’S 

INTERROGATORIES AND REQUESTS FOR PRODUCTION 

 

Opposer Rodeo Realty, Inc. (“Opposer”), by and through its attorneys, hereby moves the 

Board to Compel applicant William Ambrose Kennedy (“Applicant”) to serve Opposer with his 

initial disclosures, respond to Opposer’s interrogatories, and supplement his responses to 

Opposer’s requests for production.  

I. INTRODUCTION 

This motion has been brought after repeated efforts to get Opposer to comply with his 

discovery duties.  Opposer has repeatedly reminded Applicant of his discovery obligations.  

Applicant repeatedly promised discovery would be forthcoming.  Applicant and Opposer 

(collectively, the “Parties”) repeatedly extended the close of discovery to allow Applicant 

additional time to respond.  

After all this, Applicant has failed to respond to any of Opposer’s interrogatories.  He has 

failed to submit initial disclosures.  His responses to document requests are insufficient.  As a 

result of Applicant’s intransigence, Opposer has been forced to bring the instant motion. 
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II. FACTUAL BACKGROUND 

This case commenced on November 5, 2012.  Opposer answered the notice of opposition 

on December 7, 2012.  Discovery opened on January 15, 2013. 

On May 3, 2013, the parties held their discovery conference.  Opposer served its initial 

disclosures on June 3, 2013.  Applicant has never served any initial disclosures.   

On August 15, 2013, Opposer served two sets of written discovery on Applicant, 

including a First Set of Interrogatories containing 15 questions and a First Set of Requests for 

Production of Documents which sought documents in 12 individual categories.  Declaration of 

William D. Bowen in Support of Opposer’s Motion To Compel (“Bowen Decl.”) ¶ 2, Exs. A, B.  

Applicant failed to respond by the due date.  Bowen Decl. ¶ 3.   

On September 30, 2013, Opposer wrote Applicant to meet and confer regarding his 

discovery duties and remind him that his responses and initial disclosures were overdue.  Id. ¶ 4, 

Ex. C.  On October 2, 2013, Applicant produced three pages of documents to Opposer along with 

a perfunctory response.  Id. ¶ 5, Ex. D.  

Since then, Opposer has made repeated efforts to secure written responses to its 

interrogatories and to secure documents responsive to its Requests for Production, all to no avail.     

Opposer wrote to Applicant on November 14, 2013 seeking an extension of discovery 

and requesting a meet and confer on his insufficient responses.  Id. ¶ 6, Ex. E.  After much back 

and forth, the parties held a telephonic meet and confer on January 14, 2014.  Id. ¶ 7, Ex. F.  The 

Parties discussed discovery issues at length and Applicant agreed to supplement his discovery.  

Id.¶¶ 8-13.  After months of follow up by Opposer, id. Ex. G, Applicant finally produced less 

than 20 pages of additional documents.  Id. ¶ 13, Exs. G, H.  Counsel for Opposer wrote a final 

time to get Applicant to comply with his discovery obligations, id. ¶ 14, Ex. I, and Applicant 

ignored the letter.  Id.¶ 15.  The instant motion followed. 

III. ARGUMENT 

Applicant is deliberately avoiding his discovery obligations.  Opposer’s discovery efforts 

and diligent follow-up with Applicant have been met with minimal, inadequate responses.  
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Applicant has produced less than thirty pages of material responsive to at most one production 

request.  Opposer’s interrogatories have been totally ignored despite repeated reminders.  

Applicant has had over a year to complete and serve his initial disclosures, but has not done so.  

It is high time for Applicant to be held accountable for his deficient discovery responses.  The 

Board should grant the instant motion. 

A. Applicant Should Be Ordered To Immediately Serve Initial Disclosures 

Though it has been well over a year since discovery opened, Applicant still has not 

submitted his initial disclosures.  Opposer is impeded in its ability to conduct effective discovery 

as it has had no notice of individuals likely to have discoverable information or documents 

Applicant plans to use to support his claims or defenses.  Guantanamera Cigar Co. v. 

Corporacion Habanos, S.A., 263 F.R.D. 1, 5 (D.D.C. 2009) (criticizing party for evasive initial 

disclosures on suit challenging TTAB decision, and noting “[t]he 1993 Advisory Committee 

Notes make it clear that the purpose of these disclosures is to ‘assist other parties in deciding 

which depositions will actually be needed.’”).  There is no excuse for failure to prepare any 

initial disclosures.  See id. (citing Fed. R. Civ. P. 26(a)(1)(E) (“[A] party is not excused from 

making its disclosures because it has not fully investigated the case . . .”)).  But Applicant should 

be ordered to prepare and serve the initial disclosures he should have served long ago.   

B. Applicant Should Be Ordered To Immediately Respond to Opposer’s 

Interrogatories 

Opposer served Applicant with interrogatories over six months ago, on August 15, 2014.  

Bowen Decl. ¶ 2, Ex. C.  Despite the fact that Board rules allow 75 interrogatories, 37 C.F.R. § 

2.120(d)(i), Opposer served Applicant with only 15 interrogatories to respond to on essential 

elements of its case.  Id. Ex. C.  Opposer’s responses were due on September 16, 2013.  Fed. R. 

Civ. P. R. 33(b)(2).  Applicant’s responses are more than six months overdue. 

Interrogatories are an important discovery device.  “The primary purpose of discovery is 

to ‘make a trial less a game of blind man’s bluff and more a fair contest with the basic issues and 

facts disclosed to the fullest practicable extent.”” Barnes v. District of Columbia, 283 F.R.D. 8 
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(D.D.C. 2012) (quoting U.S. v. Procter & Gamble Co., 356 U.S. 677, 682, 78 S. Ct. 983, 2 L. Ed. 

2d 1077 (1958)).  Interrogatories are part of the discovery process and help litigants prepare for 

trial by narrowing issues and determining what evidence they will need at trial.  Id. (citing 8B 

Charles Alan Wright, et. al., Fed. Prac. & Proc. § 2162 (3d Ed. 2012)); see also O2 Micro Int’l 

Ltd. v. Monolithic Power Sys., Inc., 467 F.3d 1355, 1365 (Fed. Cir. 2006) (holding contention 

interrogatories are “useful in narrowing and sharpening the issues, which is a major purpose of 

discovery,” and they allow parties to “pin down [the other’s] theories of liability [and] theories of 

defense, thus confining discovery and trial preparation to information that is pertinent to the 

theories of the case.”) (citing Hickman v. Taylor, 329 U.S. 495, 501, 67 S. Ct. 385, 91 L. Ed. 451 

(1947)). 

By refusing entirely to answer Opposer’s interrogatories, Applicant is making this 

procedure a game of “blind man’s bluff.”  In order to determine whether Applicant’s mark 

should be cancelled, Opposer needs information on the factual information relevant to assessing 

likelihood of confusion.  “Likelihood of confusion is a question of law with underlying factual 

findings made pursuant to the DuPont factors.”  Stone Lion Capital Partners, L.P. v. Lion 

Capital LLP, No. 2013-1353, 2014 U.S. App. LEXIS 5511 (Fed. Cir. Mar. 26, 2014) (citing M2 

Software, Inc. v. M2 Commc’ns, Inc., 450 F.3d 1378, 1381 (Fed. Cir. 2006)).  Assessing these 

factors requires information that is uniquely within Applicant’s possession, custody, or control, 

including but not limited to 1) the channels of trade the potential mark is being used in or will be 

used in, 2) the nature of the goods or services with which the applicant uses or plans to use the 

mark and, 3) the intended market for the potential mark and the characteristics of the buyers in 

that market.  See id. (enumerating the factors in In re E.I. du Pont de Nemours & Co., 476 F.2d 

1357, 1361 (C.C.P.A. 1973)):  Without information from Applicant, Opposer is left to guess at 

the channels of trade, characteristics of buyers, and the nature of the goods and services 

Applicant intends to market and sell.  Opposer cannot reasonably make its case in the absence of 

that information.  This is why it propounded interrogatories aimed at learning information on 

these issues.  See Bowen Decl. Ex. C. 
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Applicant should not be able to force Opposer to guess at information essential to its 

case.  Applicant should be ordered to answer Opposer’s interrogatories in full, under oath, and in 

writing, without objections.  Fed. R. Civ. P. R. 33(b)(3),(4). 

C. Applicant Should Be Ordered To Supplement His Responses to 

Opposer’s Requests for Production 

Unlike his other discovery duties, which were totally ignored, Applicant made a 

halfhearted effort to respond to Opposer’s requests for production.  He initially produced three 

pages, two weeks late.  Bowen Decl. ¶ 5, Ex. D. 

Applicant’s initial discovery responses did not directly address the bulk of Opposer’s 

discovery requests.  He provided no objections nor indicated why no documents responsive to 

most of Opposer’s discovery requests were produced.  Applicant’s supplemented responses 

which still consist of less than 30 pages of documents and a haphazard list of documents that are 

missing, are still insufficient.  See id. Ex. H.  Applicant’s response must either state that 

documents will be produced “for each item or category,” as required by the Federal Rules.  See 

Fed. R. Civ. P. R. 34(b)(2).   

Opposer’s interrogatories are reproduced below, with an explanation of how Applicant’s 

responses are deficient.   

Request for Production No. 1. 

Opposer requested as follows:   

1.           All documents and things relating to Your motivation and intent in choosing to 

use RODEO REALTY in conjunction with Your Products. 

Applicant did not respond to this request, providing no indication as to whether there 

were any documents relating to his motivation and intent in choosing his proposed mark.  There 

also appear to be no documents responsive to this request in his production.  Opposer finds it 

difficult to believe Applicant has no documents responsive to this request.  Such documents 

might include preliminary drafts of the script, pitches to studios, producers, financiers, talent, and 
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other participants in the production process, or emails regarding his motivation to use RODEO 

REALTY as the title of the script.   

Opposer is entitled to request documents that are “reasonably calculated to lead to the 

discovery of admissible evidence.” Fed. R. Civ. P. R. 26(b)(1).  This request is likely to lead to 

information on numerous DuPont factors, including Applicant’s intended market, channels of 

trade, and the nature of his goods and services.  476 F.2d at 1361.  Applicant’s should be ordered 

to supplement his response and produce all documents responsive to this request in his 

possession, custody, or control. 

Request for Production No. 7 

Opposer requested as follows: 

7.           All documents and things supporting any contention by You that Opposer’s 

Products are dissimilar to Your Products.  

Opposer cannot locate any documents responsive to this request and Applicant’s list of 

documents contains no statement that addresses this request.  This request is reasonably 

calculated to lead to the discovery of admissible evidence as it goes to the heart of the second 

DuPont factors – similarity of goods.  476 F.2d at 1357.  Applicant should be ordered to respond 

to this request and produce responsive documents or state that none exist. 

Request for Production No. 9 

9.            All documents and things relating to how You initially became aware of 

Opposer’s Mark. 

Opposer cannot locate any documents responsive to this request and Applicant’s list of 

documents contains no statement that addresses this request.  This request is reasonably 

calculated to lead to the discovery of admissible evidence as it relates to whether Applicant 

intended there to be confusion between Applicant and Opposer’s mark, and thus the extent of 

likely confusion.  476 F.2d at 1357.  Applicant should be ordered to respond to this request and 

produce responsive documents or state that none exist. 
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Request for Production No. 12 

12.         A copy of each opinion letter rendered to You concerning the availability for 

registration of the term RODEO REALTY. 

Opposer cannot locate any documents responsive to this request and Applicant’s list of 

documents contains no statement that addresses this request.  This request is reasonably 

calculated to lead to the discovery of admissible evidence as it relates to whether Applicant 

selected his proposed mark believing there would be confusion between Applicant and 

Opposer’s mark, and thus the extent of likely confusion.  476 F.2d at 1357.  Applicant should be 

ordered to respond to this request and produce responsive documents or state that none exist. 

Requests for Production Nos. 2-6, 8, 10-11 

It appears to Opposer from the list of documents Applicant submitted that he is taking the 

position that there are no documents responsive to these requests in his possession, custody, or 

control.  Bowen Decl. Ex. H.  However, Applicant has not made clear what requests his 

statements apply to and for which requests he is unable to produce documents.  As argued above, 

Applicant should be ordered to supplement his responses so that there is a clear response “for 

each item or category” requested by Opposer.  Fed. R. Civ. P. R. 34(b)(2). 

IV. REQUEST TO EXTEND SCHEDULE 

Opposer respectfully requests that the Board extend the dates in this Opposition for 60 

days from the date of the Board’s ruling,  Opposer has been unable to conduct any follow up 

discovery because of Applicant’s failure to provide adequate responses and documents and to 

substantively respond to Opposer’s interrogatories.   

V. CONCLUSION 

For the foregoing reasons, Opposer respectfully requests that the Board grant Opposer’s 

Motion to Compel, and order Applicant to 1) immediately prepare and serve initial disclosures 

on Opposer, 2) immediately respond to Opposer’s interrogatories under oath, fully and 

completely, in writing, and without objections and 3) supplement his responses to Opposer’s 

requests for production and produce additional documents responsive to the requests.  Opposer 
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further requests that the board extend the dates in this proceeding, and particularly the close of 

discovery, for 60 days from the date of the Board’s ruling. 

 

Dated:  April 11, 2014   Respectfully submitted, 

      SHELDON MAK & ANDERSON PC 

      By: /William D. Bowen/  

       William D. Bowen 

 

      Attorneys for Opposer Rodeo Realty, Inc. 
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STATEMENT PURSUANT TO 37 C.F.R. § 2.120(e)(1) 

 

 The undersigned attorney for Opposer made a good faith effort by correspondence to 

resolve this matter with Applicant, but the parties were unable to resolve their differences. 

 

Dated:  April 11, 2014   Respectfully submitted, 

      SHELDON MAK & ANDERSON PC 

      By: /William D. Bowen/  

       William D. Bowen 

 

      Attorneys for Opposer Rodeo Realty, Inc. 
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CERTIFICATE OF SERVICE 

 The undersigned certifies that on the 11th day of April, 2014, a true copy of the foregoing 

Motion To Compel Applicant’s Initial Disclosures and Responses To Opposer’s Interrogatories 

and Requests for Production was served on the opposing party via email and via United States  

first class mail, postage prepaid, addressed as follows: 

William Ambrose Kennedy 

873 East Squantum Street 

North Quincy, MA 02171 

 

Email: billkenn@gmail.com 

 

 

       By: /William D. Bowen/  

        William D. Bowen 

 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Rodeo Realty, Inc. 

 

  Opposer 

 

v.  

 

William Ambrose Kennedy 

 

  Applicant 

 

Serial No. 76710265 

 

Opposition No. 91207848 

 

 

Mark:  Rodeo Realty 

 

DECLARATION OF WILLIAM D. BOWEN IN SUPPORT OF 

OPPOSER’S MOTION TO COMPEL APPLICANT’S RESPONSES TO 

OPPOSER’S INITIAL DISCLOSURES, INTERROGATORIES, AND 

REQUESTS FOR PRODUCTION 

 

 I, William D. Bowen, declare as follows: 

1. I am an attorney for opposer Rodeo Realty, Inc. (“Rodeo Realty” or “Opposer”), 

in this action and make this declaration in support of Opposer’s instant Motion to Compel.  The 

below facts are within my personal knowledge and I am competent to testify to their truth if 

called as a witness. 

2. On August 15, 2013, Opposer served two sets of written discovery on applicant 

William A. Kennedy (“Applicant”).  Attached hereto as Exhibit A is a true and correct copy of 

the First Set of Interrogatories of Opposer Rodeo Realty, Inc..  Attached hereto as Exhibit B is a 

true and correct copy of the First Set of Requests for Production of Documents and Things of 

Opposer Rodeo Realty, Inc.. 

3. As of September 16, 2013, Applicant failed to respond to these requests. 

4. On September 30, 2013, I wrote Applicant to meet and confer regarding his 

discovery duties and remind him that his responses and initial disclosures were overdue.  

Attached hereto as Exhibit C is a true and correct copy of an email from me to Opposer 

requesting to meet and confer regarding discovery deficiencies.   



5. On October 2, 2013, Applicant produced three pages of documents.  Attached 

hereto as Exhibit D is a true and correct copy of Applicant’s Response To First Set of Requests 

for Production of Documents and Things of Opposer Rodeo Realty Inc.  

6. After evaluating Applicant’s responses, I wrote to Applicant on November 14, 

2013 seeking an extension of discovery and requesting a meet and confer on the deficiencies in 

the responses.  Id. Attached hereto as Exhibit E is a true and correct copy of that email chain. 

7. After much back and forth, the parties held a telephonic meet and confer on 

January 14, 2014.  Id. Attached hereto as Exhibit F is a true and correct copy of all the 

correspondence between the parties after November 14, 2014 and prior to the telephonic 

conference on January 14, 2014. 

8. At the meet and confer, I explained to Applicant that no initial disclosures had 

been submitted and those needed to be served, that there had been no responses to Opposer’s 

interrogatories, and that the responses to Opposer’s document requests were insufficient.   

9. During the meet and confer, among other things, Applicant refused to disclose the 

entire script of his proposed pilot, claiming it was not relevant. 

10. I explained the necessity of examining the script to determining a likelihood of 

confusion, and that confidentiality concerns were not sufficient to withhold documents.  I 

mentioned that, if necessary, documents could be shared under a protective order.  Applicant 

indicated he would stand on his refusal.   

11. I also mentioned that there was not a response to most of the document requests 

and that the document production appeared inadequate with respect to several other issues.   

12. Applicant indicated he would be supplementing his responses to the requests for 

production and would send over interrogatories. 

13. After months of following up with him (a true and correct copy of the follow-up 

communications are attached hereto as Exhibit G), Applicant finally produced less than 20 

pages of additional documents.  A true and correct copy of Applicant’s supplemental response to 

Opposer’s production requests is attached hereto as Exhibit H. 

14. I evaluated Applicant’s supplemental production, found several deficiencies, and 

wrote a final time to get Applicant to comply with his discovery obligations.  Attached hereto as 

Exhibit I is a true and correct copy of the email communication dated April 3, 2014.   



15. Since I wrote him the aforementioned letter, I have received no further response 

from Applicant. 

I declare under penalty of perjury that the foregoing is true and correct.   

Executed this 11th day of April, 2014 at Pasadena, California. 

 

__/s/ William D. Bowen_________ 

William D. Bowen 
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EXHIBIT I 



From: William Bowen 

Sent: Thursday, April 03, 2014 11:40 

To: billkenn@gmail.com 

Cc: Anna Tachner; Faith Kristiansen 

Subject: Discovery Responses 

 

Dear Mr. Kennedy, 

 

We are in receipt of additional documents in response to opposeƌ Rodeo Realty, IŶĐ.’s ;͞Rodeo͟Ϳ  First 

Set of Requests for Production.  We appreciate you sending additional documents.  However, your 

discovery responses are still deficient in several respects.  This email serves to further meet and confer 

with you regarding those deficiencies that we began discussing telephonically on January 14, 

2014.  Since then we have discussed supplementing your responses repeatedly via email to address 

those deficiencies. 

 

First, I note that while a meager amount of documents have been produced, you have not yet served 

Rodeo with your initial disclosures nor responded to its first set of interrogatories.  Please immediately 

submit your initial disclosures and respond to the interrogatories served on you August 15, 2013.  It is 

over six months since these were served and your responses are long overdue.  If Rodeo does not 

receive initial disclosures and responses to interrogatories by Monday April 7, it will move to 

compel.  We are willing to accept electronic service of responses to expedite this process. 

 

“eĐoŶdly, youƌ ƌespoŶses to Rodeo’s Fiƌst “et of ReƋuests foƌ PƌoduĐtioŶ ƌeŵaiŶ uŶaĐĐeptaďle iŶ seǀeƌal 
respects, and in other respects, clarification is needed.  I address each Request below and the 

clarification or supplementation that is required for a full and complete response. 

 

1.            All documents and things relating to Your motivation and intent in choosing to use RODEO 

REALTY in conjunction with Your Products. 

 

There appear to be no documents responsive to this request in your production.  Such documents might 

include preliminary drafts of the script, pitches to studios, producers, financiers, talent, and other 

participants in the production process, or emails regarding your motivation to use this as the title of the 

script.  Please confirm that you have produced all documents responsive to this request in your 

possession, custody, or control, or if it is your position that no such documents exist. 

 

2.            Copies of each brochure, pamphlet, flier, mailer, advertisement, poster, playbill, program, and 

any other promotional material containing RODEO REALTY that has been publicly used, displayed or 

distributed by You or on Your behalf. 

 

We read your list of documents for production to state that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

3.            A copy of each treatment, script, plot summary and/or pitch for any program that has RODEO 

REALTY in the title or that makes reference to the term RODEO REALTY. 

 

We read your responses and production to suggest that the only documents responsive to this request 

are the script and outline you have produced.  Please confirm whether this is the case. 
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4.            All documents and things relating to the manner of advertising, the advertising media, and the 

advertising agencies through which You have advertised, are advertising or intend to advertise each of 

the products You have created, promoted, licensed, or sold in connection with the term RODEO REALTY. 

 

We read your list of documents for production to state that at present, no documents responsive to this 

request exist.  Please confirm whether that is the case. 

 

5.            All documents and things relating to Your expenditures advertising, marketing, or promoting 

Your Products in association with the term RODEO REALTY. 

 

We read your list of documents for production to state that at present, no documents responsive to this 

request exist.  Please confirm whether that is the case. 

 

6.            All documents and things relating to any revenues from licensure, sale, or distribution of any 

products created, promoted, licensed, or sold used in connection with RODEO REALTY.   

 

We read your list of documents for production to state that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

7.           All doĐuŵeŶts aŶd thiŶgs suppoƌtiŶg aŶy ĐoŶteŶtioŶ ďy You that Opposeƌ’s PƌoduĐts aƌe 
dissimilar to Your Products.  

 

There appear to be no documents responsive to this request and no statement as to whether any 

exist.  Therefore, we read your response to suggest that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

8.            All documents and things relating to the channels of trade and distribution for Your Products in 

connection with the term RODEO REALTY. 

 

We read your list of documents for production to state that at present, no documents responsive to this 

request exist.  Please confirm whether that is the case. 

 

9.            All doĐuŵeŶts aŶd thiŶgs ƌelatiŶg to hoǁ You iŶitially ďeĐaŵe aǁaƌe of Opposeƌ’s Maƌk. 
 

There appear to be no documents responsive to this request and no statement as to whether any 

exist.  Therefore, we read your response to suggest that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

10.          Except for privileged communications You and Your attorney, all communications between You 

and any other person relating to this proceeding. 

 

We read your list of documents for production to state that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

11.          A copy of each report for any trademark searches You conducted or that were conducted on 

Your behalf regarding the availability for registration of the term RODEO REALTY. 
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We read your list of documents for production to state that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

12.         A copy of each opinion letter rendered to You concerning the availability for registration of the 

term RODEO REALTY. 

 

There appear to be no documents responsive to this request and no statement as to whether any 

exist.  Therefore, we read your response to suggest that no documents responsive to this request 

exist.  Please confirm whether that is the case. 

 

We look forward to receiving your supplemented responses and responses to our interrogatories by 

Monday.  Please let me know if you have any questions in the interim. 

 

Best Regards, 

 

Will  

 

William Bowen 

Sheldon Mak & Anderson 

"Where Innovation Finds Protection" 

100 Corson Street, Third Floor 

Pasadena, California  91103-3842 

(T) 626.796.4000 

(F) 626.795.6321 

E-Mail: william.bowen@usip.com 

This message is sent by a law firm and may contain information that is privileged or confidential. If you 

received this transmission in error, please notify the sender by reply e-mail and delete the message and 

any attachments. For additional information, please visit our website at www.usip.com 
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