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  1 

Applicant IP Application Development LLC (“IPAD LLC”) submits this Motion for Summary 

Judgment and Memorandum of Law pursuant to Section 528 of the Trademark Trial & Appeal Board 

Manual of Procedure (“TBMP”) and Rule 56 of the Federal Rules of Civil Procedure, seeking dismissal 

of Opposer RxD Media, LLC’s (“RxD”) oppositions. 

PRELIMINARY STATEMENT 

Summary judgment is warranted because RxD’s claims suffer from a fundamental flaw:  RxD 

does not own any trademark rights, a prerequisite for its opposition to IPAD LLC’s trademark 

applications under Section 2(d) of the Lanham Act.  The Patent & Trademark Office (“PTO”) expressly 

recognized this when it recently rejected RxD’s pending application to register “IPAD” on the ground that 

RxD’s use is merely descriptive of its “internet notepad” service.  In fact, the specimen of use that RxD 

submitted with its application to register “IPAD” refers to its service as a “Mobile Internet Notepad.”    

  The Board should reach the same conclusion here.  Rule 1209.03(d) of the Trademark Manual of 

Examining Procedure (“TMEP”) provides that an “i”-formative term such as “IPAD” is “merely 

descriptive” when used in connection with a product or service—here a notepad or “pad”—sold or 

delivered over the Internet.  This same rule was applied to IPAD LLC’s applications for its IPAD marks, 

and IPAD LLC was required to show proof of secondary meaning before its applications could proceed to 

publication.  This rule applies with equal force to RxD’s alleged mark. 

Because RxD’s use of the term “ipad” is descriptive, RxD has the burden of showing that its use 

acquired secondary meaning before 2009, the earliest priority date claimed in the two IPAD LLC 

applications at issue,1 which RxD has failed to do.  Secondary meaning requires vigorous evidentiary 

analysis of numerous factors relating to recognition of the alleged mark.  Here, not a single factor favors 

RxD.  First, in the almost nine years since its founding, RxD’s revenues have been 

  Even that amount—which does not even reach the 

de minimis level—is inflated because it includes revenue through 2015, not just during the time before 

                                                 
1 IPAD LLC’s priority dates are July 16, 2009 for Application No. 77/913,563 (“the ‘563 Application”) 
and January 25, 2010 for Application No. 77/927,446 (“the ‘446 Application”). 
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IPAD LLC’s priority dates.  Second, prior to 2010, RxD spent—at most—about on advertising its 

Internet notepad service, none of which was broadly circulated.  Third, RxD never received any 

unsolicited media attention.  Fourth, RxD has no idea how many U.S. consumers ever used its Internet 

notepad service.  Fifth, RxD has never been the exclusive user of the term “ipad.”  Finally, RxD  

 that any consumer ever associated “ipad” with RxD.  On this record, 

RxD cannot prove secondary meaning.  

This proceeding has gone on long enough.  Rather than reflecting any bona fide interest in 

protecting RxD’s alleged mark, this case represents an abuse of the PTO’s opposition process as part of a 

misguided attempt to pressure 2 into a favorable 

settlement.  Ultimately, however, despite more than three years of litigation and the assistance of three 

different law firms (two of which withdrew long ago, with one citing as its reason for withdrawal that 

RxD was “insist[ing] that [counsel] engage in conduct . . . contrary to [counsel’s] judgment and advice”),3 

the fact remains that RxD has failed to produce any evidence proving ownership of a valid mark.  Given 

this failure to satisfy its burden as to a basic element of its claim, RxD’s opposition should be dismissed. 

STATEMENT OF UNDISPUTED FACTS 

I. RxD CREATED IPAD.MOBI AS A “MOBILE INTERNET NOTEPAD.” 

Brian Clements, RxD’s founder, registered the ipad.mobi domain in October 2006.4  (Ex. 7 (Keith 

Clements 30(b)(6) Dep. (“KC Dep.”) 368:4–10; BC Dep. 36:12–14.)  The ipad.mobi website—intended 

to be a “notepad on the go”—allows registered users to store personal information, like to-do lists, in an 

                                                 
2 IPAD LLC is .  (Hill Decl. (filed concurrently herewith), Ex. 1 (“La 
Perle Dep.”) 35:17–20.)  (Hereinafter, “Ex. __” refers to the Exhibits to the Hill Declaration.)  Apple is 
the   (Id. at 116:1–5.) 

3 See Dkt. No. 19 (Req. for Permission to Withdraw as Counsel). 

4 The “.mobi” extension refers to the “.mobi” top-level domain of the Internet, and .mobi is derived from 
the adjective “mobile,” indicating its intended use for mobile devices on the mobile web.  (Exs. 2–4.)  As 
a general matter, websites at the .mobi domain have never been well known (unlike, e.g., “.com” sites).  
Rather, “it was mostly developers and domainers who bought into [.mobi sites]” which never “hit the 
mainstream.”  (Ex. 5 (“Wiles Dep.”) 40:12–16, 105:5–10; see also Ex. 6 (Brian Clements Dep. (“BC 
Dep.”) 125:16–17, 129:12–22.)   
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  (Id. at 509:15–511:12.) 

III.  RxD KNEW BEFORE SELECTING ITS ALLE GED “IPAD” MARK THAT APPLE WAS 
DEVELOPING A TABLET COMPUTER CALLED THE “IPAD.” 

 There was widespread media and consumer speculation that Apple would release a product called 

the “iPad” as early as 2000—ten years before Apple announced the iPad.  (See, e.g., Ex. 26 (2002 The 

Courier Mail article reporting, “[I]n recent years speculation has been rife that [Apple] would release an 

iPalm or iPad”); Ex. 27 (The Times article from 2000); Ex. 28 (2003 MacRumors thread entitled “iPad”); 

Ex. 29 (2005 MacRumors thread entitled “The new iPad”); Ex. 30 (2006 MacRumors thread entitled “The 

new Apple iPad!!!”).)  The speculation even prompted a November 2005 sketch on the comedy show 

Mad TV lampooning an Apple “iPad” product.  (Ex. 31 at IPADLLC_5056.)      

Brian Clements admittedly was aware of Apple’s “i”-family of marks before registering 

ipad.mobi in 2006.  (See, e.g., KC Dep. 146:7–14 ( ); cf. BC Dep. 99:22–100:7 (  

).)  RxD  (KC Dep. 149:21–150:1), which, as noted above, 

included predictions that Apple would release an “iPad” device years before it did.  On January 9, 2007, 

before launching ipad.mobi, Brian Clements visited www.namepros.com—an online forum for 

“Buy[ing], Sell[ing], [and] Discuss[ing] Domain Names”—and posted in a thread discussing “Apple’s 

new iPhone,” saying “I just hope someone comes out with the iPad.”  (Ex. 32 at IPADLLC_004825–26.)  

The ipad.mobi Internet notepad service was live on September 1, 2007.  (KC Dep. 268:8–17; Ex. 10.) 

IV.  APPLE LAUNCHED THE IPAD TABLET DEVICE AND APPLIED TO REGISTER ITS 
IPAD TRADEMARK. 

By 2006, Apple was in fact developing a tablet computer, for which it selected the name “IPAD” 

to be consistent with its “i”-family marks (e.g., iPod, iPhone, iTunes, etc.), which were widely known and 

associated in the minds of consumers with Apple.  (Ex. 33 at 5.)  After Apple selected the IPAD mark  

 

  (See La Perle Dep. 79:15–25; see, e.g., Exs. 34, 69.)  Neither RxD nor ipad.mobi appeared in 
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On January 27, 2010, Apple announced the launch of its new tablet device—the iPad—which 

would be available for purchase in late March 2010.  (Ex. 9.)   

V. AFTER APPLE ANNOUNCED ITS IPAD TABLET COMPUTER, RxD ATTEMPTED 
TO MANUFACTURE TRADEMARK RIGHTS IN “IPAD.” 

Before RxD launched ipad.mobi, Brian Clements was aware of Apple’s “i” family of marks and 

the rumors that Apple might soon be launching a tablet device called the “iPad” (see supra § III), so the 

name of Apple’s device came as no surprise to RxD when Apple announced it in January 2010.  

Nevertheless, it was only months after Apple announced its iPad tablet (in January 2010), and after IPAD 

LLC filed its U.S. applications to register the IPAD mark (in January and February 2010), that RxD 

sought for the first time to register “IPAD” (in March 2010).  (See Exs. 9, 10 at 4.)   

Specifically, on March 12, 2010, RxD filed its use-based application to register “IPAD” for use in 

connection with “providing temporary use of a web-based software application for mobile-access 

database management whereby users can store and access their personal information” in International 

Class 42 (Application No. 77/958,000 (“RxD’s Application”)).  (Ex. 10.)  RxD claimed a first use date of 

September 1, 2007, and submitted a specimen of use—a printout of the ipad.mobi website dated March 9, 

2010—showing RxD’s use of “ipad.mobi” above the tag-line “Your Mobile Internet Notepad.”  (Ex. 10.)  

RxD’s logo, as depicted in RxD’s specimen of use, is shown below: 

 

(Ex. 10 at 7 (callout added for readability because image is smaller than scale).)  RxD admits  

.  (KC Dep. 271:7–272:11.)11     

                                                 
11 After Apple announced its iPad tablet device, RxD also revised its ipad.mobi website to add many new 
instances of the term “iPad,” and for the first time used it standing alone, whereas in the past RxD had 
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evidence is merely colorable, . . . or is not significantly probative,” and “[t]he mere existence of a scintilla 

of evidence . . . will be insufficient.”  Anderson, 477 U.S. at 249–50.  A factual dispute is genuine only “if 

sufficient evidence is presented such that a reasonable fact finder could decide the question in favor of the 

non-moving party.”  TBMP § 528.01 & n.9. 

II.  RxD HAS NO TRADEMARK RIGHTS IN “IPAD.” 

As “the party opposing registration on the basis of likelihood of confusion with its own mark,” 

RxD must establish not only that it used the term “ipad” prior to IPAD LLC’s priority dates for the 

applications at issue (July 16, 2009 and January 25, 2010),14 but also that its use was distinctive before 

those dates, “either inherently or through the acquisition of secondary meaning.”  Hoover Co. v. Royal 

Appliance Mfg. Co., 238 F.3d 1357, 1359 (Fed. Cir. 2001); Otto Roth & Co. v. Universal Foods Corp., 

640 F.2d 1317, 1321–22 (C.C.P.A. 1991).  Here, because RxD’s use of the term “ipad” is merely 

descriptive of its Internet notepad service, and it cannot meet its burden of establishing secondary 

meaning before IPAD LLC’s priority dates, summary judgment is warranted.15 

Marks are categorized, in increasing order of distinctiveness, as (1) generic, (2) descriptive, (3) 

suggestive, (4) arbitrary, or (5) fanciful.  Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768 (1992).  

A mark is descriptive if it describes at least one significant attribute, feature, function, purpose, or use of 

the associated goods or services.  See, e.g., In re TriVita, Inc., 783 F.3d 872, 874 (Fed. Cir. 2015); In re 

Steelbuilding.com, 415 F.3d 1293, 1297 (Fed. Cir. 2005); TMEP § 1209.01(b) (“[I]t is enough if the term 

describes one significant function, attribute, or property.”).  Descriptive marks are not protectable unless 

and until they have acquired distinctiveness by obtaining a “secondary meaning” in the minds of 

consumers.  Two Pesos, 505 U.S. at 768.  Thus, it is black letter law that descriptive prior use of a term, 

                                                 
14 See supra n.1; see also 15 U.S.C. § 1126(e); Syngenta Crop Protection Inc. v. Bio-Chek LLC, 90 
U.S.P.Q.2d 1112, 1119 (T.T.A.B. 2009).   

15 To be clear, RxD cannot show that its alleged mark acquired secondary meaning at any point in time 
because essentially all that the business ever did is prosecute this action.  But for purposes of determining 
whether RxD has any valid trademark rights (which it does not), the Board need only consider the time 
period prior to IPAD LLC’s priority dates.    
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without proof of secondary meaning, is never enough to support a Section 2(d) opposition.  Otto Roth, 

640 F.2d at 1321–22 (reversing order sustaining opposition where opposer’s alleged mark was descriptive 

and without secondary meaning); cf. Towers v. Advent Software, Inc., 913 F.2d 942, 945–46 (Fed. Cir. 

1990) (descriptive use absent secondary meaning is insufficient for cancellation).   

A. As Used by RxD, the Term “IPAD” Is Descriptive. 

As noted above, a mark is descriptive if it describes at least one significant feature, function, 

purpose, or use of the service with which it is used.  In re Steelbuilding.com, 415 F.3d at 1297; TMEP 

§ 1209.01(b).  The Board assesses descriptiveness in relation to the claimed goods and/or services, not in 

the abstract.  See, e.g., In re Abcor Dev. Corp., 588 F.2d 811, 814 (C.C.P.A. 1978); In re Polo Int’l Inc., 

1999 WL 438840, at *2 (T.T.A.B. Feb. 12, 1999) (non-precedential) (“DOC” in DOC-CONTROL 

understood to refer to “documents” managed by applicant’s software); In re Digital Research Inc., 1987 

WL 123842, at *5 (T.T.A.B. Apr. 17, 1987) (CONCURRENT PC-DOS descriptive of computer 

programs where trade used CONCURRENT to describe a type of operating system); TMEP § 1209.01(b).  

Thus, a mark is descriptive if “someone who knows what the goods and services are will understand the 

mark to convey information about them.”  DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 

F.3d 1247, 1252 (Fed. Cir. 2012).  On January 21, 2016, the PTO properly applied these well-settled rules 

when it refused RxD’s Application as merely descriptive.  (Ex. 41 at 3.)  The undisputed evidence 

compels the same conclusion here. 16   

                                                 
16 Federal courts and the Board routinely find marks descriptive on summary judgment where, as here, the 
party asserting prior rights fails to present evidence that its mark is anything other than descriptive.  See, 
e.g., J.T. Colby & Co., Inc. v. Apple Inc., 2013 WL 1903883, at *8 (S.D.N.Y. May 8, 2013) (granting 
summary judgment where evidence showed that “the ‘i’ in ibooks was intended . . . to refer to the 
Internet” and “inform[s] the consumer that the book is available . . .  on the Internet” and plaintiff failed 
to produce evidence that consumers would perceive its purported mark as anything other than 
descriptive); see also Sweats Fashions, Inc. v. Pannill Knitting Co., 833 F.2d 1560, 1562–65 (Fed. Cir. 
1987) (affirming summary judgment); Robin Singh Educ. Servs, Inc. v. Test Masters Educ. Servs., Inc., 
2011 WL 1495459, at *8 (T.T.A.B. Mar. 31, 2011); Threshold.TV, 2010 WL 3164750, at *6; 
Interpayment Servs., Ltd. v. Docters & Thiede, 2003 WL 880552, at *6 (T.T.A.B. Mar. 4, 2003); 
Callaway Vineyard & Winery v. Endsley Capital Grp., Inc., 2002 WL 976451, at *5 (T.T.A.B. May 10, 
2002); Flowers Indus. Inc. v. Interstate Brands Corp., 1987 WL 123874, at *8–9 (T.T.A.B. Dec. 30, 
1987); BankAm. Corp. v. Int’l Travelers Cheque Co., 1979 WL 24927, at *4 (T.T.A.B. Nov. 19, 1979). 
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1. RxD Uses “IPAD” to Describe Significant Features, Functions, or Uses of Its 
“Internet Notepad” Service. 

RxD uses the term “ipad,” consisting of a combination of the prefix “i”- and the suffix -“PAD,” 

to mean “internet notepad,” as confirmed by RxD’s specimen of use, contemporaneous documents, and 

witness testimony.  (See Statement of Undisputed Facts (“SUF”) §§ I at 2–4, V at 8, VIII at 9–10.)   As 

noted above, RxD’s founder repeatedly referenced the “internet notepad” that ipad.mobi offered, touting 

the convenience of having a “notepad on the go” and the ability to access things  

.  (SUF § I at 2–4.)  Thus, RxD’s alleged mark is descriptive of RxD’s service, which is 

described in RxD’s Application as “providing temporary use of a web-based software application for 

mobile-access database management whereby users access their personal information.”  (Ex. 10.) 

2. Consumers Will Perceive RxD’s Use of “IPAD” as Describing the Features, 
Functions, or Uses of Its “Internet Notepad” Service. 

RxD has produced no evidence to suggest consumers will perceive RxD’s use of “ipad” to mean 

anything other than “internet notepad.”  First, as the PTO’s rules recognize, given the prevalence of “i”-

formative marks, the “i”-prefix is “understood by the purchasing public to refer to the Internet when used 

in relation to Internet-related products or services.”  See TMEP § 1209.03(d); In re Zanova, Inc., 59 

U.S.P.Q.2d 1300, 1304 (T.T.A.B. 2000) (holding ITOOL descriptive of software for creating webpages, 

and custom website design services).  As noted above, the PTO applied this same rule during prosecution 

of IPAD LLC’S Applications for its IPAD marks.  (See SUF § VI at 9.)  What is good for the goose is 

good for the gander, and the rule regarding the descriptiveness of “i”-formative marks applies with equal 

force here because RxD’s service—“a web-based software application”—is expressly related to the 

Internet.  (See, e.g., SUF §§ I at 2–4, V at 8, VIII at 9–10, IX at 10–12.)     

Moreover, the PTO and the Board regularly look to evidence of third-party use, including 

dictionary definitions and online sources, as evidence of how consumers will perceive a particular word 

or mark.  See In re Bayer Aktiengesellschaft, 488 F.3d 960, 964–69 (Fed. Cir. 2007) (“Evidence that a 

term is merely descriptive . . . may be obtained from any competent source, such as dictionaries, 

newspapers, or surveys.”); see also TMEP § 710.01(b) (“Articles downloaded from the Internet are 
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admissible as evidence of information available to the general public, and of the way in which a term is 

being used by the public.”); Retail Serv., Inc. v. Freebies Publ’g, 364 F.3d 535, 544–45 (4th Cir. 2004) 

(granting summary judgment that mark was descriptive after considering online dictionaries and websites 

as evidence of consumer perception).  Here, IPAD LLC has submitted myriad examples of third-party 

“i”-formative marks that use “i” to denote “Internet,” including, for example:  iVillage, iPod, iPhone, 

iTunes, iMessages, ICOOKBOOK, and IPORTAL.  (See SUF § IX at 10–11.)    

Similarly, the suffix “PAD” refers descriptively to ipad.mobi’s function as an online notepad.  In 

rejecting RxD’s Application, the PTO provided evidence such as a Wikipedia definition of “pad” that 

included electronic notepads.  (Ex. 41 at 42.)  This definition is consistent with many examples of third-

party use, including, for example:  EASYPAD, ETHERPAD, and WIKIPAD.  (See SUF § IX at 11–12.)  

Finally, the combination of “i” and “pad” does not “evoke[] a new and unique commercial 

impression” apart from the constituent elements.  See TMEP § 1209.03(d).  The PTO recognizes that 

when the “i” prefix is “coupled with a descriptive word or term for Internet-related goods and/or services, 

then the entire mark may be considered merely descriptive.”  TMEP §1209.03(d); see, e.g., In re Zanova, 

59 U.S.P.Q.2d at 1304; In re Christian Happenings Acquisition Corp., 2013 WL 2365000, at *4 

(T.T.A.B. Jan 25, 2013) (non-precedential) (affirming refusal because public would readily understand of 

ITICKETS as referring to Internet ticket services); J.T. Colby, 2013 WL 1903883, at *8 (granting 

summary judgment where evidence showed that “the ‘i’ in ibooks was intended . . . to refer to the 

Internet” and “inform[s] the consumer that the book is available . . .  on the Internet”).17   (See SUF § IX 

at 10–12; Ex. 41 at 3).  The same conclusion is warranted here. 

                                                 
17 See also iMedica Corp. v. Medica Health Plans, 2007 WL 1697344, at *10 (T.T.A.B. June 7, 2007) 
(non-precedential) (finding registrant’s MEDICA and petitioner’s IMEDICA marks similar because the 
“addition of the letter ‘i’ . . . merely indicates that there is an internet feature to the services”); In re 
Safeco Fin. Inst. Solutions, Inc., 2004 WL 2202258, at *4 (T.T.A.B. Sept. 7, 2004) (non-precedential) 
(affirming refusal, holding that ORION is the dominant portion of iORION mark because “[t]he 
purchasing public will likely understand the ‘I’ to refer to ‘Internet’”); In re Chase Manhattan Corp., 
2002 WL 1611531, at *1, 3 (T.T.A.B. July 19, 2002) (non-precedential) (affirming refusal, finding a 
likelihood of confusion between i-VAULT and e-VAULT, holding that “e” and “i” both mean 
“electronically via the Internet,” and “because of the now well-accepted significance of . . . the letter ‘i’ 
being an abbreviation for the Internet”).   
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3. The Evidence Supports No Other Meaning of “IPAD.” 

As discussed above, during this proceeding RxD claimed for the first time that it intended “ipad” 

to mean  (See SUF at 4 n.6.)  But that is inconsistent with RxD’s numerous internal 

documents (and the very specimen of use RxD submitted with its trademark application) showing that 

“ipad” was a reference to its “internet notepad.”  (See id. § I at 2–5.)  In any event, RxD’s argument about 

what it intended “ipad” to mean is legally irrelevant, and therefore insufficient to create a genuine issue of 

material fact to survive summary judgment, because descriptiveness is judged by the impression that the 

use creates in the minds of consumers, not the private, subjective intent of the user.  Otto Roth, 640 F.2d 

at 1322 (finding opposer’s use of BRIE NOUVEAU descriptive despite opposer’s supposed intent); 

Pfizer Inc. v. Astra Pharm. Prods., Inc., 858 F. Supp. 1305, 1319 (S.D.N.Y. 1994) (to assess 

descriptiveness, “the Court should look, not to the owner’s subjective intent, but to the natural 

interpretation the public would give the word.” (internal quotation marks omitted)).  Moreover, even if 

RxD’s intent were relevant, RxD has no evidence to support its purported intent.  Instead, it can only cite 

self-serving post hoc testimony, which is insufficient to survive summary judgment.  See, e.g., TBMP § 

528.01 (non-moving party may not “rest on mere denials or conclusory assertions . . . but rather must 

proffer countering evidence.”).   

B. RxD’s Alleged IPAD Mark Has Not Acquired Secondary Meaning. 

RxD’s descriptive use of “ipad” cannot support a Section 2(d) opposition unless it acquired 

secondary meaning before the priority dates for IPAD LLC’s Applications at issue.  Syngenta Crop, 90 

U.S.P.Q.2d at 1119.  A term acquires secondary meaning only when “the primary significance of the term 

in the minds of the consuming public is not the product but the producer[.]”  TMEP § 1212 (emphasis in 

original); accord Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1379 (Fed. Cir. 2012).  To 

assess secondary meaning, the Board examines evidence relating to “copying, advertising expenditures, 

sales success, length and exclusivity of use, unsolicited media coverage, and consumer studies (linking 

the name to a source).”  In re Steelbuilding.com, 415 F.3d at 1300.  Proof of secondary meaning “entails 
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vigorous evidentiary requirements.”  Bristol-Myers Squibb Co. v. McNeil-P.P.C., 973 F.2d 1033, 1041 

(2d Cir. 1992).  

As discussed below, RxD cannot establish any of the relevant factors, because RxD was not a 

successful business as of IPAD LLC’s priority dates (or any time since then).  According to RxD’s owner 

and corporate designee, RxD is a  but for   (See SUF § II 

at 4–5.)  Because RxD cannot satisfy its burden of proving that its descriptive use of “ipad” acquired 

secondary meaning, summary judgment is warranted. 

1. RxD Has Made No Sales and Its Revenues Have Been Paltry. 

RxD’s corporate designee admitted that in the almost nine years since it launched the ipad.mobi 

website, its revenues have been  

 and that those revenues  

   (KC Dep. 606:12–607:8, 608:7–12.)  Its sales relevant to this proceeding—those prior to 

2010—are obviously a fraction of that amount.  The Board and federal courts have found far greater sales 

figures insufficient to show secondary meaning.  See In re Packaging Specialists, Inc., 1984 WL 63099, 

at *1–6 (T.T.A.B. Mar. 12, 1984) (annual sales of $1 to $4 million insufficient); see also DeGidio v. W. 

Grp. Corp., 355 F.3d 506, 514 (6th Cir. 2004) (affirming summary judgment, finding $200 from online 

banner ads and click-through revenues insufficient); Cont’l Lab. Prods., Inc. v. Medax Int’l, Inc., 114 F. 

Supp. 2d 992, 1000 (S.D. Cal. 2000) (summary judgment for defendant, finding sales totaling 229,000 

units and revenues of $4.76 million insufficient); Ideal World Mktg., Inc. v. Duracell, Inc., 15 F. Supp. 2d 

239, 246 (E.D.N.Y. 1998) (granting summary judgment, finding sales of $1 million over five years 

insufficient), aff’d 182 F.3d 900 (2d Cir. 1999); Lewis Mgmt. Co. v. Corel Corp., 1995 WL 724835, at 

*5–6 (S.D. Cal. June 28, 1995) (revenue of $25,500 insufficient).   

Like the plaintiff in DeGidio, RxD 

.  In DeGidio, the Sixth Circuit affirmed that plaintiff’s $200 of revenue earned over the 

course of four years was insufficient to show secondary meaning.  355 F.3d at 514.  Here, RxD’s 

revenues are  that amount (even considering all nine years that ipad.mobi has been 
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operating).  Thus, RxD’s sales figures do not even begin to approach the de minimis threshold sufficient 

to show secondary meaning.  

2. RxD’s Advertising and Promotional Efforts Have Been Paltry. 

  (KC Dep. 351:16–18.)  Prior to 2010, RxD spent at most 

about  on advertising ipad.mobi.  (BC Dep. 204:4–205:19; Ex. 25.)  The Board and federal courts 

have found exponentially greater advertising and promotional efforts insufficient to show secondary 

meaning.  See In re Packaging Specialists, 1984 WL 63099, at *1–6 (finding $50,000 in advertising over 

multi-year period insufficient); Hayes Microcomputer Prods., Inc. v. Business Computer Corp., 1983 WL 

50163, at *4 (T.T.A.B. Aug. 11, 1983) (no secondary meaning where plaintiff spent $70,000 on 

advertising and promoted its mark in periodicals, multiple press releases, and trade shows); see also 

DeGidio, 355 F.3d at 514 (advertising expenditures of $2,500 over four years “is woefully insufficient to 

establish secondary meaning”); Cont’l Lab. Prods., 114 F. Supp. 2d at 1000 (finding “paltry” plaintiff’s 

annual advertising expense of $15,000); Brandwynne v. Combe Int’l, Ltd., 74 F. Supp. 2d 364, 382 

(S.D.N.Y. 1999) (advertising expense of $120,000 over three years insufficient).  Thus, RxD’s 

promotional efforts also fail to approach the de minimis threshold.18 

3. RxD’s Period of Use Is Insufficient. 

RxD claims a first-use date of September 2007 (Ex. 10; KC Dep. 268:8–17), which means that, at 

most, RxD had approximately two-and-half years of use before IPAD LLC’s priority dates of  July 16, 

2009 and January 25, 2010.  But the Board and federal courts have found far greater periods of time 

insufficient to show secondary meaning without other indicia of consumer association.  See, e.g., 

Threshold.TV, 2010 WL 3164750, at *8 (12 years of use insufficient where there was (1) no evidence of 

                                                 
18 Even if RxD’s advertising figures were more than de minimis, RxD’s evidence would still be 
insufficient because RxD has produced nothing to show that its “advertisements caused consumers to 
associate [its] service with [RxD].”  Rockland Exposition, Inc. v. Alliance of Auto. Serv. Providers of N.J., 
894 F. Supp. 2d 288, 319 (S.D.N.Y. 2012) (granting summary judgment for defendant); Gameologist 
Grp., LLC v. Sci. Games Int’l, Inc., 838 F. Supp. 2d 141, 158 (S.D.N.Y. 2011) (granting summary 
judgment for defendant where plaintiff failed to show that its presence at trade shows, email blasts, 
distribution of hundreds of samples, and press releases were successful in associating its mark with 
plaintiff in the minds of consumers).   
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sales, numbers of customers, or exclusivity; (2) no surveys or consumer affidavits “asserting source-

indicating recognition”; and (3) insufficient evidence of advertising and unsolicited media coverage); In 

re Gibson Guitar Corp., 61 U.S.P.Q.2d 1948, 1952 (T.T.A.B. 2001) (66 years of use insufficient for 

secondary meaning where (1) annual sales averaged only 1,600 units and applicant provided no means of 

comparing sales figures to other companies; and (2) there was insufficient evidence of distribution of 

promotional materials); In re Packaging Specialists, 1984 WL 63099 at *3 (16 years of use insufficient 

where (1) advertising expenses were $50,000 over multi-year period; (2) there were “no sample trade 

journal advertisements, classified or other directory listings, brochures, or similar promotional and sales 

literature”; and (3) applicant submitted just two third-party affidavits of consumer association).  Here, 

RxD’s period of use falls well short of the mark.   

Further, “long and continuous use alone is insufficient to show secondary meaning where the use 

is not substantially exclusive.”  E.g., Threshold.TV, 2010 WL 3164750, at *8 (quoting Flowers, 1987 WL 

123874, at *8 (T.T.A.B. May 19, 1987)).  RxD admits that its use of “ipad” was not exclusive.  (KC Dep. 

367:6–15.)  Thus, even if RxD’s period of use were sufficiently long to support a finding of secondary 

meaning (which it is not), it was not exclusive and thus is insufficient standing alone to show secondary 

meaning.  Threshold.TV, 2010 WL 3164750, at *8. 

4. There Is No Evidence of Any Unsolicited Media Coverage. 

RxD has no evidence of unsolicited media coverage.  In Threshold.tv., the Board found “not 

persuasive” evidence of “articles in the Wall Street Journal, The Hollywood Reporter, The New York 

Times,” and “magazines such as Maxim, Forbes, Esquire, TV Guide, and Men’s Journal, among others” 

where those articles were from a one-year period, were few in number, and did not identify opposer’s 

services.  2010 WL 3164750, at *8.  Here, RxD does not even have the amount of press attention deemed 

“not persuasive” in Threshold.tv; rather, RxD has no evidence of any unsolicited media coverage before 

IPAD LLC’s priority dates.  RxD admits, and documents confirm, that  

  (KC Dep. 332:9–333:14.)  
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5. There Is No Evidence That IPAD LLC Copied Its Mark from RxD. 

Copying is only evidence of secondary meaning if the defendant’s intent in copying is to confuse 

consumers and pass off its product as the plaintiff’s.  E.g., Sweats Fashions, Inc. v. Pannil Knitting Co., 

833 F.3d 1560, 1565 (Fed. Cir. 1987); In re Doctors on Liens, Inc., 2015 WL 7273015, at *8 (T.T.A.B. 

Oct. 20, 2015) (non-precedential).  RxD has no evidence that IPAD LLC copied its IPAD mark from 

RxD.  Instead, the documentary and testimonial evidence confirm that  

 

 

  (See SUF §§ I at 2; III at 6, IV at 6, V at 8.)   

  (See SUF § IV at 7.) 

Thus, this factor also weighs against finding secondary meaning.  See DeGidio, 344 F.3d at 514 

(“At most,” plaintiff showed that defendant knew of its website, but failed to show intentional copying, 

and the “suggestion that [d]efendant wanted to derive a benefit from [a] minimal $50 annual business” 

was “meritless”); Lopez v. Gap, Inc., 883 F. Supp. 2d 400, 428–29 (S.D.N.Y. 2012) (granting summary 

judgment for defendant where, after a “detailed review of company records,” defendants represented they 

never heard of plaintiff before he filed suit).19 

6. RxD Did Not Offer a Secondary Meaning Survey. 

RxD has never   (KC Dep. 

509:15–511:12.)  The Board has recognized that “the lack of a survey in the absence of other probative 

evidence of acquired distinctiveness leaves little basis . . . to recognize . . . alleged ownership of 

trademark rights . . . .”  Bd. of Trustees of the Univ. of Ala., 2013 WL 4397047, at *17 (T.T.A.B July 23, 

2013).  Here, as detailed above, RxD has no other evidence from which a reasonable jury could conclude 

                                                 
19 There is ample evidence, however, that RxD adopted its alleged IPAD mark, hoping to capitalize on the 
pervasively reported likelihood that Apple would launch an “iPad” product.  (See SUF § III at 6.) 





TRADE SECRET/COMMERCIALLY SENSITIVE 

 

CERTIFICATE OF SERVICE 

I HEREBY CERTIFY that a true and correct copy of the foregoing IP APPLICATION 

DEVELOPMENT LLC’S MOTION FOR SUMMARY JUDGMENT was filed electronically on this 7th 

day of March, 2016, and a copy was electronically mailed to the following: 

Cecil E. Key 
Sara M. Sakagami 
DiMuro Ginsberg, PC 
1101 King Street, Suite 610 
Alexandria, Virginia 22314 
ckey@dimuro.com 
ssakagami@dimuro.com 
Attorneys for RxD Media, LLC 

 

/s/  Allison W. Buchner  
Allison W. Buchner 

 
 
 



 

 

IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

RXD MEDIA, LLC, 
 

Opposer, 
 
v. 
 
IP APPLICATION DEVELOPMENT LLC, 
 

Applicant. 
 

:
:
:
:
:
:
:
:
:
:
:

 
Opposition Nos. 91207333 
  91207598 
 
 

 
 

DECLARATION OF PHIL HILL IN SUPPORT OF  
IP APPLICATION DEVELOPMENT LLC’S  

MOTION FOR SUMMARY JUDGMENT 
 

I, Phil Hill, declare and state as follows: 

1. I am an active member of the State Bar of New York and an attorney with the law 

firm of Kirkland & Ellis LLP, counsel of record for Applicant IP Application Development LLC 

(“IPAD LLC”).  I am familiar with the files, documents, and correspondence in this case and 

submit this declaration concurrently with, and in support of, IPAD LLC’s Motion for Summary 

Judgment filed in this proceeding.  I have personal knowledge of the matters stated in this 

declaration, and if called upon to testify, could and would do so competently. 

2. Attached as Exhibit 1 is a true and correct copy of excerpts from the deposition of 

Thomas La Perle as the corporate representative of IPAD LLC and non-party Apple Inc. 

(“Apple”) pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure.  Portions of this 

transcript have been marked “TRADE SECRET AND COMMERCIALLY SENSITIVE” 

pursuant to Paragraph 1 of the Protective Order entered by the Board on February 14, 2013 (D.E. 

6 (approving D.E. 5, Stipulated Protective Order) (the “Board Protective Order”)) and Paragraph 

3 of the Protective Order entered by the U.S. District Court for the Northern District of 

California on December 8, 2015 (15-mc-80295 (N.D. Cal.), D.E. 3) at the request of Opposer 
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RxD Media LLC (“RxD”) and non-party Apple, and those portions are redacted from the public 

filing.1 

3. Attached as Exhibit 2 is a true and correct copy of the Wikipedia webpage for 

“.mobi,” which was captured at my direction on February 29, 2016.   

4. Attached as Exhibit 3 is a true and correct copy of the Wikipedia webpage for 

“Mobile Web,” which was captured at my direction on February 29, 2016. 

5. Attached as Exhibit 4 is a true and correct copy of the Wikipedia webpage for 

“Domainer” and “Domain name speculation,” which was captured at my direction on February 

29, 2016. 

6. Attached as Exhibit 5 is a true and correct copy of excerpts from the deposition of 

non-party David Wiles, a contractor RxD hired to perform coding for RxD’s websites, including 

ipad.mobi.  (See id. at 24:1–11, 43:25–44:23.)  RxD marked portions of this transcript 

“CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective Order, and those portions 

are redacted from the public filing. 

7. Attached as Exhibit 6 is a true and correct copy of excerpts from the deposition of 

RxD’s founder, Brian Clements.  According to our records, RxD has not provided any 

confidentiality designations with regard to the deposition of Brian Clements, but out of an 

abundance of caution, and pursuant to Paragraph 1 of the Board Protective Order, IPAD LLC 

designates Exhibit 6 as “CONFIDENTIAL,” and redacts it from the public filing. 

8. Attached as Exhibit 7 is a true and correct copy of excerpts from the deposition of 

Keith Clements as the corporate representative of RxD pursuant to Rule 30(b)(6) of the Federal 

Rules of Civil Procedure.  RxD marked portions of this transcript “CONFIDENTIAL” pursuant 

to Paragraph 1 of the Board Protective Order, and those portions are redacted from the public 

                                                 
1 Pursuant to Rule 412.04 of the Trademark Trial & Appeal Board of Manual of Procedure, 
IPAD LLC has used yellow highlighting to identify the information in the confidentially filed 
versions of IPAD LLC’s Motion for Summary Judgment and supporting documents that are 
redacted from the publicly filed versions. 
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filing. 

9. Attached as Exhibit 8 is a true and correct copy of Exhibit 5 from the deposition 

of Brian Clements, which is an email from Vance Hedderel to Brian Clements dated August 27, 

2007 with the subject line “dotMobi Showcase,” followed by a blank questionnaire, and RxD’s 

responses to the questionnaire (see Ex. 6 at 112:7–113:16, 116:21–117:21), which RxD produced 

as a single document bearing the Bates numbers RXD000030–33. 

10. Attached as Exhibit 9 is a true and correct copy of a January 27, 2010 Apple press 

release entitled “Apple Launches iPad,” which IPAD LLC produced in this proceeding bearing 

the Bates numbers IPADLLC_000153–54.  

11. Attached as Exhibit 10 is a true and correct copy of Exhibit 18 from RxD’s Rule 

30(b)(6) deposition, which is RxD’s March 12, 2010 application to register IPAD in 

International Class 42 for “[p]roviding temporary use of a web-based software application for 

mobile-access database management whereby users can store their personal information” 

(Application No. 77/958,000 (“RxD’s Application”)).   

12. Attached as Exhibit 11 is a true and correct copy of Exhibit 12 from RxD’s Rule 

30(b)(6) deposition, which is an online forum thread entitled “newly regged .mobi” on the 

website www.namepros.com (“NamePros”). 

13. Attached as Exhibit 12 is a true and correct copy of Exhibit 104 from RxD’s Rule 

30(b)(6) deposition, which is an online forum thread on the NamePros website entitled “Son of a 

B@#$!,” and which IPAD LLC produced in this proceeding bearing the Bates numbers 

IPADLLC_004958–67.   

14. Attached as Exhibit 13 is a true and correct copy of Exhibit 13 from RxD’s Rule 

30(b)(6) deposition, which is an online forum thread on the NamePros website entitled “One 

thing is clear - Great time to HOLD?; and, Great time for aftermarket inquiries?,” and which 

IPAD LLC produced in this proceeding bearing the Bates numbers IPADLLC_004946–57.  

15. Attached as Exhibit 14 is a true and correct copy of Exhibit 105 from RxD’s Rule 

30(b)(6) deposition, which is an online forum thread on the NamePros website entitled “Which 
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.mobi to develope [sic] next?,” and which IPAD LLC produced in this proceeding bearing the 

Bates numbers IPADLLC_004968–76.   

16. Attached as Exhibit 15 is a true and correct copy of Exhibit 14 from RxD’s Rule 

30(b)(6) deposition, which is document containing emails between David Wiles and Brian 

Clements from August 13–18, 2007 with the subject lines “ipad logo,” “one more thing” and 

“Mobility,” and which David Wiles produced in this proceeding as a single document and IPAD 

LLC labeled using the Bates numbers WILES000070–75 for ease of identification.  RxD marked 

this document “CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective Order, and it 

is redacted from the public filing. 

17. Attached as Exhibit 16 is a true and correct copy of Exhibit 17 from RxD’s Rule 

30(b)(6) deposition, which is a document with the heading “About Page,” and which RxD 

produced in this proceeding bearing the Bates number RXD0001310.  RxD marked this 

document “CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective Order, and it is 

redacted from the public filing.   

18.  Attached as Exhibit 17 is a true and correct copy of Exhibit 6 from the deposition 

of Brian Clements, which is a document with the file name “Banners that were advertised on 

mobile websites prior to 2010.pdf,” and which RxD produced in this proceeding bearing the 

Bates number RXD000016.   

19. Attached as Exhibit 18 is a true and correct copy of a document with the file name 

“Awsome [sic] Dave.pdf,” which RxD produced in this proceeding bearing the Bates numbers 

RXD0000234–35.  RxD marked this document “CONFIDENTIAL” pursuant to Paragraph 1 of 

the Board Protective Order, and it is redacted from the public filing. 

20. Attached as Exhibit 19 is a true and correct copy of a document with the file name 

“Business plan page 1 to 3.pdf,” which RxD produced in this proceeding bearing the Bates 

numbers RXD0000236–38.  RxD marked this document “CONFIDENTIAL” pursuant to 

Paragraph 1 of the Board Protective Order, and it is redacted from the public filing. 

21. Attached as Exhibit 20 is a true and correct copy of a document with the file name 
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“iPad Original from July 2007.pdf,” which RxD produced in this proceeding bearing the Bates 

numbers RXD0000264–68.  RxD marked this document “CONFIDENTIAL” pursuant to 

Paragraph 1 of the Board Protective Order, and it is redacted from the public filing. 

22. Attached as Exhibit 21 is a true and correct copy of an email chain between Brian 

Clements and David Wiles dated September 5–6, 2011 with the subject line “Intended for David 

Wiles Only (Confidential),” which RxD produced in this proceeding bearing the Bates numbers 

RXD0001207–10.  RxD marked this document “CONFIDENTIAL” pursuant to Paragraph 1 of 

the Board Protective Order, and it is redacted from the public filing. 

23. Attached as Exhibit 22 is a true and correct copy of a collection of emails between 

Brian Clements and David Wiles dated August 13–21, 2007 with the subject lines “Updated Ipad 

logo Tuesday,” “ipad logo,” “one more thing,” “ipad idea by Brian Clements,” and “Mobility,” 

which David Wiles produced in this proceeding as a single document and IPAD LLC labeled 

using the Bates numbers WILES000051–63 for ease of identification.  RxD marked this 

document “CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective Order, and it is 

redacted from the public filing. 

24. Attached as Exhibit 23 is a true and correct copy of Exhibit 37 from RxD’s Rule 

30(b)(6) deposition, which is RxD’s Supplemental Response to Applicant’s Interrogatory No. 1, 

dated December 4, 2015. 

25. I have searched RxD’s document production for instances of the word “home” 

and confirmed that RxD has not produced any documents showing use of the term “MyHome” or 

“My Home” in reference to the term “ipad” or the ipad.mobi website.  

26. Attached as Exhibit 24 is a true and correct copy of a January 6, 2016 letter from 

RxD’s counsel Sara Sakagami to IPAD LLC’s counsel Allison Buchner with the subject line 

“RxD Media, LLC v. IP Application Development LLC TTAB Opposition Nos. 9120733 & 

91207598.”  RxD has not provided any confidentiality designation for Exhibit 24, but out of an 

abundance of caution, and pursuant to Paragraph 1 of the Board Protective Order, IPAD LLC 

designates as “CONFIDENTIAL” portions of Exhibit 24 that reflect deposition testimony that 
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RxD has designated “CONFIDENTIAL,” and those portions are redacted from the public filing. 

27. Attached as Exhibit 25 is a true and correct copy of Exhibit 12 from the 

deposition of Brian Clements, which Brian Clements testified is RxD’s account summary from 

the AdMob service.  (See Ex. 6 at 167:122–169:7.)  RxD marked this document 

“CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective Order, and it is redacted 

from the public filing. 

28. Attached as Exhibit 26 is a true and correct copy of an April 6, 2002 article from 

The Courier-Mail, which IPAD LLC produced in this proceeding bearing the Bates numbers 

IPADLLC_005064–65. 

29. Attached as Exhibit 27 is a true and correct copy of an April 17, 2000 article from 

The Times, which IPAD LLC produced in this bearing with the Bates numbers 

IPADLLC_004984–85. 

30. Attached as Exhibit 28 is a true and correct copy of a 2003 MacRumors online 

forum thread entitled “iPad,” which IPAD LLC produced in this proceeding bearing the Bates 

numbers IPADLLC_005085–89. 

31. Attached as Exhibit 29 is a true and correct copy of a 2005 MacRumors online 

forum thread entitled “The new iPad,” which IPAD LLC produced in this proceeding bearing the 

Bates numbers IPADLLC_005119–26. 

32. Attached as Exhibit 30 is a true and correct copy of a 2006 MacRumors online 

forum thread entitled “The new Apple iPad!!!,” which IPAD LLC produced in this proceeding 

bearing the Bates numbers IPADLLC_005113–18. 

33. Attached as Exhibit 31 is a true and correct copy of the Wikipedia page for Mad 

TV Season 11, which IPAD LLC produced in this proceeding bearing the Bates numbers 

IPADLLC_005053–61. 

34. Attached as Exhibit 32 is a true and correct copy of Exhibit 103 from RxD’s Rule 

30(b)(6) deposition, which is an online forum thread on the NamePros website entitled “Apple’s 

new iPhone…mobile internet to the max,” and which IPAD LLC produced in this proceeding 
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dated  which was produced  in this proceeding bearing the Bates 

numbers IPADLLC_000140–48.  (See Ex. 1 at 104:16–106:5.)  Portions of this document have 

been marked “HIGHLY CONFIDENTIAL” pursuant to Paragraph 1 of the Board Protective 

Order, and those portions are redacted from the public filing. 

39. Attached as Exhibit 37 is a true and correct copy of Registration No. 4,400,443, 

which was downloaded from the U.S. Patent & Trademark Office’s (“PTO”) website at my 

direction on February 29, 2016. 

40. Attached as Exhibit 38 is a true and correct copy of Registration No. 4,537,934, 

which was downloaded from the U.S. Patent & Trademark Office’s (“PTO”) website at my 

direction on February 29, 2016. 

41.  Attached as Exhibit 39 is a true and correct copy of Exhibit 25 from RxD’s Rule 

30(b)(6) deposition, which is an email chain between Brian Clements and David Wiles from 

September 20–28, 2011 with the subject line “iPad,” and which David Wiles produced in this 

proceeding as a single document and IPAD LLC labeled using the Bates numbers 

WILES000286–89 for ease of identification.  RxD marked this document “CONFIDENTIAL” 

pursuant to Paragraph 1 of the Board Protective Order, and it is redacted from the public filing. 

42. Attached as Exhibit 40 is a true and correct copy of the PTO’s June 22, 2010 

Suspension Letter for RxD’s Application No. 77/958,000 (“RxD’s Application”), which was 

downloaded from the PTO website at my direction on February 29, 2016.  

43. Attached as Exhibit 41 is a true and correct copy of the PTO’s January 21, 2016 

Office Action refusing registration of RxD’s Application, which was downloaded from the PTO 

website at my direction on February 29, 2016. 

44. Attached as Exhibit 42 is a true and correct copy of an excerpt from the PTO’s 

December 15, 2015 Administrative Response concerning RxD’s Application, which was 

downloaded from the PTO website at my direction on February 29, 2016. 

45. Attached as Exhibit 43 is a true and correct copy of excerpts from Newton’s 

Telecom Dictionary, which was created at my direction on February 29, 2016. 
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46. Attached as Exhibit 44 is a true and correct copy of the definition of “I” on the 

website Abbreviations.com, which was captured at my direction on February 29, 2016. 

47. Attached as Exhibit 45 is a true and correct copy of the definition of “I” on the 

website AcronymFinder.com, which was captured at my direction on February 29, 2016. 

48. Attached as Exhibit 46 is a true and correct copy of the definition of “I” on the 

website The Free Dictionary, which was captured at my direction on February 29, 2016. 

49. Attached as Exhibit 47 is a true and correct copy of excerpts from the April 13, 

2010 Office Action refusing registration of Application No. 77/910,810 for ICOOKBOOK, 

which was downloaded from the PTO website at my direction on February 29, 2016. 

50. Attached as Exhibit 48 is a true and correct copy of excerpts from the November 

28, 2011 Office Action refusing registration of Application No. 85/233,164 for IPORTAL, which 

was downloaded from the PTO website at my direction on February 29, 2016. 

51. Attached as Exhibit 49 is a true and correct copy of excerpts from the March 23, 

2015 Office Action refusing registration of Application No. 86/468,626 for IBENCH, which was 

downloaded from the PTO website at my direction on February 29, 2016. 

52. Attached as Exhibit 50 is a true and correct copy of excerpts from the April 16, 

2014 Office Action refusing registration of Application No. 86/165,607 for IKIDZ, which was 

downloaded from the PTO website at my direction on February 29, 2016. 

53. Attached as Exhibit 51 is a true and correct copy of the Wikipedia page for 

“Internet-related prefixes,” which was captured at my direction on March 1, 2016. 

54. Attached as Exhibit 52 is a true and correct copy of excerpts from the Collins 

Dictionary definition of “pad,” which was created at my direction on February 29, 2016. 

55. Attached as Exhibit 53 is a true and correct copy of an internet version of 

Webster’s 1913 dictionary definition of “pad,” and Webster’s WordNet dictionary definition of 

“pad,” which was captured at my direction on February 29, 2016. 

56. Attached as Exhibit 54 is a true and correct copy of an internet version of 

Merriam-Webster’s dictionary definition of “pad,” which was captured at my direction on 
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February 29, 2016. 

57. Attached as Exhibit 55 is a true and correct copy of an internet version of the 

Cambridge English dictionary definition of “pad,” which was captured at my direction on 

February 29, 2016. 

58. Attached as Exhibit 56 is a true and correct copy of an internet version of the 

Macmillan dictionary definition of “pad,” which was captured at my direction on February 29, 

2016. 

59. Attached as Exhibit 57 is a true and correct copy of the Dictionary.com definition 

of “pad,” which was captured at my direction on February 29, 2016. 

60. Attached as Exhibit 58 is a true and correct copy of the July 9, 2010 Office Action 

refusing to register Application No. 85/005,610 for WIKIPAD, which was downloaded from the 

PTO website at my direction on February 29, 2016. 

61. Attached as Exhibit 59 is a true and correct copy of the September 25, 2012 

Office Action refusing to register Application No. 85/639,856 for EPAD, which was downloaded 

from the PTO website at my direction on March 1, 2016. 

62. Attached as Exhibit 60 is a true and correct copy of the May 6, 2011 Office 

Action refusing to register Application No. 85/132,095 for LEO PAD, which was downloaded 

from the PTO website at my direction on March 1, 2016. 

63. Attached as Exhibit 61 is a true and correct copy of the Amazon.com product 

page for “CrossPad,” which was captured at my direction on March 1, 2016. 

64. Attached as Exhibit 62 is a true and correct copy of Trademark Registration No. 

4,592,660 for “EasyPad,” which was downloaded from the PTO website at my direction on 

March 1, 2016. 

65. Attached as Exhibit 63 is a true and correct copy of the webpage for “Etherpad,” 

which was captured at my direction on February 29, 2016. 

66. Attached as Exhibit 64 is a true and correct copy of an article from 

www.howtogeek.com entitled “The Best Apps and Cloud Services for Taking, Storing, and 
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Sharing Notes,” which was captured at my direction on February 29, 2016. 

67. Attached as Exhibit 65 is a true and correct copy of the webpage for 

“MagicalPad,” which was captured at my direction on February 29, 2016. 

68. Attached as Exhibit 66 is a true and correct copy of the webpage for “StickyPad,” 

which was captured at my direction on February 29, 2016. 

69. Attached as Exhibit 67 is a true and correct copy of a YouTube.com video 

webpage for the “Cyberpad,” which was captured at my direction on March 1, 2016. 

70. Attached as Exhibit 68 is a true and correct copy of an article from www.online-

tech-tips.com entitled “10 Best Programs to Replace Notepad,” which was captured at my 

direction on February 29, 2016. 

71. Attached as Exhibit 69 is a true and correct composite copy of excerpts from  

 (see Ex. 1 at 98:16–

100:14), which were produced  in this proceeding bearing the Bates numbers 

IPADLLC_005340–848.3  The entire document has been marked “TRADE SECRET AND 

COMMERCIALLY SENSITIVE” pursuant to Paragraph 1 of the Board Protective Order, and it 

is redacted from the public filing. 

72. Portions of IPAD LLC’s Motion for Summary Judgment and this declaration have 

been marked “TRADE SECRET AND COMMERCIALLY SENSITIVE” pursuant to Paragraph 

1 of the Board Protective Order, and those portions are redacted from the public filing. 

/// 

/// 

/// 

/// 
                                                 
3 The material in Exhibit 69 was excerpted and compiled at my direction from documents 
bearing the Bates numbers IPADLLC_005340–848.  Pages were redacted in their entirety 
because they only contained search results from outside the United States or privileged material, 
and have been omitted to avoid burdening the Board with additional pages, which are, in any 
event, redacted in their entirety. 
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73. I declare, under penalty of perjury under the laws of the United States of America 

that the foregoing is true and correct.   

Executed on March 7, 2016, at New York, New York. 
 

/s/ Phil Hill                       
 Phil Hill, Esq. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

  BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RXD MEDIA, LLC,       )
             )
    Opposer,      )
             )
    vs.        ) Opposition No. 91207333
             )         91207598

IP APPLICATION DEVELOPMENT )
LLC,            )

             )
    Applicant.     )

___________________________)

   TRADE SECRET AND COMMERCIALLY SENSITIVE

       UNDER PROTECTIVE ORDERS

  VIDEOTAPED 30(b)(6)DEPOSITION OF APPLE INC.

       DESIGNEE: THOMAS R. LaPERLE

        Palo Alto, California

      Thursday, December 10, 2015

Reported By:

Jenny L. Griffin, CSR 3969

Job No.: 10020805
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

  BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

RXD MEDIA, LLC,       )
             )
    Opposer,      )
             )
    vs.        ) Opposition No. 91207333
             )         91207598

IP APPLICATION DEVELOPMENT )
LLC,            )

             )
    Applicant.     )

___________________________)

Videotaped deposition of THOMAS R. LaPERLE, taken on

behalf of Opposer, at Kirkland & Ellis, 3330

Hillview Avenue, Palo Alto, California, commencing

at 9:00 a.m., Thursday, December 10, 2015, before

Jenny L. Griffin, RMR, CRR, CSR 3969.
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  A.  I believe that's correct.

  Q.  All right. For what purpose was IP

Application Development established?

  A.  IP Application Development is 

  Q.  I believe you said 

 is that correct?

  A.  Well,   I

said 

  Q.  Sorry. So was IP Application 

  A.  I don't believe, no.

  Q.  Do you recall whose idea it was to

  A.  You mean whose idea it was to 

  Q.  Fair question.

    Whose idea was it to 

  A.  That was 

  Q.  And who was the outside counsel?

  A.  It was Dechert.
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  Q.  That is Mr. Gundersen?

  A.  Correct.

  Q.  And whose idea was it -- strike that.

    Who came up with 

  A.  I don't recall. I believe that was 

  Q.  Does the name IP Application Development

have any significance that you're aware of?

  A.  The acronym stands for iPad.

  Q.  Who is 

  A.  That name is not familiar.

  Q.  Let me see if I can -- bear with me.

    Sorry. I'm doing the paper handling

today, so -- I'll move it along. I'll come back to

that. I know I've got it somewhere.

    So the IP Application Development LLC has

a -- you say it's a -- I'll ask you.

  A.  

  Q.  And is it true that 

  A.  

  Q.  And when -- do you recall what 

 at
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  A.  Apple was a 

  Q.  Was there a business reason that 

  Q.  And what was the business reason?

  A.  At that point we -- well, may I back up

and give a little bit of context to the --

  Q.  Please. Please.

    MS. CENDALI: Again, Counsel, I assume we

have an agreement that he can talk about the

business issues without this constituting any

waiver of the privilege.

    MR. KEY: Yeah. I've limited my question

to be business.

    MS. CENDALI: I know you have, and I

appreciate that. For obvious reasons, I just want

to be careful.

    Go ahead.

    THE WITNESS: So 
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    MS. CENDALI: Outside the scope.

    You may answer.

    

BY MR. KEY:

  Q.  Okay. Let me sort of back up a second

here.

    The -- you mentioned that there was a

business reason for -- you identified a business
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BY MR. KEY:

  Q.  Okay. Without revealing any privileged

information, can you explain why 

  A.  I don't recall the exact reason, but I was

probably part of the discovery, and maybe the issue

had come up about 

  Q.  Okay.

  A.  I -- that's what I'm guessing. I don't

really know actually. But that's my assumption.

  Q.  Okay. I want to take a look at

Exhibit 17.

  A.  Yes.

  Q.  And, again, there are two e-mails here.

I'm going to start with the bottom string. And

tell me if I misidentify anything, but this -- the

 correct?

  A.  Correct.

  Q.  And 

Correct?

  A.  Correct.

  Q.  And then Mr. Schiller's response was -- on

July 24th, 2006, same day, was "Sure."
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  Q.  Okay. All right.

    MR. KEY: I'm going to have marked as

Exhibit 22 documents that have Production No.

IPADLLC_001079 through -1107.

    (Exhibit 22 is marked.)

    THE WITNESS: Okay.

BY MR. KEY:

  Q.  Have you ever seen this document before

today?

  A.  I think I may have seen this document

yesterday. I believe I did, yes.

  Q.  Okay. Let's just look at the cover page

here of Exhibit 22. There's a line here, it says,

    Do you see that?

  A.  I do.

  Q.  What is a 

  A.  This is a 

  Q.  You said Is it 
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  A.  That's correct. Published for

registration opposition purposes in the trademark

offices. That's correct.

  Q.  And starting on page 1080, there are

several pages here where the information is

completely redacted. Do you have any understanding

what the information there is that's been removed?

  A.  I believe it's the results from

jurisdictions outside of the United States.

  Q.  Okay. Is there any other information

there other than results from jurisdictions outside

the United States that you're aware of?

  A.  I don't think so.

 

  A.  That's what this -- it says here, yes.
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  Q.  Is that correct?

    

  A.  I don't recall. I don't recall if I did

or not.

 

    MS. CENDALI: Foundation. Assumes facts

not in evidence.

    You can answer.

    

BY MR. KEY:

 

    MS. CENDALI: Objection. Foundation.

    But you can answer.

    

///
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BY MR. KEY:

  Q.  Well, I want to be clear. I'm not

  A.  Correct.

  

  A.  That's correct.

 

  Q.  Okay. Do you know whether or not a copy

of that -- strike that.

    Do you know whether or not anyone asked

with this opposition?

    MS. CENDALI: Counsel, I believe that that

search report was produced, and the Bates number

is IPADLLC_004513.

    MR. KEY: Okay. Do you happen to have a

copy of it?

    MS. BUCHNER: In the next break I can
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  Q.  Gotcha.

    

  A.  Can you refresh my memory? This is a

2009?

  Q.  '9.

  A.  Yes.

  Q.  Okay.

    MR. KEY: Let's do Exhibit 23, which has

Production Nos. IPADLLC_000140 to -148.

    (Exhibit 23 is marked.)

    THE WITNESS: Yes.

BY MR. KEY:

  Q.  Prior to today, have you ever seen what's

been marked as Exhibit 23?

  A.  I had seen this during the discovery

process for this case for the first time earlier

this year.
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  Q.  What do you understand Exhibit 23 to be?

  A.  I understand this is a 

  Q.  And down below at the bottom, I'm looking

at the first page of Exhibit 23, there is the

address -- the IP address or, excuse me, the domain

address typed in here. It ends with 7/9/2009.

    Do you see that? It's the very bottom of

the first page.

  A.  Yes.

  Q.  Does that represent the date that this

Google search was run?

  A.  I don't know if someone typed this in

or -- I assume so, but I don't know.

  Q.  I see.

    Well, 

 correct?

  A.  Correct.

  Q.  Do you have an understanding 

  A.  It was during the 

  Q.  But I think you mentioned

; is that correct?
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  A.  That's correct. Well, that's my -- I

definitely hadn't seen this. I don't recall seeing

that either. But

  Q.  Is there a reason 

Is that a -- well, I'll just ask it that

way.

    Is there a reason that 

  Q.  Okay. Without revealing any privileged

information, did the written opinion you have

synopsize the underlying data?

    MS. CENDALI: Objection to form. Vague.

Overbroad.

    THE WITNESS: The 
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  Q.  All right. And its 

  A.  Correct.

  Q.  And is it true that 

  Q.  And so IP Application 

  Q.  All right. So what 

    MS. CENDALI: Objection. Overbroad.

Objection. Outside the scope.

    You can answer.

    THE WITNESS:

  (Clarification requested by the court reporter.)

    THE WITNESS: -- 
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we're more than happy to do that. We do believe --

I know you represented that your clients have

verified everything. We believe that's not true.

So we would be happy to meet and confer with you

about that.

    MR. KEY: The meet-and-confer is going to

have to be broader than that, but that's fine.

    I'm going mark as Exhibit 30 a document

that Counsel was kind enough to get me a copy of at

the break. The first production number is

IPADLLC_004513. And the last is -004642.

    (Exhibit 30 is marked.)

    MS. BUCHNER: And, Counsel, if I can

just -- since I got you a copy of this. It was the

one that you mentioned on the log. You didn't know

where it was. I said I would get it at break.

    But -- so that the witness knows and so

that we're clear, it was a 130-page document.

We've produced the pages that were not redacted.

    MR. KEY: Right. Thanks.

    MS. CENDALI: And I also think, for the

sake of clarity, this is not a newly produced

document. This was produced at the time of our

original production. It's just that we were trying

to facilitate, since we're in California, you
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didn't have it handy, so we printed it out for you.

    MR. KEY: Right. And I agree to all of

that.

    MS. CENDALI: Fair enough.

    MR. KEY: I understand.

BY MR. KEY:

  Q.  And so we will represent to you,

Mr. LaPerle, that this does not reflect the entire

document. And that's why you'll see some of

these -- the numbers will jump a bit. But for our

purposes, I only have a couple of simple questions.

    On the very first page it says, "Type of

search, INTL-WISS." Is that the same type of

search as we saw in the prior Exhibit 22, worldwide

identical screening search?

  A.  That's correct.

  Q.  And "Thompson CompuMark" listed at the

top, that's the same company that ran the search

that was what I just said, Exhibit -- sorry -- 22?

  A.  I believe so. It's now Thompson Reuters,

but at the time it was Thompson CompuMark.

  Q.  And, again, the -- if you'll look at the

second and third pages as examples, there are --

there's redacted information. To the best of your

knowledge, that's information about published
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applications outside the U.S.?

  A.  That's correct. There should have been --

these should be redacted too. These are

international.

    But generally, yes, there's --

  Q.  Fair enough. All right.

    

strike that.

    Let me ask this. This indicates that the

search was 

    Do you see that?

  A.  Yes.

  Q.  Were there any searches 

    MS. CENDALI: Counsel, just to be clear

for the record, too, you had previously been asking

at length Mr. LaPerle whether he had intended to

supplement an interrogatory response. It might

have been -- do you recall where you were asking --

I think it was about the goods and services, and

you asked if he was planning on supplementing that

record.

    MR. KEY: Right.

    MS. CENDALI: Just to be clear for the
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1

2

3                     DAVID V. WILES

4                     November 17, 2015

5                     9:36 a.m.

6

7

8

9    Videotaped deposition of DAVID V. WILES, held at

10 the Hampton Inn & Suites, 184 Shelburne Road,

11 Greenfield, Massachusetts, pursuant to subpoena,

12 before Alan H. Brock, RDR, CRR, and Notary Public

13 within and for the Commonwealth of Massachusetts.

14

15

16

17

18

19

20

21

22

23

24

25



DAVID MILES - CONFIDENTIAL

450 Seventh Avenue - Ste 500, New York, NY 10123  1.800.642.1099
DAVID FELDMAN WORLDWIDE, INC.

24

1     A.  Again, I just used "iPad."  We kind of

2 always just had a general agreement about the work

3 being done.  There was never a formal contract or

4 anything like that.

5     Q.  You never had any kind of formal written

6 consulting agreement with RxD or Brian Clements;

7 correct?

8     A.  I did not, no.  We just got together when

9 the dotMOBI thing came out.  I mean, we just became

10 friends online, doing work for each other for the

11 dotMOBI websites.

12     Q.  Did you do anything to prepare for your

13 deposition today?

14     A.  I honestly did not.

15     Q.  You mentioned earlier that you did some

16 independent research on who IP Application

17 Development is, my client, IPAD LLC, and that you

18 looked on the trademark website.  Was that in

19 preparation for your deposition or when you got your

20 subpoena or some other time?

21     A.  After I got the subpoena, I was more

22 curious to find out about the company.

23     Q.  Okay.  And I believe -- we can mark as

24 exhibits, if we need to -- I don't think it's

25 necessary.  But I think your uncle was previously
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1     Q.  In a deposition taken in this case,

2 Mr. Clements indicated that the dotMOBI domains

3 started losing popularity in 2007 or 2008.  Would

4 you say that's accurate, or would you say they never

5 really gained popularity?

6     A.  I would say they were really popular until

7 about that time frame, yes.

8     Q.  About the 2007/2008 time frame?  Were they

9 a mainstream -- was that sort of like a mainstream

10 thing?  Everybody was going to dotMOBI sites?  Or

11 was it a smaller community among sort of techies?

12     A.  It was supposed to go mainstream.  They

13 were really pushing to get businesses to use the

14 extension.  But they -- I don't think it ever hit

15 mainstream.  I think it was mostly developers and

16 domainers who bought into it.

17     Q.  And I hope I didn't offend you when I said

18 "techies."

19     A.  No, that's fine.

20     Q.  You can make a lawyer joke to get back at

21 me later today.  It wasn't a joke, but....

22             And you also -- you just mentioned the

23 phrase "domainers."  What does that mean?

24     A.  A domainer is somebody who buys and sells

25 domains or develops them for revenue and sells them.
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1 so that we have a cleaner record, because I said

2 "it" was a net loss:  So you made money off of the

3 dotMOBI sites that you purchased and developed, but

4 over the course of time the dotMOBI sites were a net

5 loss for you.  Is that correct?

6     A.  That is correct.

7     Q.  Other than the work you did for RxD and

8 your own sites, did you develop code and develop

9 other Mobi sites?

10     A.  I did, yes.

11     Q.  When did you first learn of RxD Media?

12     A.  I believe it was the end of 2006.

13     Q.  How did you learn of RxD Media?

14     A.  Through the dotMOBI stuff.  I became a

15 member of mobility.mobi, which was a message board

16 for developers and supporters, and I had met Brian

17 on there.  I would say I met Brian before I was

18 aware he owned RxD Media.  I couldn't put a time

19 frame on when I knew about RxD Media.

20     Q.  Have you ever met Brian Clements in person?

21     A.  I have not.

22     Q.  Have you ever met anyone associated with

23 RxD in person?

24     A.  I have not, no.

25     Q.  Could you briefly describe for me the work
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1 that you did for RxD Media?

2     A.  I developed many mobile websites.

3     Q.  Earlier you testified that -- or I guess we

4 talked earlier today about modify.mobi and

5 dtown.mobi.  Were those your sites or RxD sites?

6     A.  They were Brian's sites.

7     Q.  Other than modify.mobi, dtown.mobi, and

8 ipad.mobi, sitting here today, do you recall any

9 other dotMOBI sites you worked on for RxD Media?

10     A.  Off the top of my head, no.  He had a list

11 of many domains, and some we developed and some we

12 did not.  I just can't think of them off the top of

13 my head.  It was a long time ago.

14     Q.  Understood.  You just mentioned, though,

15 that you developed many mobile websites, so I'm

16 trying to get an idea of what "many" means.

17     A.  "Many," I would say a dozen.

18     Q.  And those dozen sites are ones that you

19 actually did coding work on?

20     A.  That is correct.

21     Q.  When did you last do work for RxD Media or

22 Brian Clements?

23     A.  2013.

24     Q.  In his 2013 deposition, Mr. Clements

25 indicated that he had last spoken to you in the fall
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1             THE VIDEOGRAPHER:  We are back on the

2 record.  This is DVD No. 2.  The time is 11:17.

3           

    

        

               

   

        

            

      

         

              

   

4         

              

     

             

      

        

    

      

         

            

4       
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1     

              

        

        

      

              

           

        

        

     

       

               

        

4          

       

            

      

19     Q.  If you'll look at the next page, Page 7 of

20 9 of that same email.  In the second paragraph down

21 it says, "In the meantime," and then there's a blank

22 space.

23     A.  Yes.

24     Q.  And this is an email from Brian.  Do you

25 know why that space is blank?
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11             MS. BUCHNER:  No other questions.

12             MS. SAKAGAMI:  I have no followup.

13             THE VIDEOGRAPHER:  The time is 1:22.  We

14 are off the record.

15             (The deposition was concluded at 1:22

16 p.m.)

17

18

19

20

21

22

23

24

25
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To: RXD Media, LLC (ccavella@goreiplaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77958000 - IPAD - Clements-1

Sent: 6/22/2010 4:54:39 PM

Sent As: ECOM111@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7

UNITED STATES PATENT AND TRADEMARK OFFICE
 

    SERIAL NO:           77958000
 
    MARK : IPAD        
 

 
        

*77958000*
    CORRESPONDENT ADDRESS:
          CATHERINE A. CAVELLA     
          GREGORY J. GORE & ASSOCIATES 
          70 W OAKLAND AVE STE 316
          DOYLESTOWN, PA 18901-4214          
           

 
 
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 
 

 
    APPLICANT :           RXD Media, LLC      
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          Clements-1        
    CORRESPONDENT E-MAIL ADDRESS: 
           ccavella@goreiplaw.com

 

 
 

NOTICE OF SUSPENSION

 
ISSUE/MAILING DATE : 6/22/2010
 
 
SUSPENSION PROCEDURE: This suspension notice serves to suspend action on the application for the reason(s) specified below.  No
response is needed.  However, if you wish to respond to this notice, you should use the “Response to Letter of Suspension” form found at
http://teasroa.uspto.gov/rsi/rsi.  The Office will conduct periodic status checks to determine if suspension remains appropriate.
 
Action on this application is suspended pending the disposition of:
 
            - Application Serial No(s). 77913563
 
Since applicant's effective filing date is subsequent to the effective filing date of the above-identified application(s), the latter, if and when it
registers, may be cited against this application in a refusal to register under Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d).  See 37
C.F.R. §2.83; TMEP §§1208 et seq.  A copy of information relevant to this pending application(s) is attached.
 
Applicant may submit a request to remove the application from suspension to present arguments related to the potential conflict between the
relevant application(s) or other arguments related to the ground for suspension.  TMEP §716.03.  Applicant's election not to present arguments
during suspension will not affect the applicant's right to present arguments later should a refusal in fact issue.  If a refusal does issue, applicant
will be afforded 6 months from the mailing or e-mailing date of the Office action to submit a response.  15 U.S.C. §1062(b); 37 C.F.R. §2.62.
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/Renee McCray/
Trademark Examining Attorney
Law Office 111
571.272.9388
 

 
STATUS CHECK:  Check the status of the application at least once every six months from the initial filing date using the USPTO Trademark
Applications and Registrations Retrieval (TARR) online system at http://tarr.uspto.gov.  When conducting an online status check, print and
maintain a copy of the complete TARR screen.  If the status of your application has not changed for more than six months, please contact the
assigned examining attorney.
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To: RXD Media, LLC (ccavella@goreiplaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77958000 - IPAD - Clements-1

Sent: 6/22/2010 4:54:40 PM

Sent As: ECOM111@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE REGARDING YOUR TRADEMARK APPLICATION

 
Your trademark application (Serial No. 77958000) has been reviewed.   The examining attorney assigned by the
United States Patent and Trademark Office (“USPTO”) has written a letter (an “Office action”) on 6/22/2010
to which you must respond (unless the Office letter specifically states that no response is required).  Please follow
these steps:
 
1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77958000&doc_type=SUL&mail_date=20100622OR go to  
http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the Office letter. If you have difficulty accessing the
Office letter, contact TDR@uspto.gov.  
                                         
PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24 hours of this e-mail notification.
 
2. Contact the examining attorney who reviewed your application if you have any questions about the content of the Office letter (contact
information appears at the end thereof).
 
3. Respondwithin 6 months, calculated from6/22/2010(or sooner if specified in the Office letter), using the Trademark Electronic Application
System (TEAS) Response to Office Action form. If you have difficulty using TEAS, contact TEAS@uspto.gov . 
 

ALERT:
 

Failure to file any required response by the applicable deadline will result in the ABANDONMENT  (loss) of your application.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses. 
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To: RXD Media, LLC (ckey@dimuro.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77958000 - IPAD - 914.1.1

Sent: 1/21/2016 5:33:19 PM

Sent As: ECOM111@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34
Attachment - 35
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Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41
Attachment - 42
Attachment - 43

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  77958000
 
MARK: IPAD
 

 
        

*77958000*
CORRESPONDENT ADDRESS:
       Cecil E. Key
       DiMuroGinsberg P.C.
       Suite 610
       1101 King Street
       Alexandria VA 22314

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: RXD Media, LLC
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       914.1.1
CORRESPONDENT E-MAIL ADDRESS:  
       ckey@dimuro.com

 

 
 

SUPPLEMENTAL OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 1/21/2016
 
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER

FEE, ADDITIONAL REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING
DOCUMENTS ONLINE:  Applicants who filed their application online using the lower-fee TEAS Plus
or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a
valid e-mail correspondence address; and (3) agree to receive correspondence from the USPTO by e-mail
throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b), 2.23(b); TMEP §§819, 820. 
TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional
processing fee of $50 per international class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c),
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2.23(c); TMEP §§819.04, 820.04.  However, in certain situations, TEAS Plus or TEAS RF applicants may
respond to an Office action by authorizing an examiner’s amendment by telephone without incurring this
additional fee. 
 
This application has been withdrawn from suspension for the reasons outlined below.  The Office regrets
any inconvenience to applicant.  Please note the following refusal.
 
 
Registration Refused – Proposed Mark is Merely Descriptive
Registration is refused because the applied-for mark merely describes features of applicant’s goods
and/or services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1);seeTMEP §§1209.01(b), 1209.03
et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature,
purpose, or use of an applicant’s goods and/or services.   TMEP §1209.01(b); see, e.g., In re TriVita, Inc.,
783 F.3d 872, 874, 114 USPQ2d 1574, 1575 (Fed. Cir. 2015) (quoting In re Oppedahl & Larson LLP, 373
F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004)); In re Steelbuilding.com, 415 F.3d 1293, 1297,
75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252
U.S. 538, 543 (1920)). 
 
According to the evidence below, the letter “i” or “I” used as a prefix would be understood by the
purchasing public to refer to the Internet when used in relation to Internet-related products or services. 
 
When a mark consists of this prefix coupled with a descriptive word or term for Internet-related goods
and/or services, then the entire mark may be considered merely descriptive.  See In re Zanova, Inc., 59
USPQ2d 1300, 1304 (TTAB 2000) (holding ITOOL merely descriptive of computer software for use in
creating web pages, and custom designing websites for others); TMEP §1209.03(d).
 
Applicant applies to register IPAD for providing temporary use of a web-based software application for
mobile-access database management whereby users can store and access their personal information.  The
mark merely describes features of applicant’s goods.   Specifically, the prefix “I” refers to the Internet
and “PAD” refers to a “pad” or “tablet” computer.   Taken together, the proposed mark immediately
conveys that applicant’s goods involve tablet computers that feature Internet connectivity.
 
Moreover, the determination of whether a mark is merely descriptive is considered in relation to the
identified goods and/or services, not in the abstract.  In re Abcor Dev. Corp., 588 F.2d 811, 814, 200
USPQ 215, 218 (C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int’l Inc., 51 USPQ2d 1061
(TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to the “documents”
managed by applicant’s software, not “doctor” as shown in dictionary definition); In re Digital Research
Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS merely descriptive of “computer
programs recorded on disk” where relevant trade used the denomination “concurrent” as a descriptor of
a particular type of operating system).  “Whether consumers could guess what the product is from
consideration of the mark alone is not the test.”   In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB
1985).  Please see definitions, copies of third-party registrations and Internet excerpts attached that
demonstrate the descriptive nature of the mark as applied to the goods.  The evidence shows use of the
applied-for wording to name or describe tablet computers featuring Internet connectivity.  Thus, the mark
is merely descriptive as applied to applicant’s goods.
 
Although the trademark examining attorney has refused registration, applicant may respond to the refusal
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to register by submitting arguments and evidence in support of registration.

 
Supplemental Register
The applied-for mark has been refused registration on the Principal Register.  Applicant may respond to
the refusal by submitting evidence and arguments in support of registration and/or by amending the
application to seek registration on the Supplemental Register.  See 15 U.S.C. §1091; 37 C.F.R. §§2.47,
2.75(a); TMEP §§801.02(b), 816.  Amending to the Supplemental Register does not preclude applicant
from submitting evidence and arguments against the refusal(s).  TMEP §816.04.

 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02,
709.04-.05.  Further, although the trademark examining attorney may provide additional explanation
pertaining to the refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney
may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.

 
 
 

/Renee McCray/
Trademark Examining Attorney
U.S. Patent and Trademark Office
Law Office 111
571.272.9388

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call
1-800-786-9199.  For more information on checking status, see
http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at

4

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/


http://www.uspto.gov/trademarks/teas/correspondence.jsp. 
 

IInformation
http://www.acronymfinder.com/~/search/google.aspx?q=Information&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IOne (Roman
numeral)

http://www.acronymfinder.com/~/search/google.aspx?q=One&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IInternet
http://www.acronymfinder.com/~/search/google.aspx?q=Internet&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

ICurrent
(electronics)

http://www.acronymfinder.com/~/search/google.aspx?q=Current&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IInternational
http://www.acronymfinder.com/~/search/google.aspx?q=International&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IInterest
http://www.acronymfinder.com/~/search/google.aspx?q=Interest&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IIsland
http://www.acronymfinder.com/~/search/google.aspx?q=Island&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

IIndustry
http://www.acronymfinder.com/~/search/google.aspx?q=Industry&f=a&cx=partner-
pub-2259206618774155:1712475319&cof=FORID:10&ie=UTF-8

Search for I in Online Dictionary Encyclopedia
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To: RXD Media, LLC (ckey@dimuro.com)

Subject: U.S. TRADEMARK APPLICATION NO. 77958000 - IPAD - 914.1.1

Sent: 1/21/2016 5:33:21 PM

Sent As: ECOM111@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 1/21/2016 FOR U.S. APPLICATION SERIAL NO. 77958000

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 1/21/2016(or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technicalassistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see
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http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private
companiesnot associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble
the USPTO and their solicitations may look like an official government document.  Many solicitations
require that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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UNITED STATES PATENT AND TRADEMARK OFFICE
 
    SERIAL NO:           77/910810
 
    MARK : ICOOKBOOK      
 

 
        

*77910810*
    CORRESPONDENT ADDRESS:
          JASON A. FINESTONE           
          SHUKAT ARROW HAFER WEBER &
HERBSMAN, LLP    
          111 W 57TH ST STE 1120
          NEW YORK, NY 10019-2227    
           

 
RESPOND TO THIS ACTION:
http://www.uspto.gov/teas/eTEASpageD.htm
 
GENERAL TRADEMARK INFORMATION:
http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT :           Publications International, Ltd. 
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           

 

 
 

OFFICE ACTION
 
TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.
 
ISSUE/MAILING DATE :
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issues below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a);
TMEP §§711, 718.03.
 
Search Results
The Office records have been searched and there are no similar registered or pending marks that would bar
registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.
 
Section 2(e)(1)—Descriptive Refusal
Registration is refused because the applied-for mark merely describes a characteristic or feature of
applicant’s goods.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b),
1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose
or use of the specified goods.  TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293, 1297, 75
USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed.
Cir. 1987). 
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“A mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of the
applicant’s goods or services.”   In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370,
1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d
1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b).  It is enough if the term describes only one significant
function, attribute or property.  In re Oppedahl, 373 F.3d at 1173, 71 USPQ2d at 1371; TMEP
§1209.01(b).
 
In this case, applicant seeks registration of the mark “iCOOKBOOK” for a “Portable electronic device
for receiving and reading text and images through wireless internet access and/or digital download and for
displaying electronically published materials, namely recipes.”   According to the attached evidence, “I”
is a prefix commonly used to designate “internet,” and a “COOKBOOK” is “a book containing recipes
and other information about the preparation of food.”   Together, the terms “iCOOKBOOK” thus
describes a characteristic or feature of the goods, namely, that applicant’s portable electronic device gives
users access to a cookbook in electronic form via the internet.
 
The letter “i” or “I” used as a prefix would be understood by the purchasing public to refer to the Internet
when used in relation to Internet-related products or services.  Therefore, when this prefix is coupled with
a descriptive word or term for Internet-related goods, then the entire mark is merely descriptive under
Trademark Act Section 2(e)(1).  See In re Zanova, Inc., 59 USPQ2d 1300, 1304 (TTAB 2000) (holding
ITOOL merely descriptive of computer software for use in creating web pages, and custom designing
websites for others); TMEP §1209.03(d).
 
As shown by the attached evidence from e-commerce websites, the term “INTERNET COOKBOOK” is
commonly used to describe a collection of cooking recipes available online.  See Exhibits 3-5 attached. 
Thus, it would take little imagination on the part of consumers to understand that a feature of applicant’s
portable electronic devices is to access a similar online databases of recipes.
 
As applied to applicant’s goods, the proposed mark “iCOOKBOOK,” taken as a whole, merely refers to
a feature of applicant’s portable electronic devices, namely, that they are used to access collections of
online recipes.  Accordingly, the proposed marks merely describes a feature, characteristic, use, function,
purpose, or use of the identified goods, and its registration is properly refused under Trademark Act
Section 2(e)(1).
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal by
submitting evidence and arguments in support of registration.
 

If the applicant has any questions or needs assistance in responding to this Office Action, please telephone
the assigned examining attorney.
 
 
 
 
 

/Allison P. Schrody/
Examining Attorney
Law Office 115
(571) 272-5893
(571) 273-9115 (fax)
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RESPOND TO THIS ACTION:  Applicant should file a response to this Office action online using the
form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received
notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining
attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed
responses.
 
If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name, title/position, telephone number and e-mail address of the person
signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.
 
STATUS CHECK:  Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the
complete TARR screen.  If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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To: The Portal Live, LLC (rday@theportallive.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85233164 - IPORTAL - N/A

Sent: 11/28/2011 4:38:44 PM

Sent As: ECOM107@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85233164
 
    MARK : IPORTAL 
 

 
        

*85233164*
    CORRESPONDENT ADDRESS:
          THE PORTAL LIVE, LLC        
          THE PORTAL LIVE, LLC        
          2511 BARCELONA DR
          FORT LAUDERDALE, FL 33301-1558 
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT :           The Portal Live, LLC 
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    CORRESPONDENT’S REFERENCE/DOCKET
NO:  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           rday@theportallive.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/28/2011
 
THIS IS A FINAL ACTION.
 
This letter is in response to the applicant’s communication received on November 3, 2011. In its response
the applicant deleted class 9 from its application. The applicant also provided a substitute specimen and
presented arguments against the refusal to register under Trademark Act Section 2(e)(1). The substitute
specimen is accepted, but the applicant’s arguments have been considered and found unpersuasive. The
refusal to register under Trademark Act Section 2(e)(1) is maintained and continued. However, the refusal
to register under Trademark Act Section 2(d) is withdrawn.
 
The refusal under Trademark Act Section 2(e)(1) is now made FINAL  for the reasons set forth below. 
See 15 U.S.C. §1052(e)(1); 37 C.F.R. §2.64(a).
 
MARK IS MERELY DESCRIPTIVE
 
Registration is refused because the applied-for mark merely describes a feature of applicant’s services.  
Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose
or use of the specified services.  TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293, 1297, 75
USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed.
Cir. 1987). 
 
The applicant applied to register the  mark IPORTAL for “Advertising and directory services, namely,
promoting the services of others by providing a web page featuring links to the websites of others;
Advertising and marketing services provided by means of indirect methods of marketing communications,
namely, social media, search engine marketing, inquiry marketing, internet marketing, mobile marketing,
blogging and other forms of passive, sharable or viral communications channels; Advertising on the
Internet for others; Advertising services, namely, promoting and marketing the goods and services of
others in the field of upscale choices such as cultural events, restaurants, shopping, and travel via print and
electronic media; Providing a searchable on-line advertising website and guide featuring the goods and
services of other vendors via the Internet; Providing a searchable online advertising guide featuring the
goods and services of online vendors” and for “Hotel concierge services; Personal concierge services
for others comprising making requested personal arrangements and reservations, running errands and
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providing customer specific information to meet individual needs, all rendered in business
establishments, office buildings, hotels, residential complexes and homes.”
 
According to the attached evidence, the letter “i” or “I” used as a prefix would be understood by the
purchasing public to refer to the Internet when used in relation to Internet-related products or services. 
Specifically, the evidence consists of  definitions which demonstrate that I is a commonly used prefix that
refers to the internet. See the attached from acronym finder where I is described as an abbreviation for
“the single worldwide computer network that interconnects other computer networks, on which end-user
services, such as World Wide Web sites or data archives, are located, enabling data and other information
to be exchanged Also called the Net.” When a mark consists of this prefix coupled with a descriptive
word or term for Internet-related goods and/or services, then the entire mark may be considered merely
descriptive.  See In re Zanova, Inc., 59 USPQ2d 1300, 1304 (TTAB 2000) (holding ITOOL merely
descriptive of computer software for use in creating web pages, and custom designing websites for others);
TMEP §1209.03(d).
 
The word PORTAL is defined as “website designed to provide access to numerous other sites and,
variously, e-mail service, online shopping, etc.” See attached Internet evidence providing a definition of
the terms PORTAL and I.
 
The combined wording is descriptive of applicant’s services which are accessed from the internet and
feature the use of the internet. The mark further describes the feature of the services which involves a
website that provides access to the websites of others. The applicant’s services are identified as “internet
marketing,” advertising services that promote the services of others “by providing a web page featuring
links to the websites of others, an “advertising website and guide featuring the goods and services of other
vendors via the Internet” and as “providing a searchable online advertising guide featuring the goods and
services of online vendors.” Furthermore, the specimen of record indicates that the applicant’s
advertising and concierge services are provided by means of an online portal.
 
Generally, a mark that merely combines descriptive words is not registrable if the individual components
retain their descriptive meaning in relation to the goods and/or services and the combination results in a
composite mark that is itself descriptive.  TMEP §1209.03(d); see, e.g., In re King Koil Licensing Co. Inc.,
79 USPQ2d 1048, 1052 (TTAB 2006) (holding THE BREATHABLE MATTRESS merely descriptive of
beds, mattresses, box springs and pillows where the evidence showed that the term “BREATHABLE”
retained its ordinary dictionary meaning when combined with the term “MATTRESS” and the resulting
combination was used in the relevant industry in a descriptive sense); In re Associated Theatre Clubs Co.,
9 USPQ2d 1660, 1663 (TTAB 1988) (holding GROUP SALES BOX OFFICE merely descriptive of
theater ticket sales services because such wording “is nothing more than a combination of the two
common descriptive terms most applicable to applicant's services which in combination achieve no
different status but remain a common descriptive compound expression”).  
 
Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or
otherwise nondescriptive meaning in relation to the goods and/or services is the combined mark
registrable.  See, e.g., In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384 (C.C.P.A. 1968).
 
In this case, both the individual components and the composite result are descriptive of applicant’s
services and do not create a unique, incongruous or nondescriptive meaning in relation to services. 
 
In its response the applicant argues that the mark is intended to have other meanings. This argument is not
persuasive. Descriptiveness is considered in relation to the relevant services.  The fact that a term may
have different meanings in other contexts is not controlling on the question of descriptiveness.  In re
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Chopper Indus., 222 USPQ 258, 259 (TTAB 1984); In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979); TMEP §1209.03(e). The applicant should also note that the assigned pseudomark is purely
administrative and has no bearing on the issue of descriptiveness.
 
As discussed above, the mark clearly has descriptive meaning in relation to the applicant’s services,
therefore, registration on the Principal Register must be refused under Trademark Act Section 2(e)(1).
 
The refusal to register under Trademark Act Section 2(e)(1) is made FINAL .
 
PROPER RESPONSE TO FINAL OFFICE ACTION
 
If applicant does not respond within six months of the mailing date of this final Office action, the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond to this
final Office action by: 
 

(1)     Submitting a response that fully satisfies all outstanding requirements, if feasible; and/or
 

(2)     Filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per
class.

 
37 C.F.R. §§2.6(a)(18), 2.64(a); TBMP ch. 1200; TMEP §714.04.
 
In certain rare circumstances, a petition to the Director may be filed pursuant to 37 C.F.R. §2.63(b)(2) to
review a final Office action that is limited to procedural issues.  37 C.F.R. §2.64(a); TMEP §714.04; see
37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is
$100.  37 C.F.R. §2.6(a)(15).
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
 
 
 

/ekajubi/
Elizabeth N. Kajubi
Trademark Examining Attorney
Law Office 107
(571) 272-2727
elizabeth.kajubi@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
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wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions
about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this
Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/.  Please keep a
copy of the complete TARR screen.  If TARR shows no change for more than six months, call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/teas/eTEASpageE.htm.
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To: The Portal Live, LLC (rday@theportallive.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85233164 - IPORTAL - N/A

Sent: 11/28/2011 4:38:47 PM

Sent As: ECOM107@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR TRADEMARK
APPLICATION

Your trademark application (Serial No. 85233164) has been reviewed.   The
examining attorney assigned by the United States Patent and Trademark Office
(“USPTO”) has written a letter (an “Office Action”) on 11/28/2011to which you
must respond.  Please follow these steps:
 
1. Read the Office letter by clicking on this link OR go to
http://tmportal.uspto.gov/external/portal/tow and enter your serial number toaccessthe Office
letter.       
 
 PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24
hours of this e-mail notification. 
 
2. Respondwithin 6 months, calculated from11/28/2011(or sooner if specified in the Office letter), using
the Trademark Electronic Application SystemResponseto Office Action form. If you have difficulty
using the USPTO website, contact TDR@uspto.gov. 
 
3. Contact the examining attorney who reviewed your application with any questions about the content of
the office letter:
 
/ekajubi/
Elizabeth N. Kajubi
Trademark Examining Attorney
Law Office 107
(571) 272-2727
elizabeth.kajubi@uspto.gov

WARNING
Failure to file any required response by the applicable deadline will result in theABANDONMENT
of your application.
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses.  Instead, please use the Trademark Electronic
Application System Response to Office Actionform.
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To: RUBBERCYCLE, LLC (lmandel@gmplaw.net)

Subject: U.S. TRADEMARK APPLICATION NO. 86468626 - IBENCH - 2049-06

Sent: 3/23/2015 3:18:16 PM

Sent As: ECOM119@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  86468626
 
MARK: IBENCH
 

 
        

*86468626*
CORRESPONDENT ADDRESS:
       LAWRENCE D. MANDEL
       GERTNER MANDEL & PESLAK, LLC
       P.O BOX 499
       LAKEWOOD, NJ 08701
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: RUBBERCYCLE, LLC
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       2049-06
CORRESPONDENT E-MAIL ADDRESS:  
       lmandel@gmplaw.net

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
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MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 3/23/2015
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.
 
SEARCH OF OFFICE’S DATABASE OF MARKS
The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d).  TMEP
§704.02; see 15 U.S.C. §1052(d).
 
SUMMARY OF ISSUES that applicant must address:
 

•            SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE
•            INFORMATION REQUIRED
•            IDENTIFICATION OF GOODS

 
 
 
 
 

SECTION 2(e)(1) REFUSAL - MERELY DESCRIPTIVE

Registration is refused because the applied-for mark IBENCH merely describes characteristics of
applicant’s goods.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b),
1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature,
purpose, or use of an applicant’s goods and/or services.   TMEP §1209.01(b); see, e.g., DuoProSS
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir.
2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir.
2004)); In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing
Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 543 (1920)). 
 
According to the attached evidence, the letter “i” or “I” used as a prefix would be understood by the
purchasing public to refer to the Internet when used in relation to Internet-related products or services. 
Specifically, the evidence consists of excerpts from online dictionaries which show that “I” is used to
signify “Internet”.
 
When a mark consists of this prefix coupled with a descriptive word or term for Internet-related goods
and/or services, then the entire mark may be considered merely descriptive.  See In re Zanova, Inc., 59
USPQ2d 1300, 1304 (TTAB 2000) (holding ITOOL merely descriptive of computer software for use in
creating web pages, and custom designing websites for others); TMEP §1209.03(d).
 
The applicant has applied to register the mark IBENCH for “playground bench with solar panels to power
wifi, lighting and security cameras”, in International Class 20.   As detailed above, the prefix “I” connotes
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the Internet. The mark immediately describes and names the characteristics and features of the goods,
namely, it refers to benches that feature systems for creating Internet connections and/or that feature solar
panels for powering systems for creating Internet connections.
 
Two major reasons for not protecting descriptive marks are (1) to prevent the owner of a descriptive mark
from inhibiting competition in the marketplace and (2) to avoid the possibility of costly infringement suits
brought by the trademark or service mark owner.  In re Abcor Dev. Corp., 588 F.2d 811, 813, 200 USPQ
215, 217 (C.C.P.A. 1978); TMEP §1209.  Businesses and competitors should be free to use descriptive
language when describing their own goods and/or services to the public in advertising and marketing
materials.  See In re Styleclick.com Inc., 58 USPQ2d 1523, 1527 (TTAB 2001). 
 
 
Accordingly, the mark is refused registration on the Principal Register under Section 2(e)(1) of Trademark
Act.
 
If applicant responds to the refusal, applicant must also respond to the requirements set forth below.
 
 
 
INFORMATION REQUIRED
 
Due to the descriptive nature of the applied-for mark, applicant must provide the following information
regarding the goods and wording appearing in the mark: 
 

(1)  Fact sheets, instruction manuals, brochures, advertisements and pertinent screenshots of
applicant’s website as it relates to the goods.   Merely stating that information about the goods is
available on applicant’s website is insufficient to make the information of record.  

 
If these materials are unavailable, applicant should submit similar documentation for goods of the
same type, explaining how its own product or services will differ.  If the goods feature new
technology and information regarding competing goods is not available, applicant must provide a
detailed factual description of the goods.  Factual information about the goods must make clear
how they operate, salient features, and prospective customers and channels of trade.    Conclusory
statements will not satisfy this requirement.; and

 
(2)  Applicant must respond to the following questions: 
 

·       Do the applicant’s identified goods feature communications systems that provide
wireless connections to the Internet?
 
·       Do the applicant’s identified goods feature solar panels for powering communications
systems that provide wireless connections to the Internet?

 
·       Do the applicant’s identified goods feature technology that enables connection to the
Internet?

 
·       Do the applicant’s identified goods feature security cameras that transmit images via
the Internet?

 
·       Do the applicant’s identified goods feature solar panels for charging devices related to
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the Internet?
 
 
See 37 C.F.R. §2.61(b); In re AOP LLC, 107 USPQ2d 1644, 1650-51 (TTAB 2013); In re Cheezwhse.com,
Inc., 85 USPQ2d 1917, 1919 (TTAB 2008); In re Planalytics, Inc., 70 USPQ2d 1453, 1457-58 (TTAB
2004); TMEP §§814, 1402.01(e). 
 
Failure to comply with a request for information can be grounds for refusing registration.  In re AOP LLC,
107 USPQ2d at 1651;In re DTI P’ship LLP, 67 USPQ2d 1699, 1701-02 (TTAB 2003); TMEP §814. 
 
 
 
IDENTIFICATION OF GOODS
The wording “WIFI” in the identification of goods is part of registered marks not owned by applicant.  
See enclosed copy of U.S. Registration Nos. 2525795.  An applicant may not use a registered mark owned
by another party in the identification.  A registered mark indicates origin in one party and cannot be used
to define goods or services that originate in a party other than the registrant.  TMEP §1402.09; see Camloc
Fastener Corp. v. Grant, 119 USPQ 264, 264 n.1 (TTAB 1958).
 
Therefore, applicant must amend the identification of goods to delete the wording “WIFI” and substitute
the common commercial or generic name of the goods.
 
 
The wording “playground bench with solar panels to power wifi, lighting and security cameras” in the
identification of goods is indefinite and must be clarified because it is unclear whether the bench features
solar panels that provide power to the lighting and security cameras, or whether the bench features actual
lighting products and actual security cameras.  See TMEP §1402.01. 
 
 
For assistance with identifying and classifying goods and services in trademark applications, please see
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual at
http://tess2.uspto.gov/netahtml/tidm.html.  See TMEP §1402.04.
 
Applicant may adopt the following identification of goods, if accurate: 
 
Class 20:  PLAYGROUND BENCHES THAT FEATURE SOLAR PANELS FOR  POWERING
COMMUNICATION SYSTEMS THAT PROVIDE WIRELESS INTERNET CONNECTIONS,  FOR
POWERING LIGHTING SYSTEMS, AND FOR POWERING SECURITY CAMERAS 
 
See TMEP §1402.01.
 
An applicant may only amend an identification to clarify or limit the goods, but not to add to or broaden
the scope of the goods.  37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.
 
 
RESPONSE GUIDELINES
To expedite prosecution of the application, applicant is encouraged to file its response to this Office action
online via the Trademark Electronic Application System (TEAS), which is available at
http://www.uspto.gov/trademarks/teas/index.jsp.  If applicant has technical questions about the TEAS
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response to Office action form, applicant can review the electronic filing tips available online at
http://www.uspto.gov/trademarks/teas/e_filing_tips.jspand e-mail technical questions to
TEAS@uspto.gov.
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02,
709.04-.05.  Further, although the trademark examining attorney may provide additional explanation
pertaining to the refusal(s) and/or requirement(s) in this Office action, the trademark examining attorney
may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 
 

/John M. C. Kelly/
United States Patent and Trademark Office
Trademark Examining Attorney
Law Office 119
571-272-9412
john.kelly@uspto.gov
 
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: RUBBERCYCLE, LLC (lmandel@gmplaw.net)

Subject: U.S. TRADEMARK APPLICATION NO. 86468626 - IBENCH - 2049-06

Sent: 3/23/2015 3:18:17 PM

Sent As: ECOM119@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 3/23/2015 FOR U.S. APPLICATION SERIAL NO. 86468626

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 3/23/2015(or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technicalassistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see
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http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private
companiesnot associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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To: SOPHIA'S DREAM INC. (terryyipoffice@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86165607 - IKIDZ - N/A

Sent: 4/16/2014 11:15:17 AM

Sent As: ECOM104@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    U.S. APPLICATION SERIAL NO. 86165607
 
    MARK: IKIDZ
 

 
        

*86165607*
    CORRESPONDENT ADDRESS:
          SOPHIA'S DREAM INC.
          SOPHIA'S DREAM INC.
          1100 S GARFIELD AVE
          ALHAMBRA, CA 91801-7804
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: SOPHIA'S DREAM INC.
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          N/A
    CORRESPONDENT E-MAIL ADDRESS: 
          terryyipoffice@gmail.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
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ISSUE/MAILING DATE: 4/16/2014
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant
must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a);
TMEP §§711, 718.03.
 
No Conflicting Marks Found

The Office records have been searched and there are no similar registered or pending marks that would bar
registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.

 
The following applies to Class 035 ONLY:
 

SECTION 2(e)(1) REFUSAL – MERELY DESCRIPTIVE

Registration is refused in Class 035 because the applied-for mark merely describes a feature of
applicant’s services.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b),
1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose
or use of the specified goods and/or services.  TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d
1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d
1009, 1010 (Fed. Cir. 1987).  Moreover, a mark that identifies a group of users to whom an applicant
directs its goods and/or services is also merely descriptive.  TMEP §1209.03(i); see In re Planalytics, Inc.,
70 USPQ2d 1453, 1454 (TTAB 2004).
 
The determination of whether a mark is merely descriptive is considered in relation to the identified goods
and/or services, not in the abstract.  In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218
(C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int’l Inc., 51 USPQ2d 1061 (TTAB 1999)
(finding DOC in DOC-CONTROL would be understood to refer to the “documents” managed by
applicant’s software, not “doctor” as shown in dictionary definition); In re Digital Research Inc., 4
USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS merely descriptive of “computer
programs recorded on disk” where relevant trade used the denomination “concurrent” as a descriptor of a
particular type of operating system).  “Whether consumers could guess what the product is from
consideration of the mark alone is not the test.”   In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB
1985).
 
In the instant case, applicant seeks registration of “ iKIDZ” for on-line retail store services featuring
Children products. 
 
It is noted that the applicant has used a novel spelling of the term “kids.”   A novel spelling or an
intentional misspelling that is the phonetic equivalent of a merely descriptive word or term is also merely
descriptive if purchasers would perceive the different spelling as the equivalent of the descriptive word or
term.  See In re Hercules Fasteners, Inc., 203 F.2d 753, 97 USPQ 355 (C.C.P.A. 1953) (holding
“FASTIE,” phonetic spelling of “fast tie,” merely descriptive of tube sealing machines);Andrew J.
McPartland, Inc. v. Montgomery Ward & Co., 164 F.2d 603, 76 USPQ 97 (C.C.P.A. 1947) (holding
“KWIXTART,” phonetic spelling of “quick start,” merely descriptive of electric storage batteries);In re
Carlson, 91 USPQ2d 1198 (TTAB 2009) (holding “URBANHOUZING” phonetic spelling of “urban”
and “housing,” merely descriptive of real estate services);In re State Chem. Mfg. Co., 225 USPQ 687
(TTAB 1985) (holding “FOM,” phonetic spelling of “foam,” merely descriptive of foam rug shampoo);
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TMEP §1209.03(j).  Here, “ kidz” is a phonetic misspelling of the term “kids” and would be readily
perceived by the average consumer as such.
 
According to the attached evidence, the letter “ i” or “I” used as a prefix would be understood by the
purchasing public to refer to the Internet when used in relation to Internet-related products or services. 
Specifically, the evidence consists of an attachment from TheFreeDictionary which shows this prefix is
used for technical terms that may connote the Internet. Further, the term “kid” is defined as “a child.”  
See the attached from The American Heritage Dictionary of the English Language, Fourth Ed., 2009. 
 
When a mark consists of the letter “ i” prefix coupled with a descriptive word or term for Internet-related
goods and/or services, then the entire mark may be considered merely descriptive.  See In re Zanova, Inc.,
59 USPQ2d 1300, 1304 (TTAB 2000) (holding ITOOL merely descriptive of computer software for use in
creating web pages, and custom designing websites for others); TMEP §1209.03(d).
 
Only where the combination of descriptive terms creates a unitary mark with a unique, incongruous, or
otherwise nondescriptive meaning in relation to the goods and/or services is the combined mark
registrable.  See In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384 (C.C.P.A. 1968); In re
Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013).
 
In this case, both the individual components and the composite result are descriptive of applicant’s
services and do not create a unique, incongruous, or nondescriptive meaning in relation to the services. 
Please see the attached Internet evidence from the website of Family Solutions and Etsy showing that the
wording “ iKIDS” is commonly used to denote online retail services for children’s goods.   Accordingly,
the mark is merely descriptive of a feature of the applicant’s services, as evidenced by the broad
identification of record.  Specifically, retail store services offered over the Internet featuring products for a
child.
 
Therefore, the proposed mark appears to merely describe a main feature of the applicant’s services and
registration on the Principal Register must be refused in Class 035 under Trademark Act Section 2(e)(1).
 
Although the examining attorney has refused registration, the applicant may respond to the refusal by
submitting evidence and arguments in support of registration.
 
Application Not Currently Eligible for Supplemental Register
A mark in an application under Trademark Act Section 1(b) is not eligible for registration on the
Supplemental Register until an acceptable amendment to allege use under 37 C.F.R. §2.76 has been filed. 
37 C.F.R. §§2.47(d), 2.75(b); TMEP §§815.02, 1102.03.  When a Section 1(b) application is successfully
amended to the Supplemental Register, the effective filing date of the application will be the date on
which applicant met the minimum filing requirements of 37 C.F.R. §2.76(e) for the amendment to allege
use.  37 C.F.R. §2.75(b); TMEP §§816.02, 1102.03.
 
Applicant’s Response
If applicant does not respond to this Office action within the six-month period for response, International
Class 035 will be deleted from the application.  The application will then proceed with International Class(
es) 021, 024, and 028 only.  See 37 C.F.R. §2.65(a); TMEP §718.02(a).
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT
FEE:  Applicants who filed their application online using the reduced-fee TEAS Plus application must
continue to submit certain documents online using TEAS, including responses to Office actions.  See 37
C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
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applicants must accept correspondence from the Office via e-mail throughout the examination process and
must maintain a valid e-mail address.  37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus
applicants who do not meet these requirements must submit an additional fee of $50 per international class
of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where
all issues can be resolved by amendment, responding by telephone to authorize an examiner’s amendment
will not incur this additional fee.
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark
examining attorney.  All relevant e-mail communications will be placed in the official application record;
however, an e-mail communication will not be accepted as a response to this Office action and will not
extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§709.04-.05.  Further,
although the trademark examining attorney may provide additional explanation pertaining to the refusal(s)
and/or requirement(s) in this Office action, the trademark examining attorney may not provide legal
advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 
 

/Jessica Powers Ludeman/
Examining Attorney
Law Office 104
Phone: (571) 272-7183
Fax: (571) 273-7183
jessica.powers@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: SOPHIA'S DREAM INC. (terryyipoffice@gmail.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86165607 - IKIDZ - N/A

Sent: 4/16/2014 11:15:18 AM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 4/16/2014 FOR U.S. APPLICATION SERIAL NO. 86165607

 
Your trademark application has been reviewed.  The trademark examining attorney assigned by the
USPTO to your application has written an official letter to which you must respond.  Please follow these
steps:
 
(1)  READ THE LETTER by clicking on thislink or goingto http://tsdr.uspto.gov/, entering your U.S.
application serial number, and clicking on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification. 
 
(2)  RESPOND WITHIN 6 MONTHS (or sooner if specified in the Office action), calculated from
4/16/2014, using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions. 
 
(3)  QUESTIONS about the contents of the Office action itself should be directed to the trademark
examining attorney who reviewed your application, identified below. 
 
/Jessica Powers Ludeman/
Examining Attorney
Law Office 104
Phone: (571) 272-7183
Fax: (571) 273-7183
jessica.powers@uspto.gov
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WARNING
 

Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp. 
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private
companiesnot associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you
are responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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To: Jera Design LLC (jbrewer@jera.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85005610 - WIKIPAD - N/A

Sent: 7/9/2010 7:18:34 AM

Sent As: ECOM110@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85005610
 
    MARK : WIKIPAD 
 

 
        

*85005610*
    CORRESPONDENT ADDRESS:
          JOHN BREWER           
          Jera Design LLC
          101 COOPER ST STE 102
          SANTA CRUZ CA 95060-4526 
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/teas/eTEASpageD.htm
 
 

 
    APPLICANT :           Jera Design LLC        
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          N/A        
    CORRESPONDENT E-MAIL ADDRESS: 
           jbrewer@jera.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER  
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE
RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE : 7/9/2010
 
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a); TMEP §§711, 718.03.
 
SECTION 2(E)(1) – Descriptive Refusal
Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.
 
Registration is refused because the applied-for mark merely describes the applicant’s goods.  
 
Applicant’s applied-for mark, WIKIPAD, is descriptive of “computer software for recording textual notes, with notes containing hyperlinks to
other notes”
 
The determination of whether a mark is merely descriptive is considered in relation to the identified goods and/or services, not in the abstract. 
In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int’l Inc., 51 USPQ2d
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1061 (TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to the “documents” managed by applicant’s software, not
“doctor” as shown in dictionary definition); In re Digital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS
merely descriptive of “computer programs recorded on disk” where relevant trade used the denomination “concurrent” as a descriptor of a
particular type of operating system).  “Whether consumers could guess what the product is from consideration of the mark alone is not the test.”  
In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).
 
A term is merely descriptive when it conveys an immediate idea of the ingredients, qualities, or characteristics of the identified goods and/or
services.  See In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1422 (Fed. Cir. 2005); In re Dial-A-Mattress Operating Corp.,
240 F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001).
 
The term WIKI is defined as follows:
From wordspy.com (see attached) A collaborative web site that allows users to add, edit, and delete the site's content; the software that enables
such collaboration
 
From TechTerms.com (see attached)  A wiki is a Web site that allows users to add and update content on the site using their own Web browser.
This is made possible by Wiki software that runs on the Web server. Wikis end up being created mainly by a collaborative effort of the site
visitors.
 
Applicant’s “computer software for recording textual notes, with notes containing hyperlinks to other notes” functions as a note pad. 
Applicant’s specimen of record contains the following:   “WikePad is a hyperlinked notepad for your iPhone. Carry a wiki in your pocket.”
 
 
Although the examining attorney has refused registration, the applicant may respond to the refusal to register by submitting evidence and
arguments in support of registration. 
 
 
SUPPLEMENTAL REGISTER
The applied-for mark has been refused registration on the Principal Register.  Applicant may respond to the refusal by submitting evidence and
arguments in support of registration and/or by amending the application to seek registration on the Supplemental Register.  See 15 U.S.C. §1091;
37 C.F.R. §§2.47, 2.75(a); TMEP §§801.02(b), 816.  Amending to the Supplemental Register does not preclude applicant from submitting
evidence and arguments against the refusal(s).  TMEP §816.04.
 
SEARCH    TMEP §704.02   The trademark examining attorney has searched the Office records and has found no similar registered or pending
mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). 
 
 
 
/Linda E. Blohm/  Trademark Examining Attorney
571.272.9129,   Law Office 110
Facsimile 571.273.9110

 
 

 
TO RESPOND TO THIS LETTER:  Use the Trademark Electronic Application System (TEAS) response form at
http://teasroa.uspto.gov/roa/.  Please wait 48-72 hours from the issue/mailing date before using TEAS, to allow for necessary system updates of
the application.  For technical assistance with online forms, e-mail TEAS@uspto.gov.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR) at
http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call
1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 
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To: Jera Design LLC (jbrewer@jera.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85005610 - WIKIPAD - N/A

Sent: 7/9/2010 7:18:42 AM

Sent As: ECOM110@USPTO.GOV

Attachments:

                                                                
IMPORTANT NOTICE REGARDING YOUR TRADEMARK APPLICATION

 
Your trademark application (Serial No. 85005610) has been reviewed.   The examining attorney assigned by the
United States Patent and Trademark Office (“USPTO”) has written a letter (an “Office action”) on 7/9/2010
to which you must respond (unless the Office letter specifically states that no response is required).  Please follow
these steps:
 
1. Read the Office letter by clicking on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=85005610&doc_type=OOA&mail_date=20100709OR go to  
http://tmportal.uspto.gov/external/portal/tow and enter your serial number to access the Office letter. If you have difficulty accessing the
Office letter, contact TDR@uspto.gov.  
                                         
PLEASE NOTE: The Office letter may not be immediately available but will be viewable within 24 hours of this e-mail notification.
 
2. Contact the examining attorney who reviewed your application if you have any questions about the content of the Office letter (contact
information appears at the end thereof).
 
3. Respondwithin 6 months, calculated from7/9/2010(or sooner if specified in the Office letter), using the Trademark Electronic Application
System (TEAS) Response to Office Action form. If you have difficulty using TEAS, contact TEAS@uspto.gov . 
 

ALERT:
 

Failure to file any required response by the applicable deadline will result in the ABANDONMENT  (loss) of your application.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses. 
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APPLICANT ’S EXHIBIT 59



To: TOPAZ SYSTEMS, INC (laura.lloyd@usip.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85639856 - EPAD - 20096-1

Sent: 9/25/2012 4:37:19 PM

Sent As: ECOM104@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.         85639856
 
    MARK : EPAD        
 

 
        

*85639856*
    CORRESPONDENT ADDRESS:
          LAURA M. LLOYD      
          SHELDON MAK & ANDERSON          
          100 CORSON ST FL 3
          PASADENA, CA 91103-3842    
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT :            TOPAZ SYSTEMS, INC        
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          20096-1        
    CORRESPONDENT E-MAIL ADDRESS: 
           laura.lloyd@usip.com
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OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE
RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 9/25/2012
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
 
Search Results
 
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that
would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
 
However, the application is refused for the following reasons.
 
Section 2(e)(1) - Descriptive Refusal
 
Registration is refused because the applied-for mark merely describes a feature or characteristic of applicant’s goods.   Trademark Act Section
2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose or use of the specified goods and/or
services.  TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820
F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987). 
 
The determination of whether a mark is merely descriptive is considered in relation to the identified goods and/or services, not in the abstract.  In
re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int’l Inc., 51 USPQ2d
1061 (TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to the “documents” managed by applicant’s software, not
“doctor” as shown in dictionary definition); In re Digital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS
merely descriptive of “computer programs recorded on disk” where relevant trade used the denomination “concurrent” as a descriptor of a
particular type of operating system).  “Whether consumers could guess what the product is from consideration of the mark alone is not the test.”  
In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).
 
“A mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of the applicant’s goods or services.”   In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240
F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b).  It is enough if the term describes only one significant function,
attribute or property.  In re Oppedahl, 373 F.3d at 1173, 71 USPQ2d at 1371; TMEP §1209.01(b).
 
In the present case, the applicant seeks to register the proposed mark “EPAD” for “Computer peripheral devices; Electronic writing tablets.”  
 
The prefix “E” means “electronic.”   The term “pad” when used in connection with electronic or computer device refers to “a graphics tablet
for data input into programs.”   See attached definitions.  Accordingly, the combined wording “EPAD” means an electronic tablet device.
 
Moreover, according to the attached evidence, the letter “e” used as a prefix has become commonly recognized as a designation for goods
and/or services that are electronic in nature or are sold or provided electronically.  Specifically, the evidence consists of web pages
showing use of the terms “ ebooks,” “ ecoupons,” “ ebanking” and “ ereaders” to refer to goods and services that are electronic in nature or are
sold or provided electronically.
 
When a mark consists of the “e” prefix coupled with a descriptive word or term for electronic goods and/or services, then the entire mark may
be considered merely descriptive under Trademark Act Section 2(e)(1).  See In re SPX Corp., 63 USPQ2d 1592 (TTAB 2002) (holding E-
AUTODIAGNOSTICS merely descriptive of an electronic engine analysis system comprised of a hand-held computer and related computer
software); In re Styleclick.com Inc., 57 USPQ2d 1445 (TTAB 2000) (holding E FASHION merely descriptive of software for consumer use in
shopping via a global computer network and of electronic retailing services); TMEP §1209.03(d).
 
As evidenced by the specimen of record and the applicant’s own webpage, the applicant’s goods are “electronic signature pads.”   Therefore,
the proposed wording “EPAD” immediately conveys that the applicant’s goods are electronic pads.
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Because the proposed mark is merely descriptive, registration is refused under Section 2(e)(1) of the Trademark Act.
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.
 
Section 2(f) Acquired Distinctiveness Suggested
 
The application record indicates that applicant has used its mark for a long time; therefore, applicant can seek registration on the Principal
Register under Trademark Act Section 2(f), based on acquired distinctiveness.  See 15 U.S.C. §1052(f); TMEP §1212.05.
 
To amend the application to Section 2(f) based on five years’ use, applicant should submit the following written statement claiming acquired
distinctiveness, if accurate:
 

The mark has become distinctive of the goods and/or services through applicant’s substantially exclusive and continuous use in
commerce for at least the five years immediately before the date of this statement.

 
TMEP §1212.05(d).  Applicant must verify this statement with an affidavit or signed declaration under 37 C.F.R. §2.20.  37 C.F.R. §2.41(b);
TMEP §1212.05(d); see 37 C.F.R. §2.193(e)(1).
 
In the alternative, applicant may seek registration on the Principal Register under Trademark Act Section 2(f) by claiming acquired
distinctiveness through ownership of U.S. Registration No. 3803228.  See 15 U.S.C. §1052(f); TMEP §§1212.04 et seq.  To do so, applicant must
submit the following statement, if accurate:
 

The mark has become distinctive of the goods and/or services as evidenced by ownership of U.S. Registration No. 3803228 on the
Principal Register for the same mark for related goods.

 
TMEP §1212.04(e); see 37 C.F.R. §2.41(b).
 
Response Guidelines for TEAS Plus Applicants
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE:  Applicants who filed their
application online using the reduced-fee TEAS Plus application must continue to submit certain documents online using TEAS, including
responses to Office actions.  See 37 C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and must maintain a valid e-mail address. 
37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus applicants who do not meet these requirements must submit an additional fee of
$50 per international class of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where all issues can
be resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur this additional fee.
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney.  All relevant e-
mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§709.04-.05.  Further, although
the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office action, the
trademark examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 

/Jenny Park/
Examining Attorney
Law Office 104
571-272-8857
jenny.park@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using TEAS, to allow for necessary system updates of the application.  For technical assistance with online forms, e-
mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
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response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR) at
http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call
1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 
 
 
 
 
 

4



5



6



7



8



9



10



11



12



13



14



15



16



17



18



19



20



21



22



23



24



25



26



27



28



29



30



31



32



To: TOPAZ SYSTEMS, INC (laura.lloyd@usip.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85639856 - EPAD - 20096-1

Sent: 9/25/2012 4:37:21 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 9/25/2012 FOR

SERIAL NO. 85639856
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to http://portal.uspto.gov/external/portal/tow and enter the application serial
number to access the Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to respond; and (2) the applicable
response time period . Your response deadline will be calculated from 9/25/2012 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application SystemResponse
Form .
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov .  Please contact the assigned examining attorney with questions about the Office action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in theABANDONMENT of your
application.
 
 
 

33



RxD Media, LLC v. IP Application Development LLC 
Opposition Nos. 91207333, 91207598 

 

 
 
 
 
 

APPLICANT ’S EXHIBIT 60



To: Henderson, Billy (tmdocket@larsonpatentlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85132095 - LEO PAD - 3067.1

Sent: 5/6/2011 1:54:02 PM

Sent As: ECOM109@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
    APPLICATION SERIAL NO.        85132095
 
    MARK : LEO PAD 
 

 
        

*85132095*
    CORRESPONDENT ADDRESS:
          NATHAN P. SUEDMEYER     
          LARSON & LARSON, P.A.     
          11199 69TH ST
          LARGO, FL 33773-5504
           

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT :           Henderson, Billy         
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          3067.1        
    CORRESPONDENT E-MAIL ADDRESS: 
           tmdocket@larsonpatentlaw.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S COMPLETE
RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 5/6/2011
 
The statement of use has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to the
issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
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Based on a review of the Statement of Use and attached specimen, the following refusal is issued.
 
Refusal under Section 2(e)(1) – Mark is Descriptive
 
Registration is refused because the applied-for mark merely describes applicant’s goods.   Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1);
see TMEP §§1209.01(b), 1209.03 et seq.
 
A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose or use of the specified goods and/or
services.  TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820
F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987). 
 
The determination of whether a mark is merely descriptive is considered in relation to the identified goods and/or services, not in the abstract. 
In re Abcor Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int’l Inc., 51 USPQ2d
1061 (TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to the “documents” managed by applicant’s software, not
“doctor” as shown in dictionary definition); In re Digital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS
merely descriptive of “computer programs recorded on disk” where relevant trade used the denomination “concurrent” as a descriptor of a
particular type of operating system).  “Whether consumers could guess what the product is from consideration of the mark alone is not the test.”  
In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).
 
“A mark may be merely descriptive even if it does not describe the ‘full scope and extent’ of the applicant’s goods or services.”   In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240
F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b).  It is enough if the term describes only one significant function,
attribute or property.  In re Oppedahl, 373 F.3d at 1173, 71 USPQ2d at 1371; TMEP §1209.01(b).
 
The applicant has applied to register the mark LEO PAD for “notebooks; notepads.”   Based on a review of applicant’s specimen, the
applicant’s notebooks and notepads are specifically designed for use by law enforcement officers.   As the attached evidence taken from the
examining attorney’s search of the internet indicates, LEO is the well-recognized abbreviation for “Law Enforcement Officer.”   Moreover, the
applicant’s has already disclaimed the descriptive/generic wording PAD apart from the mark as shown.   The applicant’s goods are pads
specifically designed for use by law enforcement officers.  As such, the mark LEO PAD is descriptive of the goods and unregistrable on the
Principal Register.
 
Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by submitting evidence and arguments in
support of registration.
 
Reply Guidelines
 
 
TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE:  Applicants who filed their
application online using the reduced-fee TEAS Plus application must continue to submit certain documents online using TEAS, including
responses to Office actions.  See 37 C.F.R. §2.23(a)(1).  For a complete list of these documents, see TMEP §819.02(b).  In addition, such
applicants must accept correspondence from the Office via e-mail throughout the examination process and must maintain a valid e-mail address. 
37 C.F.R. §2.23(a)(2); TMEP §§819, 819.02(a).  TEAS Plus applicants who do not meet these requirements must submit an additional fee of
$50 per international class of goods and/or services.  37 C.F.R. §2.6(a)(1)(iv); TMEP §819.04.  In appropriate situations and where all issues can
be resolved by amendment, responding by telephone to authorize an examiner’s amendment will not incur this additional fee.
 
If applicant has questions regarding this Office action, please telephone or e-mail the assigned trademark examining attorney.  All relevant e-
mail communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to
this Office action and will not extend the deadline for filing a proper response.  See 37 C.F.R. §2.191; TMEP §§709.04-.05.  Further, although
the trademark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this Office action, the
trademark examining attorney may not provide legal advice or statements about applicant’s rights.   See TMEP §§705.02, 709.06.
 
 
 
 

/Julie A. Watson/
Trademark Attorney
Law Office 109
(571) 272-9236
julie.watson@uspto.gov
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TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using TEAS, to allow for necessary system updates of the application.  For technical assistance with online forms, e-
mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned trademark examining attorney.  E-mail
communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using Trademark Applications and Registrations Retrieval (TARR) at
http://tarr.uspto.gov/.  Please keep a copy of the complete TARR screen.  If TARR shows no change for more than six months, call
1-800-786-9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/teas/eTEASpageE.htm. 
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To: Henderson, Billy (tmdocket@larsonpatentlaw.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85132095 - LEO PAD - 3067.1

Sent: 5/6/2011 1:54:04 PM

Sent As: ECOM109@USPTO.GOV

Attachments:

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION HAS ISSUED ON 5/6/2011 FOR

SERIAL NO. 85132095
 
Please follow the instructions below to continue the prosecution of your application:
 
 
TO READ OFFICE ACTION: Click on this link or go to http://portal.uspto.gov/external/portal/tow and enter the application serial
number to accessthe Office action.
 
PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this e-mail notification.
 
RESPONSE IS REQUIRED: You should carefully review the Office action to determine (1) how to respond; and (2) the applicableresponse
time period. Your response deadline will be calculated from 5/6/2011 (or sooner if specified in the office action).
 
Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application SystemResponse
Form.
 
HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov .  Please contact the assigned examining attorney with questions about the Office action. 

 
        WARNING

 
Failure to file the required response by the applicable deadline will result in theABANDONMENT of your
application.
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