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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

BEATS ELECTRONICS, LLC, )

Opposer, ))

V. )) OppositiorNo. 91207298
ONE BEAT HOLDINGS, INC., ))

Applicant. ))

OPPOSER’'S MOTION TO STRIKE AFFIRMATIVE DEFENSES

Opposer Beats Electronics, LLC (“Beats”), puant to Federal Rule of Civil Procedure
12(f) and TBMP 8506, hereby moves this Boardda order striking Applicant’s Affirmative
Defenses, each of which is fatally flawed and serves only to confuse the issues in the case and
unnecessarily increase the expense of discovénysupport of this motion, Beats states as
follows:

1. On October 3, 2012, Beats initiated this proceeding against Applicant, opposing
Applicant’'s U.S. App. No. 85/446,560 for the ma@NE BEAT” for use in connection with
“Television broadcasting; Cabléelevision broadcasting; Sdiee television broadcasting;
Streaming of multimedia material via a comgr network; Video on demand transmission
services” in International Class 38, “Entgnment services, namely, an on-line
nondownloadable series of programepisodes, video clips, segnignand interstitials featuring
information about popular culture, entertainmdashion, culture, music, and topics of general
interest; Production and distritborh of television programs; Bduction and distribution of cable
television programs; Entertainment servicethim nature of television programming; Production

of multimedia content for online distribution; tentainment services, namely, the production and



distribution of webisodes, multimedia contevieos, segments, andtanstitials; Providing a
website featuring information about popular crdtuentertainment, culture, and music” in
International Class 41, and “Providing a webdgaturing information about fashion” in
International Class 45, on the grounds that the magiéant seeks to register is likely to cause
confusion, mistake, or deception, in that pasdgrs would be likely to believe Applicant’s
services are Beats’ services, or in some Wagitimately connected with, sponsored by, or
approved by Beats.

2. On May 17, 2013, Applicant filed its Awer, which states six purported
defenses, namely that: (i) the i@ of Opposition fails to stageclaim upon which relief may be
granted; (ii) Opposer’s request fielief is barred by waiver; (iiiDpposer’s request for relief is
barred by estoppel; (iv) Opposer&qjuest for relief is barred bgdhes; (v) Opposer’s request for
relief is barred by unclean hands; and (vi) Oppesequest for relief is barred by acquiescence.
Each of these defenses is fatally deficient, and should be strickeecifically, each is both a
“bare bones,” conclusory statement that fails to comply with Rule 8 of the Federal Rules of Civil
Procedure, as well dsgally untenable.

3. Though motions to strike are disfavoredich motions should be granted when
they “simplify the pleadingsral save time and expense byising from [the pleading] any
redundant, immaterial, impertinermy scandalous matter whiohill not have any possible
bearing on the outcome of the litigationGarlanger v. Verbeke223 F. Supp. 2d 596, 609
(D.N.J. 2002).See also Heller Fin., Inc. v. Midwhey Powder.,&83 F.2d 1286, 1294 (7th Cir.
1989) (“where ... motions to strike remove unnecessary clutter from the case, they serve to
expedite, not delay”). Furthermore, where #iraative defense that “might confuse the issues

in the case and would not, under the facts alleged, constitute a valid defense to the action, [the



affirmative defense] can and should be deleted/aste Mgmt. Holdings, Inc. v. Gilmora52
F.3d 316, 347 (4th Cir. 2001). In this case, Apmiit's defenses are insufficient on their face
and do not constitute valid defenses in thisoacand would only serve to clutter the case and
waste time and resources.

4. Applicant’s First Affirmative Defense, Besitfailure to state a claim, should be
stricken because it is not an affirmative deferf§éhe asserted defense of failure to state a claim
upon which relief can be granted is not a trdirraative defense because it relates to an
assertion of the insufficiency dhe pleading of opposer’'s claimther than a statement of a
defense to a properly plead claintCarson Foundation94 U.S.P.Q. 2d at 1949.

5. In addition, each of Applicant’s AffirmatesDefenses should be stricken because
they are merely conclusory allegations devoicgimy factual allegation &t would put Beats on
notice of the basis of Applicant’'s defens@pplicant’'s Second Affirmative Defense (Waiver),
Third Affirmative Defense (Estoppel), Fdbr Affirmative Defense (Laches) and Sixth
Affirmative Defense (Acquiescence) are additionally deficient because, as a matter of law,
Applicant cannot meet the threshold requirements of: (1) undue delay in asserting rights against a
claimant to a conflicting mark, and)(®rejudice resulting therefromNat’l| Cable Television
Ass’n Inc. v. American Cinema Editors Ind9 USPQ2d 1424, 1431-32 (Fed. Cir. 1991)
(establishing elements for an estoppel defeasd, noting that laches and acquiescence are the
same);Land O' Lakes Inc. v. Huguni®8 USPQ2d 1957, 1959 (TTAB 2008) (the defense of
laches “requires factual developnt” to establish undue delay).

6. Specifically, Applicant’s Second Affirmativeefense of Waiver must be stricken.
Waiver requires “the intgional relinquishment or a@amdonment of a known rightKontrick v.

Ryan 540 U.S. 443, 458 n.13 (2004) (internal quotationitted) (overruled in part on other



grounds). A mark is considered abandoned “when its use has been discontinued with intent not
to resume such use.” 15 U.S.C. 81127. Beassckatainly not relinqshed or abandoned any
rights in relation to this matter and Applicamis not (and cannot) pled any fact that would
establish otherwise. In fact,guthe opposite is true — Beats tlynbrought this action to protect

its rights and valuablassets. Therefore, Applicant®econd Affirmative Defense should be
stricken.

7. Moreover, equitable estoppel cannot apply in this case because Beats has timely
filed its Notice of Opposition in this proceedin&eeNational Cable Television Ass’n Ind.9
USPQ2d at 1431-32 (setting forth elemis for estoppel). It has beeonsistently held that the
doctrine of estoppel may be invoked only by erie has been prejudicdyy the conduct relied
upon to create the estoppel, anpbaty may not therefore base daim for relief on the asserted
rights of strangers with whom it is not in privity of intereSee Textron, Inc. v. The Gillette Co.,
180 U.S.P.Q. 152, 154 (TTAB 1973) (internal citations omittedplicant has failed to plead
any facts that show reliance on, or prejudicesedlby, Beats’ conduct. Thus, Applicant’s Third
Affirmative Defense should be eliminated from this proceeding as well.

8. Likewise, with regard to Applicant’'s Fourth Affirmative Defense, laches, the
Court of Appeals for the Federal Circuit has exflicheld that that laches cannot apply where,
as here, an Opposer acts afiitst opportunity to protest the issnce of a registration — namely,
when the mark is published for oppositiolNational Cable Television Ass'i9 USPQ2d at
1431-32 (re-affirming precedent that laches is mess“from the time thaction could be taken
against the acquisition by another of a set of rights..S®e also, Panda Travel Inc. v. Resort
Option Enterprises In¢ 94 USPQ2d 1789, 1797 (TTAB 2008Because opposer timely filed

notices of opposition, there has been no undue dslapposer or prejudice to applicant caused



by opposer's delay”). Accordingly, the defensdaches cannot be established and Applicant’s
Fourth Affirmative Defense should be stricken.

9. Identically, Applicant’'s Sixth Affirmatie Defense cannot apply here. Indeed,
Applicant’s Sixth Affirmative Defense, acqueEnce, is legally identical to its Fourth
Affirmative Defense. National Cable Television Ass’'a9 USPQ2d at 1431 (“...the defense of
laches ininter partesproceedings, sometimes also charaeéetias ‘acquiescence’...”). Thus,
the Applicant’s Sixth Affirmative Defense shoub@ stricken both for the reasons set forth in
Paragraph 9, and because it is duplicative of Applicant’s Fourth Affirmative Defense.

10. Like the others, Applicant’'s Fifth Afmative Defense (unclean hands) is
completely absent of any facts describing whetivity Beats allegegllengaged in to support
Applicant’s allegation.See Midwest Plastic Fabricators Inc. v. Underwriters Laboratories Inc.
5 U.S.P.Q. 2d 1067, 1069 (TTAB 1987) (conclusatiegations are insufficient to state a
defense of unclean hands). Thus, tefense too should be stricken.

11. Moreover, as set forth above, certaintbé asserted affirmative defenses are
insufficient on their face. As a result of the limmees nature of certain of the asserted defenses,
if Applicant’s defenses are allowed to standaBewill be forced to serve numerous discovery
requests and dedicate substantial deposition time, not only to discover the basis of Applicant’s
Affirmative Defenses, but alsto prepare Beats’ responsesthese defenses. Granting the
present motion will, therefore, serve the instseof the parties and the Board by removing
irrelevant and unnecessary issues from the proegexdid allow this case to move forward in an
efficient and focused mannefGarlanger, 223 F. Supp. 2d at 609. Thus, on this basis too, the
Board should strike all six of gplicant’s Affirmative Defenses.

WHEREFORE, Beats respectfullgquests that the Board:



(1) enter an Order granting its Motiomda striking each of Applicant’'s Affirmative
Defenses;
(2) grant Beats any such additional andifer relief that the Board deems proper.

Respectfully Submitted
BeatElectronicsLLC

Date: June 10, 2013 By: /Lawrence E. James/
Michael G. Kelber
Lawrence E. James
Katherine Dennis Nye
NEAL, GERBER & EISENBERG LLP
2 N. LaSalle Street, Suite 1700
Chicago, IL 60602
(312)269-8000Telephone
(312)269-174Facsimile




CERTIFICATE OF SERVICE

|, Katherine Dennis Nye, state tHaterved a copy of the foregoi@pposer’'s Motion to
Strike Affirmative Defensesvia first class U.S. mail, postage pre-paid, upon Applicant:

Ted Sabety

Of Counsel

HAND BALDACHIN AMBURGEY LLP

8 West 48 Street, 12 Floor

New York, NY 10018

in accordance with Trademark Rule §8 2.201 and 2.119 on June 10, 2013.

[ Katherine Dennis Nye /
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