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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Chicago Cubs Baseball Club, LLC,

Washington Nationals Baseball Club, LLC Opposition No.: 91207213
Opposers,
APPLICANT’S RESPONSE TO
v. NOTICE OF DEFAULT

Joseph A. Fay,

Applicant.

This response addresses the Notice of Default issued by the Board on September 26, 2014
(the “Notice of Default”). As set forth below, Applicant believes it can demonstrate good cause
why default judgment should not be entered against him pursuant to Fed. R. Civ. P. 55(b)(2).
Applicant therefore respectfully requests that the Notice of Default be set aside and the opposition
be reinstated according to the schedule set forth in the May 15, 2014 Motion for Suspension for

Settlement With Consent (http://ttabvue.uspto.gov/ttabvue/v?pno=91207213&pty=0PP&eno=19),

which was approved by the Board on May 19, 2014

(http://ttabvue.uspto.gov/ttabvue/v?pno=91207213&pty=0PP&eno=20).

Legal Standard

Where a notice of default is issued for failure of the applicant to timely file an answer to
the Notice of Opposition, good cause why default judgment should not be entered is usually found
when the defendant shows that (1) the delay in filing an answer was not the result of willful
conduct or gross neglect on the part of the defendant, (2) the plaintiff will not be substantially
prejudiced by the delay, and (3) the defendant has a meritorious defense to the action. See, e.g.,
Fred Hayman Beverly Hills, Inc. v. Jacques Bernier, Inc., 21 U.S.P.Q.2d 1556, 1557 (TTAB

1991). Applicant can meet each noted element.
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Analysis
1. The delay was not the result of Applicant’s willful conduct or gross neglect.

Applicant and Opposers have, for the last two years, been engaged in coexistence negotiations
intended to resolve the instant opposition proceeding. The opposition has been suspended
repeatedly, at the request of the parties, to facilitate those negotiations. The parties have
exchanged drafts of a settlement agreement, and that agreement is currently with Opposers’
counsel for review and comment. See the e-mail communication dated May 2, 2014 from
Opposers’ counsel to Applicant’s counsel (attached as Exhibit | to the Declaration of James L.
Vana, attached hereto as Exhibit A (the “Vana Declaration™)), noting that Opposer’s counsel was
reviewing the agreement and would advise Applicant’s counsel once comments from Opposers
were received. To date, Applicant’s counsel has not received those comments. As a result, since
at least May 2, 2014, the posture of this matter is that Applicant is waiting for input from Opposers
regarding settlement negotiations.

The answer deadline was August 20, 2014. On that date, Applicant’s counsel was away
from the office, traveling on a planned sabbatical. Applicant’s counsel’s firm has a formal
docketing system that identified the answer deadline. However, the docket report (relevant portion
attached as Exhibit 2 to the Vana Declaration) showed two entries for this matter - one titled
“Answer Due” and the other titled “Suspension Expires.” The assigned paralegal and other
administrative staff reviewing the docket focused on the “Suspension Expires” docket entry and
determined, incorrectly, that the matter had no associated deadline to be met. As a result, no
further action was taken to bring the deadline to the attention of another attorney. This set of
circumstances demonstrates that the failure to timely file an answer resulted from neither willful
conduct nor gross neglect. Instead, that failure occurred due to a combination of unique
circumstances, and despite the efforts of Applicant’s counsel and his firm to put in place
procedures to avoid such a failure. See id. (failure of applicant’s counsel to file previously
prepared answer prior to vacation was clearly inadvertent and thus not the result of willful conduct

or gross neglect); Paolo's Associates Ltd. Partnership v. Bodo, 21 U.S.P.Q.2d 1899, 1904 (TTAB
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1990) (standard met based on the credible statement of registrant’s counsel that “his docketing
system failed him in this case”).

2. Opposers will not be substantially prejudiced by the delay. Applicant submits that
the six-week delay in filing an answer in this opposition does not prejudice Opposers. As noted
above and as demonstrated by a review of the docket for this proceeding, action in the opposition
has repeatedly been suspended to allow the parties to negotiate a coexistence agreement, and the
current status is that Opposers have committed to providing comments regarding that agreement.
The parties’ confirmed expectation is that they will focus on coexistence negotiations rather than
the opposition proceeding. As a result, Opposers are not prejudiced by the delay in the filing of
Applicant’s answer to the Notice of Opposition.

3. Applicant has a meritorious defense. To meet this requirement, Applicant must
only show that it has a plausible response to the allegations in the Notice of Opposition. The filing
of an answer which is not frivolous demonstrates a meritorious defense. See Fred Hayman
Beverly Hills, supra, 21 U.S.P.Q.2d at 1557. Attached as Exhibit B hereto is a copy of the answer
to the Notice of Opposition (the “Answer™), being filed concurrently herewith. As the Answer is
clearly not frivolous, Applicant has demonstrated that he has a meritorious defense.

Conclusion
Applicant respectfully submits that he has demonstrated good cause for his failure to

timely file an answer to the Notice of Opposition. As a result, Applicant requests that the Board
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set aside the Notice of Default and reinstate the case pursuant to the schedule set forth in the May

15. 2014 Motion for Suspension for Settlement With Consent (Docket Entry No. 19).

DATED: October 1, 2014

PERKINS COIE LLP

CERTIFICATE OF SERVICE
| hereby certify that this, APPLICANT'S RESPONSE TO

NOTICE OF DEFAULT, is being deposited with the United By
States Postal Service with sufficient postage as first class mail on ] MC‘? L. Vana
October 1, 2014 in an envelope addressed to Opposer's counsel: Perking Coie LLP
SETH SHAIFER g 9 s
1201 Third Avenue. Suite 4900

COWAN LIEBOWITZ & LATMAN PC : -
1133 AVENUE OF THE AMERICAS Seattle, Washington 98101-3099

NEW YORK, NY 10036, (206) 359-3036

' g Attorney for Applicant =
SignatureMﬁkM

Printed Name: Linda L. Martin
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Exhibit A
to

Applicant’s Response to Notice of Default

Declaration of James L. Vana, Counsel for Applicant




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Chicago Cubs Baseball Club, LLC,

Washington Nationals Baseball Club, LLC Opposition No.: 91207213
Opposers,
DECLARATION OF JAMES L. VANAIN
V. SUPPORT OF APPLICANT’S RESPONSE
TO NOTICE OF DEFAULT ‘-

Joseph A. Fay,

Applicant.

The undersigned, being hereby warned that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code and that such willful false statements may jeopardize the validity of the application or
any resulting registration, declares as follows:

1. I am counsel for the Applicant in this trademark opposition, and I have personal
knowledge of the matters stated herein and am competent to testify thereto.

2. Attached hereto as Exhibit 1 is a true and complete copy of an e-mail
communication dated May 2, 2014 from Don Obert. Opposers’ counsel, to Applicant titled “THE
BIG “W”; Opp. No. 91207213 - FOR SETTLEMENT PURPOSES ONLY - PURSUANT TO
FRE 408.

3. Between August 16, 2014 and August 31, 2014, 1 was out of the office on a firm-
approved sabbatical.

4. Attached hereto as Exhibit 2 is a true and complete copy of the relevant page from

my docket report for the week of August 18, 2014.
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All statements made of my own knowledge are true and statements made on information

and belief are believed to be true.

DATED: October 1, 2014

‘ E’ERW
By
&‘fms L. Vana
>erkins Coie LLP
1201 Third Avenue, Suite 4900
Seattle. Washington 98101-3099

(206) 359-3036
Attorney for Applicant

LEGAL123612918.1



Exhibit 1
to

Declaration of James L. Vana in Support of Applicant’s Response to
Notice of Default

Copy of May 2, 2014 E-Mail From Opposers’ Counsel



Vana, James L. (Perkins Coie)

From: Obert, Don M. <DMO@cll.com>

Sent: Friday, May 02, 2014 9:31 AM

To: Vana, James L. (Perkins Coie)

Cc: Kevlin, Mary; Natale, Kristine M.

Subject: THE BIG "W"; Opp. No. 91207213 - FOR SETTLEMENT PURPOSES ONLY - PURSUANT TO
FRE 408

Jim:

| am writing as a follow up to your telephone discussion with Mary this past Monday, April 28", and am confirming that
we will be filing a motion on consent with the Board today to suspend this proceeding for 90 days, so as to allow
sufficient time for our client to review the recently revised agreement. We will advise you as soon as we receive our
client’s comments. Have a good weekend.

Don M. Obert, Esq.

Cowan, Liebowitz & Latman, P.C.

1133 Avenue of the Americas

New York, New York 10036-6799

t: (212) 790-9245 | f: (212) 575-0671
www.cll.com[cll.com] | dme@cll.com | My Profile[cll.com]

[cll.com]

The information contained in this transmission may contain privileged and confidential information. It is intended only for
the use of the person(s) named above. If you are not the intended recipient, you are hereby notified that any review,
dissemination, distribution or duplication of this communication is strictly prohibited. Please contact the sender by reply
email and destroy all copies of the original message.

FRAmmmmmassssesssest IRS CIRCULAR 230 DISCLOSURE Under regulations issued by the U.S. Treasury, to the
extent that tax advice is contained in this communication (or any attachment or enclosure hereto), you are advised that
such tax advice is not intended or written to be used, and cannot be used by you, or any other party to whom this
correspondence is shown, for the purpose of: (i) avoiding penalties under the Internal Revenue Code, or (ii) promoting,
marketing or recommending the tax advice addressed herein to any other party. This message is intended only for the
designated recipient(s). It may contain confidential or proprietary information and may be subject to the attorney-client
privilege or other confidentiality protections. If you are not a designated recipient, you may not review, copy or distribute
this message. If you receive this in error, please notify the sender by reply e-mail and delete this message. Thank you.
This email has been scanned for email related threats and delivered safely by Mimecast.

For more information please visit http://www.mimecast.com[mimecast.com]




Exhibit 2
to

Declaration of James L. Vana in Support of Applicant’s Response to
Notice of Default

Excerpt From Vana Docket Report For Week of August 18,2014
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Exhibit B
to

Applicant’s Response to Notice of Default

Answer to Notice of Opposition




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Chicago Cubs Baseball Club, LLC,
Washington Nationals Baseball Club, LLC Opposition No.: 91207213

Opposers,
APPLICANT’S ANSWER TO NOTICE OF
v. OPPOSITION

Joseph A. Fay,

Applicant.

Applicant Joseph A. Fay ("Applicant"), owner of Application No. 85452733 for the mark
THE BIG W ("Applicant's Mark"), by and through its undersigned counsel, hereby submits this
answer to the Notice of Opposition as follows:

1. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 1, and therefore denies them.

2. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 2, and therefore denies them.

3. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 3, and therefore denies them.

4.  Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 4, and therefore denies them.

5. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 5, and therefore denies them.

6.  Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 6, and therefore denies them.

7.  Applicant lacks knowledge or information sufficient to form a belief as to the

allegations found in Paragraph 7, and therefore denies them.

LEGALI23612918.1



8. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 8. and therefore denies them.

9. Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 9, and therefore denies them.

10.  Applicant lacks knowledge or information sufficient to form a belief as to the
allegations found in Paragraph 10, and therefore denies them.

11.  Applicant admits the allegations found in Paragraph 11.

12.  Applicant admits the allegations found in Paragraph 12.

13.  Applicant denies the allegations found in Paragraph 13.

14.  The allegations found in Paragraph 14 assert a legal conclusion, and thus Applicant
contends that no answer is required.

15.  Applicant denies the allegations found in Paragraph 15.

WHEREFORE, Applicant respectfully requests that the Opposition be dismissed.

DATED: October 1, 2014

PERKINS COIE LLP
CERTIFICATE OF SERVICE

1 hereby centify that this, ANSWER TO

NOTICE OF OPPOSITION, is being deposited with the United B)’

States Postal Service with suflicient postage as first class mail on Mimes L. Vana
. [& (@
October 1, 2014 1n an envelope addressed to Opposer’s counsel: . =
SI‘TIILSI{’\[FER Gl bles RESSEREE Perkins Coie LLP
SE SHAIFE i .
COWAN LIEBOWITZ & LATMAN PC 1201 Third Avenue, Suite 4900
1133 AVENUE OF THE AMERICAS Seattle, Washington 98101-3099
NEW YORK, NY 10036. (206) 359-3036

, : *2 XZ 7 Attorney for Applicant
Signature:_/ -

Printed Name: Linda L. Martin
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