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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Roche Diagnostics GmbH

Granted to Date
of previous
extension

09/12/2012

Address Sandhofer Strasse 116
D-68305 Mannheim,
GERMANY

Name Roche Diagnostics Operations, Inc.

Granted to Date
of previous
extension

09/12/2012

Address 9115 Hague Road
Indianapolis, IN 46250
UNITED STATES

Attorney
information

Jonathan G. Polak
Taft Stettinius & Hollister
One Indiana Square
Indianapolis, IN 46204
UNITED STATES
EFStrademarks@taftlaw.com, zgordon@taftlaw.com, cwittenmeier@taftlaw.com
Phone:3177133500

Applicant Information

Application No 85074797 Publication date 05/15/2012

Opposition Filing
Date

09/11/2012 Opposition
Period Ends

09/12/2012

Applicant MiniPumps, LLC
3579 E Foothill Blvd. #521
Pasadena, CA 91107
UNITED STATES

Goods/Services Affected by Opposition

Class 010.
All goods and services in the class are opposed, namely: Medical apparatus, namely, pump, infusion
and injection devices for administering drugs, and accessories used therewith, namely, drug refill
consoles, drug refill kits for refilling infusion and injection devices, calibration kits for calibrating
infusion and injection devices, programming units, programming consoles, lancet systems consisting
primarily of needles and lancets, catheters, drug vials; intraocular and subcutaneous pumps for
medical use

http://estta.uspto.gov


Grounds for Opposition

The mark is merely descriptive Trademark Act section 2(e)(1)

Genericness Trademark Act section 23

Attachments LEGALDM-
#266483-v1-Roche_v__Minipump_re_MICROPUMP_Notice_of_Opposition_9_1
1_2012_draft.pdf ( 5 pages )(16628 bytes )
Micropump Exhibit A.pdf ( 7 pages )(232766 bytes )
Micropump Exhibit B.pdf ( 31 pages )(2662994 bytes )
Micropump Exhibit C.pdf ( 3 pages )(128772 bytes )
Micropump Exhibit D.pdf ( 3 pages )(93659 bytes )
Micropump Exhibit E.pdf ( 6 pages )(600272 bytes )
Micropump Exhibit F.pdf ( 3 pages )(152624 bytes )
Micropump Exhibit G.pdf ( 14 pages )(2280492 bytes )
Micropump Exhibit H.pdf ( 3 pages )(104874 bytes )
Micropump Exhibit I.pdf ( 11 pages )(1276635 bytes )
Micropump Exhibit J & K.pdf ( 3 pages )(108244 bytes )
Replenish Inc.pdf ( 1 page )(101767 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jonathan G. Polak/

Name Jonathan G. Polak

Date 09/11/2012



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Roche Diagnostics GmbH and

Roche Diagnostics Operations, Inc.

Opposerss,
v.

MiniPumps, LLC (formerly Replenish

Pumps, LLC,

Applicant.

)
)
) Opposition No. ________
)
) Mark:MICROPUMP
) Serial No.: 85-074,797
)
) Published: 05/15/2012
)
)
)

NOTICE OF OPPOSITION

U.S. Patent and Trademark Office
P.O. Box 1451
Alexandria, VA 22313-1451

In the matter of MiniPumps, LLC’s (“Applicant”) application for trademark

registration of the term MICROPUMP (Application Serial No. 85-074797, filed on

June 30, 2010 by Replenish Pumps, LLC now known as MiniPumps, LLC and

published for opposition in the Official Gazette of the United States Patent and

Trademark Office on May 15, 2012 (the “’797 Application”)).

Roche Diagnostics GmbH, Sandhofer Strasse 116, D-68305 Mannheim,

Germany, a limited liability company, organized under the laws of Germany (“RDG”)

and Roche Diagnostics Operations, Inc., 9115 Hague Road, Indianapolis, IN 46250,

United States, a corporation organized under the laws of Delaware (“RDO”)

(collectively “Opposers”), believe that they would be damaged by the registration of

the term MICROPUMP shown in the “’797 Application” (Exhibit A) and hereby

oppose the registration of such term as a trademark.



As grounds for opposition, it is alleged that:

1. The term MICROPUMP is generic, and/or merely descriptive, for small

pumps, this includes when used in connection with Applicant’s goods listed in the ‘797

Application. (Exhibit A)

2. Applicant’s intended use of the term MICROPUMP as a trademark is

consistent with the generally accepted generic, and/or merely descriptive, use of the

MICROPUMP term for small pumps.

3. MICROPUMP is a generic, and/or merely descriptive, term for small

pumps in the national marketplace. (Exhibit B-J).

4. Applicant uses the term MICROPUMP in connection with small pumps

in the same generic, and/or merely descriptive, way that Opposers and others have used

the term. (Exhibit K).

5. On June 30, 2010, Applicant filed the ‘797 Application based on its

intent to use the term MICROPUMP under Section 1(b). Applicant’s published

application indicates that Applicant intends to use the term MICROPUMP for

“Medical apparatus, namely, pump, infusion and injection devices for administering

drugs, and accessories used therewith, namely, drug refill consoles, drug refill kits for

refilling infusion and injection devices, calibration kits for calibrating infusion and

injection devices, programming units, programming consoles, lancet systems

consisting primarily of needles and lancets, catheters, drug vials; intraocular and

subcutaneous pumps for medical use.”

6. The marketplace in general, has made extensive generic, and/or merely

descriptive, use of the term MICROPUMP for small pumps. (Exhibit B & E).

.



7. Opposers are leading worldwide providers of diabetes care products

and services, including insulin pump products. Opposers are well-known for their

offerings in the diabetes care field, including insulin pump products. Opposers’

primary website may be located at http://www.roche.com/index.htm. Opposers are

developing small insulin delivery systems for use in the diabetes care field which they

generically and/or descriptively refer to as MICROPUMPS. An affiliate of Opposers

has used the term MICROPUMP for small insulin delivery systems since at least as

early as December 2007, which is well before the filing date of the ‘797 Application.

Opposers and their affiliate describe their goods using this generic term MICROPUMP.

MICROPUMP has the same generic meaning when used in the diabetes care field.

8. Therefore, Opposers would be damaged by Applicant’s registration of

the term MICROPUMP as a trademark. Accordingly, the grant of a registration to

Applicant for the term MICROPUMP should be denied on the grounds of genericness,

and/or mere descriptiveness.

9. Opposers believe that the term MICROPUMP is inherently descriptive

and without secondary meaning. As such, the grant of a registration to Applicant for

the term MICROPUMP should be denied and the ‘797 Application should not proceed

to registration.

10. Registration of the term MICROPUMP damages Opposers because

Opposers and their affiliate are using the term MICROPUMP to describe their small

insulin delivery systems. Registration of the term MICROPUMP would interfere with

Opposers’ and their affiliate’s continuing use of the term to accurately describe the

generic aspects of their goods

WHEREFORE, Opposers file this Notice of Opposition and pray that the ‘797



Application of Applicant, be rejected; that no registration be issued thereon to

Applicant; and that this opposition be sustained in favor of Opposers.

Respectfully submitted,

DATE: September 11, 2012 /s/_Jonathan G. Polak
Jonathan G. Polak
James A. Coles
M. Zach Gordon
TAFT STETTINIUS & HOLLISTER LLP
One Indiana Square, Suite 3500
Indianapolis, Indiana 46204-2023
Email: zgordon@taftlaw.com

Attorney for Opposers,
Roche Diagnostics GmbH and
Roche Diagnostics Operations, Inc.



CERTIFICATE OF SERVICE

I hereby certify that on September 11, 2012 a true and correct copy of the

foregoing was sent to the following parties by First Class U.S. Mail in a sealed, postage

prepaid, envelope which was deposited with the United States Postal Service.

David O. Johanson
BINGHAM MCCUTCHEN LLP
ONE FEDERAL STREET
BOSTON, MA 02110
Phone Number: 617-951-8000
Fax Number: 617-951-8736

/s/_M. Zach Gordon_
M. Zach Gordon
TAFT STETTINIUS & HOLLISTER LLP
One Indiana Square, Suite 3500
Indianapolis, Indiana 46204-2023
Telephone: 317-713-3500
Facsimile: 317-713-3699











































































































































































9/11/12 Replenish Inc. - Product Description

1/1www.replenishinc.com/our-technology/product-description

 

The Replenish, Inc. MicroPump™ provides an innovative

treatment method by precisely automating the delivery of drugs.

Replenish, Inc.™ has developed a small, refillable, implantable ocular drug pump. The MicroPump™ implant is a

“smart device” that is programmable to dispense nanoliter-sized doses (a volume sensor gives closed-feedback) of

drugs every hour, day or month as needed before refills. The tiny MicroPump™ can be ‘replenished’ using a

disposable, proprietary 31-gauge needle tubing kit.

Some of the pump’s features include the following:

 One-way check valve (prevents backflow leakage)

 Fluidic flow sensor

 Bi-directional telemetry system for wireless programming and battery recharges

 Programmable state-of-the-art microcontroller with calendar to ‘wake up’ when it’s time for medication

 Optional cannula with pars plana clip directs medication in the same location as intravitreal injections

PRODUCT DESCRIPTION AND DEVICE DEVELOPMENT
Product Description

MicroPump™ System

Patent Protection

Home About Us Our Technology Leadership Team Press Careers Contact Us

© Copyright 2010-2012 Replenish Inc. Disclaimer: The Replenish MicroPump™ System is for investigational use only and is not yet approved for commercial distribution. 

Home About Us Our Technology Leadership Team Press Careers Contact Us


	Binder1.pdf
	Micropump Exhibit A#page1
	Micropump Exhibit A#page2
	Micropump Exhibit A#page3
	Micropump Exhibit A#page5
	Micropump Exhibit A#page6
	Micropump Exhibit A#page7
	Micropump Exhibit A#page8

	BinderG.pdf
	Micropump Exhibit G#page1
	Micropump Exhibit G#page2
	Micropump Exhibit G#page3
	Micropump Exhibit G#page4
	Micropump Exhibit G#page5
	Micropump Exhibit G#page6
	Micropump Exhibit G#page7
	Micropump Exhibit G#page8
	Micropump Exhibit G#page9
	Micropump Exhibit G#page10
	Micropump Exhibit G#page11
	Micropump Exhibit G#page12
	Micropump Exhibit G#page13
	Micropump Exhibit G#page14

	BinderJ&k.pdf
	Micropump Exhibit J & K#page1
	Micropump Exhibit J & K#page2
	Micropump Exhibit J & K#page4


