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OPPOSER’S TRIAL BRIEF

TO THE HONORABLE UNITED STATES TRADEMARK TRIAL AND APPEAL BOARD:

Opposer, CareFusion 2200¢. (“CarFusion” or “Oppose”), in support of its Combined
Opposition No. 91206212 to Application Nos. 85/499349 (CHLORADERM), 85/499345
(CHLORABSORB), 85/499337 (CHLORABOND) and 85/499332 (CHLORADRABE)
Entrotech Life Science#nc., (“ELS” or “Applicant”), would respectfully show the Board as
follows:

l. RECORD EVIDENCE

The evidence of record consists of:

1. The trial testimony of Opposer’s witness Jennifer Ra€@aens and accompanying
exhibits, taken by Opposer on March 13, 2015 and filed herein on September 4, 2015
[Dkt. 79].

2. The trial testimony of Applicant’s witness Dr. George J. Holinga and guaoymg
exhibits, taken by Applicant on May 14, 2015.

3. The trial testimony of Applicant’s witness James E. McGuire and accompaaxhilgts,
taken byApplicant on May 12, 2015.

4. The trial testimony of Opposer’s witness Jan Creidenberg and accongpamijibits,
taken by Opposer on March 12, 2015 and filed herein on August 20, 2015 [Dkt. 77].

5. The trial testimony of Opposer’s rebuttal witness JennifedBReDevens and
accompanying exhibits, taken by Opposer on June 23, 2015 and filed herein on August
20, 2015 [Dkt. 76].

6. The trial testimony of Opposer’s rebuttal witness Carol Schultz and acogmga
exhibits, taken by Opposer on June 23, 2015 and filed herein on August 19, 2015 [Dkt.
75]

7. Opposer'sdNotice of Reliancd’ursuant to 37 C.F.R. §2.122(e) dated March 5, 2015,
which includes nineteen (19) articlasto show the widespread recognition of
ChloraPrep within the national medical community, the uaigdvantages of using
ChloraPrep, with its active ingredient of chlorhexidine, prior to, during, and adigicai
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procedures, and the great value of and goodwill associated with the ChloraPrep product
[Dkt. 42].

. Opposer’'sNotice of Reliance Pursuant to 37 C.F.R. §82.122(e) dated March 5, 2015,

which includes three (3) printouts from the United States Patent and TradefhieeksO

TESS and ASSIGN Status databases as to show the live statuses of Reyisioati
1930248, 4052849, and 4488745, and the current ownership of each of these registrations
by Opposer, CareFusion 2200, Inc [Dkt. 43].

. The discovery deposition of Jim McGuire and accompanying exhibits, taken by Opposer

on December 10, 2014 and filed under Notice of Reliance herein on March 5, 2015 [Dkt
44, 45, 46).

10.The discovery deposition of John Halsey and accompanying exhibits, taken by Opposer

on December 12, 2014 and filed under Notice of Reliance herein on March 5, 2015 [Dkt.
44, 45, 46).

11.The discovery deposition of John Foor and accompanying exhibits, taken by Opposer on

June 17, 2014 and filed under Notice of Reliance herein on March 5, 2015 [Dkt. 44, 45,
46].

12.0pposer’'s Notice of Reliandeursuant to 37 C.F.R. 82.122@ated March 19, 2015,

which includes one (1) printout from thénited Stées Patent and Trademark Office’s
TESS and ASSIGN Status databases as to shewlive status of ApplicatioriNo.
86473970, the current ownership of this application by Opposer, CareFusion 2200, Inc.,
and the continued interest in and development of Opp®SeHLORAPREP mark by
Opposer [Dkt. 48].

13.0pposer’'s Notice of Reliandéursuant to 37 C.F.R. §2.122@ated March 19, 2015,

which includes ten (10) printouts from thmited States Patent and Trademark Office’s
TESS and ASSIGN Status databases to showthat thirdparty registrationsof
CHLORA ___ are not for goods similar to those of Opposer under its CHLORAPREP and
CHLORASHIELD markspor do not contain chlorhexidine or are not fman us¢DKkt.

49].

14.0pposer’'s Notice of Reliandeursuant to 37 C.F.R. 822(e)dated March 19, 2015,

which includes twentywo (22) printoutsrom the United States Patent and Trademark
Office’s TESS and ASSIGN Status databas®$o showhat thirdparty registrationgor
goods competitive with OpposeiGHLORAPREP and CHLORASHIELD goods and/or
for goods that contain chlorhexidine as an active ingredient do not use “CHLORA”
anywhere in thenarks[Dkt. 50].

15.0pposer’'s Notice of Reliance Pursuant to 37 C.F.R. 82)1d@(ged March 19, 2015,

which includes two (2) interrogatories and answers [Dkt. 51].
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16.Opposer’'s Amended Notice of Reliance Pursuant to 37 C.F.R. 82.da@{ March 23,
2015, which includes two (2) interrogatories and answers [Dkt. 52].

17.0Opposer’s Notice of Reliandeursuant to 37 C.F.R. 822(e)dated July 1, 2015, which
includes one (1) article as to relariguments or references madeApplicant’s Trial
Brief that rely upon the document submitted by Applicant via NoticRealfance as
Exhibit J.1, which is page 1 of the Allnurses.com ChloraPrep Allergies blog [ty
74].

18. Applicant’'s Notice of Reliance Pursuant 3@ C.F.R. § 2.120(jfated May 21, 2015
[Dkt. 61].

19. Applicant’'s Notice of Reliance Pursuant to 37 C.F.R. § 2.1224&d May 21, 2015
[Dkt. 62].

20. Applicant’'s Confidential Notice of Reliance [Dkt. 63].
21. Applicant’s Confidential Notice of Reliance [Dkt. 70].

22.Applicant’s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 2015
[Dkt. 64].

23.Applicant’s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 2015
[Dkt. 65].

24. Applicant’s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 2015
[Dkt. 66].

25. Applicant’'s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 2015
[Dkt. 67].

26. Applicant’'s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 201
[Dkt. 68].

27. Applicant’'s Notice of Reliance Pursuant to 37 C.F.R. § 2.122(e) dated May 21, 2015
[Dkt. 69].

29.Applicant’s Notice of Reliance Pursuant to 37 C.F.R. § 2.120(j) dated May 2%, 201
[Dkt. 71].

30.The discovery deposition of Jan Creidenberg and accompanying exhibits, taken by
Opposer on December 5, 2014 and filed under Notice of Reliance herein on May 21,
2015 [Dkt. 72].
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Il. PROCEDURAL HISTORY

On July 24, 202, CareFusioriiled its CombinedNotice of Opposition tcApplicant’s
application Serial N®. 85/499349 (CHLORADERM), 85/499345 (CHLORSORB),
85/499337 (CHLORABOND) and 85/499382HLORADRAPE) on the basis of likelihood of
confusion with CareFusion’s Registration Nos. 1930248 and 4052849 for CHLORAPREP and
its prior filed pending, published and allowagplication Serial Nos. 85051474 and 85051477
for CHLORASHIELD. Serial No. 85051474 registered on February 25, 2¥Registration
No. 4488745. Serial No. 85051477 registeredMamch 11, 2014 Registration No. 4495083.

On April 14, 2014,CareFusioramended its Notice of Opposition to include the recently issued
CHLORASHIELD registrations.On December 30, 2014, CareFusion filed a volurgaryender

under Section 7(e) dRegstration No. 4495083 Accordingly, CareFusioropposes the above
referenced applications based on the priority of its Registration Nos. 1930248 and 4052849 for
CHLORAPREP and Registration No. 4488745 for CHLORASHIELD, and the likelihood for
confusion betweefareFusiofs registrations and Entrotech’s applications for CHLORABOND,
CHLORADRAPE, CHLORASORB and CHLORADERM

1. STATEMENT OF THE CASE

ChloraPrep@is the brand name for a line of groundbreaking antimicrobiaisirgical
skin antiseptic preparations containing chlorhexidine gluconate (“CHQ Ctui@Fusion and its
predecessors introduced to the market in 1994. The brand has been incredibly successful, and i
more than twenty years of use it has become very-kmellvn throughout the healthcare
industry. CHLORAPRERbranded productsow includea wide varietyof pre-surgical antiseptic
preparations, covering a wide rangegpafceduresas well as a wide range of surface atedse
prepped for surgerfCHLORAPRERbranded products are used everywhere surgery is done, by

nurses and surgeons, on patients in hospitals, outpatient surgical centers, blopdrzheksn
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in some norsurgical locations whereascular access is required, such as dialysis clinics
Recently,CareFusion has expanded the ChloraPrep product line to include an adhesive patch
dressing impregnated with CHG, which is being sold under the name CHLORASHIELD.

As stated above, the CHLORAPREP line has become very succedsfoin 2003
through mid-2015, U.S. sales of CHLORAPRERbranded products have totaledarly $2
billion, and CareFusionand its predecessors have spent millions of dollars promatsng
ChloraPrep and ChloraShield products to professionals in the healthcare community.

Applicant, Entrotech Life Sciences, In¢‘ELS”) is quite familiar with Opposer and
Opposer’s successful line ofh@raPrepproducts. ELSwas formed inFebruary 2012as an
affiliate of Entrotech, Inc.(“Entrotech”). Entrotech is comprised of a group of companies,
primarily in the chemistry and adhesifien industriesthat was founded in Columbus, Ohio in
1999 In February of 2009, prior to the formation of ELS, Entrotech’s president and CEO, Jim
McGuire, formed a partnership with Dr. John Foor, which was incorporated in Ohio as
EntroFoor Medical LLC. EntroFoor was forméat the purpose of working with CareFusisn’
predecessofOhio-basedCardinal Health)in the developnent of an adhesive surgical incise
drape impregnated with chlorhexiditigat was to be sold der thename CHLORASHIELD
broadening CareFusion’'s use of Chlémamative marks for its surgemglated infection
prevention products. Between 2009 and 20EmtroFoorand CareFusion worked closel
together onproducing a commercially marketabilecise drape However,the parties parted
ways in September2011 without ever having obtained FDA approval developng a
commercially marketablgroduct. Only three months after the parting, in December 2011,

Entrotech Inc. filed the four applications opposéereinfor products that are identical to, and



3452790v2

would be directly competitive with, Opposer's ChloraPrep and ChloraShield produrs.
opposed applications were subsequently assigned to the feemige ELS inJuly 2012.

As the evidence and controllingdal authorities set forth herein make clear, there exists
a likelihood of confusion between the parties marks; tBuUS’s applications to registeSerial
Nos. 85/499349 (CHLORADERM), 85/499345 (CHLORABSORB), 85/499337
(CHLORABOND) and 85/499332 (CHLORARAPE) should be refused under Section 2(d) of
the Lanham Act, 15 U.S.C. §1052(d).

V. STATEMENT OF THE ISSUES

CareFusiois ownership of valid trademarks in the ter@HLORAPREP and
CHLORASHIELD and its priorityof use of those marks is wadktablished, including by its
incontestable U.S. trademark registratdrCHLORAPREP, Reg. No. 1930248. Thus, the only
issue before the Board inislproceeding is whethdtLS's marks, when applied to thegds n
the challenge@plications are likely to cause confusion wi@areFusiois use of its marks as
used in connection with the goods @areFusiois registrations, and hence should be refused
registration pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d).

V. EACTS
A. CareFusion's Strong Rights in the CHLORAPREP Mark

1. CareFusion’s Federal Registrations of the CHLORAPREP Mark

CareFusion owns two valid and subsisting federal registrations for the mark
CHLORAPRERP for atimicrobial products:

(@) CHLORAPREP- Registration No. 1,930,248 registered on the Principal
Register on October 25, 1995 for use in connection with “topical antimicrobial sofutoals
(b) CHLORAPREP- Registration No. 4,052,849 registered on the Principal

Register on November 11, 2011 for use in connection with “bspadtrum antiseptic”.



Registration No. 1,930,248 is incontestable, which is conclusive evidence of the validity
of the CHLRORAPREP mark, of CareFusion’s ownership of the mark and of CareBusion’
exclusive right to use th€EHLORAPREPmark in commerce on the goods described in the
registration.

2. Adoption and Use of th€ HLORAPREPMark

ChloraPre® was developed by MediFlex, In@ small familyowned companydsed in
Kansas City, Missouri and wasatioducedin 1994 ChloraPrep is a skin antiseptic system
which is made up of an antiseptic solution which contains 2 percent chlorhexidine ander® perc
isopropyl alcohol in a singlese applicator device. ChloraPrep was the firSEHG-based
antiseptt skin preparatioproduct available in the United Statemd was directly competite
with iodinebased skin antigtics* There isnow a significant body of peeeviewed scientific
researcland studieslemonstrating the superiefficacyand safety of CHG, many of which call
out ChloraPrep by nante.However, because clinicians in the surgical space weranitiatly
familiar with CHG, MediFlexneeded to do a significant amount of education to petpntial
customersunderstand the evidence behind the ChloraPrep product, and encourage them to
evaluate and eventually adopt ChloraPasfa replacement to iodif@sed skin prep products.

In 2007, MediFlex changed its name to Enturia, and in 2008 Enturia was acquired by
Cardinal Healtrard the ChloraPrep line of products became part of Cardinal Health’s infection

prevention business unitin Septembe009,Opposer CareFusion was spun out from Cardinal

! See AX1 to Creidenberg Trial TestiomoofyJan Creidenberg (“Creidenberg Trial Testiomny”)

2 Creidenberg Trial Testimony at 11:P1.

% The only other CH&ontaining product available at the time that ChloraPrep was introdu=d kin cleansing
detergent based product called Hibiclens. Hibiclens is not designed to lmm ldfe skin because it contains
detergents and surfactants.efdenberg Trial Testimony at 12:P5.

*1d. at 13:15.

®> Opposer’s Notice of Reliandekt. 47. See generallLreidenberg Trialestimony at 202:1212:9 and OX66-
75.

® Creidenberg Trial Testimony at 1316.

3452790v2
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Health as a gmrate public company that included the infection prevention busimgss
Despite the changes in ownership, the ChloraPrep line of pracastentinued to be marketed
under the CHLORAPREP brand, and clinicians who use ChloraPrep products have continued t
recognize CHLORAPREP as a brand, even if they are urfeurdont care) who theactual
manufacturers. As can be seen with the packaging of the curieatof ChloraPrep products,
there is no house mark on the packadings Jan Criedenberghe Vice President and General
Manager of CareFusion’s Infection Prevention Business ERrplained“They [the end users]
buy ChloraPrep; they don't buy the company. And so what's important is thatthelentify
the product as, you know, the branded product that theyrheename CareFusion is on hfwa
the backof the packaginghs the manufacturer, of course, which is important information. But
what they purchase and use in the clinical setting is the product, ChlordPrep.”

Name recognition of the CHLORAPREP mark has steadily increased ovgedhs
due in no smallpart to theextensive educational and promotional efforts of Opposeritand
predecessors. Between 2005, when CR@a@a was first being introduced into the surgical
space’, and 2012, unaided brand awareness of the CHLORAPREP mark went fronciieto
to 50%-- the highest unaided brand awareness of all competitors in the categ®yy2012, t
was the product with the highest overall satisfaction aat was the preferred braaghong
surgeons? and most importantly, it had replaced the vkelbwn iodine base@M Betadine skin

prep product as the standard of care among surdéons.

" Creidenberg Trial Testimony at 31:18. Opposer’s Notice of Reliandekt. 43. For the remainder of this Trial
Brief, CareFusion and its predecessors in the ChloraPrep businelss wdlllectively referred to as CareFusion.

8 See OX 111 and Criedenberg Trial Testimony at 26:2

° Creidenbeg Trial Testimony a26:6-14.

1% ChloraPrep had been in use in the vascular access space since 1994.

" The other competitors were Betadine, Hibiclens, DuraPrep and PDI/Chidrastee OX.8 at CF10092 and OX
22 at CF 25476 and Creidenberg Trial Testiman$462.

20X 22 at CF 25488, 25490

' OX 22 at CF25492



3. Promotion of Goods Soltdnder theCHLORAPREPMark

In order to achieve these impressive results, CareFusicenigagd for many yearsn a
comprehensive marketing pldmcused on educating clinicians about the superiority of CHG in
killing germs and preventing infections, the advantages of the Chégradfngle use delivery
system, and the proper way to use the ChloraPrep produtitsexample of this type of
evidencebased outreach can be seenair2007 letter from a ChloraPreppresentative to a
physician,which states “As part of a comprehensive program to reduce surgeahfsittions
and the concerns associatedhWMRSA, your healthcare facility is evaluating ChloraPrep®
patient preoperative skin preparation. | will be available to demonstrapedtiect and present
important safety information on-@&07 through 83-07.” The letter goes on to provide
preliminary information on the benefits of ChloraPrep’s formulation, citing to seuvadiés, the
benefitsof the ChoraPrep applicatorsahich are illustrated ahe bottom of the letter), and in
citations to the superior outcomes, based on the results of (at that time) 31 published studie
finding that ChloraPrep was the most effective solution for eliminating potentighrooants
prior to surgery* Other early(2005-2008)examples of educational materials can be seen at OX
26, 27, 28, 28nd31L One of themore ambitious of these educational pieces was the Clinical
Compendium, OX34, which was put together in 2007 by Enturia, and which set forth the
evidence to daterothe clinical efficacy of ChloraPrep, citing to numerous articles in-peer
reviewed medicajournals from several disciplines. At least 10,000 copies of the Clinical
Compendium were printed for distributiondecision makers and influencers in the appropriate
healthcare settings, such as infection control practitioners, infecisreséd physians, chiefs of

surgery, OR directors and the like. CareFusion tmalso made training videos available to

1% See OX24, CF10981
15 Criedenberg Trial Testimony at 94:98:22.
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clinicians, either as DVD®r customers to keep in their libraries for ongoing training purposes,
or downloadable from the carefusion.com wih¥i

Other educational outreach programs include CareFusion’ Speakers Bureautyaofa
thought leadersn the infection prevention spaceThe Speakers Bureau was initiated by
MediFlex, and the speakers were individuals who hadexpressednterest n healthcare
acquired infections and infection prevention. ChloraPrep sales personnel would get to know
these individuals, and developed an educational program that would equip them to help educate
other clinicians in the medical community. These tholggderstypically surgeons, infection
control practitionersandvascular access specialistsuld go speak to groups of clinicians and
help educate them orssues such as healthcaequired infections and their clinical and
economic impact, and on bestactices for infection prevention, including skin pfép.The
ChloraPrep sales force also gave educational presentations armh-ome meetings with
clinicians and key decision makers on the benefits and effectiveness of ChjdfaPre

CareFusiorhas mad extensive use of industry trade shows as a way to promote the
CHLORAPREP brand and product lite end users of the product. Since as early as 2001,
CareFusiorhashad boothsatnational and international events, including AORN (Association of
PeriOpertive Nurse¥ APIC (Association for Professionals in Infection ContrdGPIC
(International Conference on Prevention and Infection Con#MA (Association for Vascular
Access),SIS (Surgical Infection Society)NS (Infusion Nurses Society) AACCN (American

Association of Critical Care Nurses), AABB (American Association ofoBldBanks) and

1 See Creidenberg Trial Testimony at 99414 and OX33.

7 Creidenberg Trial Testimorgt 90:2191:17

18 Creidenberg Trial Testimongt 89:890:5, identifying a power point presentation (OX 32) as an example of the
type of presentations given by the ChloraPrep sales force.

10
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ANNA (American Nephrology Nurses Association)Effective marketing at a trade show is
more than just setting up a booth with some flyers in it. CareFusion devedtgisurate
campaigns and themes for each show, and would haxghpre and posshow communications
with attendees. Often, CareFusion would provide grants to the sponsoring organization to
support educational efforts, symposia or other plesassions at a meetindij Gzt
1, O .

CareFusiorhasalso used print and onlineedia to advertis€hloraPrep poducts At
present, CareFusion advertises ChloraPrep in 15 to 20 journals on an ongoing basis, including
the Infusion Nursing Society Journa\ssociation for Vascular Access JournAlnerican
Journal of Infection Control, Infection Control Today, Infection Preventionist, Qetpat
Surgery News, American Ademy of Orthopedic Surgery Journand the Journal of the
American College of Surgeord. Online advertising has always been used to promote
ChloraPrep productsince at least as early as 2000, and by 2004 onward it became a staple of the
media plar? CaeFusion advertises in the electronic versions of many of the print joimnals
which it advertises, as well as on the carefusion.com webditscal Year® (“FY”) 2015
impressions for online advertising (not including visits to the carefusion.com website
approaching 2 milliorf?

4. Advertising and Marketing Spend, and Sales of Chlora-branded Products.

The monetary investment in all these activities has been subst{j | GGG

I 2s invested annually to do advertising, trade shows, online

19 Creidenberg Trial Testimony at 9798:3 and OX41.

Creidenberg Trial Testimony &8:7-99:1; see generallCreidenberg Trial Testimony at 96:221:24, and OX
35-49, for a discussion of CareFusion’s participation in trade showdlwgears.

2L Creidenberg Trial Testimony at 8383:18.

2 Creidenberg Trial Testimorst 85:38.

% CareFsion operates on a Fiscal Year (“FY”) from July 1 through June 30.

4 Creidenberg Trial Testimorst 131:8132:11.
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communications, the Speakers Burgatinted collateralmarket research, work with advertising

agencies, public relations, and funding of investigd¢or studies to further understand the

characteistics and benefits of ChiroraP <,
T - =

From FY 2010 through FY 2014 thetal variable marketing investmemt the United

State$® for ChloraPrep products by CareFusioas as follows”

CareFusion has tracked the marketing activities of its competitotse ChloraPrep space
(primarily, PDI, Aplicare and 3M), and has determined tdwnpetitors sales teams are less
than a thirdof the sizeof CareFusion’s ChloraPrep sales team, and their promotional investment
and prominence is lowéf. ChloraPrep products are used in up to 90 pemfecgntral line IV

placement® and 60 percent of surgical procedut®s.

CareFusion sellSHLORAPRERbranded products in all 50 states (as well as in dozens
of foreign countries). CareFusion sells the prodtectsospitds, ambulatory care centers, blood

banks,dialysis centers, nursing homasdhome health care provideasdto companieghat put

% Creidenberg Trial Testimorgt 122:9123:23.

% variable marketing expenses do not include sale force salaries.

27 OX 50; see generallCreidenberg Trial Testimony at 12225,

8 Creidenberg Trial Testimony at 126:127:9.

2 According to webmd.com A centralvenous catheter, also calledentral line, is a long, thin, flexible tube used
to give medicines, fluids, nutrients, or blood produmsisr a long period of time, usually several weeks or more. A
catheter is often inserted in the arm or chest through the skin into a éange v

30 Creidenberg Trial Testimonywt 127:21128:12.

12
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together procedure kifS. Sales of ChloraPrep productse substantial. Gross sales from

calendar years 2003 to 2012 are as folldfvs:

RGO OPOOCOO

N for 2013
I 10 i

5. Previous Instances of ConfusioBetween ChloraPrep and Another Chlora
formative Competitive Product.

In the mid2000’s CareFusion (then, Enturideganexperiencing significant customer
confusion between its ChloraPrep product and a compestixgical skin prep productalled
ChloraScrubwhich was manuaictured by PDI. The parties entered into a settlement agreement
in 2006, but the dispute and the confusion continued. In 2007, confusion between the two
products had reached a point where CareFusion prepared a trade show presentaBoAVfA
(Associdion for Vascular Access) shofer the purpose of educating the clinicians attending the
show about the differences between the two products, inasmuch as the names were very
similar3*  As recognition of the ChloraPrep brand continued to grow, the confusion only
worsened, with the company receiving misdirected complaints about Chigragmducts®

Finally, to alleviate the marketplace confusion, PDI abandoned use of the Chibraark

31 See generallgriedenberg Trial Testimony at &8.
320X 16 and Criedenberg Trial Testimony at 262825
3 Creidenberg Trial Testimony at 2929.

13



3452790v2

completely in 2011 as part of settlement agreementith CareFusiorf° Ultimately, PDI

changed its productame to Prevantics.

6. CareFusion’s Federal Regtsation of the CHLORASHIELD Mark

CareFusion owns the following valid and subsisting federal registratiorhdomrk

CHLORASHIELD for antimicrobial dressings:

€)) CHLORASHIELD - Registration No. 4,488,745, registered on the
Principal Register on February 25, 2014 for use in connection with “antimicrobialergblasth
dressing.”

7. CareFusion’s Rights in CHLORA—formative Marks for Antimicrobial
Products Containig CHGfor Use inHumans

As noted above, CareFusiomas a pioneer inthe category of antimicrobial skin
preparationgor use on humansontainingthe chlorhexidine moleculeCHG, it educated the
medical community on the benefits of CHG and its asel it is the dominannharket player in
the field3” Over the years, CHLORAPRE#®andedproductshaveexpanded to &amily of 11
different applicator sizes and shapeach of which was introduced after extensiarket
research into endsers wants and needs in a poperative or vascular entry skin antimicrobial
product®® The CHLORAPREPfamily has also expanded to ChloraShield, a thin film patch
dressing containing CHG.There are no other federal registrations aCHLORA-formative

mark for a chlorhexidine antimicrobial product for use in huntans:

3 Creidenberg Trial Testimony at 109:1@0:22 and OX 40. See also OX 76 for an overview of the litigation
hetween Enturia and PDI.

% SeeCreidenberg Trial Tesnony at 42:1843:13; 44:245:25, and OX 20.

% See OX 76.

37 Creidenberg Trial Testimony at 198:189:12.

38 Creidenberg Trial Testimony 20:2-16.

39 Opposer's Notice of Reliance [dkt9] and Trial Testimony of Jennifer Raed@evens(RaederDevens Trial
Testimony)at43:1847:22 and OX 8®1.
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Mark Registration Registered goods Uses
No.
CHLORACEL 0649510 Sodium aluminum Antiperspirants
chlorhydroxy lactate and
other aluminum
chlorhydroxy compounds
CHLORASEPTIC 0837014 Pharmaceutical preparatior] Sore throat pain relief
for the relief of throat and | lozenges and sprays
mouth soreness
CHLORALOY 1012945 Sheets of synthetic Waterproofing
polymeric material for membrane for floors
construction purposes, and walls at showers,
particularly shower liners | tub surrounds, and
other wet areas
CHLORAZENE 1530509 Antiseptic powder Disinfecting and
reducing bacteria in
baths or whirlpools
CHLORAZONE 2219205 Synthetic polymer in the Chemicalresistant
form of solid slabs, strips | rubber used in toilet
and other pre-formed solid | bowl cleaners, seals
shapes, used taanufacture| and flappers
a wide variety of products
intended to be in regular
contact with water
CHLORAGUARD 2395110 Fabric protectant, namely, | Bleach resistance for
dye treatment for bleach | carpets
resistant protection silas a
component of carpets
CHLORADINE 3608454 Antimicrobial solution for | Disinfecting teats afte
teat dip; disinfectant for cow milking;
veterinary use antimicrobial scrub
solution for external
animal use only
CHLORASEB 4012226 Antibacterial and antifungal Antiseptic spray for
sprays for use on pets and| external dog, cat, and
animals horse use only
CHLORAXIS 4147430 Dietary and nutritional Green coffee bean

supplements

extract used in weight
loss supplements

3452790v2

Indeed,ChloraPrep’s competitors in the field of antimicrobial skin prep produsts

names that are quite differefit:

“0 Opposer’s Notice of Reliance [dig0]; RaedetDevensTrial Testimony37:6-12; 38:1518.
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Company Registration | Mark Goods Active Ingredients
No.

3M 1,529,299 DURAPREP | Preoperative lodine Povacrylex
antimicrobial skin| and Isopropyl
preparation solution | Alcohol

Covidien 3,367,082 | MERLIN Preoperative skin pre| Isopropyl Alcohol
applicator with and Povidone-
ExCelAP lodine
antimicrobial solution
(by Aplicare, Inc.)

Aplicare 3,009,518 | EXCELAP Antiseptic solution Isopropyl Alcohol
swabsticks and Povidone-

lodine

Purdue Product| 657,663 BETADINE Surgical scrub Povidone-iodine
solution

Gremed 3,861,339 FOAM SAFE | Antimicrobial surgical| Chlorhexidine

Medical hand scrub gluconate

Products

Ecolab 1,498,279 | SCRUBSTAT | Antimicrobial surgical| Chlorhexidine
hand scrub gluconate

MdlInlycke 993,345 HIBICLENS | Antiseptic, Chlorhexidine

Health Care antimicrobial skin gluconate
cleanser

Professional 4,411,529 PREVANTICS | Antiseptic wipes Chlorhexidine

Disposables
International,
Inc.

gluconate

3452790v2
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“L Creidenberg Trial Testimony at 13528 and OX 51.
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“2 Creidenberg Trial Testimony at 1401#1:2; 141:815; 142:311.
3 Crddenberg Trial Testimony. at 141:23}; 142:2125; RaedeDevens Trial Testimony at 21:22:9. See also
OX 52 at CF 00184.87; 00202206; 00212214.
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B. The Relationship BetweerEntrotech and CareFusion
1. Initial Meetings Between Entrotech an@areFusion

Entrotech, Inc. was founded in 1999 by its President and CEO, Jim Mc&hdrés
based in Columbus, Ohi@s is CareFusion’s predecessor, Cardinal HealBntrotech is an
advanced materials company that manufactures film based produttsassadvanced surface

protection films for the automotive industry and adhesives and films that go into hard adésk dri

component$®

was, nor

4 RaederDevens Trial Testimony at 21:2%5.

“5 Creidenberg Trial Testimony at 145146:13.

“* Trial Testmony ofJim McGuire(McGuire Trial Testimonyjt 32:1718; 45:1819; 44:1113; 46:1221.
*"McGuire Trial Testimony at 58:289:5.
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8 McGuire Trial Testimony at 69:2; McGuire Discovery Deposition at 4713.
49

McGuire Trial Testimony at 75:62.
*1 Creidenberg Trial Testimony at 14775

*2 Creidenberg Trial Testimony at 14741

>3 Crddenberg Trial Testimony at 145%5.

% Creidenberg Trial Testimony at 147:288:4; 148:24.
> McGuire Trial Testimony at 291:171.
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ect.

2. The Formation of EntroFoor and Project Linus

EntroFoorMedical, LLCwasincorporated in Ohio on Felary 11, 200%or the purpose

of developing and commercializing a surgical incise drape prodtitiCareFusion (at that time,

Cardinal Health) | (c:ter
T, » et
I e

5 OX 53; Creidenberg Trial Testimony at 146:23; 152:3153:8.
" OX 54; Creidenberg Trial Testimony at 166:287:12.

%8 Creidenberg Trial Testimony at 159:2G.

¥ 0OX 54

*?McGuire Discovery Deposition at 6223 (I °)

®1 SeeMcGuire Trial Testimony at 284:285:2; 286:79.
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McGuire Discovery Deposition at 691%.

%3 SeeCreidenberg Trial Testimony at 167:23.

6 Creidenberg Trial Testimony at 16651 174:25.

8 Creidenberg Trial Testimony at 17472

¢ See RaedeDevens Trial Bstimony at 91:192:17.
®’ See OX 55.

% Creidenberg Trial Testimony at 174:1%5:4.

% Creidenberg Trial Testimony at 17518.
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3. The Continuation and End of Project Linus

From February 2009 to December 2010, the parties continued with the .piojecine

2010, Jennifer Raed@evens®, CareFusion’s Vice President for Reasearch & Development for

" Creidenberg Trial Testimony at 175:13. | e

.McGuire Trial Testimony at 108:9.
Creidenberg Trial Testimony at 175:186:11.
2 Creidenberg Trial Testimony at @70-180:8.
3 McGuire Trial Testimony at 293:182; McGuire Discovery Deposition at 731%; 72:2023.

22

3452790v2



3452790v2

the Infection Prevention business unit, was brought into the project for the purpose of
establishing a more structured relationship between the parties, includabyjsbstg a work
plan with development milestonesd timelines for completions of tasks. As the project

continuedthrough 2A0 and 201, the parties were operating under a Mutual Confidential

Disclosure Agreement, executed on November 2, 20b0it never formalized terms despite

numerous attempts by CareFusion. | o
N . . Out
-]

" Ms. RaedeDevens is a chemical engineer with degrees from MIT and Stanford. aSheorked in the medical
device field for twentyfive years, much of that time spent working with the chlorhexidinéecote in medical
applications.

> RaedetDevens Trial Testimony at 988-106:6 and OX 94.

® OX 56.

" See, e.g. OX 57 e

McGuire Trial Testimony at13:24114:9.
8 RaedeiDevens Trial Testimony at 11173
"9 RaedeiDevens Trial Testimony at 92:4%84:8.

23



3452790v2

incise
n

t have
e of

his
ct later.

Y .
I

d

Y 10

- (e
-
T, ! ot

at

D

8 RaedeiDevens Trial Testimony at 13112; see also K 99.

8 RaederDevens Trial Testimony at 245:23.

8 5ee OX 109; see generally Raefavens Trial Testimony at 180:285:8.

8 RaederDevens Trial Testimony at 182: 114; 184:10185:8.

8 Trial Testimony of George Holinga a11:13214:4 220:18221:10. Mr. Holingawas the project manager on the
Entrotech side, antéstified: hich
t

OX 114 at CF 25580.
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4, Entrotech’s Continued Product Development and Selectiorthe Chloradrape,
Chloraderm, Chlorabond and Chlorabsorb trademarks.

IMAGE DELETED

When Project Linugndedin September 201 | GGG <

pen for

8 McGuire Discovery Deposition at 118:349:1 and CFN Deposition Ex. 25 at ELS 1084860.

87 CFN Deposition Ex. 25 at 108 h
t.McGuire Discovery

Deposition at 132:40.
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I O December 19, 2011, Entrotech filed trademark

applications for Chldradrape, Chlorabond, Chlorabsorb and Chloradfmmproducts that are
directly competitive withOpposer'sChloraPrep line of products This isa clear display of
Entrotech’s bad faith intent to trade off of Opposer’s valuable ChloraPrep brartmtand and
product category that Mr. McGuire had never even heard of prientatects relationship

with CareFusion.

5. ELS’s Federal Applications

The four opposed applications were all filed on December 19, 2011 in the name of
Entrotechnc. and assigned to ELS in July 20QCELS’s CHLORA-formative Marks”)

CHLORADRAPE, Serial No. 85/499332 for “Surgical drapes” in Class 10

CHLORADERM, Serial No. 84/499349 for “Medical and surgical dressings”
in Class 5

CHLORABOND, Serial No. 85/499337 ¢fFopical antimicrobial solutions for
dermatologic useih Class 5

CHLORABSORB, Serial No. 85/499345 for “Medical and surgical dressings”
in Class 5

ELS has not made sales of any of these products.

8 Creidenberg Trial Testimony at 186:285:13.

8 CFN Deposition Ex27 at ELS 2499; McGuire Discovery Deposition at 137t38:11.

% Foor Discovery Deposition at 17314.

%1 Creidenberg Trial Testimony at 187:280:12 and OX 58. See also RaeDewvens Trial Testimony at 32:5
34:15.
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VI. ARGUMENT
A. Applicable Legal Standards

The party opposing registration of a mark must prove that it has standing and that there
are valid grounds for refusing registration in an opposition proceediptpn Industries, Inc. v.
Ralston Purina Company670 F.2d 1024, 218SPQ185 (CCPA 1982) Cunningham v. Laser
Golf Corp.,222 F.3d 943, 58JSPQd 1842 (Fed. Cir. 2000Herbko Intern. v. Koppa Books,
Inc., 308 F.3d 1156, 6WSPQd 1375 (Fed. Cir. 2002). To prevail on its likelihood of confusion
claim, CareFusiormust show pridty of use, which may be established by provimigr use or
ownership of valid and sulsiing registrations, and a likelihood of confusion between its
CHLORAPREP and CHLORASHIELMarks andELS’s CHLORA-formative Marks. Seel5
U.S.C. 810521); TBMP 8309.08c)(A)-(B). In determining likelihood of confusion, the Board
applies the factors im re E.l. du Pont de Nemours & CA.77USPQ563, 567 CCPA 1973).
Different factors may play dominant roles dietermining likelihood of confusion in different
casesNina Ricci S.A.R.L. v. E.T.F. Enters., Int2 USPQ2d 1901, 1903 (Fed. Cir. 1989)n
assessing whether a likelihood of confusion exists, all doubts must be resolved in fther of
prior user. Id., 12 USPQ@d at 1904 Hancock v. Am. Steel & Wire C®7 USPQ 330, 333
(CCPA1953).

B. Opposer Has Established Standing

CareFusiorhas standing to oppose and cartdeb’s CHLORA-formativeMarksbecause
CareFusiorhas (1) a “real interest” in the proceedings; and (2) a reasonable batie bmlief
that CareFusionwill suffer damage if registration oELS’s CHLORA-formative Marksis
allowed. Ritchie v. Simpsorg0 USPQd 1023, 102526 (Fed. Cir. 1999)see alsaCunningham
v. Laser Golf Corp.222 F.3d 943, 58SPQd 1842 (Fed Cir. 2000)CareFusiorhas made the

registrations of itCHLORAPREP and CHLORASHIELMarks of record in these proceedings

27
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and hasalsopresented substantial evidencetlodir prior use in connection with goodbkat are
confusingly similar to those listed BLS’s applications. The neaiidentity of the marks and the
fact the goods described in the applications are directly competitive witbF@aon’s
ChloraPrepand (hloraShield produst support a reasonable basis fGareFusiots claims of
likelihood of confusion an@€areFusia’s real interest in opposing the applications of HiS's
CHLORA-formative Marks to prevent damage t&CareFusiois CHLORAPREP ad
CHLORASHIELD Marks, goodwill and reputation.

C. Opposer Has Established Ownership of Valid Marks and its Prior Use and
Registration of its CHLORAPREP and CHLORASHIELD Marks

To establish priorityCareFusiomust show proprietary rights in I@GHLORAPREP and
CHLORASHIELD Marks arising from “a prior registration, prior trademark or service msek u
prior use as a trade name, pruse analogous to trademark or service mark use, or any other use
sufficient to establish proprietary rightsHerbko Int’l, Inc., suprap4USPQd at 1378see also
Otto Roth & Co. v. Universal Foods Cor®209 USPQ 40, 43 CCPA 1981 must prove
“proprietary rights in the term [opposer] relies upon . . . whether by ownershipegfistration,
prior use of a technical ‘trademark’, prior use in advertising, prior use as anaate, or
whatever other type of use may have developed a trade identity”).

CareFusionis the owner obneincontestable registratiolor the markCHLORAPREP
which is of record in this cas& Under Section 33(b) of the Lanham Act, 15 U.S.C. §1&t5
incontestable registration isdnclusive evidence of the validity of the registered mark and of the
registration of the mark, of the registrant’'s ownership of the mark, and of théraetss
exclusive right to use the registered mark in commerc€areFusiors CHLORAPREP

Registrations issued long beforELS’s CHLORAformative applications were filed on

92 Opposer’s Notice of Reliance [dkt.]12
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December19, 2011. CareFusion’dune 10, 201diling date for its ITU application for
CHLORASHIELD predated ELS’s application dateandthe application has since registered
with a claimed first use date of October 24, 20This in itself is sufficient to show
CareFusiois priority. Herbko, supra64 USPQd at 13780tto Roth, supra209 USPQat 43
see also King Candy Co. v. Eunice King'’s Kitchen, @6 F.2d 1400, 18RSPQ108 CCPA
1974). Based on these undisputed faGareFusiorhas priority ovelELS for each of the marks
at issue in these proceedindskewise, an incontestable registration carivechallenged on the
grounds that it is merely descriptiveRark ‘n Fly, Inc. v. DollarPark & Fly, 469 U.S. 189
(1985).

D. The ELS CHLORA -formative Marks are Confusingly Similar to CareFusioris
CHLORA -formative Marks

1. CareFusions CHLORAPREP Mark is Strong

When assessing the strength of a mark, the Board has noted that “both its inherent
strength based on the nature of the mark itself and its commercial strength, based on the
marketplace recognitioaf the mark” must be considere@ouchiBraunsdorf Affinity, Inc. v. 12
Interactive, LLC 110 USPQ2d 1458 (TTAB 2014jiting Top Tobacco, L.P. v. North Atlantic
Operating Co., Incl01 USPQ2d 1163, 11712 (T.T.A.B. 2011) Tea Board ofindia v.

Republic of Tea, Inc80 USPQ2d 1881, 1899 (TTAB 2008YIcCarthy on Trademarks and

Unfair Competition§ 11:83 (4 ed. 2011)(“The first enquiry focuses on the inherent potential of

the term at the time of itsrfit use. The second evaluates the actual customer recognition value
of the mark at the time registration is sought or at the time the mark is asserted in litigation to
prevent another’s use.”).

A mark’s inherent, or conceptual strength, “depends largal the obviousness of its

connection to the good or service to which it refemsltlti Time Machine, Inc. mazon.com,
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Inc., 115 USPQ2d 1491, 1497"(Tir. 2015). While the prefix “chlor” may be suggestivd a
product containing some form of chlorine (or chlorophytl chloroform for that matter),
CareFusion’s spead use of the'chlord’ prefix to reference use of the chlorhexidine molecule is
unique in the medical field.Indeed, while Applicant has submitted Notices of Reliance for
numerous registrations of “Chloro” formative marks, these registrationsrale/ant inasmuch
as the marks at issue here use the “chlora” prefix, and Applicant has preseatedence that
the terms are seen as interchangeable in the minds of the relevant conshsneosed above,
none of the third party registrations submitted herein for marks beginning with&thle for
antiseptic products for use on human beingkewise there are no registrations for products
that are actually competitive with ChloraPrep and ChloraShield that usesthe“phlora”.®® At

a minimum, CHLORAPREP is inherently a suggestive mark which requiregadination,
thought, andperception to reach a conclusion as to the nature of the gdod®"Abcor Dev.
Corp.,588 F.2d 811, 813 (CCPA 1978).

Even more importantly, however, is the marketplace strength that Opposer lea®@chi
in its CHLORAPREP markOpposer has presented extensive evidence on its widespreasl effor
to promote name recognition for tlgHLORAPREPbrand over the years, includimglucaing
clinicians on the benefits of ChloraPrépoughits advertising and marketing activities, its trade
show participation, and through extensive contacts betweenoaPgp sales reps and
customers.Opposethas spenmillions of dollars promoting th€ HLORAPREPbrand over the
yearsto the point that it has the highest unaided brawdreness in the category and it has
replaced3M’s well-known iodine based Betadine skin prep product as being seen as the standard

of care among surgeon$Sales of ChloraPrep products are approaching $2 billion over the past

9 Opposer'Notices of Reliancédkt. 13-14] and pgs16-17 supra
% See supra at sg7-8.
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twelve years. Clearly theCHLORAPREPDbrand, andCHLORA-formative extensions of that
brand, areconceptually angdommercially stron@s indicators foOpposer’ssurgical skin prep
and vascular access products containing chlorhexidine. This factor favors Opposer.
2. TheMarks at Issue are Confusingly Similar
ELS seeks to register the marks CHLORADERM, CHLORADRACHL.ORABSORB
and CHLORABOND, all of which are confusingly similar to Opposer's Aketwn
CHLORAPREP and CHLORASHIELD marks.In evaluating the similarity of the parties’
marks, the Board must determine whether the marks, “when compared in their simitetiss
of appearance, sound, and connotation, are similar or dissimilar in their overall @ahmer
impressions. Time Warner Entertainment Co. v. Jonés, USPQ2d 1650, 16580 (TTAB
2002). As the Federal Circuit explained:
The proper test is not a sitbg-side comparison of the marks, but instead
"whether the marks are sufficiently similar in terms of their commercial
impressim" such that persons who encounter the marks would be likely to
assume a connection between the partieading Jewelers Guildnc. v.
LJOW Holdings LLC82 U.S.P.Q.2dl901, 190XTTAB 2001) In this fact
specific inquiry, if the parties’ goods are closely related, a lesser defgree o
similarity between the marks may be sufficient to give rise to a likelihood of
confusion.In re Inca Textiles, LLC344 Fed.Appx. 603, 606 (Fed.Cir.2009)
(citing Century 21 Real Estate Corp. v. Century Life of AT0, F.2d 874, 877
(Fed.Cir. 1992)

Coach Services, Inc. v Triumph Learning LI668 F.3d 1356, 1368 (Fed. Cir. 2012)

When marks appear on identical goods, as they do here, the deégnedarity between
the marks necessary to support a finding of likelihood of confusion is less that d eiflthe
goods were not identicalHarry Winston, Inc. v. Bruce Winston Gem Codd.1 USPQ2d 1419
(TTAB 2014} Century 21 Real Estate Corp. v. Century Life of Amer&tégd F.2d 874, 23

USPQ2d 1698, 1700 (Fed. Cir. 1992).
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While the geneal rule is that marks must be viewed in their entireties, in some situations
“one feature of a mark may be more significant than another, and it is not impropes toore
weight to this dominant feature in determining the commercial impression chsatied mark.”
Leading Jewelers @Id, supra,82 USPQ2d at 1905If the dominant portion of both marks is
the same, then confusiomay ke likely notwithstanding small differences, such as the addition of
descriptive termsSee, e.g.In re G.B.l. Tile and Stone Inc92 USPQ@d 1366 TTAB 2009)
(CAPRI COLLECTION for flooring tiles likely to be confused with CAPRI for riogf tiles,
noting “the presence of the additional term “Collection” would not be likely tandissh the
marks since it would nrely indicate that applicant offers a group of products under its mark.”);
In re Toshiba Medical Systems Cqorpl USPQd 1266 (TTAB 2009)VANTAGE TITAN for
MRI diagnostic equipment held likely to be confused with TITAN for medicehsdiund device,
noting that the marks are more similar than they are different and that the addéjplicént’s
“product mark” to the registered mkawould not avoid confusign Palm Bay Imports, Inc. v.
Veuve Clicquot Ponsardin Maison Fondee en 17382)SPQd 1689 (Fed. Cir. 200§YEUVE
ROYALE for sparkling wine found likely to be confused with VEUVE CLICQUOT and
VEUVE CLICQUOT PONSARDIN for champagne, noting that the presencénef‘strong
distinctive term [VEUVE] as the first word in both parties’ marks renders the markirs
especially in light of the largely laudatory (and hence-saurce identifying) significance of the
word ROYALE”); In re Chatam Int'l Inc. 380 F.3d 1340, 1343, 11SPQd 1944, 1946 (Fed.
Cir. 2004)(“Viewed in their entireties with neadominant features appropriately discounted, the
marks [GASPAR’S ALHor beer and ale and JOSE GASPAR GOLD for tequila] become nearly
identical”); HewlettPackard Co. v. Packard Press In281 F.3d 1261, 62SPQd 1001 (Fed.

Cir. 2002) (even though applicants mark PACKARD TECHNOLOGIES (with
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“TECHNOLOGIES” disclaimed) does not incorporate every feature of opposeN§LEET
PACKARD marks, similar overall commercial ingzsion is created)

In this caseQpposer has established the renown of its CHLORAPREP mark, and it has
expanded its business undadLORA-formative marks to include products sold under the mark
CHLORASHIELD. The appliedor marks all share the identical CHLORA prefix as the
CHLORAPREP and CHLORASHIELD marks, and there is nothing distinctive aboatitiees
of the appliedfor marks. Moeover, the Board has the benefit of a prior similar marketplace
experience with use of @HLORA-formative mark on competing products, as seen by the
confusion caused by the ChloraScrub productThe result here is likely to be the same.
“Chlora” is the nost distinctive part of Opposer’s wéhown CHLORAPREP mark, and given
its segment share and renown in the medical industry, as well as thdarady of the products
at issue, confusion is likely.

3. The Goods to be Sold Wer the Parties’ Marks are Identical and aréresumed
to be Sold in tlentical Channels of Trade

The ELS applications cover the following goods:

CHLORADRAPE, Serial No. 85/499332 for “Surgical drapes” in Class 10

CHLORADERM, Serial No. 84/499349 for “Medical and surgical dressings”
in Class 5

CHLORABOND, Serial No. 85/499337 or “Topical antimicrobial solutions for
dermatologic use” in Class 5

CHLORABSORB, Serial No. 85/499345 for “Medical and surgical dressings”
in Class 5

These products are identical to products sold by CareFusion under its CHLROAPREP and

CHLORASHIELD marks® In the absence of any express limitations in the involved

% Seesupraatpgs.1314.
% Creidenberg Trial Testimony at 187:280:12 and OX 58. See also RaeBewvens Trial Testimony at 32:5
34:15.
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application(s) or egistration(s)the Board assumes that the channels of trade for the goods or
services are those normal for such goods or services, and that the purchasersaare.thees
Melville Corp, 18 USP@d 1387(TTAB 1991} In re Hughes Furniture Industries, Incd14
USPQ2d 1134TTAB 2015); CBS Inc. v. Morrow 218 USPQ 198, 199 (Fed. Cir. 1983)
Octocom Systems Ine. Houston Computer Services Lnt6 USPQd 1783 (Fed. Cir. 1990)

In this case, it is clear thBLS is looking to enter thidentical market with identical goods, to be
sold under a functionallglentical naméo compete against Opposer’s “Chlora” products.

Given the similarity of the names and the similarity of the products, confusitm as
source is highly likely heréln any likelihood of confusion analysis, two key considerations are
the similarities between the marks and the similarities between the {dedisn Laboratories,

Inc. v. Glenn Lichter102 USPQ2d 154ZTTAB 2012) citing Federated Foods, Inc. v. Fort
Howard Paper Co.,544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976)(“The fundamental inquiry
mandated by 82(d) goes to the cumulative effect of the differences in the essansieleristics

of the goods and differences in the marks.Ih this case, the goods and marks are virtually
identical. These factors favor Opposer.

4. There Are No Other GHHLORA-formative Marks Used on Similar Goods

Under the sixth du Pont factor, the Board can consider “the number and nature of similar
marks in use on similar goods” in making its determination of likelihood of conful§itime
evidence shows that the relevant consumers are exposed tpdttirdise of similar marks on
similar goods, it “is relevant to show that a mark is relatively weak and enttl@ayt a narrow
scope of protection.”Palm Bay Imports, Inc. v. Veuve Clicquot Ponsardin Maisondee en
1772,396 F.3d 1369137374, 73 USPQ2d 1689, 1693 (Fed. Cir. 2005)owever, a noted
above, there are sitypno other federal registrations of CHLOR@&rmative marks foran

antimicrobialproductfor use in humandNone of the third party registrations of “Chlor” marks
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submitted by Applicant are for products that are similar to CareFusion’saBinégr line of
products. The only exposure that the relevant consumers (medical professionalsp have t
“Chlora” topical antimicrobial products for use on humans are CareFusion’s ChloraPrep
products. This facbr favors Opposer.

5. OpposerHas Been Vigilant in Policing its CHLORAPREP Mark

The CareFusion and its predecessors have vigorously policed and stopped use by third parties
such as in the PDI mattezgarding PDI's registration and use of ChloraSdosta competitive
product’’ CareFusion has also filed a Cancellation action against Arrow Internatégaatiing

their registration of the term Chlorag+ard fantiseptic catheter surface sold asiategral
component of catheter§® Accordingly, the eleveth du Pont factorQpposer'sight to exclude
othersfrom use ofCHLORA-formativemarks on competing products, favors Opposer.

6. Applicant’s Bad-Faith Adoption Supports a Finding of Likely Confusion

Likelihood of confusion can be presumed where an applicant adopts a mark with the
intent to call to a purchaser’'s mind a senior user’s successful Ragers & Gallet S.A. v.
Venice Trading Co., Incl U.S.P.Q.2d 1829, 1832 (T.T.A.B. 1987). A party who knowingly
adopts a mark similar to one used or registered by another for the same goasatdeseril,
In re Shell Oil Co.992 F.2d 1204, 1207, 26 U.S.P.Q.2d 1687, 1690 (Fed. Cir. 1&98)gere is
“no excuse for even approaching the welbwn trademark of a competitorKenner Parker
Toys, Inc. v, Rose Art Indus., /863 F.2d 350, 353 (Fed. Cir. 1992)To do so raises ‘but one
inference— that of gaining advantage from the wide reputation established by [another].”
Planters Nut & Chocolate Co. v. Crown Nut Co., Ji8305 F.2d 916, 924 ,134 U.S.P.Q. 504, 511

(C.C.P.A. 1962) Moreover, the thirteenttiu Pontfacta allows the Board to weigh “any other

97 Creidenberg Trial Testimony at 213:235:8 and OX76.
% Creidenberg Trial Testimony at 215:266:3 and OX 77.
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established fact probative of the effect of use.” Increasingly, thelBaearlooked at evidence of
an applicant’s bad faith adoption of a mark as relevant evidence to a finding ibfolikkelof
confusion, particularly when it is supported by other evidence. In this case, the evidenc
Applicant’s intent and bad faith is overwhelming.

The thirteenthdu Pont factoris intended to “accommodate the need for flexibility in
assessing each set of factt’re StrategicPartners, Inc.,102 USPQ2d 1397, 1399 (TTAB
2012) cited inIn re Allegiance Staffingl15 USPQ2d 1319, 1323 (TTAB 2015vidence of
applicant’s bad faith adoption dis mark is relevant tthe likelihood of confusion analysis.
Edom Laboratories, Inc. v. Glenn Lichtd02 USPQ2d 1546, 1553 (TTAB 2012)0Oreal S.A.
and L'Oreal USA, Inc. v. Marcqri02 USPQ2d 1434 (TTAB 2013)iting L.C. Licensing Incv.
Berman 86 USPQ2d 1883, 1890 (TTAB 2008ee J & J Snack Foods Corp. v. McDonald’s
Corp, 932 F.2d 1460, 18SPQ2d 1889, 1891 (Fed. Cir. 1991\Vhether there is evidence of
intent to trade on the goodwill of another is a factor to be considered, but the absence of such
evidence does not avoid a ruling of likelihood of confusionJycobs v. International
Multifoods Corp, 668 F.2d 1234, 212 USPQ 641, 643 (CCPA 198Hgs, J., concurring
opinion)(“The absence of intent to confuse would not preclude a finding of likelihood of
confuson, but had such intent been shown (which it has not), it would be a factor to weigh
against the newcomer.”); angver Bros. Co. v. Riodela Chemical Cé1 F.2d 408, 5 USPQ
152, 15455 (CCPA 1930)(“[W]e have a right, in determining the question of likelihood of
confusion or mistake, to consider the motive in adogtiegmark as indicating an opinion, upon
the part of one vitally interested, that confusion or mistake would likelytfiesm the use of the

mark.”).
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There can be no doubt here tlatS adopted itSCHLORA-formative Marksin bad faith
with the intent of apitalizing on the renown of CareFusion’s ChloraPrep products. Indeed, i
not farfetched to conclude that Applicant, Entrotech Life Sciences, would notcalagtintere it
not forthe longstandingelationship between Dr. John Foor alah Creidenberg. Mr. McGuire
admitted that he had never heard of ChloraPrep and had never considered the use of
chlorhexidine in a surgical drape prior to meeting Dr. Fodte also acknowledged that
Entrotech would never have gotten the October 200&lipitch meeting withCardinal Health
were it not for Dr. Foor’s connections with Mr. Creidenberg @addinal Health. And although
Entrotechhad never developed or manufactured a product that required FDA approval prior to
October 2008, CareFusion went forward in good farth them on the incise drape project
because they were excited about the prpjeety were impressed with the presentatadthey
trusted Dr. Foor.

However, from the beginning of the relationship, Mr. McGuiisplayed a lack fo
professionarespect for CareFusiopersonnef? He was not forthright with themalthough he
and his team continued to work with CareFusion to develop a product that he understood would
be sold by CareFusion as an extension of its ChloraPrep line of products. Mr. McGuirs and hi
team learnedvaluable industry informationfrom the CareFusion teambout design and
commercialization requirementsr a medical devicewere paid for part of their effortsat the

same time Mr. McGuire was courting other investors.
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When the relationship ended, Mr. McGuire had knowledge about the development of the
incise drape and related products that he wouldn’'t have had without the relationghip wi
CareFusion knowledge that helped ELS develop products that, if ever sold, will be competitive
with ChloraPrep and ChloraShield products, and other product extensions contemplated by
CareFusion. ELS adopted these names with full knowledge of Opposer’'s Marks. @ares-usi
prepared to compete fairly with ELS in the marketplace. However, for ELSd0 &@market
space that CareFusigroneered using (HLORA-formative namesntended totrade off the
hardearnedeputation and brand ¢egntion developed by CareFusion andptedecessorsver
two decadess a clear and undeniabtiemonstration abad faith'®

CareFusion has many competitors in this space, and none express a need to or do
business under a CHLORMarmative mark. The opposed marks were applied for in bad faith,
with knowledge of CareFusion’s superior rights @GHLORA-formative names for these
products with the intent tacapitalize on the readyade brand recognition of ChloraPrep. Thus,
the thireenth du Pont factor also favors Opposer.

VII.  CONCLUSION

On balance, considering all of the evidence on all of the alsied relevant factors, and
giving each such factor its appropriate weight in the circumstancesisfcdise, ELS’s
CHLORA-formative Marks so closely resembleCareFusiois prior used and registered
CHLORAPREPand CHLORASHIELDMarks as to be likely, when used on or in connection
with the goods described in the applications, to cause confusion, or to cause noistake,

deceive, and henceegistration of its CHLORADRAPE, CHLORADERM, CHLORABSORB

190 Applicant’s bad faith persisted in its prosecution of this mattere ddtket herein is replete with Motions to
Compel and filings outlining the significant delays and obstructi@symably authorized by Applicant. Most
tellingly, Applicant has gone to extraordinary lengths to keep owvamat witness testimony, including the
testimony of Dr. Foor. Opposer will be addressing these issues migranfalidentiary filings accompanying this
Trial Brief.
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and CHLORAOND applications should be refused un&erction 2(d) of the Lanham Act; 15

U.S.C. §1052(d).

Respectfully submitted,

Date: September, 2015 /Joseph R. Dreitler/
Joseph R. Dreitler
Mary R. True
Dreitler True, LLC
19 East Kossuth Street
Columbus, OH 43206
(614) 449-6677

Attorneys for the Opposer
CareFusion 2200, Inc.
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CERTIFICATE OF SERVICE

| hereby certify that a true copy of the foregoing was served upon the faujjaatiorney of
record for Applicant by electronic mail this 4" day of September 2015:

LMartens@sheppardmullin.com

e -7

Mary R. True
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IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE BEFORE THE TRADEMARK T RIAL AND APPEAL
BOARD

IN THE MATTER OF Trademark Applcaion Seial Nos. 85/499349; 85/499345;
85/499337 and 85/499332
DATE OF PUBLICATION: May 29, 2012
CareFusion 2200, Inc.,
Oppos=er,
V. ': Combined Opposition No.: 91206212
Entr otech Life Scierces, Inc., |

Applicant.

APPENDIX A
WITNESSES CITED IN OPPOSER’S TRIAL BRIEF

1. Jan CreidenbergV-P & General Manager of CareFusion’s Infection Prevention Business
Unit

Mr. Creidenberg &is beerirectly and extensivelijnvolved with the marketing

of ChloraPrep® from January 2006 throulyime 30, 2015As the custodian of

the CareFusion’dinancial and corporate records regarding the ChloraPrep line of
products, herovided testimony regardingareFusion and its predecessors
sales, advertising and marketing spendargChloraPrep products, the strength

of the ChloraPrep mark and its renown in the medical community, and the
development of new infection prevention products in the ChloraPrepHiae

has also providedirecttestimony regardin@areFusion’s relationship with
Entrotech in the parties’ efforts to develop a surgical incise drapaiciomt
chlorhexidine including his personal interactions with Entrotech’s President and
CEO, Jim McGuireand on the potential for confusion between Applicant’s
Chloraformative marksaand the competitive products that Entrotech hopes to
develop, and Opposer’s ChloraPrep and Chlorashield products.

He has provided the following sworn testimony that is of record in this case

Trial Testimony taken by Opposer bfarch 12, 2015Dkt.77.
Exhibits introduced: OpposerExhibits(*OX") 1 - 77
Applicant’s Exhibits (“AX") 1- 6
Cited testimony: 11:1221; 12:16-25; 13:1-5; 13:6-18; 20:2-16; 25:2-6;
26:18-27:25; 29:5-20; 34-62; 42:18-43:13; 44:2-45:25; &3:38; &:3-8; 89:8-
90:5; 90:21-1:1792:594:14; 94:18-96:22; 96:23-121:247:3 98:3; 98:7-99:1;



109:10-110:22; 122:9-123:23; 122-125; 126:14-127:9; 127:21-128:12; 131:8-
132:11; 135:8-20; 140:141:2; 141:815; 141:13-24; 142:3-11; 145:4-146:13;
146:14-23; 147:1-7; 147:25-148:4; 148:23-24; 152:3-153:8; 15231066: 15;
166:22-167:12; 167:132; 174:27; 174:14-175:4; 175:5-10; 175:13-15; 175:16-
176:11; 178:17-180:8; 186:23-185:187:24190:12; 198:18-199:12; 199:20-
202:10; 202:14-212:9; 213:13-215:8; 215:16-216:3.

Discovery Deposition taken by Applicant on
Exhibits introducedOpposers Rebuttal Exhibits 1-8
Cited testimony: pgs. 10-11; 21-25; 29; 32-36; 50-51

2. Jennifer Raedebevens, Vice President for Research & Development for
Carefusion’s Infection Prevention Business Unit

Ms. RaedeDevens is a chemical engineer with degrees from MIT and Stanford.
She has worked in the medical industry for more than twenty five yaach of

that time spent working with the chlorhexidine molecule in medical apipiica

She testified atut the ChloraPrep’s competitors, tledationship between
EntroFoor and CareFusiauringthe incise drapproject, including EntroFoor’s
manufacturing difficulties and problems reaching set milesto8és. also

testified about the potential for confusion between CareFusion’s ChiqgraRd
ChloraShield products and the products ELS is developing under the dpplied-
marks.

She has provided the following sworn testimony that is of record in this case

Trial Testimony taken by Opposer barch 13, 2015Dkt. 79.
Exhibits introduced: Opposers’ Exhibisx 78114
Cited testimony21:19-22:9;32:4-34:15;37:6-12; 38:15-18; 43:18-
47:22; 91:14-92:17;92:19-94:8; 99:13-106-6; 111:3-7; 131:8-12;
180:25-185:8; 182:14-16; 184:10-185:8; 245:22-23;

Rebuttal Testimony taken by Opposer on June 23, 2015, Dkt. 76

3. Jim McGuire, President and CEO of Entrotech, Inc.

Mr. McGuiretestified about Entrotech, the formation of EntorFoor, his
relationship with Dr. John Foor, and the relationship between EntroFoor and
CareFusion during the incise drape project.

He has provided the following sworn testimony that is of record in this case

Trial Testimony taken by Applicant on May 12, 2015.
Exhibits introduced:Applicant’s Exhibits 1- 53
Cited testimony32:17-18; 44: 11-13; 45:18-19; 46:12-21; 58: 24-59:5;
69:2-7; 75:6-12; 98: 19-25; 89:14-20; 90:1-2; 113:24-114:9; 141:19-21;
291:17-21; 293:19-22

Discovery Deposition taken by Opposer on December 10, 2014, Dkt. 44
Exhibits introducedCFN Exhibits 3238
Citedtestimony: 47:5-13; 52:7-15; 59:23-60:81;:34; 69:9-15; 72:20-
23;73:512; 73:13-19; 99:13-14; 116:20-24; 118:P19:1; 132:610



4. Dr. John Foor, [former] Medical Director of Entrotech Life Sciencesfamading
member of EntroFodviedical LLC

Dr. Foorwas an early champion of ChloraPrep products and was a mefnber
CareFusion Speaker’'s Bureau. He was instrumental in bringing Entroigch a
CareFusion together for the development of the incise daapledid extensive
work on the project.

He hasprovided the following sworn testimony that is of record in this case:
Discovery Deposition taken by Opposerdome 17, 201Dkt. 46

Exhibits introduced: CFN Exhibits BO

Cited testimony173:4-17

5. George Holinga, Principal Scientist, Entrotech ISfg@ences

Mr. Holinga was the project lead on the incise drape project for EntrofFsor
testified about EntroFoor’s work on the incise drape project and theedicfes

in expectations between what CareFusion required and how EntroFoor wanted to
run theproject.

He has provided the following sworn testimony that is of record in this case

Trial Testimony taken bjpplicant on Mayl14, 2015.

Cited testimony:211:13-214:4; 220:18-221:10



IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE BEFORE THE TRADEMARK T RIAL AND APPEAL
BOARD

IN THE MATTER OF Trademark Applcaion Seial Nos. 85/499349; 85/499345;
85/499337 and 85/499332
DATE OF PUBLICATION: May 29, 2012
CareFusion 2200, Inc.,

Opposer,

V. ': Combined Opposition No.: 91206212

Entr otech Life Scierces, Inc., |

Applicant.

APPENDIX B

OPPOSER'SOBJECTIONS TO PORTIONS OF APPLICANT'S
NOTICES OF RELIANCE

Opposer, CareFusion 2200, Inc. herebjects taExhibits J1, J2, J3, E1, E2, E3, E4,
E5, E6, and I1 from Applicant’s Notices of Reliance for the reasons set forth below.
l. Exhibits E1, E2, E3, E4, E5 and Efhd testimony relating to these exhibits,

should be stricken because they relate to an issue the Interlocutory Attorney
(“IA") has already deemed to f®ot.

The Exhibits noted above all relate to Opposer’s Registration No. 4495083 of
CHLORASHIELD for “surgical incise drapes.” Opposer filed a voluntary surrender of this
registration under Section 7 on November 24, 2014. Subsequently, follawefgphone
conference with the IAegardingjnter alia, Applicant’s motion to compel discovery on this
registration in which Opposer indicated that it did not intend to rely on this registration or on any
common law rights in CHLORASHIELD for “surgical incise drapeke IA stated’Applicant’s

motion to compel written discovery or deposition testimony regarding this registaaidor



any conmon law rights associated with the CHLORASHIELD mark for “surgical in@ipe
[sic]” is deemed MOOT and will be given no further consideratiddpposer has not attempted
to rely upon any claim of trademark rights to CHLORASHIELD for incispesaThis
registration is not a part of these proceedings; thus any evidence anddegatatrregarding it
is irrelevant and should be stricken pursuant to TBMP Rule 707.02(c), 37 CFR § 2.122.

1. Exhibits J1, J2, J3 and,land testimony relating to these exhib#isould be

stricken because theye irrelevant to any matter at issue in this Opposition
proceedincand their prejudice outweighs any probative value.

The Exhibits listed above all relatedadepartment of Justice (“DOJf)vestigation of
CareFusion regarding alleged improper marketing of its ChloraPrep product, ansl agplort
press releasdsom 2013 and 201regarding the eventual settlement CareFusion reached with
the DOJ to resolve the mattefThere was no finding of liabilityand the investigation had
nothing to do with Opposer’s trademark rights in the CHLORAPREP mark. Applichaitssd
reasorin its Notice of Reliancéor introducing this evidence is thhow “the weakness of the
CHLORAPREP mark and product and any goodwill Oppalieges either may have” and
“Opposer’s reputation in the industryApplicant’s President, Jim McGuire, also testified in his
testimony deposition thaifter learning of this investigan through these press releases that he
did not want to be associated with CareFusion’s ChloraPrep product.

As an initial matter, Applicant has presented no evidence, other than Mr. McGuire’s

unsubstantiated testimony that “it's been the talk at the medical device induséakithis

! Opposer objected to this evidence when Applicant first attempted toun&ddduring the Discovery Deposition
of Jan Creidenberat 141:24144:10. At that time, counsel for Opposeisedcounsel for Applicant that if she
wished to continue this line of questioning, she would have to show gocaltoahe Board of its relevance.
Applicant never attempted to make such a showing to the Board anddadirsttempting to put in this heays
evidence through the testimony of its own witne®gposer further objected to the introduction of this evidence
andto Mr. McGuire's competence to testify aboutdtiring Mr. McGuire’s Trial Testimony dt60-162.



stuff went down,? that the reporting of the DOJ investigation has had any impact on
CareFusion’s goodwill in its ChloraPrep mark and produdhairits “reputation in the industry”
has been adversely affectetihus, to the extent Applicant is relying on this evidenaagoe
anyresulting weakness of the ChloraPrep mark, this evideimoald not be accorded any
weight.

Additionally, however, because this issue did not arise senieral yearafter Mr.
McGuire selected the names Chloradrape, Chlorabsorb, Chloraderm and Chlorabond for
Applicant’s asyetunsold productgt is irrelevant to angu Pontfactor, including Applicant’s
good faith in adopting these marks. Whatever probative valu®ibfBuire’s hearsay testimony
about a resolve®0OJ investigatioron marketing practicdsas on defending a trademark
opposition is greatly outweighed by the prejudicial effect of such testimdngh is of the type
that would beexcludedfrom a jury’s cosiderationunder Federal Rule of Evidence 40mhis is
not a lawsuit alleging unfair competition. Indeed, the Board does not have junisaieér such
issues.Paramount Pictures Corp. v. Whi#] USPQ2d 1768, 1171 n.5 (TTAB 1994).
CareFusion’s repation in the medical industry is irrelevant to the issue of the registrability of
Applicant’'s marksand this evidence and all testimony relating to it should be stricken as

irrelevant andindulyprejudicial.

Respedfully submited,
DREITLER TRUE LLC

/Joseph R. Bitler/
Joseph R. Beitler
Mary R. True

> McGuire Trial Testimony at 160:8.
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