Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA499130

Filing date: 10/10/2012

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91206211
Party Plaintiff
ABM Wireless, Inc. d/b/a Mobileistic
Correspondence BRIAN A BLOOM
Address CERTILMAN BALIN ADLER & HYMAN LLP
90 MERRICK AVENUE, 9TH FLOOR
EAST MEADOW, NY 11554
UNITED STATES
bbloom@certiimanbalin.com
Submission Answer to Counterclaim
Filer's Name Brian A. Bloom, Esq.
Filer's e-mail bbloom@certilmanbalin.com, tdulgerian@certilmanbalin.com
Signature /IBAB/
Date 10/10/2012
Attachments ABM Answer to Counterclaims.pdf ( 7 pages )(154093 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ABM WIRELESS, INC. ;
d/b/a MOBILEISTIC, : Opposition No. 91206211

Opposer, : Sertal No.:  85/448,268

V. : Mark:
MOPHIE, INC., : Filed: October 14, 2011
Published:  May 29, 2012

Applicant.
X

ANSWER AND AFFIRMATIVE DEFENSES TO COUNTERCLAIMS

The following is the Answer and Affirmative Defenses of Opposer, ABM Wireless, Inc.
d/b/a Mobileistic (heremafter, “Opposer”), by and through its counsel, Certilman Balin Adler &
Hyman, LLP, to the Counterclaims asserted by Mophie, Inc. (hereinafter, “Applicant™), served
on August 31, 2012 9 (hereinafter, the “Counterclaims”™).

Opposer hereby responds, solely for the purpose of this proceeding, to each of the
grounds set forth in the Counterclaims of Applicant, as follows:

1. Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 1 of the Counterclaims, and therefore denies same.

2. Opposer 1s without mformation sufficient to form a belief as to the truth of the
allegations in paragraph 2 of the Counterclaims, and therefore denies same.

3. Opposer is without information sufficient to form a belief as to the truth of the

allegations in paragraph 3 of the Counterclaims, and therefore denies same.
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4. Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 4 of the Counterclaims, and therefore denies same.

5. Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 5 of the Counterclaims, and therefore denies same.

6. Admaitted, including all subparagraphs thereto.

7. Denied.
8. Dented.
9. Admitted, except aver that Opposer has additional grounds for opposition of

Applicant’s Marks, and respectfully refers the Trademark Trial and Appeals Board to Opposer’s

Notice of Opposition.
33.  Denied.'
34.  Opposer repeats, reiterates and realleges each any every allegation contained in

paragraphs 1 through 33 herein with the same force and effect as if fully set forth at length,

35.  Opposer 1s without information sufficient to form a belief as to the truth of the
allegations m paragraph 35 of the Counterclaims, and therefore denies same.

36. Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 36 of the Counterclaims, and therefore denies same.

37.  Admitted.

38.  Admitted.

39.  Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 39 of the Counterclaims, and therefore denies same.

40.  Opposer is without information sufficient to form a belief as to the truth of the

allegations in paragraph 40 of the Counterclaims, and therefore denies same.

! Applicant’s Counterclaims are missing paragraphs 10 through 32, inclusive.
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41, Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 41 of the Counterclaims, and therefore denies same.

42, Denied.

43. Opposer repeats, reiterates and realleges each any every allegation contained in
paragraphs 1 through 42 herein with the same force and effect as if fully set forth at length.

44, Adnutted.

45, Admitted.

46.  Admitted.

47.  Denied.
48. Denied.
49.  Opposer repeats, reiterates and realleges each any every allegation contained in

paragraphs 1 through 48 herein with the same force and effect as if fully set forth at length.
50, Admatted.

51. Admitted.

52.  Demed.
53. Denied.
54.  Denied.
55.  Denied.
56.  Opposer repeats, reiterates and realleges each any every allegation contained in

paragraphs 1 through 55 herein with the same force and effect as if fully set forth at length.
57.  Opposer is without information sufficient to form a belief as to the truth of the

allegations in paragraph 57 of the Counterclaims, and therefore denies same.
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58.  Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 58 of the Counterclaims, and therefore denies same.

59. Admitted.

60.  Admitted.

61.  Opposer 1s without information sufficient to form a belief as to the truth of the
allegations in paragraph 61 of the Counterclaims, and therefore denies same.

62.  Opposer 1s without information sufficient to form a belief as to the truth of the
allegations in paragraph 62 of the Counterclaims, and therefore denies same,

63.  Opposer is without information sufficient to form a belief as to the truth of the
allegations in paragraph 63 of the Counterclaims, and therefore denies same.

64.  Denied.

65. Opposer repeats, reiterates and realleges each any every allegation contained in
paragraphs 1 through 64 herein with the same force and effect as if fully set forth at length.

66.  Admitted.

67.  Admitted.

68.  Denied.

69.  Admitted.

70.  Denied.

71.  Denied.

72.  Opposer repeats, reiterates and realleges each any every allegation contained in

paragraphs 1 through 71 herein with the same force and effect as if fully set forth at length.
73. Admitted.

74. Admitted.
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75. Denied.

76. Denied.
77, Denied.
78. Denied.

AFFIRMATIVE DEFENSES
TO MOPHIE’S COUNTERCLAIMS

FURTHERMORE, Opposer sets forth the following in support of its defense:

I. Applicant’s Counterclaims fail to state a claim upon which the relief sought may
be granted.
2. Opposer’s mark is not the same as or confusingly similar to Applicant’s mark

i, U.S. Registration No. 3,227,725 (hereinafter, the “Unrelated Mophie Mark™).

3. Opposer’s mark and Applicant’s Unrelated Mophie Mark have very different
commercial impressions. |

4. Applicant’s Unrelated Mophie Mark bears no relation to the trademarks at issue in
this proceeding, and as such, cannot support Applicant’s Counterclaims.

5. Applicant should be denied all relief because it is before the Trademark Trial and
Appeals Board with unclean hands.
6. Applicant’s claim is barred on the basis of faches and/or acquiescence.
7. Applicant should be denied all relief on estoppel grounds.

8. Opposer reserves the right to raise additional defense as may become apparent

through discovery and up to the trial.
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WHEREFORE, Opposer ABM WIRELESS, INC. d/b/a MOBILEISTIC prays that this
opposition be sustained and that the registration of Applicant’s Mophie Mark in U.S. Application
Serial No. 85/448,268 be refused.

Dated: October 10, 2012
Respectfully submitted,

CERTILMAN BALIN ADLER & HYMAN, LLP

W. Bloom

Attorneys for Opposer
ABM Wireless, Inc.

90 Merrick Avenue, 9" Floor

East Meadow, New York 11554

Tel:  (516) 296-7160

Fax:  (516) 296-7111

Email: bblocom@certibmanbalin.com
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CERTIFICATE OQF SERVICE

This is to certify that a copy of the foregoing ANSWER AND AFFIRMATIVE
DEFENSES TO COUNTERCLAIMS was served by first class mail, postage prepaid on October
10, 2012 upon counsel for Applicant at the following address:

Laurie H. van Loben Sels, Esq.
¢/o Duane Morris LLP

Counsel to Mophie, Inc.

101 W Broadway, Suite 900

San Diego, California 92101-8285
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