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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name LFP IP, LLC

Granted to Date 07/28/2012

of previous

extension

Address 8484 Wilshire Boulevard, Suite 900

Beverly Hills, CA 90211
UNITED STATES

Attorney Jonathan W. Brown

information Lipsitz Green Scime Cambria LLP

42 Delaware Avenue, Suite 120

Buffalo, NY 14202

UNITED STATES

ip@Iglaw.com Phone:716-849-1333, Ext. 371

Applicant Information

Application No 85505221 Publication date 05/29/2012
Opposition Filing 07/20/2012 Opposition 07/28/2012
Date Period Ends

Applicant Sanders, Timothy Stephen

5994 Milam Dr Sw
Mableton, GA 30126
UNITED STATES

Goods/Services Affected by Opposition

Class 025.
All goods and services in the class are opposed, namely: Caps; T-shirts

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)
False suggestion of a connection Trademark Act section 2(a)
Priority and likelihood of confusion Trademark Act section 2(d)
Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2689852 Application Date 10/16/2000

No.

Registration Date | 02/25/2003 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark HUSTLER
Design Mark
Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1998/12/03 First Use In Commerce: 1998/12/03

clothing, namely, beach wear, blouses, coats, coveralls, dresses, head wear,
jackets, jeans, jogging suits, jumpers, leg warmers, leggings, lingerie, lounge
wear, neckwear, pants, scarves, shirts, ski wear, slacks, sleep wear, tank tops,
socks, vests

U.S. Registration | 2001594 Application Date 11/03/1995

No.

Registration Date | 09/17/1996 Foreign Priority NONE
Date

Word Mark HUSTLER

Design Mark

Description of NONE

Mark

Goods/Services

Class 042. First use: First Use: 1993/12/31 First Use In Commerce: 1993/12/31

providing a computer on-line magazine relating to adult entertainment and adult
subject matter

U.S. Registration | 2679483 Application Date 10/16/2000

No.

Registration Date | 01/28/2003 Foreign Priority NONE
Date

Word Mark HUSTLER

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 1999/09/20 First Use In Commerce: 1999/09/20
men's and women's jewelry, namely, rings, necklaces, bracelets, watches
Class 021. First use: First Use: 2000/10/01 First Use In Commerce: 2000/10/01
glassware, namely, shot glasses, mugs, beer steins

U.S. Registration | 3149102 Application Date 03/11/2003

No.

Registration Date | 09/26/2006 Foreign Priority NONE
Date

Word Mark HUSTLER




Design Mark

HUSTLER

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 2006/06/10 First Use In Commerce: 2006/06/10
footwear, namely, all types of shoes, boots, slippers, thongs and socks

U.S. Registration | 3166771 Application Date 08/09/2005

No.

Registration Date | 10/31/2006 Foreign Priority NONE
Date

Word Mark HUSTLER

Design Mark

Description of NONE

Mark

Goods/Services

Class 026. First use: First Use: 2004/04/30 First Use In Commerce: 2004/04/30

(Based on Use in Commerce) Men's and women's belt buckles not of precious
metal

Class 034. First use: First Use: 2005/10/28 First Use In Commerce: 2005/10/28
Cigarette lighters not of precious metal

U.S. Registration | 3918404 Application Date 07/13/2007

No.

Registration Date | 02/15/2011 Foreign Priority NONE
Date

Word Mark HUSTLER




Design Mark

HUSTLER

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2008/01/31 First Use In Commerce: 2008/01/31

Motorcycle helmets

U.S. Registration | 2453938 Application Date 06/22/1999
No.
Registration Date | 05/22/2001 Foreign Priority NONE

Date

Word Mark

HUSTLER XXX

Design Mark

Description of
Mark

NONE

Goods/Services

Class 009. First use: First Use: 2000/04/04 First Use In Commerce: 2000/04/04

pre-recorded [ video tapes and ] discs in the field of adult entertainment

U.S. Registration | 2448315 Application Date 05/20/1999
No.
Registration Date | 05/01/2001 Foreign Priority NONE

Date

Word Mark

HUSTLER XXX

Design Mark

HUSTLER

Description of
Mark

NONE

Goods/Services

Class 016. First use: First Use: 1999/09/21 First Use In Commerce: 1999/09/21

publications, namely, an adult entertainment magazine

U.S. Registration | 2716466 Application Date 10/17/2001
No.
Registration Date | 05/13/2003 Foreign Priority NONE




Date

Word Mark

HUSTLER XXX

Design Mark

HUSTLER XXX

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 2002/12/04 First Use In Commerce: 2002/12/04

providing on-line entertainment, photographs, images, education, information
and editorial content via the internet, World Wide Web and other electronic and
telecommunications transmission systems, miscellaneous computer services
and all other services in the field of adult entertainment

U.S. Registration | 3658478 Application Date 10/19/2006

No.

Registration Date | 07/21/2009 Foreign Priority NONE
Date

Word Mark NATURAL BORN HUSTLER

Design Mark

NATURAL BORN HUSTLER

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2003/05/13 First Use In Commerce: 2003/05/13
Clothing, namely, work shirts, men's and women's jackets, sweatshirts, hats
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jonathan W. Brown/
Name Jonathan W. Brown
Date 07/20/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD
In re ApplicationSerialNo. 85,505,221
Filed: Decembef8, 2011

Published:May 29, 2012in the Official Gazette
Mark: SWEETHEARTHUSTLERXXX.COM

LFPIP, LLC,
Opposer,
OppositionNo.
V.
NOTICE OF OPPOSITION
Timothy StepherSanders,
Applicant.

Commissionefor Trademarks
P.O.Box 1451
Alexandria,Virginia 22313-1451

OpposelLFP IP, LLC (“Opposer’or “LFP”), a Delawarelimited liability
companyJocatedanddoingbusinesst 8484Wilshire Boulevard,Suite 900, Beverly
Hills, California90211 believeshatit would be damagedy theregistrationronthe
principalregisterof the mark SWEETHEARTHUSTLERXXX.COMshownin
ApplicationSerialNo. 85,505,221filed by Timothy StepherSanderg“Applicant”), an

individual, with a mailing addres®f 5994Milam Dr. SW, Mableton,Georgia30126,and

publishedin the Official Gazetteon or aboutMay 29, 2012,andherebyopposes

registratiorthereof.



As groundsfor opposition,LFP alleges:

1. OpposelFP is the ownerof the famousHUSTLER brandusedin

connectiorwith variousgoodsandservices.LFP is the ownerof, is currentlyusing,and

hasitself andthroughits licenseeandpredecessors-in-interesntinuouslyusedin U.S.

commercdor approximately30 yearsthefamousHUSTLER mark.

2. Opposeinownsnumeroudederalregistrationson the PrincipalRegisterfor

its HUSTLER andvariousrelatedandcompositemarks,includingHUSTLER XXX and

without limitation the following, manyof which havebecomencontestablavithin the

meaningof the LanhamAct:
Trademark Reg. First Use | Goodsor Services
No.

HUSTLER 2689852| 1998 clothing,namely,beachwear,blouses,
coats,coveralls,dressesheadwear,
jackets jeansjogging suits,jumpers,leg
warmersJeggings,lingerie,loungewear,
neckwearpants,scarvesshirts,skiwear,
slacks,sleepwear,tanktops,socks,vests

HUSTLER 2001594 1993 providinga computeron-line magazine
relatingto adultentertainmenandadult
subjectmatter

HUSTLER 2679483| 1999 men'sandwomen'gewelry, namely,rings,
necklacesbraceletswatchesand

2000 glasswarenamely,shotglassesmugs,beer
steins

HUSTLER 3149102| 2006 footwear,namely,all typesof shoeshoots,
slippersthongsandsocks

HUSTLER 3166771| 2004 cigarettelightersnot of preciousmetal

HUSTLER 3918404| 2008 motorcyclehelmets

HUSTLER XXX 2453938| 2000 pre-recorded videotapesand] discsin the
field of adultentertainment

HUSTLER XXX 2448315| 1999 publicationshamely,anadult
entertainmentagazine




HUSTLER XXX 2716466| 2002 providingon-lineentertainment,
photographsimages.education,
informationandeditorialcontentvia the
internet,World Wide Webandother
electronicandtelecommunications
transmissiorsystemsmiscellaneous
computerservicesandall otherservicesn
thefield of adultentertainment

NATURAL 3658478| 2003 clothing, namely,work shirts,men'sand
BORNHUSTLER women'gackets,sweatshirtshats
3. LFP’s marksreferredto hereinabovevill be collectivelyreferredto asthe

“*HUSTLER Marks” or “LFP’s Marks.”

4, Opposerandits predecessors-in-interdsaveexpendedubstantial
amountf money,time andeffort in advertising promoting,andpopularizingits
HUSTLER Marksover manyyearsandin preservinghe goodwill associatetherewith.

5. By virtue of its extensiveuseandpromotionof the HUSTLER Marks,
LFP hasestablishedaluablegoodwill in the Marks, andthe public hascometo associate
theHUSTLER Markswith LFP andLFP’s famousfounder,Larry Flynt. As such,the
HUSTLER Markshavebecomedistinctiveandthe public hascometo knowthe
HUSTLER Marksasanindicationof goodsandserviceghatoriginatefrom Opposer.

6. OnDecembeR8,2011,Applicantfiled U.S. TrademarkApplication
SerialNo. 85,505,221pasedn his assertedntentto usethe mark
“SWEETHEARTHUSTLERXXX.COM”in connectiorwith “Caps;T-shirts.”
Applicant’s markreferredto hereinabovevill bereferredto collectivelyas“Applicant’s

Mark” onthe“Application.”



7. Applicant’sgoodsasdescribedn the Applicationincludecertainapparel
items. Applicant’sproposedjoodsareidenticalto the goodsidentifiedin the
registrationsandapplicationdor HUSTLER Marks.

8. Thegoodsidentifiedin the Applicationarelikely to be soldand/or
distributedthroughthe samechannelf tradeandto the sameclassof purchasersss
Opposer'gyoodssold and/ordistributedunderits HUSTLER Marks.

9. Applicant’'s“SWEETHEARTHUSTLERXXX.COM” markincludesand
incorporated FP’sentireHUSTLERandHUSTLER XXX marks.

10.  Oninformationandbelief, Applicantselectedhe HUSTLER and/or
HUSTLERXXX portionof the markasa directreferenceo Opposer HUSTLER XXX
markand/orLFP’s famousHUSTLER mark. Applicantintendsto profit from LFP’s
nameandgoodwill by creatinga misleadingassociatiorbetweermpplicant’sgoodsand
thoseof Opposertherebydiluting the HUSTLER Marks, andcreatinga misleading
associatiorbetweerOpposerndApplicant.

11. Assetforth in moredetailabove LFP beganuseof its HUSTLER Marks
in connectiorwith its goodsandservicesrior to Applicant’'sDecembef8, 2011filing
datefor the Application.

12.  OpposerHUSTLERMarksarefamousanddistinctivewithin the
meaningof the LanhamAct.

13. OpposerdHUSTLER Marksbecamdamouslong prior to thefiling date
of the Application.

14.  Asaresultof thesimilarity betweerthe HUSTLER Marksand

Applicant’s mark,andtheidenticalnatureof the goods Applicant’s markis likely to



causeconfusion,mistakeor deceptionn thetradeandamongpurchasergasto the source,
origin or sponsorshipf the parties’respectivegoodsandservices.

15.  Registratiorof themarkin the Applicationanduseof Applicant’smarkis
likely to dilute LFP’s famousHUSTLER Marks.

16.  Registratiorof Applicant’s markwould resultin damageo LFP pursuant
to theprovisionsof 15U.S.C.881114,1115,and1125,pursuanto the allegationsstated
above,andregistrationrshouldbe deniedpursuanto 15 U.S.C.8 1052(d).

17.  If theApplicationis permittedto register theregistrationvould
presumptivelyentitle Applicantto primafacie exclusiveownershipandrightsto the
“SWEETHEARTHUSTLERXXX.COM”mark. Suchregistrationvould cause
confusionamongconsumerssto: (1) the separatanddistinct sourceof Applicant’s
goodsandservicesandLFP’s goodsandservicesand(2) therelationshipof LFP to
Applicant. This would therebydamagd_FP’s goodwill in the HUSTLER Marks, diluting
thevaluethereof,andresultingin irreparableharmto LFP’s businesandreputationall
to the detrimentof LFP who hasexpendeatonsiderablesumsandeffort in promotingthe
HUSTLER Marks.

18.  Registratiorof the highly similar Applicant'smarkwill lesserthe capacity
of Opposer'damousanddistinctiveHUSTLER Marksto distinguishandidentify
Opposer'ggoodsandservicedrom thoseof others therebydiluting thedistinctive
quality of OpposersHUSTLER Marksin violation of 15U.S.C.8 1125(c),andcausing
damagedo Opposemwithin the meaningof 15U.S.C.8 1063.

19. Opposemwould bedamagedy registrationof Applicant'sMark because

registrationwould grantApplicant statutoryrightsunderthe TrademarkAct of 1946,and



would tendto restrict,interferewith, anddamageOpposetin the unhampered¢onductof

its businesandprotectionof its legitimateinterests.

WHEREFORE Opposeipraysthatthis Oppositionbe sustainecandthat

registrationof U.S. TrademarkApplicationSerialNo. 85,505,22bedenied.

Dated:July 20,2012
Respectfullysubmitted,

LFPIP, LLC, by its counsel
Lipsitz GreenScimeCambrial LP

By:  /JonatharW. Brown/
Jonatharw. Brown, Esq.
42 DelawareAvenue,Suite120
Buffalo, NY 14202
(716)849-1333xt. 371
Email: jbrown@Iglaw.cot

1473435-v1


mailto:jbrown@lglaw.com

CERTIFICATEOFFILING AND SERVICE

I, Lori Vangelov,herebycertify thaton July 20,2012,1 causedcatrue copyof the
foregoingNotice of Oppositionto befiled electronicallywith the United StatedPatent
andTrademarlkOffice andserveduponApplicant, Timothy StepherSandersby United
Statesirst ClassMail, addressetb 5994Milam Dr. SW, Mableton,GA 30126.

Dated: July 20,2012

By: /Lori Vangelov/




