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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

       

BEAU L. TARDY,  
 

Opposer, 
       Opp. No. 91205896 

 v.        
    
WILD BRAIN ENTERTAINMENT, INC. 

 
Applicant. 

       
 

 
APPLICANT’S MOTION TO COMPEL DISCOVERY   

Applicant, Wild Brain Entertainment, Inc., moves pursuant to Trademark Rule 2.120(e) 

for an order compelling Opposer, Beau L. Tardy, to produce documents and things and to answer 

interrogatories relating to his claimed past use of the mark “DIZZY” and other topics.  Wild 

Brain has made a good faith effort to resolve this discovery dispute with Opposer, but the parties 

have been unable to resolve their difference.  Thus, Board intervention unfortunately is needed. 

BACKGROUND  

Wild Brain is a subsidiary of DHX Media Ltd., an award-winning entertainment company 

and one of the world's foremost producers of animation. Wild Brain (defined here to include 

DHX) develops television, motion pictures, short-form programming, commercial content, and 

consumer products, and its slate of developed programming includes the critically acclaimed 

children’s television series INSPECTOR GADGET (U.S. Reg. No. 1968662); TELETUBBIES 

(U.S. Reg. No. 2333899); YO GABBA GABBA (U.S. Reg. No. 3978391); and others.   
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In 2010, Wild Brain (as part of a larger partnership) developed a new animated children’s 

program entitled “UMIGO.”  UMIGO ("yoU Make It GO") is a unique and innovative 

transmedia experience for children ages two through eight that provides children with 

opportunities to learn basic principles of mathematics through child‐initiated learning and play. 

UMIGO also encourages children to develop and refine their abilities to think creatively, invent, 

and work collaboratively.  These educational and developmental goals are intended to help early 

learners obtain skills that prepare them for school and remain on grade level. 

One of the animated characters that Wild Brain developed for the UMIGO world is 

“Dizzy” —a tall, blue creature who is always concocting challenges for himself and his 

counterpart “Bit,” a silent, Zen-like, methodical math-wiz.  Working together the two friends 

solve problems, have adventures, and help to impart basic math skills to young children. 

In January 2012, Wild Brain filed applications to register the mark DIZZY for a wide 

range of goods, anticipating that its “Dizzy” character would be well-received and spawn sales of 

show-related merchandise.  The application at issue in this opposition (Serial No. 85509929) 

specifically seeks to protect the mark in connection with use on goods in Class 9, including 

“downloadable computer games,” “motion picture films,” and “pre-recorded … [DVDs],” 

among others.  Such goods are of the sort a media company will commonly market and produce 

once an animated program has been established.  Cf., e.g., U.S. Reg. Nos. 3951067, 3951068, 

3951069, 3951070, 3998373, 4002621 (various registrations covering ancillary goods for YO 

GABBA GABBA, all of which were filed based on an intent to use before the first “Yo Gabba 

Gabba!” television show even aired); see also Blair Corp. v. Fassinger, 2008 WL 4674607, *4-5 

(TTAB 2008) (finding that applicant had a bona fide intent to use her mark where “her plan 
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[was] to first sell her series of books, and the literary character MALLORY VALERIE BLAIR, 

followed by the marketing of the associated products identified in her application”); see also 

Spin Master, Ltd. v. Zobmondo Entertainment, LLC, 778 F. Supp.2d 1052, 1063, n.13 (C.D. Cal. 

2011) (finding no intent to deceive as to intent to use in a case “factually similar” to Blair). 

Opposer initiated this Opposition in July 2012, claiming he had standing based on use of 

the DIZZY mark by “Dizzy Worldwide Corp.” (of which he was supposedly the principal) for 

similar goods and services for “over ten years,” and expressing a concern that confusion would 

likely arise if Wild Brain used its mark for the specified goods.  See D.I. 1.  In its Answer, Wild 

Brain, among other actions, denied that Opposer had standing under the pleaded facts, pointing 

out that Dizzy Worldwide Corp. was a long-defunct company.  See D.I. 4.  In September 2012, 

Opposer filed an application to register DIZZY in his own name in an effort to fix his standing 

problem.  See Serial No. 85741800.  In that application (which was filed under Section 1(a)), 

Opposer claimed that he had used the DIZZY mark since December 1996 for goods that mirror 

many of those Wild Brain seeks to cover, and he attached a specimen (from 2012) to support that 

“use.”  See id.  He also represented in his application that he was not aware of any party having 

superior rights to his to use the DIZZY mark in commerce for the covered goods.  See id. 

The following month, Opposer amended his Notice of Opposition and asserted an 

additional ground for standing—namely, his ownership of the new DIZZY application.  See D.I. 

9, pp. 4-5 (¶ 3).  Opposer, however, continued to plead and rely on priority.  See id., ¶¶ 1, 4.  He 

also raised a new claim—that Wild Brain supposedly lacked a bona fide intent to use the DIZZY 

mark—and relied on that as an alternate basis to oppose registration.  See id., pp. 6-9, ¶¶ 10-29. 
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 After Wild Brain raised concerns as to Opposer’s amended notice (see D.I. 11), and 

following a detailed Board discussion (D.I. 12) about the filing, Opposer filed a Second 

Amended Notice of Opposition (D.I. 15) (February 2013).  Shortly thereafter, Opposer filed a 

Third Amended Notice (D.I. 22) (November 2013), and he recently filed a Fourth (D.I. 32) 

(March 2014) (attached as Exhibit A).  In the Second and Third Notices, Opposer continued to 

assert priority in the DIZZY mark and to plead confusion.  See D.I. 15, 22.  By way of the Fourth 

Notice, however, Opposer withdrew his confusion claim—which, given that similarity of marks 

and goods was not at issue, was just a claim of priority—with prejudice, meaning he cannot now 

claim that he is the prior user of the DIZZY mark.  See Ex. A, p. 1; see also 37 CFR § 2.106(c). 

Notwithstanding the above, however, Opposer continues to maintain in his pending 

application (Serial No. 85741800) that he has used the DIZZY mark since December 1996, and 

he still relies on that application in his Fourth Notice to establish standing.  See Ex. A, pp. 2-36 

(¶ 2).  Furthermore, Opposer continues to assert in his Fourth Notice that “DIZZY is the brand 

name owned by [Opposer] as an individual and as several business entities and has been a 

company name, merchandise,  pop culture websites, cartoon character, TV show, comics, and 

web streaming entertainment.”  Id., p. 2 [sic].  Opposer also claims that “Dizzy went from being 

the name of a business that provided productions services, to a brand of its own.”  See id. 

 

THE DISCOVERY AT ISSUE  

To get a firmer grasp on Opposer’s changing standing claims and factual allegations, 

Wild Brain served a series of discovery requests designed to explore the factual basis for 

Opposer’s many assertions about his alleged past use.  Through its Document Requests (attached 



  
- 5 - 

as Exhibit B), for example, Wild Brain seeks documents concerning the chain of title in and past 

owners of the DIZZY  mark (Req. Nos. 1-2, 15-17, 21-22); the alleged past use of the mark both 

as “a company name” and with “merchandise,” “pop culture websites,” “cartoon character,” “TV 

show,” “comics,” and “web streaming entertainment” (Req. Nos. 3-9); cf. Ex. A, p. 2; assertions 

(which Opposer makes for the purposes of establishing standing) that Opposer has engaged in 

activity that makes him a competitor (Req. Nos. 10-11); cf. Ex. A, ¶ 1; prior claims made by 

Opposer that he has common law rights in the mark (Req. Nos. 12-14, 23-24); search reports 

relating to the DIZZY mark (Req. No. 19); prior registrations for the DIZZY mark (Req. Nos. 

20); sales under the mark (Req. Nos. 25-29, 38-40); marketing and promotional activity (Req. 

No. 30); product and service samples (Req. Nos. 31-32, 37); prior legal conflicts (Req. Nos. 33-

34); licensing activity (Req. No. 35); Applicant (Req. No. 36); and Opposer’s pending trademark 

application (Req. No. 41).  Meanwhile, Wild Brain’s Interrogatories (attached as Exhibit C) call 

for narrative answers on mostly the same general issues.  See generally Ex. C. 

Opposer, however, has flatly refused to produce any material relating to his claimed 

ownership or past use of DIZZY mark, including evidence that would support the allegations he 

makes in the Fourth Amended Notice.  In response to each substantive discovery request 

(document or interrogatory), Opposer raises the same, boilerplate “relevancy” objections: 

Opposer objects to this Document Request in that it seeks information that is 
neither relevant to the claims or defense of any party or the subject matter 
involved in this opposition, nor reasonably calculated to lead to the discovery of 
admissible evidence. 

Responses to Applicant’s First Set of Document Requests (attached as Exhibit D) 



  
- 6 - 

Opposer objects to this Interrogatory in that it seeks information that is neither 
relevant to the claims or defense of any party or the subject matter involved in this 
opposition, nor reasonably calculated to lead to the discovery of admissible 
evidence. 

Responses to Applicant’s First Set of Interrogatories (attached as Exhibit E) 

Moreover, Opposer’s statement (made in response to certain propounded document requests) that 

he will produce material “subject to” his objection is a canard.  To date, Opposer has only 

produced a handful of documents in this case: a printout purporting to track visits to a website 

Opposer operates; a copy of a “DIZZY” comic strip that evidently ran earlier this year (in 

February 2014); a copy of the public file wrapper for Serial No. 85741800; and “specimens” of 

goods, all of which seem to date back to no earlier than September 2012.  See Exhibit F. 

Opposer evidently believes that he can simply rely on the allegations he made about 

supposedly being a “competitor” of Wild Brain and having used DIZZY as a “brand,” cf., e.g., 

D.I. 1, ¶ 1; Ex. A, p. 2, as well as maintain a claim of standing based on an application he filed in 

which he claims “use,” see Ex. A, pp. 2-3, without having to respond to discovery relating to 

those claims and contentions.  Opposer’s position is unsupportable, and he should be compelled 

to produce documents and answers that relate to the merits of his factual and legal claims. 

 On June 18, 2014, Wild Brain attempted in good faith to confer with Opposer about his 

discovery deficiencies, but Opposer refused to participate in a meet-and-confer conference unless 

a representative of the Board was also involved.  See Exhibit G.  Wild Brain explained that the 

Rules do not authorize the parties to request that the Board oversee every run-of-the-mill meet-

and-confer session (as opposed to a Rule 26(f) conference), see Exhibit H; cf. D.I. 2, p. 3; 
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TBMP, § 401.01, but Opposer stood by his position that Board involvement is required.1  See 

Exhibit I.  In correspondence relating to Wild Brain’s efforts to schedule the meet-and-confer 

conference, however, Opposer repeatedly asserted that he believes his objections were proper.  

See id.  Thus, it is likely that further discussions would not have resolved this dispute. 

 

ARGUMENT  

It is not necessary to offer much argument in support of this motion.  Ostensibly, the 

question to consider is whether the discovery sought is relevant to these proceedings.  See Fed. 

R. Civ. P. 26(b)(1).  However, given that Opposer references his prior use in support of both his 

original Notice of Opposition and his Fourth Amended Notice of Opposition, and he is relying 

on that claim of prior use to support an application to register the DIZZY mark (and on which 

application he then further relies for standing), see infra, that question resolves itself.  See also 

D.I. 21 (stating that discovery in this matter “should be focused primarily on opposer’s pleaded 

common law rights in the DIZZY mark, including chain of title in the pleaded mark”). 

For example, Opposer alleges in the Fourth Notice that he has standing because he “is a 

competitor of Applicant” who owns the “DIZZY … brand name,” which he allegedly has used as 

“a company name, merchandise, pop culture websites, cartoon character, TV show, comics, and 

web streaming entertainment.”  See Ex. A, ¶ 1.  Opposer further alleged in his original Notice of 

Opposition that he had standing because of his ownership and use of the DIZZY name “since 

                                                           
1    Opposer claims that during the November 4, 2013, Rule 26(f) discovery conference, the parties and the assigned 
Interlocutory Attorney supposedly discussed the Board participating in any meet-and-confer sessions.  See Exhibit I.  
The Board’s post-conference Order, however, makes no mention of a special arrangement, and simply notes instead 
that if the parties refuse to cooperate in the discovery process, the Board has the authority “to require a telephone 
conference prior to the filing of any motion to compel discovery.”  See D.I. 21, p. 10, n.7 (emphasis added).  
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1997.”  See D.I. 1, ¶ 1.  The Board and Wild Brain, however, are asked to accept blindly these 

allegations because Opposer is refusing to produce any evidence relating to such past use.   

Absent evidence of past use (and right now, there is no such evidence), Opposer’s 

standing story changes markedly.  He goes from supposedly being an aggrieved competitor with 

long-standing rights in the DIZZY name (the picture Opposer presented in his original Notice) to 

a mere interloper—a person who, even though he has no historical connection to the DIZZY 

mark, nonetheless opposed Wild Brain’s application (back in July 2012) based on a false claim 

of priority and who then, months after the opposition began, filed his own application to register 

DIZZY and made misrepresentations on that application, both when he claimed to have made 

prior use of the mark since December 1996, and when he attested in his declaration that he was 

not aware of another party (such as Wild Brain) having superior rights in the DIZZY name.   

If that is the story Opposer intends to tell, then Wild Brain will concede that discovery as 

to Opposer’s past involved with the DIZZY mark is not required, and the parties can proceed 

straight to a motion to dismiss.  After all, a party must have standing at the time it initiates a 

proceeding, see, e.g., Friends of the Earth, Inc. v. Laidlaw Environmental Services (TOC), Inc., 

528 U.S. 167, 191 (2000), and the subsequent acquisition of standing cannot “relate back” and 

save what amounts to a jurisdictional defect.  See, e.g., Gaia Technologies, Inc. v. Reconversion 

Technologies, Inc., 93 F.3d 774, 777-78 (Fed. Cir. 1996).  Consequently, the veracity of 

Opposer’s claim of standing that he made in his original Notice of Opposition (and which was 

based on his allegations of priority; see D.I. 1, ¶ 1) is relevant to this action, as are Opposer’s 

continued allegations today that he has “used” the mark (a statement he has made both in his 

Fourth Amended Notice and in support of his later-filed application to register the DIZZY mark). 
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CONCLUSION  

The discovery sought by Wild Brain is highly relevant to this case.  The Board should 

therefore overrule the identical “relevance” objections that Opposer made to every document 

request and substantive interrogatory, and order that Opposer respond to the each of the requests 

as propounded (and against which Opposer has generally not asserted any other objections). 

      Respectfully submitted, 

Dated: July 11, 2014 /William M. Merone/__ 
Jonathan D. Reichman  
William M. Merone 
Natasha Sardesai-Grant  
KENYON &  KENYON LLP 
One Broadway 
New York, NY  10004 
Tel.: (212) 425 – 7200 
Fax: (212) 425 – 5288 
 
Counsel for Applicant, 
Wild Brain Entertainment, Inc. 
 



   

CERTIFICATE OF SERVICE  
 

It is hereby certified that a true copy of the foregoing Applicant’s Motion to 

Compel Discovery was served on the parties or counsel indicated below by electronic 

mail sent to the address(es) listed below (as agreed to by the parties): 

 
Wendy Peterson 
NOT JUST PATENTS LLC 
P.O. Box 18716  
Minneapolis, MN 55418 
wsp@NJPLS.com 
 
Counsel for Opposer  
 

 
 
 
Dated: July 11, 2014 /William M. Merone/ 

Jonathan D. Reichman  
Natasha Sardesai-Grant  
William M. Merone 
KENYON &  KENYON LLP 
One Broadway 
New York, NY  10004 
Tel.: (212) 425 – 7200 
Fax: (212) 425 – 5288 
 
Counsel for Applicant, 
Wild Brain Entertainment, Inc. 
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Exhibit  F 






































































































































































