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IN THE UNITED STATES PATENT AND TADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No.
85299486 published in the Official Gazette
on April 32012

VIRGIN ENTERPRISES LIMITED
Plaintiff

V Opp. Nr. 91205411

Michael Casey
Applicant

RESPONSE TO NOTICE OF OPPOSITION

I Michael Casey of Am Treptower Park, 12435 Berlin, Germany submit the following

statement in answer to the opposition.

1. I am the applicant for the mark Carbon Virgin. I believe all facts as stated in this

statement are true.

2. Background. I am the owner of the trademarks Carbon Virgin in the United Kingdom
No 24977177 and European Union CTM 6001623 and the Internet Domain

www.carbonvrigin.com, www.carbonvirgin.org, www.carbonvirgin.net etc.

The UK Intellectual property office and the High Court of Appeal has decided in my
favour on this matter and saw no grounds for Confusion or Dilution between Carbon
Virgin and any of the Plaintiffs Marks, even those marks of the Plaintiff which

provided identical goods and services to the mark Carbon Virgin.



3. Count 1: I am not sufficiently informed to judge if the Plaintiffs Marks as filed in the

opposition are famous in the United States under the meaning of trademark law.

It is unclear to me for which marks and services the Plaintiff make the “famous”

claim.

Nevertheless, even in the event that the Virgin marks are classed by the TTAB as
famous, the mark Carbon Virgin would not dilute the Plaintiffs marks as they do not
cause confusion. This is because when the mark Carbon Virgin is viewed as a whole
there is clearly no visual, aural or conceptual similarity with any of the Plaintiffs

marks.

The mark Carbon Virgin is a novel term. Neither word dominates the mark, leading to

the creation of a distinctive mark.

As part of connected opposition case 91194225 (Carbon Virgin) I commissioned a
market leading survey company TNS to conduct a survey of a representative sample of
the United States population of over 1,000 US citizens in early January 2012. This
survey gave the respondents 3 opportunities to link the mark Carbon Virgin to the
Plaintiffs Marks. These opportunities were two open questions and one closed
question. The survey clearly showed there is no confusion in the general publics mind

between the mark Carbon Virgin and the Plaintiffs marks.

4. Count 2: I believe no confusion or dilution would be caused to any of the Plaintiffs
marks and the statements in paragraphs under point 3 addressing Count 1 are restated

here.

The mark Carbon Virgin has no similarity with any Virgin Marks filed in this
opposition. Carbon Virgin is completely different visually, aurally and conceptually.
Given the lack of similarity there can be no confusion or dilution of any of the

Plaintiffs marks.

5. Count 3: I have a bona fide intent to use the marks as applied for. I have every

intention to use them.



Please log on to www.carbonvirgin.com and search. You will see that the Internet

Search service and online advertising is already running. The complexity of offering
an Internet Search service and logarithmic online advertising means that many of the

services in the application are already being offered.
[ have the intent to offer all services applied for in the application.
Furthermore:

My UK mark registration No 24977177 in class 35 was filed on May 9™ 2008 and
covers Advertising; electronic data storage; advertising services provided via the
Internet; production of television and radio advertisements; accountancy;

auctioneering; trade fairs; opinion polling; data processing. I own this mark.

My European trademark Carbon Virgin CTM 6901623 was filed on the 9" of May
2008 in Class 35: Advertising; business management; business administration; office
functions. Class 38:Telecommunications. Class 45:Trade marks (professional advisory
services relating to licensing of- ); advisory services relating to intellectual property
licensing; designs (registered, licensing of- ); trade marks (licensing of -). I own this

mark.

The Internet domain www.carbonvirgin.com was registered in May 2008 and is in my

ownership.

This chronology of registrations and services applied for and services presently

offered in the market place clearly shows that my intent is bone fide.
This is my answer to the Notice of Opposition.

Respectfully submitted,
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Michael Casey



CERTIFICATE OF SERVICE

I certify pursuant under penalty of perjury pursuant to 28 U.S.C §1746 that on the 11
of June 2012 I caused to be served on the following by first class postage, postage

paid, and per email a true copy of the forgoing Answer to the Notice of Opposition.
Attorneys for the Plaintiff:
Ms Sarah Dale & Mr Joe Norvell

sdale@norvellip.com jnorvell@norvellip.com
NORVELL IP LLC 1776 Ash Street Northfield, lllinois 60093, USA.

Michael Casey
11" June 2012



