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IN UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

Consolidated Opposition Nos.

Teresa H. Earnhardt, 91205331 (parent) and 91205338
Opposer, In the matter of:
V. Application Serial No. 85/383,910
Mark: EARNHARDT COLLECTION
Kerry Earnhardt, Inc., (Intl. Class 20)

Application Serial No. 85/391,456
Applicant. Mark: EARNHARDT COLLECTION
(Intl. Class 37)

OPPOSER’S REPLY BRIEF IN SUPPORT OF
MOTION FOR PARTIAL SUMMARY JUDGMENT

INTRODUCTION

Opposer, Teresa H. Earnhardt (“Opposer”), throughumdersigned counsel,
hereby respectfully requests, pursuant to Rule)5fi(tne Federal Rules of Civil
Procedure, 37 C.F.R. § 2.127 and TBMP § 528, exftsymmary judgment in her favor
and against Applicant, Kerry Earnhardt, Inc. (“Appht”), on the issues of (i) standing;
(i) priority; and (iii) that the designation EARNKRDT COLLECTION is primarily a
surname when used in connection with the partiqgdads and services listed in the
opposed applications. When the designation EARNBAROLLECTION is
considered as a whole, the inclusion of the ternb KK TION does not diminish the
designation’s primary significance as a surnameimunction with either furniture or
custom homes. Rather, the term COLLECTION is ageror highly descriptive term

when used in conjunction with furniture or custoamtes and fails to transform the

LEGALO02/34339585v1



primary significance of EARNHARDT COLLECTION fronriparily merely a surname
to a non-surname source identifier. Accordinglpp@ser respectfully requests that the
Board grant summary judgment on these issues ifakier.

ARGUMENT

Opposer is Entitled to Summary Judgment on Each ahe Issues of
Standing and Priority.

Opposer has established standing and priority basdger ownership of U.S.
Trademark Registration No. 1,644,237, which Applicdoes not dispute. Applicant’s
assertions of dissimilarity between the marks amuoblg at issue are irrelevant for
purposes of this motion. Thus, Opposer is enttibeslimmary judgment on each of the
issues of standing and priority.

Il. Inclusion of the Term COLLECTION Does Not Diminish the

Surname Significance of the Composite DesignationARNHARDT
COLLECTION When Used With Furniture or Custom Homes.?

“[Nt is well-settled that whether a mark is prinigmerely a surname depends
upon whether its primary significance to the pusth@ public is that of a surnamelf
re Hamilton Pharms. Ltd27 USPQ2d 1939, 1940 (TTAB 1993). Applicantreotly
notes that “when the mark at issue is a composik ironsisting of personal names and
additional words, the question becomes what theh@asing public would think when
confronted with the mark as a whold.ane Capital Mgmt., Inc. v. Lane Capital Mgmt.,

Inc., 192 F.3d 337, 346 (2d Cir. 1999). “However, itigusion in a mark of a generic

or merely descriptive termoes not preclude its surname significance if, wt@nsidered

1 While Applicant refers in its brief to an “assertiby Opposer that priority alone is somehow digjpes
of her likelihood of confusion claim” (App. Briet d4-5), Opposer has not made any such assertion.

2 |t appears from Applicant’s brief that it does ohallenge Opposer’s contention that the term
EARNHARDT is primarily merely a surname.
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as a whole, the primary significance of the marthepurchasing public is that of a
surname.”In re Hamilton Pharms27 USPQ2d at 1940 (emphasis added).
Accordingly, the issue is whether the combinatibthe term COLLECTION with the
surname EARNHARDT, when viewed in its entirety arseéd in conjunction with the
particular goods and services listed in the oppaggdications, diminishes the surname
significance of EARNHARDT such that the primaryrsifgcance of the composite term,
when used as a designation for those goods antagris other than as a surname.
Miller v. Miller, 105 USPQ2d 1615, *18-19 (TTAB 2013).

As reflected hereinafter, COLLECTION is frequenitlsed generically or in a
highly descriptive manner in connection with fuumé or custom homes. Consequently,
when the term COLLECTION is added to the surnam&BNKAARDT to form the
designation EARNHARDT COLLECTION, the primary si§oance of the designation,
as a whole, in connection with either furniturecastom homes, remains a surnarSee
In re Hamilton Pharms.27 USPQ2d at 1940y re E. Martinoni Ca.189 USPQ 589,
590 (TTAB 1975) citingn re Louis De Markus Corp136 USPQ 677, 677 (TTAB
1963) (“the descriptive word ‘process’ adds nothimgegistrability of ‘Duffey
Process™). Similar to adding BRASSERIE to thersume LIPP for restaurant services,
PETITE SUITES to the surname WOOLLEY'’S for hotetlanotel services, and LAW
GROUP to the surname MILLER for legal services,aqpng the term COLLECTION

to the surname EARNHARDT does not diminish the pryrsignificance of the

® Applicant repeatedly asserts erroneously in iisfithat, because the opposed designation, EARNHARD
COLLECTION, includes both a surname and an addifiterm, the composite designation cannot be
deemed primarily merely a surnan@ee, e.gApp. Brief at 4 (“It therefore is ngirimarily merelya
surname, as it includes both a surname and an@uliterm”) and App. Brief at 7 (“Opposer cannaika
such a showing because . . . the composite malkdes a term that is not a surname”).
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composite designation as a surname when that ggggns used in conjunction with
furniture or custom homesSee Miller 105 USPQ2d 161%n re Woolley's Petite Suites
18 USPQ2d 1810 (TTAB 1991l re Cazes21 USPQ2d 1796 (TTAB 1991). Thus,
Applicant's EARNHARDT COLLECTION designation, codsired, as a whole, would
be perceived by those who encounter it in conjoncivith the marketing and sales of
custom homes or furniture as primarily merely anaure.

1. The Term COLLECTION is a Generic or Highly Descriptive Term
When Used in Conjunction With Furniture or Custom Homes.

Applicant’s opposing brief relies almost exclusiveh the decision in
Hutchinson Technologynex partecase in which the issue was whether, in rejecdtieg
subject application and refusing to publish itdpposition, the PTO had satisfied its
burden of establishing@ima faciecase that HUTCHINSON TECHNOLOGY was
perceived as primarily merely a surname when usedmjunction with particular
computer componenfs Unlike the evidence of record pertaining to thent
“technology,” as applied to computer componentduichinson Technologyhe
uncontroverted evidence of record in this casdyaspports Opposer’s claim that the
term COLLECTION is a generic or highly descriptieem when used in conjunction
with either furniture or custom homeSee The Sea Island Co. v. Kroehler CoNps.
91120712 and 91121447, *32 (TTAB March 21, 2008ailable at

http://ttabvue.uspto.gov/ttabvue/ttabvue-911207 BRG3.pdi(“ The term

COLLECTION in applicant’'s mark, SEA ISLAND COLLECTI ON, is

unguestionably descriptive, if not generic, in conaction with a line of furniture.”).

* Applicant misinterpretsiutchinson Technologgs supporting the fallacious proposition thatHt]
inclusion of additional terms in a mark, therefareless generic negates a claim that the markrisapity
merely a surname.” App. Brief at 6.
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As Applicant noted, the word “collection” is usexdrefer to a group, gathering, or
assemblage of something, such as a collectionafsor a collection of paintings. App.
Brief at 9. The evidence of record demonstratesjadtely, and without challenge by
Applicant, that the term COLLECTION is generic aghly descriptive of Applicant’s
goods which are a group, gathering, compilatioassemblage of furniture and custom
homes. Moreover, Applicant admits in its brieftthet EARNHARDT COLLECTION
designation is used in connection with a “line’coktom home designs and construction
services. App. Brief at 3. Because the term COLLEIN is generic or highly
descriptive when used in conjunction with a lindwhiture or a line of custom homes,
the predominant portion of the designation is EARNRDT. See The Sea Island Co.,
Nos. 91120712 and 9112144t ,*32 (holding that the term SEA ISLAND is the
dominant portion of the SEA ISLAND COLLECTION mallecause the term
COLLECTION is descriptive of a line of furniture)As a result, the generic or highly
descriptive term COLLECTION “adds nothing in theya trademark significance” to
the dominant portion of the EARNHARDT COLLECTIONrfuture or custom homes
designation.See also In re Mannington Mills, In&Np. 78783771, *11 (TTAB April 22,

2008) available atttp://ttabvue.uspto.gov/ttabvue/ttabvue-787837XAH 3.pdf

(holding that “the descriptive word ‘oak’ adds nothin the way of trademark
significance to the surname HARRINGTON?” in connentwith flooring). As noted in
Opposer’s Motion for Partial Summary Judgmenteast 35 companies use the term
COLLECTION to refer to their furniture, and at 1€&9 companies use the term
COLLECTION to refer the custom construction of h@amdhus, the term

COLLECTION in combination with the surname EARNHARDwhen used with either
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furniture or custom homes, fails to transform thename significance of the composite
term. Instead, the primary significance of thenfture or custom home designation
EARNHARDT COLLECTION, considered as a whole, rensdimat of a surname.

CONCLUSION

For each of the foregoing reasons, Opposer isleshtio summary judgment in
this proceeding on the issues of (i) standing;piidrity; and (iii) the merits of Opposer’'s
claim under Section 2(e)(4) of the Lanham Act. éwdingly, each opposition should be

sustained.

Dated: August 20, 2013 Respectfully submitted,

s/Larry C. Jones/

Larry C. Jones

Carla H. Clements

Attorney for Opposer

Alston & Bird LLP

101 S. Tryon Street, Suite 4000
Charlotte, North Carolina 28280-4000
Telephone: (704) 444-1000
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CERTIFICATE OF SERVICE

| hereby certify that on the foregoif@pposer’s Reply Brief in Support of Motion
for Partial Summary Judgmemtas duly served on Applicant by depositing a copy o
same in the United States mail, first-class postagpaid, on the 20th day of August,

2013 addressed to Applicant’s attorneys of recsrtbbows:

D. Blaine Sanders

Matthew F. Tilley

Robinson Bradshaw & Hinson, P.A.
101 N. Tryon Street, Suite 1900
Charlotte, NC 28246-0106

By: s/Carla H. Clements/
Carla H. Clements
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