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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

PALETERIA LA MICHOACANA, LLC, Mark LA INDITA

PRODUCTOS LACTEOS TOCUMBO ) Opposition No. 91205093
S.A.DEC.v,, )
) MOTION TO CONSOLIDATE
Petitioner ) PENDING INTER PARTES
) PROCEEDINGS
VS. )
)
)
)

Applicart.

Opposer, Productos Lacteos Tocumbo S.A. de C.@pposer’or “Petitioner’) hereby
moves to consolidate the above-captioned proceeding with pending Opposition Nos. 91205049,
91205466 and 91205468 for all purposes, including trial and pre-trial proceedings. This Motion
is made on the grounds that each of such respective actions involve common questions of law
and fact Certainly, consolidation of thegeur proceedings will result in significanagings in
time, effort and expense feach of the parties and the TTABoreover, consolidation will
reduce the likelihood of duplicative work and minimize the chance of the partieg faci

inconsistent rulings rendered among each dfdlwdoselyelated inter partematters.

BRIEF IN SUPPORT OF MOTION

|. Background/History

A. THE BOARD’S DECISION TO CANCEL REGISTRATION NO. 3,210,304 AND
APPLICANT'S ACTION ON APPEAL BEFORE THE U.®DISTRICT COURT

On April 27, 2007, Opposdited a cancellatioraction (Proceeding No. 92047438)

against the mark shown Wnited States Registration N®,210,304or the mark LA INDITA
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MICHOACANA (and design)(shownhere: Choac® for certain goods in Class 30,

&
S
7,

namely “ice cream anfiluit products, namely fruit bar9.” Such markhad beemegistered in the
name of Paleteria La Michoacana, Inc. during most of the proceedirtdst was apparently
assigned to Paletia La Michoacana, LLGn January 24, 2011, which assignment was recorded
at the USPTO on February 08, 2011 under Reel/Frame 447170194.

Soon thereafter fier more thandur years of litigatiorbetween the partiesn May 20,
2011 the Board issued a 42-page precedential decision granting the petition and thushatlered t
such registratiomNo. 3210304 be cancelled on various grounds. Notably, in the statement of
decision attached hereto as Exhibi),Ahe Board made the following findings, among others

“[W] e find that petitionerthrough its licensee, Fernandez, useel marks

LA MICHOACANA NATURAL and design, LA FLOR DE MICHOACAN,

and LA MICHOACANA in connection with ice cream and retail ice cret@ne services

since 2001.%

“[T] hat petitioner ighe owner of the marks LA MICHOACANA NATURAL and design,

LA FLOR DE MICHOACAN, LMICHOACANA and the Indian girl design in Mexico,

has licensed the use of those marks in the United States, and that the use of the marks in

the United States inures to thertefit of petitionef *

“Respordent’s registration identifiesce cream andruit products, namely fruit bars.’

Petitioner through its licensees, El Michoacana Natural, Inc. and Rigoberto Fernandez,

uses petitioner’s Indian girl in connection witie sale of ice cream and ice cream bars,

the mark LAMICHOACANA NATURAL and design for ice cream, ice cream bars and
flavored waters, the mark LA FLOR DE MICHOACAN and design for ice cream bars,

1 Notably, both of Paleteria La Michoacana, Inc. and Paleteria La Michoacana, LL€losedy' related
companes” that each respectively sha@ only the same counsel, but also share the same address and
same principal officers, namely: Ignacio and Patricia Gutierrez. Itéwrs farther sworn by Mrs.

Gutierrez in the District Court that Paleteria La Michoacéma,retains liability for Opposer’s claims of
trademark infringement arising out of the use of the LA INDITA MICHGYNA (and design) mark

prior to ownership by Paleteria La Michoacana, LLC. (Dkt. 31-1)

“Board’s Decision at 28

*1d. at 29



and the mark LA MICHOACANA fare cream productsAccordingly, all the marks at
issueare used in connection with ice creafh.”

“Petitioner’s Indian girl is shown below.

Respondent’s mark is shown below.

The Indian girl designs are virtually identical. In view of the identity of the products and
the impulse nature of ice cream purchases, the word portion of respondent’s mark is not
sufficient to distinguish the marks.

“... Accordingly, we find that respondent’s mark is similar to petitioner’s Indian girl
design mark.®

“Although there are obvious diffences betwegpetitioner's mark LA
MICHOACANA and respondent’s mark LA INDITA MICHOACANA and design, the
marks are similar irappearance and sound to the extent that they both include the word
“Michoacana.” In addition, they have similar meanings in th& MICHOACANA
means the woman from Michoacédn and LA INDITA MICHOACANA means the Indian
woman from Michoacan. As noted above, the term LA INMIGHOACANA
reinforces the design portion of the mark, and, thus, both the petitioner’'s mark and
respondent’s m& engender the same commercial impressi@n, (ce creamfrom a
Michoacan woman). In view of the foregoing, we find that respondent’s mark LA INDITA
MICHOACANA and design smilar to petitioner’s mark LA MICHOACANA.

For the same reasons, we find that respondent’s mamikr to petitioner’'s marks
LA MICHOACANA NATURAL and LMICHOACANA NATURAL and desigﬁ.”

“The goods at issue are identical. With respegidtitioner’s registered marks LA
MICHOACANA NATURAL and LIMICHOACANA NATURAIland design, the channels
of trade and classes of consumers are presumed to be the saregidEmee shows that
the channels of trade and classes of consumers are the same with respect to petitioner’s
mark LAMICHOCANA NATURAL and that the classes of consumers are the same with

41d. at 3131
51d. at 36

61d.

"1d. at 39



respect to petitioner’s mark LA MICHOACANA and its Indian girl design. In addition,
because ice cream is a laest impulse purchase, consumers do not exercise a high
degree of care. Under these circumstances, respondeatis LA NDITA
MICHOACANA and design is sufficiently simitarpetitioner’s Indian girl and its marks
LA MICHOACANA, LAVMICHOACANA NATURAL and LA MICHOACANA NATURAL
and design to cause confusion, but not to petitioner's mark LA FLORICHOACAN
and design. In view thereof, we find respondemisk LA INDITA MICHOACANA and
design is likely to cause confusion with petitioner’s Indian girl and its marks LA
MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA NATURAL
design.

Decision: The petition for cancellatiois granted and Registration No. 3210304 will be
cancelled in due course”

After July 13, 2011 when the Board further denied Paleteria La Michoacanas, Inc.’
Request for Reconsideration, (which was filgdhe prior owner, Paleteria La Michoacana,. Inc
on June 17, 201 kvenafter the mark had been assigned to Paleteria La Michoacana, LLC)

On or about September 9, 2011, Palatka Michoacana, Inc. filed aidl Action in the
United States District Court for the District of Columbia (Case No.-&v221623) seeking
judicial review and reversal of the Board’s Decision granting canioslladf Registration No.
3,210,304, seeking a declaratory judgment of mbringement, and alleging Federal trademark
infringement against Opposer (the “Civil Action”)

Following several delays caused by Biaintiff's failure to join applicant Paleteria La
Michoacana, LLC within th€ivil Action, in the Second Amended Complaint recently filed on
June 11, 2012, Applicant was ultimately joined in the action, and additional causes of action
were also alleged against Opposer for cancellation of Opposer’s Trad@swskration Nos.
3,249,113 and 2,830,401 for the marks LA FLOR DE MICHOACAN and LA FLOR DE
MICHOACAN (and design) on various alleged grounds includamndonment.

A true copy of Applicant’s and Paleteria La Michoacana,Inc.’s Second Amended

Complaint is attached hereto as Exhihit

81d. at 4142.



In response, Opposer filed its Answer to the Second Amended Compliant and
Counterclaims against both Paleteria La Micave parties for Lanham Act violations,
trademark infringement, dilution of its trademarks, and further seeking iwrebf
Registration Nos. 2,968,652 and 2,905,172 for fraud and/or abandonment. A true copy of
Opposer’s Answer and Counterclaimattached hereto as Exhibit C

In reply, the Plaintiffs in the Civil Action recently filed an Answer to Oppsse
Counterclaims raising several affirmative defenses thehetime copy ofPaleteria La
Michoacana, Inc. and Paleteria La Michoacana, LLC’s jam$wer to crosaction and
counterclaimss attached hereto as Exhibit D

Disposition ofthe Civil Action will certainly have a bearing on the present action, as well
as the other pending actions described below, will lidelgrmine which party has senpor
rights in the mark LA INDITA MICHOACANA (and Indian Girl design), and Milrther
address various issues between the parties regauihgssues raised the Civil Action
including, inter alia, allegechere descriptiveness, geographical misdpseeness, and
abandonment.

B. THEPENDING INTER PARTES PROCEEDINGS

i. Opposer’'s Oppositions against Applicant’s subsequent appliciiotiee marks:
LA INDITA MICHOACANA (and Indian Girl design) and LA INDITA

Shortly after the Board had rendereddiégision to cancel the LA INDITA
MICHOACANA and Indian Girl design mark, on July 22, 20Applicant applied for Federal
registration of its alleged trademark LA INDITiAr “frozen confections, ice cream, ice cream
bars, ice cream sandwiches, fruit ices, freezer mopHyuit ice bar§ (Application Serial No.
85/378,387). On August 9, 2011, Applicant also appliedréateral registration of its alleged

trademark LA INDITA MICHOACANA (and desigrghown immediately below



(which mark is nearlydentical to the mark that was ordered to be cancelled by
the Board) alsdor “frozen confections, ice cream, ice cream bars, ice cream sandwiches, fruit
ices,freezer pops, fruit ice bafg(Application Serial No. 85/393,112)

Opposer has filed a Notice of Opposition against application serial no. 85/3978387
(Proceeding No. 91205093) and application serial no. 85/393112 (Proceeding No. 91205049).

In the ‘093 Proceeding Opposer’s grounds for opposition incliddihood of
confusion, likelihood of dilution, and fraud. In the ‘049 proceeding Opposer’s grounds for
opposition includelikelihood of confusion, likelihood of dilution, fraud in the application, and
that such mark isrpmarily geographically deceptively misdescriptiveen used by Applicant.

In both the ‘093 and ‘04proceedingsApplicant raised counterclaims for caflation of
Opposer’'gincontestable) registration N&,830,401 for the mark LA FDR DE MICHOACAN

And registration no 3,249,113 for theark LA FLOR DE MICHOACAN and desigshown here

I:. ﬁ '.I
alleging groundghat Opposer failed to exercise sufficient control/and
abandonment.

OnJuly 3, 2012, and July 12, 2012, respectively, Opposer filed its answer to each of the

counterclaims.

ii. Applicant’'s Oppositions against Opposer’s matis MICHOACANA and LA
MICHOACANA NATURAL

Opposer had filed trademark application serial No. 85/405@4he mark LA

MICHOACANA (words only) in connection with various goods and services related to its ice



cream business which include, inter alia, “edible fruit ices, ice cream” among.étfter such
markwas published, Applicant filed opposition proceeding no. 91205466 against such mark. The
grounds for opposition included that the opposed mark is allegedly “likely to be confused with
its alleged prior rights in Registration No. 3,210,304 a$ agits alleged rightsertain marks
includingLA MICHOACANA, LA INDITA MICHOACANA and LA MICHOACANA ES

NATURAL (App. No. 77/451,471); that Opposer had allegedly not used the LA

MICHOACANA word mark prior the filing of the application; that Opposer conedittfraud in

the application” and that the opposed mark is “generic or merely descriptive.”

In addition, Opposer had filed application Serial No. 85/408,561 for the mark LA

La 0
AZCH 0 HERN

" Natural

MICHOACANA NATURAL (and design, in connection with
various goods and services related to its ice cream business. After such satbisshed,
Applicant filed opposition proceeding no. 91205468 against such mark as based on substantially
thesame grounds as were filed in proceeding No. 91205466.
. ARGUMENT

Legal Standard

Fed. R. Civ. P. 42(a), as made applicable to Board proceedings by 37 CFR Section
2.116(a) (Trademark Rule 2.116(a)), provides that when actions involving common questions of
law and fact are pendirfgefore the Board, the Board may order all of the actions consolidated,

and it may make any orders concerning pending proceedings to avoid unnecesisany delay.



In thiscase there imore tharsufficient commonality of factual and legasues ireach
of the proceedings such that consolidation is approptitde the case now before the District
Court, (appealing the Board’s cancellation of Registration No. 3,21,0304 for the mark LA
INDITA MICHOACANA) all four opposition proceedings involve tekame partiganvolve
marks that are highly similar to one another, and share the same meaning andioconaotht
notably include the respective components LA INDITA MICHOACANA adlas related
Indian Girl designs. Further, each of the matters contaiy similar pleadingsaising the same
primary issues.

TBMP Section &1 provides for consolidation of such actions when as here, the actions
involve a common questions of fact and law, and where handled separately, eacmatténs
will needlessly cause additional costs and delay. Certainly, there vailbigmificant,f not
overwhelming savings of time, effort and expense gained by the partidseadard from the
proposed consolidation of the four matters which will well outweigh any allegadirejor
inconvenience that might be allegedly caused by such proposed consolidation.
(See In reSoftspikes, In2009 WL 722034 (T.T.A.B. March 3, 2009) (unpublished) (TTAB
consolidated proceedings where applications involved the same marks and ralasthiss:
ICE Futures U.S., In¢85 U.S.P.Q. 2d 1664 (TTAB 2008) (TTAB consolidated proceedings in
the appeals of three applications because they involved the same applicant and cemes®f is
fact and law); In re IP Carrier Consulting Group, 84 US.P.Q.2d 1028 (TTAB 2007)( TTAB
consolidated appeals because applications were filed by the same applicewgddw the
same examining attorney, and involved common issues of fact andlaeli; & Decker Corp.
v. Emerson ElecCo.,84 U.S.P.Q. 2d 1482 (TTAB 2007) (TTAB granted the parties consented
motions to consolidate the proceedings on two oppositions involving the same partlas, simi

marks, and identical goodd\t.C.l. Foods Inc. v. Bunt&6 USPQ2d 1044, 1046 (TTAB 2008)



(proceeding involved identical parties, identical registrations and relates)sS. Indusries

Inc. v. Lamb-Weston Inc45 USPQ2d 1293, 1297 (TTAB 1997) (both proceedings involved the
same mark and virtually identical pleadingRitchie v. Simpsqml USPQ2d 1859 (TTAB
1996),rev'd on other ground<s70 F.3d 1092, 50 USPQ2d 1023 (Fed. C389) (cases
consolidated despite variations in marks and godtilgpn Research Inc. v. Society for Human
Resource Managemer7 USPQ2d 1423 (TTAB 1993) (opposition and cancellation
consolidated)Regatta Sport Ltd. v. Telux-Pioneer 120 USPQ2d 1154 (TTAB 1991); and
Estate of Biro v. Bic Corpl18 USPQ2d 1382, 1384 n.3 (TTAB 199%ge also Helene Curtis
Industries Inc. v. Suave Shoe Coi88 USPQ2d 1618 (TTAB 198®Bigfoot 4x4 Inc. v. Bear
Foot Inc, 5 USPQ2d 1444 (TTAB 1987ederated Department Stores, Inc. v. Gold Circle
Insurance Cq.226 USPQ 262 (TTAB 1985)).

When deciding whether to consolidate proceedings, the TTAB will weigh the savings in
time, effort and expense for each of the parties and the TTAB againsteangice or
inconvenience that consolidation may causBMP 8511; Seealso e.g.Dating DNA LLC v.
Imagini Holdings Ltd.94 USPQ2d 1889, 1893 (TTAB 2010) (motion to consolidate granted)
Lever Bros. v. Shaklee Corgl4 U.S.P.Q. 654 (TTAB 1982) (motion to consolidate an
opposition proceeding with the cancellation pending between the parties was denied on the
ground that it was untimely since all testimony periods in the opposition had expieegias the
cancellation was still in the pleading stagenyirotech Corp. v. Solaro@orp., 211 U.S.P.Q.

724 (TTAB 1981) denying opposer’s motion to consolidate as prejudicial to the applicant
because the marks in applicant’s applications were not the same, but rendergig desiision
dealing with all of the issues the three oppositions and considering differences in applicant’s

marks. )



Here, the respective pending opposition cases are each very early in the pgs;ebdi
parties to the respective actions are the same nopossibleprejudice will result from
consolidation.Most importantly consolidation is appropriate inasmuch as the four proceedings
involve the same parties, involve the same basic “ice cream” gomgsch shareommon
guestions of law and fact.

Since thd_A INDITA and LA INDITA MICHOACANA (and Indian Girl Design)marks
sought to be registered bypplicant ineach of its applications are similar and inasmuch as
Opposelhas in each instan¢again) challenged Aplicant’s right ofregistration on primaly
the same grounds as were previously tried before the Board in itstfeafdine same marks are
involved in each of the pending inter partes proceedings mentioned herein; and sincan\ppli
has countered by contending that it has superior rights in the similar and kélated
MICHOACANA and Indian girldesign marks as well as the mark LA MICHOACANA ES
NATURAL mark, (which is identical to Opposer’s asserted mark), Opposer belieatthese
four proceedings may be presented on the same record without appreciable inconvenience or
confusion. To the contrary, separate proceedings would only cause additional andniedarr
costs, administrative confusion and delays.

Thus, under FRCP Rule 42(a), Opposer’s Motion to Caetel thesdour pending
matters is proper and should be granted.

Moreover,as is show by the accompanying Motion to Suspend the proceedings pending
the outcome of the Civil Action in the District Coutig prior cancellation matter has a direct
bearing on the outcome of these newly pending cases, and thasly, if not all of the varias
affirmative defenses and issues raised by Applicant in these inter partes imgeeddbe

mooted if not otherwise directly affectdaly theDistrict Court’sdecision rendered therein.

10



Accordingly, the Board should order these matters consolidated and then suspend same
pending the outcome of the District Court action.
Respectfully submitted, Andersor& Associates

Dated:August 3, 2012 by: _ /StephenLAnderson/__
Stephen L. Anderson
Attorneys forPetitioner
27247 Madison Avenue, Suite 121
Temecula, CA 92590
(951) 296-1700 tel.
(951) 296-2456 fax
attorneys@brandxperts.coremail

Certificate of Service
| hereby certify that on the date set foréidw, a true copy of the foregoing
MOTION TO CONSOLIDATE PENDING INTER PARTES PROCEEDINGS
wasdeposited in the United States mail whtist-class postage prepaid; to

Rosemary S. Tarlton

Morrison & Foerster LLP

425 Market Street

San Francisco, Cébrnia 94105-2482
(Attorneys for for Opposer)

Dated: August 3, 2012 /StephenLAnderson/

11
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THIS OPINION IS A PRECEDENT
OF THE T.T.A.B.

Mailed:
May 20, 2011

UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

Productos Lacteos Tocumbo S.A. de C.V.
V.
Paleteria La Michoacana, Inc.
Cancellation No. 92047438
Stephen L. Anderson of Anderson & Associates for Productos
Lacteos Tocumbo S.A. de C.V.
D. Greg Durbin of McCormick, Barstow, Sheppard, Wayte &
Caruth LLP for Paleteria La Michoacana, Inc.
Before Walters, Bergsman and Ritchie,
Administrative Trademark Judges.
Opinion by Bergsman, Administrative Trademark Judge:
Productos Lacteos Tocumbo S.A. de C.V. (“petitioner”)
filed a petition to cancel Registration No. 3210304 for the
mark LA INDITA MICHOACANA and design, shown below, for “ice
cream and fruit products, namely fruit bars,” in
International Class 30, owned by Paleteria La Michoacana,

Inc. (“respondent”) .’

! Issued February 20, 2007.



Cancellation No. 92047438
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As grounds for cancellation, petitioner alleged
likelihood of confusion, fraud and dilution. Because
petitioner presented no arguments in its brief regarding its
fraud and dilution claims, we deem petitioner to have waived
those claims, and we have given them no consideration.

With respect to its likelihood of confusion claim,
petitioner alleged that prior to any use by respondent of
its mark, petitioner and its related company or licensees
have used the marks LA MICHOACANA NATURAL and design and LA
FLOR DE MICHOACAN for, inter alia, ice cream, fruit ice bars
and retail store services featuring ice cream and fruit ice
bars and that respondent’s mark so resembles petitioner’s
marks as to be likely to cause confusion. Specifically,
petitioner claimed ownership of Registration No. 2830401 for
the mark LA FLOR DE MICHOACAN, in typed drawing form, for

“jce cream,” in Class 30.° Also, petitioner claimed

? Issued April 6, 2004; Sections 8 and 15 affidavits accepted and
acknowledged. Petitioner’s registration states that “[t]lhe
English translation for the word [sic] ‘LA FLOR DE MICHOACAN'’ in
the mark is ‘The blossom of Michoacan.’”



Cancellation No. 92047438

ownership of application Serial No. 78954490 for the mark LA
MICHOACANA NATURAL and design, shown below, for the
following goods and services:
Cones for ice cream; flavored ices;
frozen yoghurt; fruit ice; fruit ice
bar; fruit ices; ice; ice candies; ice
cream; ice cream drinks; ice cream
mixes; ice cream powder; ice cubes; ice
milk bars; ice-cream cakes, in Class 30;
and
Retail shops featuring ice cream, fruit
bars, drinks and snacks; retail stores

featuring ice cream, fruit bars, drinks
and snacks, in Class 35.°

| Chsegflbeama

/[ Natural /

Petitioner alleges that respondent’s registration has been
cited as a Section 2(d) bar to petitioner’s above-noted
application.

In its answer, respondent denied the salient
allegations in the petition for cancellation.

The Record

By operation of Trademark Rule 2.122, 37 CFR §2.122,
the record includes the pleadings and the registration file
for respondent’s mark. The record also includes the

following testimony and evidence:



Cancellation No. 92047438

A. Petitioner’s Evidence.

1. Notice of reliance on respondent’s responses to
petitioner’s requests for admission Nos. 12, 21, 31 and 40.

2. Notice of reliance on respondent’s responses to
petitioner’s interrogatory Nos. 7, 9, 14 and 26.

3. Deposition upon written questions, with attached
exhibits, of Marco Antonio Andrade Malfavdén, a director of
petitioner.

4. Testimony deposition, with attached exhibits, of
Jorge Andrade Malfavdn, a director of petitioner, an officer
of El Michoacana Natural, Inc., a licensee of petitioner.

He is also Marco Antonio Andrade Malfavén’s brother.

5. Testimony deposition, with attached exhibits, of
Rigoberto Fernandez, an officer of El Michoacana Natural,
Inc., licensee of petitioner.

6. Notice of reliance on respondent’s response to
petitioner’s interrogatory No. 8.

7. Notice of reliance on a copy of application Serial
No. 78954490 for the mark LA MICHOACANA NATURAL and design,

shown below®

3 Filed August 17, 2006. Petitioner disclaimed the exclusive
right to use the word “Natural.”

* The application includes the statement that “[t]lhe foreign
wording in the mark translates into English as the natural woman
from Michoacan.”



Cancellation No. 92047438
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and application Serial No. 78771243 for the mark comprising

the design of an Indian girl, shown below

8. Rebuttal deposition, with attached exhibits, of
Ruben Gutierrez, C.E.O. of Tropicale Foods. He is the
brother and former partner of Ignacio Gutierrez, who is
respondent’s president.

B. Respondent’s evidence.

1. Notice of reliance on petitioner’s responses to
respondent’s requests for admission Nos. 1, 3 and 5.
2. Notice of reliance on petitioner’s responses to
respondent’s interrogatory Nos. 16 and 20.
3. Notice of reliance on the following federally-
registered marks:
a. A certified copy of petitioner’s Registration
No. 3249113 for the mark LA FLOR DE MICHOACAN
and design, shown below, for, inter alia,
frozen fruits, ice cream, frozen yogurt and

“retail shops featuring ice-cream,” prepared



Cancellation No. 92047438

by the U.S. Patent and Trademark Office
showing the current status of and title to

the registration.’

c. Three third-party registrations owned by
different entities incorporating the term LA
MICHOACANA: two for ice cream and one for
tortillas.

4. Testimony deposition, with attached exhibits, of
Patricia Gutierrez, respondent’s Vice President, Secretary
and Treasurer.

5. Testimony deposition, with attached exhibits, of
Ignacio Gutierrez, respondent’s President and husband of
Patricia Gutierrez.

6. Testimony deposition, with attached exhibits, of
Karl Jepsen, respondent’s Chief Financial Officer.

7. Testimony deposition, with attached exhibits, of

Angelita Morales, a graphic designer.

5> Igssued June 5, 2007 based on an application filed December 8,

2005, and claiming first use anywhere and first use in commerce
on April 20, 2001. The registration includes the statement that
“[t]lhe foreign wording in the mark translates into English as THE
BLOSSOM OF MICHOACAN.”



Cancellation No. 92047438

8. Second testimony deposition, with attached
exhibits, of Rigoberto Fernandez an officer of petitioner’s
licensee E1 Michoacana Natural, Inc.

Preliminary Issues

A. Whether likelihood of confusion based petitioner’s use
of the mark LA MICHOACANA and the mark comprising an
Indian girl design was tried by implied consent?

In its brief, petitioner claimed rights to the mark LA
MICHOACANA and the mark comprising the design of an Indian

girl, shown below (hereinafter “petitioner’s Indian girl”).

In its brief, respondent objected to the evidence
regarding petitioner’s use of the mark LA MICHOACANA and
petitioner’s Indian girl on the grounds that they were not
pleaded and that petitioner did not amend its petition for
cancellation to assert rights in those marks.®

In its reply brief, petitioner acknowledged that it did
not plead ownership of either mark but argued that
throughout the proceeding it had asserted rights in those
marks and now it seeks leave to amend the petition to

conform to the evidence.’

® Respondent’s Brief, pp. 3-4.

7 Petitioner’s Reply Brief, p. 22.



Cancellation No. 92047438

Because petitioner may not rely on unpleaded marks, we
must determine whether petitioner’s attempt to prove its use
of the mark LA MICHOACANA and petitioner’s Indian girl was
tried by implied consent.

Implied consent to the trial of an

unpleaded issue can be found only where

the nonoffering party (1) raised no

objection to the introduction of

evidence on the issue, and (2) was

fairly apprised that the evidence was

being offered in support of the issue.
TBMP §507.03(b). See also Morgan Creek Productions Inc. V.
Foria International Inc., 91 USPQ2d 1134, 1138 (TTAB 2009) ;
H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720-1721
(TTAB 2008); Long John Silver’s Inc. v. Lou Scharf Inc., 213
USPQ 263, 266 n.6 (TTAB 1982) (applicant’s objection to the
introduction of evidence regarding an unpleaded issue
obviated the need to determine whether the issue had been
tried by implied consent); Boise Cascade Corp. v. Cascade
Coach Co., 168 USPQ 795, 797 (TTAB 1970) (“Generally
speaking, there is an implied consent to contest an issue if
there is no objection to the introduction of evidence on the
unpleaded issue, as long as the adverse party was fairly
informed that the evidence went to the unpleaded issue”).

The question of whether an issue was

tried by consent is basically one of

fairness. The non-moving party must be

aware that the issue is being tried, and

therefore there should be no doubt on
this matter.



Cancellation No. 92047438

Morgan Creek Productions Inc. v. Foria International Inc.,
91 USPQ2d at 1139.

On September 16, 2009, petitioner filed notices of
reliance on respondent’s responses to petitioner’s requests
for admission and responses to interrogatories. In the
notices of reliance, petitioner expressly stated that
respondent’s responses were relevant to show petitioner’s
priority of numerous marks, including, inter alia, LA
MICHOACANA and petitioner’s Indian girl. Petitioner’s
Indian girl was identified as the subject of application
Serial No. 78771243, claiming use in commerce as of April
20, 2001.

Marco Antonio Andrade Malfavén (hereinafter “Marco
Malfavdén”), a director of petitioner, testified upon written
guestions that petitioner has authorized the use of the
marks LA MICHOACANA and “the design of a little Indian.”®
The deposition was filed on November 11, 2009. He also
testified that petitioner licensed the use of the marks LA
MICHOACANA and “‘Diseflo Indita’ (Design of an Indian Girl)”
in the United States.’

On September 9, 2009, petitioner took the testimony
deposition of Jorge Andrade Malfavén (hereinafter “Jorge

Malfavén”), a director of petitioner, an officer of

® Marco Malfavén Dep., pp. 22-23, questions 63 and 65.

° 1d. at pp- 29-30, 32-33 and 34-39, questions 83, 84, 86, 91, 93
and 95-108.
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petitioner’s licensee El1 Michoacana Natural, Inc., and the
brother of Marco Malfavdén. Jorge Malfavdén corroborated
petitioner’s efforts to license the use of the marks LA
MICHOACANA and petitioner’s Indian girl in the United
States.™ Jorge Malfavén also specifically testified
regarding the use of the marks LA MICHOACANA and
petitioner’s Indian girl in the United States as of 2001.%
Counsel for respondent attended the deposition. Counsel for
respondent did not object to the testimony regarding the
marks LA MICHOACANA or petitioner’s Indian girl and he did
not cross-examine the witness.

Also on September 9, 2009, petitioner took the
testimony deposition of Rigoberto Fernandez, the owner of
three LA MICHOACANA ice cream stores.'? Mr. Fernandez
opened his first store in 2001.'° Mr. Fernandez testified
that he was licensed to use the marks LA MICHOACANA and
petitioner’s Indian girl by petitioner' and he identified a
menu from his store in West Palm Beach, Florida and cups,
shirts, hats and water bottles displaying petitioner’s

Indian girl that he used since 2001.%° Counsel for

1% Jorge Malfavén Dep., pp. 15-17.

Jorge Malfavdén Dep., pp. 31-32, Exhibits 30 and 32.
Fernandez Dep., p. 6.

What stores do you own?

West Palm, Naples, and Fort Myers, La Michoacana.

11
12

> 10

2 Id. at pp. 6, 12.
" 1d. at pp. 8-10.
' Id. at pp. 24-27, Exhibits 29 and 30.

10
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respondent attended the deposition. Counsel for respondent
did not object to the testimony regarding the marks LA
MICHOACANA or petitioner’s Indian girl design and he cross-
examined the witness regarding petitioner’s Indian girl
design.'®

Subsequently, on February 1, 2010, respondent deposed
Mr. Fernandez regarding, inter alia, his license to use the
marks LA MICHOACANA and petitioner’s Indian girl'’ as well
as the witness’s use of the Indian girl design.'®

On March 12, 2010, petitioner filed a notice of
reliance on respondent’s response to petitioner’s
Interrogatory No. 8 to show that respondent “neither coined
nor drew [respondent’s Indian girl design], but rather
knowingly intentionally infringed upon and misappropriated
such marks of the petition with the specific intent to cause
confusion and deception.”®?

On March 18, 2010, petitioner filed a notice of
reliance on official records of the USPTO, including a copy
of application Serial No. 78771243 for petitioner’s Indian
girl. Petitioner explained that the application was
relevant to show that it had superior rights to the mark and

that respondent filed its application in bad faith.

' Id. at pp. 65-66.

7 Fernandez Dep. 2, pp. 17-24 and 57-58

' Id. at pp. 66-69.

Notice of reliance, p. 2 (statement of relevance).

11
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After reviewing the testimony and evidence introduced
during the trial periods, we find that petitioner’s rights
in or likelihood of confusion based on petitioner’s rights
in the mark LA MICHOACANA and petitioner’s Indian girl was
tried by implied consent. When petitioner filed its notices
of reliance in September 2009, it specifically stated that
respondent’s discovery responses were relevant to show
petitioner’s priority of numerous marks, including, inter
alia, LA MICHOACANA and petitioner’s Indian girl.

Petitioner further emphasized its intention to rely on those
marks through the testimony depositions of Jorge Malfavdn
and Rigoberto Fernandez. During the depositions, respondent
did not object to that testimony and it had the opportunity
to cross-examine the witnesses. In fact, in a separate
deposition during its own testimony period, respondent
deposed Mr. Fernandez regarding the use of those marks. 1In
view of the foregoing, we find that respondent did not raise
a timely objection to the introduction of any testimony or
evidence regarding the marks LA MICHOACANA and petitioner’s
Indian girl and that respondent was fairly apprised that
petitioner was claiming ownership of and prior use for those
marks. Accordingly, respondent’s objection to petitioner’s
testimony and evidence regarding the marks LA MICHOACANA and

petitioner’s Indian girl is overruled and we deem the

12
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pleadings amended to conform to the evidence pursuant to
Fed. R. Civ. P. 15(b).
B. Whether respondent’s use of its Indian girl design as a

stand alone mark or in connection with a term other
than LA INDITA MICHOACANA was tried by implied consent?

Respondent did not plead as an affirmative defense that
it would rely on its use and registration of marks
comprising an Indian girl design (hereinafter “respondent’s
Indian girl”) for ice cream and fruit bars to prove prior
use of that mark or as the basis for the prior registration
(or Morehouse) defense?® (i.e., the defense that a
petitioner cannot suffer damage, within the meaning of
Section 14 of the Trademark Act, by the maintenance of a
registration if the registrant owns unchallenged
registrations of that mark for the same goods). Mere denial
by respondent of petitioner’s allegation of priority of use
is sufficient to put petitioner on notice that it must prove
petitioner’s pleaded priority, but it is not sufficient to
put petitioner on notice that any priority petitioner will
attempt to prove will have to predate the priority that
respondent will attempt to prove through tacking, or that
respondent is relying on the prior registration defense.

See H.D. Lee Co. v. Maidenform Inc., 87 USPQ2d 1715, 1720

(TTAB 2008). Nevertheless, respondent introduced evidence

?° Morehouse Mfg. Corp. v. J. Strickland & Co., 407 F.2d 881, 160
USPQ 715 (CCPA 1969).

13
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and testimony regarding its use and registration of
respondent’s Indian girl as a stand-alone mark.

Accordingly, we must determine whether either respondent’s
attempt to tack the prior use of respondent’s Indian girl or
the prior registration defense was tried by implied consent.

On September 16, 2009, petitioner filed a notice of
reliance on respondent’s responses to petitioner’s requests
for admissions Nos. 12 and 40 wherein respondent admitted
that it had not used its LA INDITA MICHOACANA and design
mark at issue in this case prior to February 21, 2005.
Petitioner also submitted a notice of reliance on
respondent’s response to interrogatory No. 14 wherein
respondent produced an invoice dated February 22, 2005 to
identify a document supporting respondent’s first use.
There was no indication that respondent would be asserting
priority based on its use of a mark comprising respondent’s
Indian girl or would be relying on any mark other than the
mark in the registration sought to be cancelled.

In its first notice of reliance, respondent introduced
certified copies prepared by the U.S. Patent and Trademark
Office showing the current title and status of two
federally-registered Indian girl marks, shown below, owned

by respondent, both for “ice cream; fruit bars.”

14
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1. Registration No. 2905172, issued November 23,

2004 .°t

2. Registration No. 2968652, issued July 12, 2005.7%

Respondent explained that these registrations were made
of record “to demonstrate among other things, the validity
of the registration(s), Registrant’s right to use the
mark (s) on the identified goods, Registrant’s exclusive
right to use the mark(s), and Registrant’s continuous use of
the mark(s).”?® Respondent did not state that it would be
asserting the prior registration defense.

Subsequently, Patricia Gutierrez, Vice President,
Secretary and Treasurer of respondent, authenticated the
registrations during her testimony deposition.?®* Ms.

Gutierrez also testified that respondent used respondent’s

1 A section 8 affidavit has been accepted.

A section 8 affidavit has been accepted.
Notice of reliance, p. 2.
Patricia Gutierrez Dep., pp. 9-11, Exhibits 2 and 3.

22
23
24
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Indian girl in connection with ice cream and fruit bars at
least as early as 1999.7%

On cross examination, Ignacio Gutierrez, president of
respondent, testified that he created respondent’s Indian
girl and that he was unaware that “as early as 2001 that
identical mark was being used by [petitioner].”?®
Respondent also introduced the testimony of Angelita
Morales, a graphic designer, who testified that in 2004,
Ignacio Gutierrez gave her a drawing of respondent’s Indian
girl and the words LA MICHOACANA ES NATURAL, and that she
transferred that drawing to an electronic file in order to
edit it to create a more professional appearance.?’

Petitioner, in its brief, argued that well prior to
2005, the earliest date on which respondent purportedly may
rely, petitioner had used its marks LA MICHOACANA and
petitioner’s Indian girl.?® Petitioner did not reference
any use or registration by respondent of respondent’s Indian
girl as a stand-alone mark.

Respondent, in its brief, referenced the evidence and

testimony regarding its use of respondent’s Indian girl at

25
26

Patricia Gutierrez Dep., pp. 23-24.

Ignacio Gutierrez Dep., pp. 49-50.

Morales Dep.

Petitioner’s Brief, pp. 25-26. Respondent filed its
application for registration on June 28, 2005 and, as discussed
below, made its first sales of products bearing the registered
mark on February 21, 2005.

27
28
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least as early as 1999,%° but did not argue for purposes of

tacking that it had prior use

of respondent’s Indian girl or

that petitioner was not damaged under a prior registration

defense because of the existence of respondent’s other two

Indian girl registrations.

After reviewing the testimony and evidence introduced

during the trial periods,
parties,
its Indian girl for ice cream
petitioner on notice that the
be used by respondent to tack
Indian girl to prove priority
assert the prior registration

testimony of Angelita Morales

as well as the briefs of the

we find that respondent’s use and registration of

and fruit bars did not put
testimony and evidence would
the prior use of respondent’s
to

or, in the alternative,

defense. For example, the

regarding when she created the

mark at issue does not support the notion that respondent is
claiming the use and registration of respondent’s Indian
girl as a stand-alone mark to demonstrate its priority. The
Morales testimony creates the impression that respondent is

attempting to establish 2004-2005 as its date of first use.

In view of the foregoing, we find that the issues of tacking
and the prior registration defense were not tried by implied
Thus,

consent. we only consider respondent’s testimony and

evidence regarding its use and registration of respondent’s

29

Respondent’s Brief, p. 10.
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Indian girl for whatever probative value they have vis-a-vis
the mark sought to be cancelled.

C. Petitioner’s family of marks argument.

In its brief, petitioner raised for the first time the
claim that it is the owner of a “family of marks,”
presumably based on the word “Michoacana.” Respondent
objected to petitioner’s claim. Petitioner’s reference to a
family of marks in its brief will not be considered because
this claim was neither pleaded nor tried by the parties.

See Standard Knitting Ltd. v. Toyota Jidosha Kabushiki
Kaisha, 77 USPQ2d 1917, 1929 n. 17 (TTAB 2006); Sunken
Products Co. v. Sunex International Inc., 1 USPQ2d 1744,
1747 n. 12 (TTAB 1987).

D. The probative value of Spanish documents.

During the depositions of its witnesses, petitioner
introduced several documents written in Spanish without
providing English translations.’’ Respondent did not raise
any objections to these documents during the depositions or
in its brief and, in fact, treated them as being of record.
Because the Board conducts its proceedings in English, these
documents have no probative value. See Hard Rock Cafe
Licensing Corp. v. Elsea, 48 USPQ2d 1400, 1405 (TTAB

1998) (holding that documents in a language other than

*° See e.g., Marco Malfavén Dep., Exhibit 11 (petitioner’s
articles of incorporation, Exhibit 12 (petitioner’s trademark

18
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English are inadmissible). Nevertheless, because respondent
did not raise any objections to the testimony regarding the
documents and treated them as being of record, we have
considered the testimony of the witnesses regarding the
documents.

E. Objections raised for the first time in petitioner’s
reply brief are untimely.

Petitioner objected to the depositions of Karl Jepsen
and Angelita Morales at the beginning of their respective
depositions on the ground that the witnesses had not been
previously identified as witnesses in response to written
discovery or pretrial disclosures. In its main brief,
petitioner did not discuss any evidentiary objections.
However, in its reply brief, petitioner renewed objections
to the testimony depositions of Karl Jepsen and Angelita
Morales.

In order to preserve an objection that was seasonably
raised at trial, a party must maintain the objection in its
opening brief on the case. See Hard Rock Café International
(USA) Inc. v. Elsea, 56 USPQ2d 1504, 1507 n.5 (TTAB 2000)
(objection to exhibit raised during deposition but not
maintained in brief is deemed waived); and Reflange Inc. v.
R-Con International, 17 USPQ2d 1125, 1126 n.4 (TTAB 1990)

(objections to testimony and exhibits made during

license with Jorge Malfavdén), and Exhibit 13 (petitioner’s
trademark license with Rigoberto Fernandez) .

19
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depositions deemed waived where neither party raised any
objection to specific evidence in its brief). See also TBMP
§707.03(c) (2d. ed. rev. 2004).

Because petitioner did not maintain its objections in
its opening brief on the case, we deem the objections to be
waived. Petitioner cannot wait until its reply brief to
maintain objections; to allow petitioner’s objection in its
reply brief would effectively foreclose respondent from
responding to the objections. Kohler Co. v. Baldwin
Hardware Corp., 82 USPQ2d 1100, 1104 (TTAB 2007) (objection
raised at trial waived when petitioner waited until its
reply brief to renew objections). Accordingly, petitioner’s
objection is overruled and the depositions of Karl Jepsen
and Angelita Morales have been considered.

F. Other objections.

With respect to the remaining evidentiary objections,
we choose not to make specific rulings on each and every
objection. In this regard, the Board is capable of weighing
the relevance and strength or weakness of the objected-to
testimony and evidence, including any inherent limitations
on the value of particular items in evidence, and this
precludes the need to strike the testimony and evidence. As
necessary and appropriate, we will point out in this
decision any limitations applied to the evidence or

otherwise note that the evidence cannot be relied upon in

20
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the manner sought. Finally, while we have considered all
the evidence and arguments of the parties, we do not rely on
evidence not discussed herein.

Standing

During the testimony of Jorge Malfavdén, petitioner
introduced into evidence Registration No. 2830401 for the
mark LA FLOR DE MICHOACAN, in typed drawing form, for “ice
cream,” with Mr. Malfavdén attesting to petitioner’s
ownership and the current status of the registration.’'
Petitioner also attempted to introduce Registration No.
3249113 for the mark LA FLOR DE MICHOACAN and design (noted
above in respondent’s evidence) but failed to have Mr.
Malfavén testify as to the current status of the
registration. However, because respondent introduced a
certified copy of the registration through a notice of
reliance, the registration is of record.

Jorge Malfavdén, a director of petitioner, testified
that “[alt the beginning of 2001, around March or April,” he
began using the trademarks LA MICHOACANA NATURAL, LA
MICHOACANA NATURAL and design, LA MICHOACANA, LA FLOR DE

MICHOACAN, and petitioner’s Indian girl in the United States

*! Registered April 6, 2004 based on an application filed April

18, 2001. (Jorge Malfavdén Dep. pp. 24-25, Exhibit 24).
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in connection with ice cream, flavored waters, and ice cream
bars as a licensee of petitioner.??

The registrations and testimony as discussed above are
sufficient to demonstrate that petitioner has a real
interest in this proceeding, and therefore has standing.
Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d
1024, 213 USPQ 185, 189 (CCPA 1982).

Priority

In order for petitioner to prevail on its Section 2(d)
claim, it must prove that it has a proprietary interest in
its marks and that such interest was obtained prior to
either the filing date of respondent’s application for
registration or, if earlier, respondent’s proven date of
first use. Herbko International Inc. v. Kappa Books Inc.,
308 F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002); Otto
Roth & Co., Inc. v. Universal Corp., 640 F.2d 1317, 209 USPQ
40, 43 (CCPA 1981); Miller Brewing Co. v. Anheuser-Busch
Inc., 27 USPQ2d 1711, 1714 (TTAB 1993).

Respondent filed its application for registration on
June 28, 2005, claiming first use anywhere and in commerce
as of February 21, 2005. The evidence shows that respondent

made its first sales of products bearing the registered mark

*? Jorge Malfavén Dep. pp. 16-17. See also Rigoberto Fernandez

Dep., p. 10.
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on February 21, 2005.°% 1In view of the foregoing,
petitioner must establish that it first used its marks prior
to February 21, 2005.

A. The Indian girl design.

Petitioner is a family-run Mexican company that
produces and sells ice cream and fruit bars.?® Petitioner
uses “the design of a little Indian” in connection with the
sale of ice cream bars, fruit bars, ice cream pops and
paletas (a type of ice cream bar).’® On March 3, 2001,
petitioner executed a trademark license agreement with E1
Michoacana Natural, Inc., a Florida corporation, signed by
Jorge Malfavdén on behalf of El Michoacana Natural, Inc. for
the marks LA MICHOACANA NATURAL, LA MICHOACANA, LA FLOR DE
MICHOACAN, and the “Disefio Indita” (petitioner’s Indian
girl) for use in the United States. As noted above, Jorge
Malfavén is a director of petitioner and the brother of
Marco Malfavén.’® At the same time that petitioner licensed
the marks to El1 Michoacana Natural, Inc., it also licensed

those marks to Rigoberto Fernandez.’’ Mr. Fernandez is also

** Ignacio Gutierrez Dep., pp. 31-33; Patricia Gutierrez Dep. pp.

34 and 57-58; Respondent’s response to petitioner’s requests for
admission Nos. 12 and 13.

** Marco Malfavén Dep., pp. 5 and 23-25, question Nos. 3, 4, 66 67
(*it is a family business”), 69, 72; Jorge Malfavén Dep., p. 6.

*> Marco Malfavén Dep., pp. 22-23, question Nos. 64 and 65.

*¢ Marco Malfavén Dep., pp. 27-34, question Nos. 77-89 and 91-95
and Exhibit 12; Jorge Andrade Malfavén Dep., pp. 6, 15-17.

*7 Marco Malfavén Dep., pp. 34-39, question Nos. 96-110 and
Exhibit 13; Rigoberto Fernandez Dep., pp. 8-10.
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an officer of El Michoacana Natural, Inc.’® 1In 2001, El
Michoacana Natural, Inc. sold various products for
manufacturing ice cream to Rigoberto Fernandez on behalf of
petitioner.?’

Rigoberto Fernandez owns three ice cream stores in
Florida.*® Petitioner, through its licensee, Rigoberto
Fernandez and E1 Michoacana Natural, Inc., began using
petitioner’s Indian girl in connection with the sale of ice
cream and ice cream bars in March or April 2001.*

Jorge Malfavdén and Rigoberto Fernandez identified the
menu, cup, hat and shirt, shown below, as representative of

the use of the Indian girl design since 2001.%*3

Rigoberto Fernandez Dep., p. 6.

Jorge Malfavdn Dep., pp. 18-19.

Fernandez Dep., p. 6; Fernandez Dep. 2, pp. 1l4-16.

Jorge Malfavén Dep., pp. 16-17 and 32, Exhibits 29 and 30;
Rigoberto Fernandez Dep., p. 10. The relationship between
Rigoberto Fernandez and El Michoacana Natural, Inc. was not fully
developed and is not entirely clear.

*? Jorge Malfavén Dep., p. 32 and Rigoberto Fernandez Dep., pp.
26, Exhibits 29 and 30. Mr. Fernandez also identified
petitioner’s Indian girl used on a package for an ice cream bar
in Exhibit 30, but the photograph is not clear as to the use of
the mark. See also Rigoberto Fernandez Dep. 2, pp. 66-69.

41
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|
i

e

In view of the foregoing, we find that petitioner,
through its licensees, began using petitioner’s Indian girl
in connection with the sale of ice cream and ice cream bars
in the United States in April 2001 as demonstrated by the
display of the Indian girl in Fernandez’s stores on menus,
hats, cups and shirts.

B. Marks that include the word “Michoacana.”

Marco Malfavén testified that petitioner began using

the mark LA MICHOACANA NATURAL and design, shown below, for

25
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ice cream products in Mexico in 1995* and in commerce with

the United States on March 3, 2001.%*

S
| Csegfiloeama

/[ Natu ral s 4

Jorge Malfavén testified that his company began using

LA MICHOACANA NATURAL and design in the United States in
connection with the sale of ice cream, ice cream bars and

flavored waters “[alt the beginning of 2001, around March or

April.”*®

Jorge Malfavdén also testified that his company used the

mark LA FLOR DE MICHOACAN and design, shown below, for ice

cream bars prior to December 2003.%°

** Marco Antonio Andrade Malfavén Dep., p. 16, question No. 43.

Mr. Malfavén also testified that petitioner used the mark LA
MICHOACANA NATURAL, in typed drawing form, in Mexico as of 1995.
(Marco Malfavén Dep., p. 19, question No. 54). Later, Mr.
Malfavén testified that petitioner used the LA MICHOACANA NATURAL
in connection with ice cream as early as 1992 (Marco Antonio
Andrade Malfavdén Dep., pp. 43-44, gquestion Nos. 120 and 125).

** Marco Malfavén Dep., p. 43, question No. 121 and Exhibit 15.
Jorge Malfavén Dep., pp. 16-19.

Jorge Malfavdn Dep., p. 25.

45
46
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As indicated above, Jorge Malfavén introduced into
evidence Registration No. 2830401 for the mark LA FLOR DE
MICHOACAN, in typed drawing form, for “ice cream.” The mark
was registered April 6, 2004 based on an application filed
April 18, 2001.%

Rigoberto Fernandez testified that he has sold ice
cream and related products under the marks LA MICHOACANA, LA
MICHOACANA NATURAL, and LA FLOR DE MICHOACAN since March
2001.*® Mr. Fernandez identified an October 28, 2003
invoice from petitioner featuring the mark LA MICHOACANA
NATURAL and design for products used to make ice cream.®*’

Q. Have you also obtained a number of
other products like we’ve seen
before earlier today from
[petitioner] for the purpose of
advertising and promoting the brand
La Flor de Michoacan?

A. From [petitioner] was flavors, all
the materials that I need for
making the ice cream bars, ice
cream, juices, equipment.>°

Mr. Fernandez also identified photographs displaying
the marks LA FLOR DE MICHOACAN, LA MICHOACANA, and LA

MICHOACANA NATURAL on store signs and freezers in the stores

from the 2001 to 2002 time frame.’?

*’ Jorge Malfavén Dep. pp. 24-25, Exhibit 24.

Rigoberto Fernandez Dep., pp. 10, 17-23, 33, 35.

Rigoberto Fernandez Dep., pp. 10-11, Exhibit 14. Marco
Malfavén also identified this exhibit (Marco Malfavén Dep., pp.
40-41, question No. 112, Exhibit 14).

> Rigoberto Fernandez Dep., p. 21.

Rigoberto Fernandez Dep., pp. 28-36, Exhibit 32.

48
49
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In view of the foregoing, we find that petitioner,
through its licensee, Fernandez, used the marks LA
MICHOACANA NATURAL and design, LA FLOR DE MICHOACAN, and LA
MICHOACANA in connection with ice cream and retail ice cream
store services since 2001.

Respondent argues that the testimony of petitioner’s
witnesses is unsubstantiated and whatever documentary
evidence petitioner introduced to establish its priority is
inconsistent.®® While it is certainly preferable for a
party’s testimony to be supported by corroborating
documents, the lack of documentary evidence is not fatal.
“Oral testimony, if sufficiently probative, is normally
satisfactory to establish priority of use.” Powermatics,
Inc. v. Globe Roofing Products Co., 341 F.2d 127, 144 USPQ
430, 432 (CCPA 1965). In this regard, oral testimony should
be clear, consistent, convincing, and uncontradicted. See
National Bank Book Co. v. Leather Crafted Products, Inc.,
218 USPQ 826, 828 (TTAB 1993) (oral testimony may be
sufficient to prove the first use of a party’s mark when it
is based on personal knowledge, it is clear and convincing,
and it has not been contradicted); Ligwacon Corp. V.
Browning-Ferris Industries, Inc., 203 USPQ 305, 316 (TTAB
1979) (oral testimony may be sufficient to establish both

prior use and continuous use when the testimony is proffered

>> Respondent’s Brief, pp. 19-28.
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by a witness with knowledge of the facts and the testimony
is clear, convincing, consistent, and sufficiently
circumstantial to convince the Board of its probative
value); GAF Corp. v. Anatox Analytical Services, Inc., 192
USPQ 576, 577 (TTAB 1976) (oral testimony may establish
prior use when the testimony is clear, consistent,
convincing, and uncontradicted). The testimony of
petitioner’s witnesses is clear, convincing, consistent and
uncontradicted.

Respondent also argues that petitioner has not proven

> However, we are satisfied by the

ownership of its marks.”’
testimony of Marco Malfavdén and Jorge Malfavdén, as described
above, that petitioner is the owner of the marks LA
MICHOACANA NATURAL and design, LA FLOR DE MICHOACAN, LA
MICHOACANA and the Indian girl design in Mexico, has
licensed the use of those marks in the United States, and
that the use of the marks in the United States inures to the
benefit of petitioner. That the Mexican trademark
registrations are in the name of Marco Malfavén rather than
petitioner does not negate our finding that petitioner is
the owner of the marks. We recognize that ownership of
foreign registrations is not necessarily probative of

ownership of the mark in the United States. However, the

testimony of the witnesses demonstrates that petitioner is a
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family-owned and run business and that there is a unity of
control. In a similar situation the Board found that a
family-owned and run business provided the requisite unity
of control.

It is clear from the record that Mr.
Guagenti has been the leading light or
owner of what can be considered to be
family enterprises or, if you will,
corporate sales, and that, for purpose
of convenience, he, at the advice of
counsel or accountant, transferred
ownership of his various interests to
one or another of his corporations
without disturbing, and that is the
important fact, the continuance of
operation of his different activities
including that of the “FARMER'S
DAUGHTER” restaurant. It is apparent
that there was not nor is there any
claim of adverse rights in the mark
“FARMER'S DAUGHTER” by any corporation
within Mr. Guagenti's organization and
that, in essence, any use of the mark by
any of the corporations was for the
benefit of and inured to the benefit of
Mr. Guagenti.

Airport Canteen Services, Inc. v. Farmer’s Daughter, Inc.,
184 USPQ 622, 627 (TTAB 1974). See also, Automedx Inc. V.
Artivent Corp., 95 USPQ2d 1976, 1984 (TTAB 2010) (“Dr.
Wiesman has been the central figure of what can be
characterized as a number of research and development
projects that are ultimately marketed by separate entities.
. the mark points to a single source: that is, the use of
the SAVe mark was for the benefit of and inured to the

benefit of Dr. Wiesman through his conglomerate”) .

>* Respondent’s Brief, pp. 30-35.
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In view of the foregoing, we find that petitioner has
priority of use with respect to petitioner’s Indian girl and
the marks LA MICHOACANA NATURAL and design, LA FLOR DE
MICHOACAN, and LA MICHOACANA.

Likelihood of Confusion

Our determination under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the issue of likelihood
of confusion. In re E. I. du Pont de Nemours & Co., 476
F.2d 1357, 177 USPQ 563, 567 (CCPA 1973). See also, In re
Majestic Distilling Company, Inc., 315 F.3d 1311, 65 USPQ2d
1201, 1203 (Fed. Cir. 2003). In any likelihood of confusion
analysis, two key considerations are the similarities
between the marks and the similarities between the goods
and/or services. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976) (“The
fundamental ingquiry mandated by §2(d) goes to the cumulative
effect of differences in the essential characteristics of

the goods and differences in the marks”).

A. The similarity or dissimilarity and nature of
petitioner’s goods and the goods described in the
registration.

Respondent’s registration identifies “ice cream and
fruit products, namely fruit bars.” Petitioner through its
licensees, El Michoacana Natural, Inc. and Rigoberto

Fernandez, uses petitioner’s Indian girl in connection with
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the sale of ice cream and ice cream bars,’* the mark LA
MICHOACANA NATURAL and design for ice cream, ice cream bars
and flavored waters,> the mark LA FLOR DE MICHOACAN and
design for ice cream bars,®® and the mark LA MICHOACANA for
ice cream products.”’ Accordingly, all the marks at issue
are used in connection with ice cream.

B. The similarity of likely-to-continue channels of trade
and classes of consumers.

With respect to respondent’s products, because there
are no restrictions as to channels of trade or classes of
consumers in respondent’s description of goods, we must
assume that respondent’s “ice cream and fruit products,
namely, fruit bars,” will be sold in all of the normal
channels of trade to all of the normal purchasers for such
goods, including retail ice cream stores. Canadian Imperial
Bank of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1
UsSPQ2d 1813, 1815 (Fed. Cir. 1987); Toys R Us v. Lamps R Us,
219 USPQ 340, 343 (TTAB 1983). Petitioner’s LA FLOR DE
MICHOACANA registered marks are also unrestricted and,
therefore, move in all of the normal channels of trade to

all the normal purchasers for ice cream.

** Jorge Malfavén Dep., pp. 16-17 and 32, Exhibits 29 and 30;
Rigoberto Fernandez Dep., p. 10.

>> Jorge Malfavén Dep., pp. 16-19.

Jorge Malfavdén Dep., p. 25. See also petitioner’s Registration
Nos. 2830401 and 3249113.

> Rigoberto Fernandez Dep., pp. 10, 17, 18-23, 33, 35.

56

32



Cancellation No. 92047438

Rigoberto Fernandez testified that his use of the mark
LA MICHOACANA NATURAL was not limited to his retail ice
cream stores; rather, he sold ice cream in bulk for resale
to a variety of retailers including grocery stores,
convenience stores and gas stations.”® As indicated above,
because there are no restrictions in respondent’s
registration, the channels of trade and classes of consumers
are presumptively the same with respect to petitioner’s LA
MICHOACANA NATURAL trademarks. In fact, respondent also
sells its products for resale to a variety of retailers.®’

Petitioner offered no testimony regarding the channels
of trade or classes of consumers with respect to the ice
cream sold in connection with LA MICHOACANA or petitioner’s
Indian girl design. Because LA MICHOACANA and petitioner’s
Indian girl design are not registered, there are no
presumptions regarding the channels of trade or classes of
consumers. In this regard, petitioner cannot deliberately
cause confusion by selling respondent’s products in its
stores. Moreover, i1f petitioner did sell respondent’s
products in its stores, such sales would raise the defense
of acquiescence. On the other hand, the goods at issue are
ice cream and ice cream is a consumer product sold to

average consumers throughout society.

*® Fernandez Dep., pp. 17-18.

*° patricia Gutierrez Dep., p. 17.
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C. The conditions under which and buyers to whom sales are
made, i.e. “impulse” vs. careful, sophisticated
purchasing.

Because there is no limitation or restriction as to
price, we must presume that respondent’s ice cream and fruit
bars would be sold at all the usual prices for such goods.
As displayed in the menu petitioner made of record, ice
cream bars are sold for $1.75 and fruit bars are sold for
$1.25. We find that ice cream bars and fruit bars are
inexpensive products and by their very nature, are impulse
purchase items. Accordingly we find that consumers will not
exercise a high degree of care when purchasing these
products.

D. The similarity or dissimilarity of the marks in their

entireties as to appearance, sound, connotation and
commercial impression.

We now turn to the du Pont likelihood of confusion
factor focusing on the similarity or dissimilarity of the
marks in their entireties as to appearance, sound,
connotation and commercial impression. In re E. I. du Pont
De Nemours & Co., 177 USPQ at 567. In a particular case,
any one of these means of comparison may be critical in
finding the marks to be similar. In re White Swan Ltd., 8
UsSPQ2d 1534, 1535 (TTAB 1988); In re Lamson 0Oil Co., 6
USPQ2d 1041, 1042 (TTAB 1988). In comparing the marks, we
are mindful that where, as here, the goods are identical,

the degree of similarity necessary to find likelihood of
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confusion need not be as great as where there is a
recognizable disparity between the goods. Century 21 Real
Estate Corp. v. Century Life of America, 970 F.2d 874, 23
UsSPQ2d 1698, 1700 (Fed. Cir. 1992); Jansen Enterprises Inc.
v. Rind, 85 USPQ2d 1104, 1108 (TTAB 2007); Schering-Plough
HealthCare Products Inc. v. Ing-Jing Huang, 84 USPQ2d 1323,
1325 (TTAB 2007).

Also, it is well established that in comparing the
marks, the test is not whether the marks can be
distinguished when subjected to a side-by-side comparison,
but rather whether the marks are sufficiently similar in
terms of their overall commercial impression so that
confusion as to the source of the goods offered under the
respective marks is likely to result. San Fernando Electric
Mfg. Co. v. JFD Electronics Components Corp., 565 F.2d 683,
196 USPQ 1, 3 (CCPA 1977); Spoons Restaurants Inc. V.
Morrison Inc., 23 USPQ2d 1735, 1741 (TTAB 1991), aff’d
unpublished, No. 92-1086 (Fed. Cir. June 5, 1992). The
proper focus is on the recollection of the average customer,
who retains a general rather than a specific impression of
the marks. Winnebago Industries, Inc. v. Oliver & Winston,
Inc., 207 USPQ 335, 344 (TTAB 1980); Sealed Air Corp. V.
Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975). 1In this
case, the average customer is an average person who eats ice

Ccream.
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1. Indian girl design

Petitioner’s Indian girl is shown below.

Respondent’s mark is shown below.

\.0,
S D

(o4
’ O
Choac®

The Indian girl designs are virtually identical. 1In
view of the identity of the products and the impulse nature
of ice cream purchases, the word portion of respondent’s
mark is not sufficient to distinguish the marks. We
recognize that the word portions of composite word and
design marks are normally accorded greater weight in the
likelihood of confusion analysis because consumers use the
words to call for the products. However, in this case,
because the designs are remarkably similar and the word
portion of respondent’s marks reinforces the design, the
differences in the marks do not distinguish them.®°
Accordingly, we find that respondent’s mark is similar to

petitioner’s Indian girl design mark.
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2. Marks that include the word “Michoacana.”

To analyze the word marks, we must first determine the
meaning of the word “Michoacana.” Michoacédn is a state in
west-central Mexico.®* The term “La Michoacana” means “the

woman from Michoacéan."”®?

The word portion of respondent’s
mark LA INDITA MICHOACANA means the Indian girl or woman
from Michoacéan.

Neither party has introduced any evidence regarding the
meaning or renown of the term “Michoacana” in the United
States when used in connection with ice cream. Both Ignacio
and Patricia Gutierrez testified that LA MICHOACANA is
commonly used as the name for ice cream stores in Mexico,
but neither provided any further testimony as how that might
relate to its use in the United States.®® Although Ms.
Gutierrez said that the “paleta” (a fruit bar) “was supposed
to be a tradition or something that was created in

n 64

Michoacan, she did not explain whether that was known in

the United States.

¢ Marco Malfavén Dep., p. 30, question No. 86 (“Disefio Indita”
(Design of an Indian Girl)”).
®t Encyclopedia Britannica (2011). The Board may take judicial

notice of information in encyclopdias. B.V.D. Licensing Corp. V.
Body Action Design Inc., 846 F.2d 727, 6 USPQ2d 1719 (Fed. Cir.

1988) (encyclopedias may be consulted); Sprague Electric Co. v.
Electrical Utilities Co., 209 USPQ 88 (TTAB 1980) (standard
reference works). See also respondent’s responses to

interrogatory Nos. 7, 9 and 26.

®? Registration Nos. 1552163 and 2145216 attached to respondent’s
notice of reliance.

¢ Ignacio Guttierrez Dep., pp. 10-11 and 48; Patricia Guttierrez
Dep., pp- 13 and 68-69.

®* patricia Gutierrez Dep., p. 69.
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Respondent also introduced by notice of reliance three
third-party registrations with the word “Michoacana” or
“Michoacan” :

1. Registration No. 1552163 for the mark LA
MICHOACANA for tortillas;

2. Registration No. 3623346 for the mark EL SABOR DE
MICHOACAN for ice cream and sherbet; and

3. Registration No. 2145216 for the mark LA
MICHOACANA PARADISIO SORBET and design for, inter alia,
frozen fruit bars and ice cream.

While these registrations are probative of the meaning
of the word “Michoacana,” they do not prove that
“Michoacana” is a commercially weak term. Absent evidence
of actual use, third-party registrations have little
probative value because they are not evidence that the marks
are in use on a commercial scale or that the public has
become familiar with them. See Smith Bros. Mfg. Co. V.
Stone Mfg. Co., 476 F.2d 1004, 177 USPQ 462, 463 (CCPA 1973)
(the purchasing public is not aware of registrations
reposing in the U.S. Patent and Trademark Office). See also
In re Hub Distributing, Inc., 218 USPQ 284, 285 (TTAB 1983).

Based on this record, we find that the term
“Michoacana” when used in connection with ice cream and/or
fruit bars has some significance suggesting a connection

with “Michoacan” but it is not clear to what extent people
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in the United States would understand or recognize that
connection and there is no evidence demonstrating that the
term “Michoacana” has been so commonly used in the United
States that it is only entitled to a narrow scope of
protection or exclusivity of use.

Although there are obvious differences between
petitioner’s mark LA MICHOACANA and respondent’s mark LA
INDITA MICHOACANA and design, the marks are similar in
appearance and sound to the extent that they both include
the word “Michoacana.” 1In addition, they have similar
meanings in that LA MICHOACANA means the woman from
Michoacadn and LA INDITA MICHOACANA means the Indian woman
from Michoacédn. As noted above, the term LA INDITA
MICHOACANA reinforces the design portion of the mark, and,
thus, both the petitioner’s mark and respondent’s mark
engender the same commercial impression (i.e., ice cream
from a Michoacén woman). In view of the foregoing, we find
that respondent’s mark LA INDITA MICHOACANA and design is
similar to petitioner’s mark LA MICHOACANA.

For the same reasons, we find that respondent’s mark is
similar to petitioner’s marks LA MICHOACANA NATURAL and LA
MICHOACANA NATURAL and design.

However, we find that respondent’s mark is not similar
to petitioner’s mark LA FLOR DE MICHOACAN and design because

the differences in the meanings and commercial impressions
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engendered by the marks outweigh any similarities caused by
the inclusion of the word “Michoacana.”

E. No reported instances of actual confusion.

Respondent argues that there is no likelihood of
confusion as evidenced by the lack of any reported instances
of actual confusion. However, the absence of any reported
instances of confusion is meaningful only if the record
indicates appreciable and continuous use by respondent of
its mark for a significant period of time in the same
markets as those served by petitioner under its marks.
Gillette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774
(TTAB 1992). In other words, for the absence of actual
confusion to be probative, there must have been a reasonable
opportunity for confusion to have occurred. Barbara’s
Bakery Inc. v. Landesman, 82 USPQ2d 1283, 1287 (TTAB 2007)
(the probative value of the absence of actual confusion
depends upon there being a significant opportunity for
actual confusion to have occurred); Red Carpet Corp. v.
Johnstown American Enterprises Inc., 7 USPQ2d 1404, 1406-
1407 (TTAB 1988); Central Soya Co., Inc. v. North American
Plant Breeders, 212 USPQ 37, 48 (TTAB 1981) (“the absence of
actual confusion over a reasonable period of time might well
suggest that the likelihood of confusion is only a remote
possibility with little probability of occurring”). In this

case, the record shows that respondent and petitioner do

40



Cancellation No. 92047438

business in discrete geographic regions on separate sides of

the country.°®’

Accordingly, the lack of any reported
instances of actual confusion is a neutral factor in our

analysis.

F. Balancing the factors.

The goods at issue are identical. With respect to
petitioner’s registered marks LA MICHOACANA NATURAL and LA
MICHOACANA NATURAL and design, the channels of trade and
classes of consumers are presumed to be the same. The
evidence shows that the channels of trade and classes of
consumers are the same with respect to petitioner’s mark LA
MICHOCANA NATURAL and that the classes of consumers are the
same with respect to petitioner’s mark LA MICHOACANA and its
Indian girl design. In addition, because ice cream is a low
cost impulse purchase, consumers do not exercise a high
degree of care. Under these circumstances, respondent’s
mark LA INDITA MICHOACANA and design is sufficiently similar
to petitioner’s Indian girl and its marks LA MICHOACANA, LA
MICHOACANA NATURAL and LA MICHOACANA NATURAL and design to
cause confusion, but not to petitioner’s mark LA FLOR DE
MICHOACAN and design. In view thereof, we find respondent’s
mark LA INDITA MICHOACANA and design is likely to cause

confusion with petitioner’s Indian girl and its marks LA

®> Respondent designated this information as confidential.

Patricia Gutierrez Dep., pp. 17-19, 34 and 38.

41



Cancellation No. 92047438

MICHOACANA, LA MICHOACANA NATURAL and LA MICHOACANA NATURAL
and design.
Decision: The petition for cancellation is granted and

Registration No. 3210304 will be cancelled in due course.
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UNITED STATES DISTRICT COURT
DISTRICT FOR THE DISTRICT OF COL UMBIA

PALETERIA LA MICHOACANA, INC.,a Case No. 1:11-cv-01623RWR
Californiacorporation; PALETERIA LA
MICHOACANA, LLC., a California Limited JURY TRIAL DEMANDED

Liability Company

2068 Lapham Drive
Modesto, CA 95354

Plaintiffs,
V.

PRODUCTOS LACTEOS TOCUMBO S.A. DE
C.V.,aMexicancorporation,

Defendant.

SECOND AMENDED COMPLAINT

Plaintiff Paleteria La Michoacanénc. (‘PLM”), and Plaintiff Paleteria La Michoacana,
LLC (“PLML") (referred to mllectively as “Plaintiffs”)astheir complaint againdbefendant
Productos Lacteos Tocumbo S.A. de GA\PLT” or “Defendant), alleges as follows:

NATURE OF THE ACTION

1. This is an action seeking judicial review of a final decision of the Trademark Trial
and Appeal Board (“TTAB”), an administrative agency of the United States Patent and
Trademark Office (“USPTQ”), under 15 U.S.C. § 1071(b)(1).

2. On May 20, 2011, a TTAB panel granted Defendant’s Petition for Cancellation of
theregistration fothe LA INDITA M ICHOACANA and Indian Girl Desigtrademark in
conjunction with “ice cream and fruit ice products, namely, fruit bars,” in International Class 30,
U.S. Registration No. 3,210,30hich issued to PLM and was assigned to PLML during the
TTAB proceedingg‘LA INDITA MICHOACANA and Indian Girl Design Mark”) The panel
found that Defendant had priority of uskthe following trademarks which each gave rise to a

likelihood of confusion wittiheregistered LA INDITA MICHOACANA and Indian Girl Design

dc-671399



Case 1:11-cv-01623-RWR Document 32-1 Filed 03/15/12 Page 2 of 18

Mark: (1) the terms LA MICHOACANA NATURAL; (2 the termd. A MICHOACANA
NATURAL displayed vith a Butterfly Design“LA MICHOACANA NATURAL and Butterfly
Design Mark); (3) thedesign of an Indian girh traditional clothing holding an ice cream
(Defendant’s Indian Git Design MarK); and (4 theword mark LA MICHOACANA. The
TTAB panel deniedPLM’s Motion for Reconsideration on July 13, 2011.
PARTIES

3. Plaintiff PLM is a corporation organized and existing under the laws ctabe
of Californiawith its principal placeof business @068 Lapham DriveModestq California
95354. On January 242011 pursuant to the terms of an Asset Contribution Agreenfbmi
agreed to assigilw PLML assetselating toits business of selling and distributinggicream
products Pursiant to the Asset Contribution Agreement, PLM assigned the LA INDITA
MICHOACANA and Indian Girl Design Mark, and other marks owned by PtdVPLML.
Under the terms of the Asset Contribution Agreement, PLML agreed to assume only specifically
designated liailities of PLM arising prior to the asset transfer date. None of the referenced
designated liabilities included liability for trademark infringement arising out of the use of the
LA INDITA MICHOACANA and Indian Girl Design Mark prior to the date of tréesto
PLML. Thus, despite having transferred the LA INDITA MICHOACANA and Indian Girl
Design Mark to PLML, PLM retained liability for any claim of trademark infringement
regarding the use of the mark prior to the transfer to PLML. The cancellatios re&fgilstration
created a concrete and particularized injuryact to PLM because it eliminated the registration
and associated benefits and defenses on which PLM could rely in defending its use of the LA
INDITA MICHOACANA and Indian Girl Design Mark fron2005 to 2011. The decision
further injured PLM because it included adverse findings regarding likelihood of confusion and
priority that couldpotentially have preclusive effectlitigation concerning the use of the mark
from 2005 to 2011. Such injusavere actual and imminent as the loss of the registration
immediately denied to PLM the right to rely on the presumptions and advantages of a federal
registration in defense of an infringement claim. The risk of such a challenge was imminent

given that he Defendant had already sent a cease and desist letter challenging the useoby PLM
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the LA INDITA MICHOACANA and Indian Girl Design mark and threatening to file suit for
damages. The injuries were caused by the decision of the TTAB and the injuredressable

through this appeal because it seeks to reverse the cancellation order and reverse the findings as
to priority and likelihood of confusionPLM was the party to the cancellation action throughout

the TTAB proceedings anBLML was not pined or substitutd in the proceedings following the
assignment of the mark to PLML, as permitted by TTAB rules.

4. Plaintiff PLML is a limited liability company organized and existing under the
laws of California with its principal place of business at 2608 Lapbawe, Modesto,

California 95354.PLML is the assignee of the LA INDITA MICHOACANA and Indian Girl
Design Mark by assignment from PLM and also suffered an umufsict when the TTAB
cancelled the registration that it owned, an injury caused by the TE&RBion being appealed,
and which will be redressed by the reversal of the TTAB cancellation ruling.

5. Upon information and belief, Defendant is a corporation organized and existing
under the laws dflexico with its principalplace of business 8enito Jusez No. 37 Segunda
Seccion AmpliaciorDelegacion Tlalpan Mexico City, Mexico 14250

JURISDICTION

6. This is an action for judicial review by civil actiarf a final decision of the
TTAB under Section 21(b)(1) of the Lanhakat, 15 U.S.C. § 1071(b)(1).

7. This Court hasubject mattejurisdiction over this action pursuant to 28 U.S.C.
88 1331and1338as it involves claims presenting federal questions under 15 U.S.C.
881071(b)(1) and 1121

8. Defendanis subjectd personal jurisdiction in the District of Cahlbbiaunder 15
U.S.C. § 1071(b)(4becauset is a foreign corporation that instituted the cancellation action

before the TTAB to be reviewed in this action

GENERAL ALLEGATIONS
Plaintiffs And Their Trademarks

9. For many year®LM produ@dand distribuedice cream bar&nown as “paletas”

and other ice crearnd frozen fruit productsf atype originating from and made famous in the
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state ofMichoacanin Mexico. PLM continued this business until early 2011 wR&ML, as
assignee of the assets of PLiiglok ove this business. PLM was, and now PLMLasge ofthe
leading providers of Hispanigriented ice cream and frozen treats in the United States,
distributing products across California, the Pacific Northvtestintermountain Westndthe
Midwest. Plainiffs andtheir predecessagrn-interest have produced and distributed paletas and
other ice cream and frozen fruit treats in the United States since D8&&ing on the
significance of the Michoacan regiéor its productsPlaintiffs andtheir predecesssin-
interesthave used the term MICHOACANA in trade names and trademarks in the United States
since 1991

10.  Throughout Mexico, producers of paletas and related ice cream and-fireizen
treats have useshd continue to usearious images of a littlentlian gir| dressed in traditional
clothing, ancholding a paleta or other ice cream treat in connectionthatinice cream and
frozentreat products, and have done so for decabeawing on this tradition?’LM began using
a stylization of a drawing ainindian girlholdinganice-creambaras a trademarik connection
with its paletas and frozen treats in the United Siaté894, and°LM and its successan-
interest, PLML, haveisedthis design and various permutations of this desighis manner
since that the

11. In 1994 PLM launcheds use of the followingndian girl desigrirademark
(PLM’s “1994 Indian Girl DesigmMark”) in connection with its paletas and frozen treat

business

12. PLM and its successan-interest, PLML, haveused andPLML continues to use
the 1994 Indian Girl Desigmarkin connection withtheseproducts to datePLML owns a valid

and subsisting registration ftre 1994 Indian Girl Desigat USPTQ U.S. Registration No.
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2905172 covering‘[ijce cream; fruit ices” in Interational Class 30, with a firstse date of
April 1994.

13.  In 1995 PLM began use of, aRiLML continues to ust datethe following
second Indian girl design mafRLM’s “1995 Indian Girl Design Mark”jn connection with its

paletas and frozen trelusiness in the United States:

PLML owns a valid and subsisting registrationiterl995 Indian Girl Design MarlJ.S.
Registration No. 2,968,652, coverif{gce cream; fruit ices” in International Class 30, wéh
first-use date of January 19906.S. Reggtration No. 2,968,652 is incontestable.

14.  In 2004,PLM revised its1994 and 1995 Indian Girl Design Marlksgjainseeking
to suggest the Hispandirected nature of its products dyawing on images being used on a
widespread basisy various unrelated thirpartiesn Mexicoin connection with the sale of
paletas and frozen fruit productBLM incorporated the revisdddian girldesign into the LA

INDITA MICHOACANA and Indian Girl Design Mar&t issue in these proceedings:

W,
S B

%,

(%4
O
Choac®

PLM began using the logo etaining the revised girl design connection with its paletas and
frozen fruit treat business in the United StatelSebruary2005.

15. On June 28, 200 LM appliedto registerthe LA INDITA MICHOACANA and
Indian Girl Design Markncorporating this revisebhdian girl designin conjunction with “ice
cream and fruit ice products, namely, fruit bars,” in International Class 30, citing askrsiate
of February 21, 20050n February 20, 2007, the USPTO registered the mark, U.S. Registration
No. 3,210,304.
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16.  On or about January 2011, PLM assigned various trademarks, including the LA
INDITA MICHOACANA and Indian Girl Design Mark, 1994 Indian Girl Design Mark and the
1995 Indian Girl Design Mark, to PLML.

17.  PLML’s trademarks, including the 1994 Indian Girl DesMark, the 1995
Indian Girl Design Mark, and the LA INDITA MICHOACANA and Indian Girl Design Mark,
together with its MICHOACANAbased marks and trade name are widebtognized in the
United States as source indicators of the ice cream and frozen ftstgreduced and

distributed by Plaintiffs.

DefendantAnd Its Trademarks

18. Plaintiffsareinformed and believe and on that basis allege that Defendant is a
business located in Mexico, engaged in vargetg/itiesin Mexico, including the distribution of
products and machinery used in the production of ice cream.

19. Plaintiffs arefurther informed and believe and on that basis allegebgfndant
does not own any trademark registration or application in Mexico covering any design of a girl
holding an ice cr@m, popsicle or any other frozen treat

20. Defendant claims to have entered iltensing arrangementdating to April
2001,with certain individuals for the licensing in the United States of its FLOR DE
MICHOACAN, LA MICHOACANA NATURAL, andLA MICHOACANA marks, as wella
anIndian Girl designin connectiorwith the production and sale @k creanproducts.

21.  During the proceedings below, Defendant identibee corporation antivo
individuals,oneof whom wasacknowledged to binhe brotherwof one ofDefendant’sdirectors as
the onlylicensees of these marks in the United States and claimetiésatpartiebad used the
marks pursuant to this licensing arrangememiianida since 2001.

22.  OnApril 18, 2001 Defendant filecht the USPTOntentto-useapgications to
registertheLA FLOR DE MICHOACAN word markandtheLA MICHOACANA NATURAL
and Design Marlpurportedly licensed by Defendaattthat time for use in the United States
conjunctionwith ice cream productsin DecembeR003, Defendant filed a statement of use in

connection with the LA FLOR DE MICHOACAN marklaiming a firstuse date oApril 20,
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2001. The LA FLOR DE MICHOACAN word mark proceeded to registration, U.S. Registration
No. 2,830,401and the filing for LA MICHOACANA NATURAL and Design Mark was
abandonedh 2002.

23. Defendant did not file any applications in 2001 for a design of al@gpite the
fact that the purposed license agreements included reference to a La Indita Design as one of the
marks to be licensed.

24.  Defendant made nofilner trademark filings in the United States until December
8, 2005, when ifiled an application to register a mark consisting of the words LA FLOR DE
MICHOACAN together witha swirling line and butterfly desigieollectively with the previous
LA FLOR DE MICHOACAN mark “LA FLOR DE MICHOACAN Marks”)in conjunction with
various goods and services in International Classes 16, 21, 25, 29, 32, 35, and 43, U.S.

Registration No. 3,249,113:

25.  On December 12, 2005ix-months aftePLM filed its own application fothe
LA INDITA MICHOACANA and Indian Girl Design Mark, andhore than fiveanda-half years
after allegedly entering into the purported licensing arrangement which Defendant claims to have
included a license to use DefendaritigianGirl Design Markin the United Statedefendant
filed a trademark application with the USP§€eking to registddefendant’s Indian Girl Design
Mark in conjunction with “[c]ones for ice cream]lifvored ices; [flrozen yoghurff] ruit ice;
[f]ruit ice bar; [f]ruit ices; [i]ce [i]ce candies; [ilce cream; [i]jce cream drinks; [ijce cream mixes;

[i] ce cream powet; [ijce cubes; [ijce milk bars; gp-cream cakes” in International Class 30, as
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well as various goods and services in International Classés36Serial No. 78,77243:

Defendantclaimedfirst useof the markin commercen April 2001. Defendant submitted
specimens with this filing that it claimed under oath represent current use of the mark on such
products in commerce in the United States.

26.  During the prosadion oftheapplicationto registeDefendant’s Indian Girl
Design Mark,on June 14, 200@he USPTO citedhe LA INDITA MICHOACANA and Indian
Girl Design Markthen owned by PLMs a barrier to registratidrased on a likelihood of
confusion between thevdo marks due to the similar girl desigrdn December 13, 2006,
Defendant responded to the citatiortlaé mark by arguing that tihe was no risk of confusion
between the marks due to the presence of the terms LA INDITA and MICHOACAN® in
cited markand other visual differences between the mabkstendant did not at this tinmedert
the USPTO to any claimed priority in the use of the Indian Girl Design Madeek to contact
PLM to object to the uskey PLM of theLA INDITA MICHOACANA andIndianGirl Design
Mark based on Defendant’s alied priority in use of the mark

27. On August 17, 2008)efendant filed an application at the USP3é&2kingo
register its LA MICHOACANA NATURAL and Butterfly Design Marik conjunction with
“[c]ones for ice cream; [Favored ices; [flrozen yoghuit] ruit ice; [f]ruit ice bar; [f]ruit ices;
[iJce; [i]lce candies; [i]lce cream; [ilce cream drinks; [ijce cream mixese [tyeam powet; [i]ce
cubes; [i]lce milk bars; [de-cream cak€sn International Class 30 and “plal shops featuring

ice creamfruit bars, drinks and snacks; [r]etail stores featuring ice cream, fruit bars, drinks and
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snacks in International Class 3%laiming a first use of the mkain commerce in Februarp@2,

U.S. Serial No. 78,954,490:

" ™
mn@@um/

Natu ral 1

28. U.S.Registration No. 3,210,304 for thé& INDITA MICHOACANA and Indian
Girl Design Markowned at that time by PLMyas again cited againBefendant’s later LA
MICHOACANA NATURAL and Butterfly DesigrMark filing as a bar to registration. Rather
than arguinghat the marks should coexes$ Defendant had done when the LA INDITA
MICHOACANA and Indian Girl Design Mark was cited against Defendant’s Indian Girl Design
Mark filing, Defendant this time responded to the examiner with notice that it would be seeking
to cancePLM’s LA INDITA MICHOACANA and IndianGirl Design Mark.

29. OnApril 27, 2007 ,Defendant filedhe Petition to CancdPLM'’s registration for
the LA INDITA MICHOACANA and IndianGirl Design Mark, citingts prior use of thd,A
MICHOACANA trademark, th&e. A MICHOACANA NATURAL andButterfly Design Mark,
theLA FLOR DE MICHOACAN Marksand a LA MICHOACANAtradenark, Cancellation
No. 92047438" Cancellation Actiot). Defendant did not cite any rights in, or make any
reference to anyuse ofor filing for, Defendant’sindian Girl Design Markn the Petition to
Cancel.

30.  Shortly after filing the Cancellation Actiobefendant also sefLLM a cease and
desist letterdemanding tha®LM cease use of the LA INDITA MICHOACANA anddianGirl
Design Markciting only Defendant’s rights in theA MICHOACANA NATURAL trademark,
the LA MICHOACANA NATURAL and Butterfly Design Mark, theA FLOR DE
MICHOACAN Marks,andthe LA MICHOACANA tradenark, but agairmaking no mention of

Defendant’suse or filing for Defedant’sindian Girl Design Mark.

dc-671399
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TTAB Proceeding

31. To support its clainthat itusedDefendant’dndian Girl DesignMark and other
marksin the United States in 2001, Defendadmitted thait had made no use of the marks
itself andrelied uponoral testimony from two idividualsand one corporatiowhomit claimed
were licenseesf thevarious markswho claimed to have usé¢ke marksn connection with
their ice cream businesses in Florida continuously since 2001.

32.  The details of the oral testimony of these licensegarding use otheLA
MICHOACANA NATURAL trademark, the LA MICHOACANA NATURAL and Butterfly
Design Mark, the LA FLOR DE MICHOACAN Marks, the LA MICHOACANA trademark, and
Defendant’s Indian Girl Design Mark in the United Statese contradicted by physical
evidence presented by both DefendantRbhl in the proceedings belgwnd by Defendant’s
failure to introduce any physical evidence to corroborate the existence of the claimed licensing
arrangement.

33.  The evidence supporting Defendant’s claim to have Defendant’s Indian Girl
Design Mark via these licenseieshe United Statewas notably weaker than the already weak
evidence introduced to support the claimed licensing of the other niagtsndantsntroduced
no physical evidence demonstrating us®efendant’dndian Girl Design by itself or its
licensees prior to the datieatPLM filed its application to registets LA INDITA
MICHOACANA and Indian Girl Design Mark.

34. Despite the weaknd uncorroboratedature of theral testimony regarding the
useof Defendant’s Indian Girl Design Mark the United Stateshe TTAB granted the Petition
for Cancellation oMay 20, 2011finding that Defendant had established priority of use of
Defendant’s Indian GilDesign Mark and further concluding that theresnalikelihood of
confusion betweetheLA INDITA MICHOACANA and Indian Girl Design Mar&nd
Defendant’dndian Girl Design Mark.Although theTTAB also found that Defendant had
established priority in the use of its LA FLOR DE MICHOACAN Marks, it conetlithat there
was no likelihood of confusion between the LA FLOR DE MICHOACAN Marksthed A
INDITA MICHOACANA and Indian Girl Design Mark

10
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35. TheTTAB furtherfound that Defendant haabstablishegbriority of use inthe LA
MICHOACANA NATURAL trademark,theLA MI CHOACANA NATURAL and Butterfly
DesignMark and the LA MICHOACANA trademarklt concluded that there was a likelihood
of confusion between those marks dmnelLA INDITA MICHOACANA and Indian Girl Design
Mark due to the overlap of the term “MichoacArtespite the fact tha&®LM introduced
evidence noting the meaning of the MICHOACANA term in the context of Hispanic ice cream
products, and further presented evidence in the form of several trademark registrations coexisting
at the USPTO for various fogaoducts directed to the Hispanic community that include the
term MICHOACANA.

36. A copy of theTTAB decisionin the Cancellation Action is attached hereto as
Exhibit A. On July 13, 2011, the TTAB panel denied a Motion for Reconsideration filed by
PLM. A copy of that decision is attached hereto as ExhibifRintiffs believe thathe TTAB'’s
decisions are erroneous and hereby appeal.

Plaintiffs’ ChallengesTo The TTAB Ruling

37.  Plaintiffs maintain thattie decision of the TTAB granting the Petition for
Cancelation is erroneasiand not supported by substantial evidelpeeause Defendadid not
and cannot establish that it has priority of use of Defendant’s Indian Girl Desigririvagk
United Statedecausél) there is insuitient evidence of any such ug2) the oral evidence
presented on thi®pic is weak and contradicted; @jen if such use could be prov@®gfendant
subsequently abandoned the Indian Girl Design Mark prior to the filing of the Petition to Cancel;
and (4)thepurporteduse was via anncontrolled licensing arrangement and therefore cannot be
relied upon to establish priority

38. The decision is further erronecasd not supported by substantial evidence to the
extent it finds that Defendant established priority with respect to its LA FDBR
MICHOACAN Marks, LA MICHOACANA NATURAL trademarkLA MICHOACANA
NATURAL andButterfly Design Markand LA MICHOACANA trademarkoecaus€l) there is
insufficient evidence to establish such prior; 8¢ Defendant’s oral evidence on this issue is

weak andcontralicted;(3) even if such use could be proven, Defendant subsequently abandoned

11
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these marks prior to the filing of the Petition to Cancel; and (4) the purported use was via an
uncontrolled licensing arrangement and therefore cannot be relied upon to establish priority.

39. The decision of the TTABs further erroneouand not supported by substantial
evidenceto the extent it finds thahe LA INDITA MICHOACANA and Indian Girl Design
Mark is confusingly similar to DefendantsA MICHOACANA NATURAL trademark, LA
MICHOACANA NATURAL and ButterflyDesignMark, LA MICHOACANA word mark, or
any LA MICHOACANA trademark allegedly ownext usedoy Defendantgiven that the term
MICHOACANA is descriptiveand geographically descriptivéd ice cream productdirectedto
the Hispanic markatdf the type sold byaintiffs andis highly diluted and weak as a term used
in connecton with ice cream and ice creawlated productdirected to the Hispanic community
due to the widespread use of the term by third partiesghout the United Stateand is
therefore not a source indicator for those goods

40.  Plaintiffs will present this court with substantial further evidence to support the
conclusion that the term MICHOACAN geographically descriptive antgscriptive and weak
and dilute in connection with Hisparilirected ice cream and related products and services, as
well as further evidence to demonstrate the contradictions and inconsistencies surrounding
Defendant’s oral testimony regarding its licensing of its tradesnarcluding Defendant’s
Indian Girl Design Mark, in the United States prioPioM’s use and filing othe application to
registerthe LA INDITA MICHOACANA and Indian Girl Design Mark.

41.  Plaintiffs seekreview of the TTAB findings of fact in the Cancelt@tiAction as
well asde novoreview of theTTAB's findings of law, and the new evidence and claims to be

presented by Plaintsfpursuant t&Section 21 of the Lanham Act, 15 U.S.C. § 1071

12
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CAUSES OF ACTION
COUNT 1
REQUEST FOR REVERSAL OF TTAB DECISION AND DENIAL OF DEFENDANT'S

PETITION FOR CANCELLATION OF P_LAINTIFE S’ LA INDITA MICHOACANA
AND INDIAN GIRL DESIGN TRADEMARK, U.S. REGISTRATION NO 3,210,304

42. Plaintiffsreallege and incorporate her&aragraphs 1 throughl of this
Complaint.

43.  Plaintiffs aredisstisfied with the decision of the TTAB and its erroneous
conclusion that Defendant had priority of use in the LA MICHOACANA NATU Raiid
Butterfly DesignMark, LA FLOR DE MICHOACAN Marks,Defendant’dndian GirlDesign
Mark, and the LA MICHOACANA trademarkgiven that Defendant failed to introduce
sufficient evidence to support its claim of priority with respect to each of these.marks

44.  Even if Defendant has introduced sufficient evidence of its licehasef
certain of these marka the United Stateshere is insufficient evidence of its licensease of
Defendant’s Indian Girl Design Mark in the United Statesupport thd TAB'’s finding that
Defendant had established priority with respect to the use of this mark.

45.  Even if Defendant has introducedfstient evidence of its licenseegse of
certain of these marka the United State®LM is informed and believes and on that basis
alleges that Defendant abandoned use of such marks prior to the filing of the cancellation action.

46. Defendant’s licensingf the purportedly licensed marksthe United States
constituted naked licensing and thereforestot give rise to a claim of use on behalf of
Defendant.

47.  There was and is no likelihood of confusion betwiei A INDITA
MICHOACANA and Indian Girl Desig Mark andDefendant's LA MICHOACANA
NATURAL trademarkLA MICHOACANA NATURAL and Butterfly Design MarkLA
MICHOACANA word mark, or any LA MICHOACANA trademark allegedly owned or used by
Defendangiven the descriptivand geographically descriptiveatue of the term

MICHOACANA when used in connection with ice cream of the type and style sdtthinyiffs

13
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in the United Statesand the weak and diluted nature of the term resulting from the widespread
use of the term by unrelated third parties in the n8tates in connection with ice cream
products of this type and style.

48.  Accordingly, he TTAB decision of May 20, 2011 should be msed and
vacated, and an order should be entered directing the USPTO to reverse its decision and deny
Defendant’s Petitiondr Cancellatiorof United States Registration No. 3,210,304 tioe LA
INDITA MICHOACANA and Indian Girl signMark, Cancellation No. 92047438

COUNT 2
DECLARATORY JUDGMENT OF NONINFRINGEMENT (15 U.S.C. §1051 et seq

49. Plaintiffsreallege and incorporateerein Paragraphs 1 throud@ of this
Complaint.

50. There is an actual, present and justiciable controversy between the parties
regarding whether the presence of the term MICHOACAN#H &LA INDITA
MICHOACANA and Indian Girl Design Mark in connection withspanicédirected ice cream
products give rise to a risk of confusion.

51. Plaintiffs seeks a declaration from this Court that there is no likelihood of
confusion betweetheLA INDITA MICHOACANA and Indian Girl Design Mark anthe LA
MICHOACANA trademarktheLA MICHOACANA NATURAL trademark,andthe LA
MICHOACANA NATURAL and Butterfly Design Markllegedly owned and used by
Defendant due to the overlap of the term MICHOACANA given that the term MICHOACANA
Is descriptiveand geographically descriptiwé the type of ice cream products sold by Plairstiff
and Defendantand is further weak and diluted as a result of the widespread use of the marks by

unrelated third parties in connection with the sale of ice cream.

COUNT 3
FEDERAL TRADEMARK INFRINGEMENT (15 U.S.C.81114)

52.  Plaintiffs reallege and incorporate herein Paragraphs 1 thrfeughthis

Complaint

14
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53. PLML owns valid and subsisting registrations fioe 1994 and 1995 Indian Girl
Design Maks andPlaintiffs seek reversal in this action of the TTAB’s decisiorcancethe
registration fothe LA INDITA MICHOACANA and Indian Girl Design Mark, and thuBLML
continues to have valid and subsisting rights in that registration as well. PLM continues to have
an interest in the infringement of th894 and 1995 India@irl Design Marks and LA INDITA
MICHOACANA and Indian Girl Design Mark aswas the owner of the mark during much of
the alleged infringement

54. Defendant and its licensees claim to be using Defendant’s Indian Girl Design
Mark in the United States in corot®mn with ice cream products.

55.  Defendant cannot establish continuous use of Defendant’ Indian Girl Design
Mark in the United States prior to the filing BYM of theLA INDITA MICHOACANA and
Indian Girl Design Mark an®LM'’s filings for the 1994 and 199%ndian Girl Design Marks.

56. To the extent Defendant or anyone authorized by Defendant is using Defendant’s
Indian Girl Design Mark in the United States in connection with ice cream and/or related
products, such use is likely t@ause confusion, mistake, orcg@tion as to the affiliation,
connection or association of Defendant’s Indian Girl Design Mattkthe LA INDITA
MICHOACANA and Indian Girl Design Markand1994 and 1995ndian Girl Design Marks,
and thereby constitutes infringement of a registeredmadeurder 15 U.S.C8 1114 entitling
Plaintiffs to injunctive relief and damages for spest and currenhfringement and attorneys
fees.

COUNT 4
CANCELLATION OF UNITED STATES REGISTRATION NOS. 3,249113 and 2830,401

(15 U.S.C. § 1119in response b infringement claims pursuant to 15 U.S.C. 81114 asserted

in Defendant’s counterclaims)

57.  Plaintiffs reallege and incorporate herein Paragraphs 1 through 56 of this
Complaint.
58. Defendant has alleged in its counterclaims filed in response to the original

comgaint in this action that the use of the term MICHOACANA in certain marks currently

15
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owned and used by PLML and formerly owned by PLM infringes Defendant’s rights in various
marks, including the LA FLOR DE MICHOACAN and LA FLOR DE MICHOACAN and

Design markshow inUnited States Registration Nos. 3,249,113 and 2,830,80duld this

court find a likelihood of confusion in connection with the marks in these registratioins
Plaintiffs’ use of marks containing the term MICHOACANRaintiffs will be injuredoy the
continued registration of these marks because such registrations would give Defendant a
presumption of nationwide rights in the marks.

59. Plaintiffs and theipredecessors in interest have used the term MICHOACANA in
trademarks and trade names in cagtion with ice cream and related products in the United
States use since at least as early as 1991.

60. To the extent there is any determination in this action that there is a likelihood of
confusion betweebBefendants LA FLOR DE MICHOACAN and LA FLOR DE
MICHOACAN and Design marks shown nited States Registration Nos. 2,830,401
3,249,113 and any marks usedRigintiffs and theipredecessors in interest that include the
term MICHOACANA, Plaintiffs seekto cancelJnited States Registration Nos. 3,249, bh3he
ground thaPlaintiffs and theipredecessors in interest have made prior and continuous use of
the term MICHOACANA that predates the filing of the application that resulteshited States
Registration Nos. 3,249,113

61. Plaintiffs areinformed an believe and on that basis alleginat Defendaras
abandoned use of the LA FLOR DE MICHOACAN and LA FLOR DE MICHOACAN and
Design mark shown in United States Registration Nos. 3,249t32,830,404nd in the
event this court finds a likelihood obefusion between those marks and any used by Plaintiffs
that include the term MICHOACANA, Plaintiffs seek to cancahcel tlese registrationsn the

grounds of abandonment

16
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PRAYER FOR RELIEF
WHEREFORE Plaintiffs pray for reliefas follows:

A. That theCourt reverse the May 20, 2011 decision in the mattBraductos
Lacteos Tocumbo S.A. de CWPaleteria La Michoacana, InacCancellation No. 92047438
referenced hereipursuant to 15 U.S.C. § 1071(b);

B. That the Court order the TTAB to deny Defantls Petition for Cancellation;

C. That the Court enjoin Defendant from usibgfendant’dndian Girl Design Mark
in conjunction with goods or servicetentical to orrelated to those offered Baintiffs;

D. That the Court declare that there is no likebd of confusion betwedPLML's
LA INDITA MICHOACANA and Indian Girl Design Mark and Defendant’s LA
MICHOACANA trademarkLA MICHOACANA NATURAL trademark,and LA
MICHOACANA NATURAL and Butterfly Design Marlgiven thedescriptive and
geographically desgtive and weak nature of the term MICHOACANA when used in
connection withice cream and related products;

D. That the Court cancel United States Registration Nos. 3,248r1d 2,830,401,

E. That the Court grant Plaintfidamages resulting from Defendaninfringing use
of Defendant’dndian Girl Design Mark;

F. That the Courgrant Plaintif§ attorneys fees; and

G. That the Court grant any other such relief it deems appropriate.

JURY DEMAND
PLM AND PLML demand that this action be tried by a jury.

17
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Dated:March 15 2012 MORRISON & FOERSTER LLP

By: _ /s/Tim A. O’Brien

G. BRIAN BUSEY (DC BN 366760)
GBusey@mofo.com

TIM O'BRIEN
TOBrien@mofo.om
MORRISON & FOERSTERLP
2000 Pennsylvania Avenue, NW
Suite 6000

Washington, DC 20006888
Telephone: 202.887.1500
Facsimile: 202.887.0763

ROSEMARY S. TARLTON(Admitted Pro
Hac Vice

RTarlton@mofo.com

J. THOMAS MCCARTHY
TMcCarthy@mofo.com

MORRISON & FOERSTERLP

425 Market Street

San Francisco, California 9412382
Telephone: 41268-7000

Facsimile: 415.268.7522

Attorneys for Plaintiff s

PALETERIA LA MICHOACANA, INC.
and PALETERIA LA MICHOACANA,
LLC.
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UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA

PALETERIA LA MICHOACANA, INC., a
California corporabn; PALETERIA LA Case N0.1:11-cv-01623-RC
MICHOACANA, LLC., a California Limited
Liability Company

ANSWER TO SECOND AMENDED
COMPLAINT AND COUNTERCLAIMS
Plaintiffs,
JURY TRIAL DEMANDED
V.

PRODUCTOS LACTEOS TOCUMBO S.A. DE | Assigned to: Hon. Contreras, Rudolph
C.V., A Mexican corporation,

Defendant.

Defendant, Productos Lacteos Tocumbo 2A.C.V., (“Defendat” or “PROLACTQO")
hereby responds to the Second Amended Complbadtif this action by Rlintiffs Paleteria La
Michoacana, Inc. ("PLM, Inc.") and Paletetia Michoacana, LLC ("PLM, LLC") (collectively
“Plaintiffs" or "PLM”) seeking julicial review of thedecision of the U.S. Trademark Trial and
Appeal Board (the "TTAB" or "Board'lh Cancellation Proceeding No. 92047438 that was
adverse to PLM, Inc.. The decision of the Boduat is the subject &??LM's appeal should be
affirmed.

Defendant also seeks as a defense agairidt fridicial review to cross-appeal all
findings and decisions of the Board@ancellation Proceeding No. 92047438 adverse to
PROLACTO, or, not expresslyedided in PROLACTO's favor, including, but not limited to, the
Board's findings that: (a) PR@ICTO “waived” its “fraud and dilution claim’(b) that PLM’s
(cancelled mark) is not similar to PROLACTOisark LA FLOR DEMICHOACAN and design;
(c) the Board’s failure to mention in its statement of decision additional findings of fact favorable
to Defendant and/or adverse to PLM, Inawgl4d) the Board would naonsider PROLACTO's
arguments that it is the owner of a “familymarks” based on th@ord MICHOACAN(A) as
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related to ice cream and redd goods and services. DefendBROLACTO also asserts
counterclaims against PLM (i.e., PLM, Inc. &idM, LLC), for federal trademark infringement
in violation of Section 32(1) of the LanhamtA&5 U.S.C. § 1114(1); federal unfair competition
in violation of Section 43(a) of the Lanhakat, 15 U.S.C. 81125(a); common law trademark
infringement; federal dilution in violation &ection 43(C) of the Lanham Act, 15 U.S.C. §
1125(c); cancellation of Regjration No. 2,968,652 for fraud under 15 U.S.C. § 1120;
cancellation of Registration No. 2,905,172 for franmdier 15 U.S.C. 8§ 1120; and cancellation of
Registration Nos. 2,905,172 and 2,968,652 for abandonment under Lanham Act Section 45.
ANSWER TO THE SECOND AMENDED COMPLAINT

1. The first paragraph of the Second Amen@eanplaint (“Complaint”) is a conclusion
of law, and, as such, requires no resporigethe extent a respamss required, PROLACTO
admits the allegations set forth in paragraph 1 of the Complaint.

2. The second paragraph of the Complaintesiclusion of law, and, as such, requires
no response. To the extent a responsajisited, PROLACTO admits that “[o]n May 20, 2011, a
TTAB panel granted Defendant’s Petition formCallation of the registration for the "LA
INDITA MICHOACANA and Indian Girl Design'trademark in conjunction with “ice cream and
fruit ice products, namely, fruit bars,” intérnational Class 30, U.S. Registration No. 3,210,304
which issued to” PLM, Inc.. However, PROLACT&xks sufficient information to form a belief
as to the truth of the allegation that suafistration was assigned to PLM, LLC during the TTAB
proceedings and therefore denies such dil@gaPROLACTO further admits the remaining
allegations in the second paragraph, subjettidalarification thathe Board found that
PROLACTO had priority of use of each ottfollowing trademarks (“PROLACTO’S Marks):

0] LA MICHOACANA (words only);
(i) LA MICHOACANA NATURAL  (words only);

La N
HECH 0 WEEINK

" Natural

(i) LA MICHOACANA NATURAL (and design):

(iv)  (design of an Indian didoll holding an ice cream):

-2-
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(v) LA FLOR DE MICHOACAN (wordsonly); ,
(vi) LA FLOR DE MICHOACAN (and design): , - ‘% .

That the Board made no mention of PROLACT@'®rity of use of the alternative mark

(vi) LA MICHOACANA NATURAL  (with butterfly design)

and that the Board found that PROLACTQltsnown priority of use as 10 at
least the first foutrademarks identified as (i) — (iv) abwvhich each gave rise to a likelihood of

confusion with PLM’s asserted maltih INDITA MICHOACANA (and design):

o R
S %3 ®
@'bhouf-"{\c
Defendant further admits that the Board deiéi, Inc.’s Motion forReconsideration on July
13, 2011.

3. The majority of the third paragraph of therf@@aint is a conclusion of law, and, as
such, requires no response. To the exterg@orese is required, PROLACTO is informed and
believes that “Plaintiff PLM, Inc. is a cor@ion organized and exiati under the laws of the
state of California with its mcipal place of business at 2068dbam Drive, Modesto, California
95354.” PROLACTO further admits that “PLMnfg.] was the party tthe cancellation action
throughout the TTAB proceedings and [PLM, LL@4&s not joined or substituted in the
proceedings.” Defendant lacks sufficient inforraatto form a belief as to the truth of the
remaining allegations and conclusions of lawfsgh in paragraph 3 of the Complaint and

therefore denies them on this basis.ddiaon, PROLACTO specifidly denies that any

assignment of all of the assets of a compaitlyout the corresponding liabilities as PLM, Inc.
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and PLM, LLC. alleged occurred in this case, ilwful and fails to constitute a bona fide arms
length transaction.

4. PROLACTO is informed and believesatiiPlaintiff [PLM, LLC] is a limited
liability company organized arekisting under the laws of theagt of California with its
principal place of business at 2068 Lapham &rModesto, California 95354.” Defendant lacks
sufficient information to form a belief as to ttrath of the remainingliegations and conclusions
of law set forth in paragraph 4 of the Complaind therefore denies them on this basis.

5. Defendant admits the allegations settion paragraph 5 of the Complaint.

6. The sixth paragraph of the Complaint isomdusion of law, and, as such, requires no
response. To the extent a response is reqURRALACTO admits the allegations set forth in
paragraph 6 ahe Complaint.

7. The seventh paragraph of the Complaintesiaclusion of law, and, as such, requires
no response. To the extent ap@sse is required, PRAICTO admits the allegations set forth in
paragraph 7 afhe Complaint.

8. The eighth paragraph of the Complaint oaclusion of law, and, as such, requires
no response. To the extent ap@sse is required, PRAICTO admits the allegations set forth in
paragraph 8 athe Complaint.

9. Defendant admits only that “PLM [Ingpfoduced and distributed ice cream bars
known as ‘paletas’ and other ice cream and froagihgroducts.” Defendant admits that the type
of products described have, when manufactaretisold by Defendant and their predecessors,
subsidiaries, related companies and autholizedsees have origired from and been made

famous by PROLACTO, and its predecessrdanter alia, the state of Michoacan in Mexico and

elsewhere. However, Defendanndss that the ice cream b&rsown as ‘paletas’ and other ice
cream and frozen fruit products sold by PLM ara ¢fpe originating from and made famous in
the state of Michoacan in Mexic Defendant lacks sufficient imfmation to form a belief as to
the truth of the remaining allegations and cosidns of law set forth in paragraph 9 of the

Complaint and therefore denie®th on this basis. Defendant fugt specifically denies that
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“PLM [Inc.] was, and now [PLM, LLC.] is, one dhe leading providers of Hispanic-oriented ice
cream and frozen treats in the United Stategiloliging products acrossalifornia, the Pacific
Northwest, the Intermountain West, and the MidwBfaintiffs and their predecessors-in-interest
have produced and distributed paletas and atkeezream and frozentit treats in the United
States since 1991." PROLACTOrdes that there is any sugkographical location known as
“the Michoacan” region or that there is anypgeaphical significance as to any products related
thereto. PROLACTO further denies that "Plaintdfsd their predecessors-interest, have used
the term MICHOACANA in trade names and teadarks in the United States since 1991.”

10. Defendant admits only that PROLACTO at=lpredecessors, subsidiaries, related
companies and authorized licensees, as “prodwfgraletas and relatece cream and frozen
fruit treats have used and continue to use’irteege of a little Indian girl doll, dressed in
traditional clothing (e.qg, folkloricalothing representative of thaorn in the town of Tocumbo,
State of Michoacan de Ocampo, Mexico) similaidentical to the one shown in PROLACTOS's
design mark, in connection with ice cream and i@ so for decadddefendant denies that
PLM “began using a stylization af drawing of an Indian giHolding an ice cream bar as a
trademark in connection with ifsaletas and frozen treatstire United States in 1994,” and
further denies that PLM, Inc. and its allegeatcessor-in-interest PLM, LLC had legally or
properly used any such design(s) in any such manner such any such time.

11. Defendant denies the allegations camtdi in paragraph 11 of the Complaint.

12. Defendant denies the allegatiactntained in the first sentes of paragraph 12 of the
Complaint. Defendant admits grthat the available records thfe United States Patent &
Trademark Office indicate that Registration.\2,905,172 which alleges atdaf first use of
April 01, 1994, in connection with “ice cream anditfines” in InternationBClass 030 appears to
have been owned by PLM, Inc. and appears toubently registered in the name of PLM, LLC.
PROLACTO denies the remaining allegationatamed in paragraph? of the Complaint.

13. Defendant denies the first sentence of geaph 13 of the Complaint. Defendant
admits that the available records of the Uniates Patent & Tradenka®ffice indicate that

Registration No. 2,968,652, covering “ice creamitfices” in Internaibnal Class 30, which

-5-
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alleges a first use date of January 01, 1995 durndicates that aftéhe Board’s Decision
cancelling United States Registration No. 3,210,804July 27, 2011, the United States Patent &
Trademark Office accepted PLM, LLC.’s Sectithfiling. Defendant denies the remaining
allegations of paragraph 13 of the Complaint.

14. Defendant denies the allégms contained in paragraph 14 of the Complaint.
Defendant is further informed and believes thatlPLnc. and its alleged predecessors, if any, did
not use the mark shown, or any other mark wigdtely to be confusedith the marks used by
PROLACTO in connection with any “paletas a@nolzen fruit products” at any time prior to
February 21, 2005.

15. Defendant admits only that the availal®eords of the UniteBtates Patent &
Trademark Office ("USPTQ") indicate that amé 28, 2005, PLM, Inc. applied to register the
LA INDITA MICHOACANA and Indian Girl Design Mark in conection with “ice cream and
fruit ice fruit ice products, namely fruit bars” international Class 30itmg a first use date of
February 21, 2005. Defendant further admits timEebruary 20, 2007, the USPTO registered the
mark, U.S. Registration No. 3,210,3®4t that since such timsych Registration has been
ordered to be cancelled by the United Statesl@mark Office Trademark Trial & Appeal Board
in the underlying Administrative Action.

16. Defendant lacks sufficient information fiarm a belief as to the truth of the
allegations and conclusions of law set forth inagaaph 16 of the Complaint and therefore denies
such allegations. Defendant furtlenies that a bona fide, goodliaassignment or transfer of
any particular trademark was madem PLM. Inc. to PLM, LLC.

17. Defendant denies the allégms contained in paragraph 17 of the Complaint.

18. Defendant admits the allegations contdineparagraph 18 of the Complaint.

19. Defendant admits the allegations conéal in paragraph 19 of the Complaint.
Defendant further admits that Defendant one of its direots own trademark
registrations in Mexico for a number wiarks, including the words LA MICHOACANA
NATURAL and the words LA MICHOACANA NATURL coupled with a butterfly and paleta

designs, all in connection witbe cream and related products.
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20. Defendant admits that it has entered into licensing agreements with certain
individuals for the licensing in éhUnited States of several ofnsarks, specifically including its
FLOR DE MICHOACAN, LA MICHOACANA NATURAL, LA MICHOACANA and its
“INDIAN GIRL DESIGN” marks in connection w#h the production andale of ice cream
products, however, such licensing egments date back to March 2001.

21. Defendant admits that during the proceedings below, Defendant identified one
corporation and two individualspe of whom was acknowledgedlde the brother of one of
Defendant’s directors, as licensees of these martke United States, and that these parties had
used the marks pursuant to this licensing ararent in Florida since 2001, however, Defendant
denies that these “were the only licensaiethese marks in the United States.”

22.  Defendant admits that on April 18)@1, Defendant filed at the USPTO, two
Intent-to-use applications to registernéspective marks LA FLORE MICHOACAN word
mark and the LA MICHOACANA NATURAL and Dggn mark as were licensed by Defendant
at that time for use in the United States injoaction with ice cream products. Defendant admits
that in December 2003, Defendant caused to be dilstatement of use @@nnection with the LA
FLOR DE MICHOACAN mark claiming date of first use of atést as early as April 20, 2001.
Defendant admits that the LA FLOR DE MICIACAN word mark proceeded to registration
under U.S. Registration No. 2,830,401. Defendantitsdimat its initial filing for the LA
MICHOACANA NATURAL and butterfly design markfeaturing an ice cream bar) as shown
immediately below, was abandoned, however, Defendant denies that such abandonment occurred

in 2002.

23. Defendant 1s unable to admit or deny #flegations contained in paragraph 23 of
the Complaint because such allegations areesagmbiguous, unintelligible and susceptible of
several distinct meanings, without limitatioAccordingly Defendant denies the allegations
contained in paragraph 23 of the Complaint.

24. Defendant admits only thiais the owner of Unite®tates Trademark Registration

No. 3,249,113 for the Mark LA FLOR DE MIGBACAN (and design) in connection with
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various goods and serviceslimernational Clases 16, 21, 25, 29, 32, 35, and 43, which was filed
on December 8, 2005. Defendant is unable to admit or deny the remaining allegations contained
in paragraph 24 of the Complaint because sliggations are vaguambiguous, unintelligible

and susceptible of several distinct meanings, without limitation. Accordingly Defendant denies
the remaining allegations containedparagraph 24 of the Complaint.

25. Defendant admits only that on or abDetcember 12, 2005, it caused to be filed
United States Trademark Application Seria.N8,771,243 seeking to register its design mark
featuring an Indian Girl dol‘Disefio Indita”), in connectio with the ice cream goods in
International Class 030 as are listed in panalgyi2b of the Complaint, as well as various goods
and services as respectively listed witmternational Classes 16, 21, 25, 29, 32, 35 and 43.
Defendant further admits that itadned first use of the mark in commerce at least as early as
April 20, 2001 and that in December 2005, Defendandedto be filed specimens of use that its
representative claimed undettloaepresent specimgf use of the mark, in commerce in
connection with one or more of tgeods stated in each class.

26. Defendant is either unable to, or withaubrmation or belief, and/or is otherwise
unable to comprehend the allegat contained in paragraph 26tlié Complaint and accordingly
denies such allegations. Defendadmits only that that in connection with its pending United
States Trademark Applicationr&d No. 78,771,243, that it caused dutside counsel in Mexico
to file a response to an officetem on or about December 13, 2006.

27. Other than the reference to the weotdnd Butterfly Design Mark” Defendant
admits the allegations containedHaragraph 27 of the Complaint.

28. Defendant admits only that in cattion with its United States Trademark
Application Serial No. 78,954,490, that on or abfaruary 20, 2007, that isitside counsel in
the United States received an initial offaeion in which the USPTO examining attorney
advised that she had located a “similar pegdnark,” namely pending Application Serial
No0.78,660,166, and that having compared the respeuavks that “there may be a likelihood of
confusion between the dpgant's mark and the mark in tabove noted application under Section

2(d) of the Act. The filing date of the refeoe application precedes the applicant's filing date.
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If the earlier-filed aplaication matures into eegistration, the examining attorney may refuse
registration under Section 2(dDefendant notes that PLM, Inc.’s application Serial
No0.78,660,166, was subsequently registered und&rREgistration No. 3,210,304 (and has since
been ordered cancelled in the underlying adsiiative action which PLM now appeals).
Defendant denies the remainiallegations contained in paragh 28 of the Complaint.

29. Defendant admits the allegations coméal in paragraph 29 of the Complaint.

30. Defendant admits the allegations contdimreparagraph 30 of the Complaint with
the clarification that theease and desist letter was sent to PLM, Inc.

31. Defendant admits that in the underlying Adistrative Action that it relied, in part
on oral testimony from two indiduals and one corporation whonedicensees of PROLACTO’s
Marks, both of whom testified to have used tharks in connection with their respective ice
cream businesses in Florida, continuouslyeip@01. Defendant denies the remaining allegations
contained in paragraph 31 of the Complaint.

32. Defendant denies the allegations camgdiin paragraph 32 of the Complaint.

33. Defendant denies the allegations camgdiin paragraph 33 of the Complaint.

34. Defendant denies the false and argumentative preface contained in the first
sentence of paragraph 34 of the Complaintdoimits that the TTAB granted the Petition for
Cancellation on May 20, 2011 and the subsequégations set forth in paragraph 34 of the
Complaint, namely that the TTAB granted tPetition for Cancellatiorfinding that Defendant
had established priority of us¢ Defendant's Indian Girl ¥gn Mark and further concluding
that there was a likelihood of confusiortween Plaintiffs' LAINDITA MICHOACANA And
Indian Girl Design Mark an®efendant's Indian Girl Degn Mark. Although The TTAB also
found that Defendant had established priantyhe use of its LA FLOR DE MICHOACAN
Marks, it concluded that there was no likeod of confusion between the LA FLOR DE
MICHOACAN Marks and Plaintiffs' LA INDITAMICHOACANA and Indian Girl Design Mark.

35. Defendant admits thathe TTAB further found thabefendant had established
priority of use in the LA MICHOACANANATURAL trademark, the LA MICHOACANA
NATURAL and design trademark and the LA MICHOACANA tradat It concluded
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that there was a likelihood of confusion beém those marks and Riaffs' (alleged) LA
INDITA MICHOACANA and Indian Girl Design Mark. Defendant denies the remaining
allegations contained in paragh 35 of the Complaint.

36. Defendant denies that a copy of the Bl'decision in the Cancellation action was
attached to the Plaintiffs’é@ond Amended Complaint. Defendant admits that on July 13, 2011
the TTAB denied a Motion for Reconsiderationdiley PLM, Inc. Defendant denies that a copy
of the TTAB decision denying PLM’s Motion for Remsideration was attached to the Plaintiffs’
Second Amended Complaint. Defendants denyahgtExhibits were attached to the Second
Amended Complaint. Defendant denies any kndggeor belief as to the Plaintiffs’ remaining
allegation or any basis for the Plaintiffs’ cortien that the TTAB decisions are erroneous.

37. Defendant denies the allegations camgdiin paragraph 37 of the Complaint.

38. Defendant denies the allegations camgdiin paragraph 38 of the Complaint.

39. Defendant denies the allegations eamd in paragraph 39 of the Complaint.

40. Defendant denies the allegations camgdiin paragraph 40 of the Complaint.

41. The forty first paragraph of the Compliais a conclusion of law, and, as such,
requires no response. To the extent a respensguired, PROLACTO dges such allegations.

42. Defendant realleges and incorpesaits responses set forth above.

43. Defendant is either unable to, or withaubrmation or belief to respond to the
allegations contained in the forty third paraggrand Defendant therefodenies the allegations
contained in paragraph 43 of the Complaint.

44. Defendant denies the allegations camgdiin paragraph 44 of the Complaint.

45. Defendant denies the allegations camgdiin paragraph 45 of the Complaint.

46. Defendant denies the allegations cargdiin paragraph 46 of the Complaint.

47. Defendant denies the allegations camgdiin paragraph 47 of the Complaint.
Defendant particularly denig¢isat the term “MICHOACANA” wherused in connection with ice
cream of the type and style sold by Plaintiffsisiny manner “descriptive,” or “geographically
descriptive.” To the contrary, to the extémat the term MICHOACAA may, besides having

brand significance and fame in favor of ®RACTO and its predecessors, affiliates, and
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licensees; MICHOACANA may also refer to a fdm&rom the State of Michoacan, Mexico (as
would the term “California Girl” apply to afeale from California, or “New Yorker” would

apply to a female from New York). Plaintiffs\@&no connection with th8tate of Michoacan de
Ocampo in Mexico and its alleged goods have nbeen manufactured nor sold in the State of
Michoacan de Ocampo. The term MICHOACANA dsgedly used by Plaintiffs fails to fairly
describe, consist of, or otherwise materially espnt any geographic propes of, or ingredients
from the State of Michoacan de Ocampo, inxMe. As such, Plaintiffs use of the term
MICHOACANA is “geographically misdscriptive,” deceptive and ity to deceive or otherwise
confuse consumers. Moreover, PLM’s own officers have admitted that prior to adopting any such
mark either containing the term MICHOACANA tire design of and Indian Girl, that that they
were aware of the brand of ice cream made tesiny PROLACTO and its affiliates, and used in
connection with the term MICHOACANA arfdlROLACTO'’s IndianGirl Design throughout
Mexico. PROLACTO further deas that the term MICHOACANA igeak or diluted, or that
there is any widespread use of the term by atedlparties in the United States in connection
with ice cream products of any suchrtpaularized typeand/or style.

48. Defendant denies the allegations camgdiin paragraph 48 of the Complaint.

49. Defendant realleges and incorgias its responses set forth above.

50. To the extent that a legal conclusiomaguired, Defendant adts only that there
Is an actual, present and justldiacontroversy between the pastregarding a risk of confusion
resulting from the Plaintiffs’ use of the teWHCHOACANA and the Indian Girl Design, each of
which were adopted by PLM with full knowledgePIROLACTQ'’s prior use of such marks in
connection with ice cream and ridd products tlmughout Mexico.

51. Defendant only admits that Plaintiffs seek declarations fronCihist contrary to
the Board's decision, Defendant denies that #ffsimare entitled to my such declaration and
Defendant denies the allegatgocontained in paragraph 51 of the Complaint. PROLACTO
particularly denies that therm “MICHOACANA” when used irconnection with ice cream of
the type and style sold by Plaintiffs areaimy manner “descriptive,” or “geographically

descriptive.” PROLACTO further particularly dies that the term MICHOACANA is weak or
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diluted, or that there is any widespread use of the term by unrelated parties in the United States in
connection with ice cream prodamf any such particulaed type and/or style.

52. Defendant realleges and incorgias its responses set forth above.

53. To the extent that the allegations @néd in paragraph 53 of the Complaint are
understood, Defendant denmsch allegations.

54. Defendant admits the allegations coméal in paragraph 54 of the Complaint.

55. To the extent that the allegations @néd in paragraph 55 of the Complaint are
understood, Defendant denmsch allegations.

56. Defendant denies the allegations camgdiin paragraph 56 of the Complaint.

57. Defendant realleges and incoraias its responses set forth above.

58. Defendant admits that Plaintiffdleged use of the term MICHOACANA and
PLM'’s use of a direct copy ##ROLACTO's Indian Girl Design infringes PROLACTO's rights
in certain marks, including the LA FLOBE MICHOACAN and LA FLOR DE MICHOACAN
and Design marks show in United StaRegistration Nos. 3,249,113 and 2,830,401 among its
other rights. Defendant denitbge remaining allegations ca@med in paragraph 58 of the
Complaint.

59. Defendant denies the allegations eamd in paragraph 59 of the Complaint.

60. Defendant denies the allegations eam¢d in paragraph 60 of the Complaint.

61. Defendant denies the allegations eame¢d in paragraph 61 of the Complaint.

Defendant denies that PLM is entitled toyaf the relief requested in the Prayer for
Relief.

AFFIRMATIVE AND GENERAL DEFENSES

Without admitting or acknowledging that it bedhe burden of proof as to any of them,
Defendant PROLACTO asserts amderves the right to rely upéime following affirmative and
general defenses and reserves the right tmdnte Answer as additional information becomes
available:

1. Plaintiffs’ Complaint fails to set forth facts or allegations sufficient to state a claim
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upon which relief can be granted.

2. Plaintiffs’ claims are barred becausef@elant has not, and does not, infringe any
valid and enforceable trademark owned by the Plaintiffs.

3. Plaintiffs' claims of trademark infringemeare barred because, on information and
belief, Plaintiffs are not asserg any valid trademarks and ttetch of the trademarks asserted
are invalid because they are confusinglyisinto other marks and/or are geographically
misdescriptive.

4, Plaintiffs’ claims are barred by Plaifi§' unclean hands. Specifically, it is
averred, upon information and belief, that Pléistare not asserting any valid trademarks and
that any trademark applications submitted in connection with the marks asserted against
PROLACTO in the Complaint contained knowingly &alepresentations of neaial fact. Each of
the marks asserted by PLM were known by Pio\Nbe in use by PROLACTO prior to any
adoption or use

5. Plaintiffs’ claims are barred because award to Plaintiffs would unjustly enrich
Plaintiffs in light of their invéd trademarks and unclean hands.

6. Plaintiffs’ claim of trademark infringement under 15 U.S.C. § 1114 is barred by
estoppel. PLM, Inc. has had knowledge of pRROLACTO's adoption and use of the asserted
marks for many years. Despite this knowledgeaylPInc. has failed to accuse PROLACTO of
trademark infringement at any time prior to therent lawsuit. If thiCourt finds that PLM had
valid, enforceable trademarks, PROLACTQime knowledge that PLM had valid/enforceable
marks. Since PLM never asserted thesestradks against PROLACTEarlier, PROLACTO
had the right to believe that PLM would rastsert the trademarks against PROLACTO.
Moreover, PROLACTO relied on PLM's conduct (ileLM's failure to assert its trademarks) and
grew its business and customer bash@United States to its detriment.

7. Plaintiffs’ claim of trademark infringement under 15 U.S.C. § 1114 is barred by
laches. PLM, Inc. has had knowledge of PROOA: adoption and use of the asserted marks
for many years. Despite this knowledge, PLM Faled to accuse PROLACTO of trademark

infringement at any time prior to the current lavts If this Court fnds that PLM has valid,
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enforceable trademarks, and that PLM didasstert these trademarks against PROLACTO
earlier, PLM's claims of trademark infringememé barred by laches because PROLACTO would
suffer prejudice as a result of PLM's delaynforcing its trademarks.

8. Plaintiffs have not been damaged in amyount, manner, or atl by reason of any
act alleged against Defendant.

9. PROLACTO's wrongful conducif, any, was innocent.

10. Plaintiffs have waived, in whole or art, any rights they may have had to
institute an action for the alleged wrongdoingsvhich PLM complains of occurred solely by
reason of their own caluct, actions, omissiorad communications.

11. Plaintiffs' request for equitable or injune relief is barred because they will not
suffer irreparable harm.

12.  Plaintiffs’ request for equitde or injunctive relief ibarred because they have an
adequate remedy at law.

13.  Plaintiffs’ request for equitable orjunctive relief isbarred and should be
estopped because they have atpdly asserted in the undergiaction and in their related
Applications and filings including Oppositioagiainst PROLACTO, judial admissions, and
prior sworn statements are incatent with and are directhyoatradicted by the allegations of
any trademark rights in favor dfe Plaintiffs' assertions their Second Amended Complaint.

14.  Plaintiffs’ request for equitable amunctive relief is barred because
PROLACTO'’s United States Registratitor the mark LA FLOR DE MICHOACAN
(Registration No. 2830401) has been deemed iestadtle. Further, Plaintiffs’ claims and
allegations that such mark is descriptive lzagred as the mark cannot be challenged on such
basis. Further because such mark remains imude5S. commerce, Plaintiffs’ allegations seeking
cancellation of such registration and the tedaregistration of Rgstration No 3,249,113 are
barred, as a matter of law.

Defendant PROLACTO reservé right to raise othemnd further affirmative and
general defenses as may become apparent thtbagixchange of discovery or over the course of

this litigation and reserves thghit to amend its Answer accordingly.
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WHEREFORE, having fully answered ther@plaint filed by Plaintiffs, Defendant
PROLACTO respectfully requts that this Court:
A. Enter judgment in favor of PROLACTO andaagst Plaintiffs as to all claims set

forth by Plaintiffs in this action;
B. Enter judgment in favor of PROLACT(nhd against Plaintiffs for all costs and
attorneys' fees incurred by PROLACT®connection with this matter;

C. Grant any such other and further ret@PROLACTO as this Court may deem

proper.
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CROSS APPEAL/CROSS ACTION

The Board’s May 20, 2011 decision, Caliation No. 92047438 granting PROLACTO'’s
petition to cancel PLM’s regiration should be affirmed.

Defendant PROLACTO by way of this croggpaal/cross action seeks judicial review of
the findings and decision of the Board innCellation No. 92047438 adverse to PROLACTO, or
not expressly decided in PRACTO’s favor, including, but ndtmited to, the Board's findings
that: (a) PROLACTO “waived” & “fraud and dilution claims;” (jathat PLM’s (cancelled mark)

Is not similar to PROLACTO'’s mark LA FLORE MICHOACAN and dsign; (c) the Board’s
failure to mention in its statement of decisiowliféidnal findings of fact favorable to Defendant
and/or adverse to PLM, Inc.; and (d) the Board would not consider PROLACTQO's arguments that
it is the owner of a “family of marks” based the word MICHOACAN(A) as related to ice
cream and related goods and services. Defe®ROLACTO also assertounterclaims against
PLM, for federal trademark infringement irolation of Section 32(1) of the Lanham Act, 15
U.S.C. 8 1114(1); federal unfair competition in witcdn of Section 43(a) of the Lanham Act, 15
U.S.C. 81125(a); common law tradark infringement; federal dition in violation of Section
43(C) of the Lanham Act, 15 U.S.C. 8§ 1125@3gncellation of Registration No. 2,968,652 for
fraud under 15 U.S.C. § 1120; cancellatodriRegistration No. 2,905,172 for fraud under 15
U.S.C. § 1120; and cancellation of Regation Nos. 2,905,172 and 2,968,652 for abandonment

under Lanham Act Section 45.

GENERAL ALLEGATIONS

1. Counter-Plaintiff, PROLACTO is a corpation organized and existing under the
laws of Mexico, located and doing businesBenito Juarez No. 37, Miguel Hidalgo 2da Seccion,
Ampliacion Luis Echeverria y Adolfo Ruiz, Dgacion Tlalpan, Mexico &/, Mexico. Since at
least as early as 1995, PROLACTH@s also maintained &® cream manufacturing and
distribution center in town cfocumbo, in the State of Mioacan, Mexico. PROLACTO is a

leading retailer/dealer/distributof ice cream, flavored iceand ice cream products, including
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“paletas” and ice milk/fruit bars. PROLACTO and atsthorized licensees own and operate retail
stores and distributorships iretlunited States and Mexico feahg such dairy products, edible
ices, ice cream, fruit bbg, drinks and snacks.

2. The directors of PROLACTO, are tAedrade Malfavon family, who come
from the town of Tocumbo in the State ofdloacan, Mexico, and who have followed in their
common ancestors’ footsteps by adoptirgdhd continuously using the mark LA
MICHOACANA since the 1940’s. Further, sinatleast as early as February 8, 1995,
PROLACTO and its affiliate, related compamiylicensee(s) has/have also adopted and
continuously used the marksA MICHOACANA NATURAL , (hereinafter “LA
MICHOACANA NATURAL (and design) and vaations thereof, including:

2llt  and the design of an Indian girl , In Mexico,
and elsewhere, in connection with the salé distribution of various goods and services,
particularly including those ihin International Classes 280, 32, 35 and 39, namely including,
inter alia: eggs, milk and dairy products; cones fog cream, ice cream cakes, flavored ices,
frozen yogurts, fruit ices, fruit &bars, ice, ice candies, iceam, ice cream drinks, ice cream
mixes, ice cream powder, ice cubes, ice milispmineral waters, sodas, purified waters and
other non-alcoholic beverages; beverages andjfiiags; syrup and other preparations to make
beverages; retail stores arftbps featuring ice cream, fruit badsinks and snacks; distribution,
transport, packaging and storagevgees of goods, in particular g products, milk, edible ices,
and lollipop sticks for edibleces. As a result of PROLACTO's long-standing and extensive use
of such marks, throughoMexico, and elsewhere, PRACTO’s: LA MICHOACANA; LA
MICHOACANA NATURAL and its related Design ariddian Girl Design Mark have become
well known and famous especially among the Hisparadket for ice cream in the United States.

3. Since at least as early April 20, 2001, PROLACTO anitls related company or
licensee(s) has/have adopted and continuawsdy the marks LA FLOR DE MICHOACAN and
LA FLOR DE MICHOACAN (and Design) in UniteStates commerce aonnection with “ice

cream” in International Class 0IPROLACTO is the owner of the incontestable United States
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Trademark Certificate of Registration No. 2,830,401 for the mark LA FLOR DE MICHOACAN,
registered on April 06, 2004 and which remainkdvand subsisting on thrincipal Register.
PROLACTO is also the owner of the mark FLOR DE MICHAOCAN (and design) which it

and its licensees have used in United Stad@smerce since at leass early as April 20, 2001.
Such mark was registered by the USPTO under Registration No. 3,249,113 on June 05, 2007 in
connection with a variety of goodsd services, particularly includy those within International
Classes 16, 21, 25, 29, 32, 35, 39 and 43, inclutitey, alia: containers for ice made of paper

or cardboard, drinking glassesyioas items of clothing; frozen fruits, fruit pulps, milk based
beverages containing fruit juicgrinking water, flavored waterfpzen fruit-based beverages,

fruit drinks, fruit-flavored beverages; retaiaps featuring ice-creanma flavoured waters; and
serving food and drinks.

4. PROLACTO has applied for U.S. Regatton for its marks, including its

Indian Girl Desigi (Application No. 78,771,243, filed dpecember 12, 2005) and its

' E:d%@mmg
LA MICHOACANA NATURAL (and design) mark
(Application No. 78,954,490 filed August 17, 2006). Sapplications have been respectively
suspended pending the outcome of this appietile TTAB'’s decision granting cancellation of
PLM’s Registration No. 3,210,304.

5. PROLACTO has also applied for U.S. Registration for its marks, including
LA MICHOACANA, (words onl) and LA MICHOACANA NATURAL (and design), which
applications have been opposed for registrally PLM after such marks had been approved by
the USPTO for publication.

6. Since at least at early Bebruary 2001, and well pritw the alleged adoption of
PLM’s trademark Registration No. 3,210,304, whictsweadered to be cancelled by the Board,
PROLACTO adopted and has continually usediforementioned family of trademarks, and

service marks including: LA MICHOABNA, LA MICHOACANA NATURAL, LA
MICHOACANA NATURAL (and design)jts Indian Girl Design mark, the marks LA FLOR DE
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MICHAOCAN, and LA FLOR DEMICHOACAN (and design) itUnited States commerce.

PROLACTO and its authorized liceges have extensively and tonously used such marks in

connection with ice cream and ridd products and services andéanvested substantial time,

money and effort in advertising such marks(RRCTO has sold and marketed its branded and

authorized goods and services throughout thisedrstates, Mexicoral beyond, by various trade

channels, including for example, through PROLIALs and its licensees’ retail stores, through

PROLACTO'’s authorized disbutors, and through resets of PROLACTQO’s products,

particularly, ice cream andut bars, commonly known as “paletas.” As the result of

PROLACTO's longstanding use of the PR&LTO marks, and particularly due to

PROLACTO'’s unique style of ice cream, even befBROLACTO had established retail shops in

the United States, PROLACTO’s Marks had becom#-known and famous within the market

of Hispanic ice cream and are, were and reraagociated with the history of PROLACTO and

the Andrade Malfavon family’s impact on the toehTocumbo, State dflichoacan, Mexico.

7. PROLACTO and its director/shareholderlidte is/are the beneficial owner and

licensee of the following valid and subsisting trademark registraiimes,alia, as were issued by

the Mexican Institute dhtellectual Property:

Reg. No. MARK Goods/Services Filing Date Reg. Date
500870 LAMICHOACANA “edible ice-creams” February 8, 1995 | 08-11-1995
NATURAL (and design) Int'l Class: 030 renewed
05-27-2005
682538 LAMICHOACANA “edible ice cream and paletas” Sept. 12, 2000 12-20-2000
NATURAL (and design) IC 030
753731 LAMICHOACANA “edible ice creams” Feb. 20, 2002 06-28-2002
NATURAL UNA RICA IC 030
TRADICION DE SABOR
(and design)
781733 LAMICHOACANA beer; mineral waters and sodas and| Sept. 4, 2002 02-28-2003
NATURAL other non-alcoholic beverages;
beverages and fruit juices; syrup and
other preparations to make beverages;
especially purified water.
IC 032
800777 LAMICHOACANA coffee, tea, cocoa, sugar, rice, tapiogaNov. 04, 2002 07-23-2003
NATURAL sago, coffee substitutes...edicble ice
cream and popsicles, ...ice.
IC 030
800778 LAMICHOACANA beer; mineral waters and sodas and | Nov. 04, 2002 07-23-2003

NATURAL

other non-alcoholic beverages;
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beverages and fruit juices; syrup and
other preparations to make beverage
especially purified water

S

IC 032
845194 LAMICHOACANA “distribution services of dairy producisMay 26, 2004 08-03-2004
NATURAL (and design) as | in general”
used since February 8, 1995,C 039
in connection with “”
845663 LA MICHOACANA (e.g., cups for drinks, beverage June 22, 2004 08-06-2004
NATURAL (and design) glassware; paper and plastic cups, | first use: February
thermal containers for beverages ice 8, 1995
cream scoops, metal pitchers for
making malts and milkshakes, etc.)
IC 021
852057 LAMICHOACANA “meat, fish, poultry and hunt; meat | Nov. 4, 2002, 09-22-2004
NATURAL (and design) extracts; preserved fruits and
vegetables, dried or cooked; jellies, | first use: February
jams compotes; eggs, milk and dairy| 8, 1995
products; oils and fats”
IC 029
865481 LAMICHOACANA (e.g., beverage glassware, thermal | Nov. 25, 2004 01-24-2005
NATURAL containers for beverages cups for
drinks, paper and plastic cups, thermal
containers for beverages, ice cream
scoops, metal pitchers for making
malts and milkshakes, etc.)
IC 021
906647 LA MICHOACANA (e.g., Meat, fish, poultry and game, | Nov. 04, 2002 10-31-2005
NATURAL preserved fruits and vegetables, jellies,
jams and compotes, eggs, milk and
milk products edible oils and fats,
IC 029
992151 LA MICHOACANA Beers, mineral waters, non- alcoholi¢c Nov. 04, 2002 07-12-2007
NATURAL (and design) fruit drinks, juices and fruit juice
concentrates, syrups and other
preparations for making drinks,
especially flavored waters.
1019784 LAMICHOACANA “coffee, tea, cocoa, sugatr, rice, Nov. 04, 2002 01-18-2008
NATURAL (and design) tapioca, sago, coffee
substitutes...edicble ice cream and
popsicles, ...ice.
IC 030
1031635 | LA MICHOACANA Ice cream parlor and soda fountain | Nov. 04, 2002 03-24-2008
NATURAL (and design) services first use: February
IC 042 8, 1995
1032386 LA MICHOACANA Essential oils, concentrates, flavors| Feb. 24, 2008 03-24-2008
NATURAL and sweeteners for drinks, milkshakes
and confections. first use: February
IC 003 8, 1995
1032387 LA MICHOACANA Food dyes, dyes for beverages and | Feb. 29, 2008 03-24-2008
NATURAL beers, food colorings.
IC 002
1038704 LAMICHOACANA Food dyes, dyes for beverages and | Feb. 29, 2008 04-30-2008

NATURAL (and design)

beers, food colorings.
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IC 002
1045728 LAMICHOACANA Essential oils, concentrates, flavors Feb. 29, 2008 06-19-2008
NATURAL and sweeteners for drinks, milkshakes
and confections
IC 003
1077522 LAMICHOACANA Publicity, business management, August 12, 2002 12-15-2008
NATURAL (and design) commercial administration, clerical
services
IC 035
1077833 LAMICHOACANA Ice cream parlor and soda fountain | Nov. 04, 2002 12-19-2008
NATURAL services
IC 043
8. Each of the Registrations issued in Mexdescribed immediately above are held

and have been entrusted in the name of Mamtonio Andrade Malfavon, one of PROLACTO’s
shareholder/directors, who is a direct famillatee to the remaining dectors of PROLACTO.

9. PROLACTO is the owner of Community date Mark Certifica of Registration
No. 003095403 for the mark LA MICHOACANA NATURAL (and design) registered by the
World Intellectual Property @anization on June 14, 2004 ionmection with: “Meat, fish,
poultry and game; meat extractsegerved fruits and vegetablesedror cooked; jellies, jams,
fruit sauces, eggs milk and milkqatucts, edible oils and fats;” “Coffee, tea, cocoa, sugar, rice,
tapioca, sago, artificial coffefipur and preparations maét®m cereals, bread, pastry and
confectionery, edible ices, lollipagiicks for edible ices, thickereeand powders for edible ices,
honey, treacle, yeast, baking powder, salt, mdstanegar, sauces (condiments), spices ice;
“Distribution, transport, packagg and storage of goods, in parteutlairy products, milk, edible
ices, lollipop sticks for edible ices.”

10. As the result of PROLACTO’s continugusidespread, and notorious interstate
and international use of its LA MKIOACANA NATURAL, LA MICHOACANA NATURAL
(and design), LA FLOR DE MICHOACAN andetdesign of an Indian Girl doll trade and
service marks, and the maintenance of highityustandards for the goods and services sold
under PROLACTO'’s marks, particukamwith respect to “ice creanfruit bars and edible ices,”
the purchasing public has come to know, relyny@nd recognize the products of PROLACTO
by PROLACTO’s marks. Such mies are distinctive of the goodsd services of PROLACTO
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are well known within the rel@nt industry and by the purasing public and have become
famous within the meaning of 15 U.S.C. 8§ 1125(c)(1).

11. Since early 2001, and for well over the past years, in the United States,
PROLACTO has acquired extensive goodwill and considerable fame in connection with
PROLACTO'’s family of trade and servioearks, including: LA MICHOACANA, LA
MICHOACANA NATURAL, LA MICHOACANA NATUR AL (and design), LA FLOR DE
MICHOACAN and Indian Girl degin, each as a distinctive indicat of origin in PROLACTO,
as a consequence of which PROLACTO has éshadal valuable goodwillrad exclusive rights in
said marks at common law.

12. Notwithstanding PROLACTO'’s or rights in and related to its trade and service
marks mentioned above, and with knowledge oORRCTQO's prior use of such marks, on June
28, 2005, PLM filed an application to registee mark LA INDITA MICHOACANA (and
design) w\",a

oy & B

. (5
‘Ch 00.50'{\
13. The filer of PLM’s application claimethat PLM’s first use of such mark

occurred on February 21, 2005 and further, being @hthat willful false statements and the like
so made are punishable by fine or imprisonmeanhoth, under 18 U.S.C. Section 1001, and that
such willful false statements, and the like, negpardize the validity of the application or any
resulting registration, declaredter alia that he/she believed the ajgpht to be the owner of the
trademark/service mark sought to be registered hit'ahe believes applicant to be entitled to use
such mark in commerce; to the best aflher knowledge and belief no other person, firm,
corporation, or association has tight to use the mark in commera@ather in the identical form
thereof or in such near resemblance thereto be tikely, when used on an connection with the
goods/services of such other person, to cause confusi to cause mistake, or to deceive. PLM’s
application for such mark matured intog®ration No. 3,210,304, covering ice cream and fruit

ice products, namely fruidars on February 20, 2007.
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14. On April 27, 2007, PROLACTO commencadancellation proceeding before
the Board requesting cancellation of thark shown in Registration No. 3,210,304.

15. In its Petition for Cancédtion, PROLACTO allegethter alia, that it was being
damaged by PLM’s Registrationdaise: such mark shown therein: (i) was likely to cause
confusion with PROLACTO’s marks, indling, LA MICHOACANA, LA MICHOACANA
NATURAL, LA MICHOACANA NATURAL (and design, LA FLOR DE MICHOACAN, and
LA FLOR DE MICHOACAN (and design); (idhat the mark shown in Registration No.
3,210,304 was fraudulently obtainedBlM; (iii) that PLM’s alleged use of such mark was
invalid; and (iv) that PM'’s registration and use such mark would, and if used does, does dilute
PROLACTO'’s exclusive rights iits distinctive and famousade and service marks mentioned
herein.

16. PLM opposed the cancellation proceeding denied the allegations made by
PROLACTO. However, during the pesition of PLM’'s Presidentghacio Gutierrez, he testified
that prior to 1986, while he was Mexico, and “long before head ever started making any ice
cream” that he had observed the term “La Michoatased, in Mexico imelation to ice cream,
that he had visited “various ice cream shops biad the words “La Michoacana” on the front”,
and that “[sJome of them usecetindian girl (design) and soneé them use(d) a different, you
know, different version of the Inan girl.” Similarly, during theleposition of Patricia Gutierrez,
who had served as secretary and treasurer 8 ‘Blnce its incorporatiomn 2002” testified that
she had been born in Mexico, where she haatilfor 16 years prior to coming to the United
States in 1999, that she had seen the ternMichoacana” used at “[s]eval ice cream parlors
throughout different cities in Mexigbthat [sJome of them would have ‘La Michoacana, some of
them would have ‘La Michoacana es Natural,” samhthem would have kttle girl,” which she
later clarified to include “théttle Indian girl design.”

17. Both Ignacio Gutierrez and Patricia Gutez admitted, under oath, that none of
the products that are manufactured by PLM céme Mexico, no goods imported from Mexico
are used in the production of any of PLM’s goods, and that PLM has never had any offices in

Mexico, nor any business involvement in Mexaroconnection to any business in Mexico.
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18. In the underlying cancellation proceeding both PLM’s President, Ignacio
Gutierrez, and its Secretary/Treasurer, Patricia Gutierrez further testified that with their
knowledge and approval, that although PLM had not been founded until 2002, that PLM had used
a statement on packaging for PLM’s ice crgawducts and on its website which incorrectly
stated, in English and Spanish: “La Indita Michoacana is a family company founded in Tocumbo,
Michoacan in the 1940’s. Since then we’ve contthteemake premium ice cream, fruit bars and
drinks that give the flavaand tradition of Mexico.”

19. Upon information and belief, PLM has made false statements to prospective
mass market purchasers and retail vendors of its gbatlg is relatedo PROLACTO and that
its goods are associated with or othervapproved by PROLACTO. Upon information and
belief, due to false and misleading statemant$the use of photographs taken in Tocumbo,
Michoacan, as were and haveeln made, published and distributed by PLM in association with
the sale and distribution of igppods, the purchasing public are, have been and were, likely
confused and deceived about a goods/source and/or goodsgsacaton between the PLM’s
goods and PROLACTO, its manufacturing facilities,ldtcation of operation, and its history.

20. PLM’s LA INDITA MICHOACANA (and design) mark shown in Registration
No. 3,210,304, is confusingly similar to PROLACT®/srks, and its family of trade and service
marks mentioned above, in all respects, and théraged registration anase of PLM’s mark in
connection with PLM is likely t@ause confusion, mistake and deception as to the source and
origin of PLM’s goods and services, and otheenssiggests a false affition with PROLACTO,
thereby misleading and deceiving consumers. PL&4 its mark in connection with essentially
the same type of goods and services as PROLA@®such goods and services are sold to the
same class of purchasers.

21. PLM’s Registration of its alleged “1994adian Girl Design Me,” registered
under U.S. Registration No. 2,905,172, in conneactrdh ice cream and fruit ices; and PLM’s
Registration of its alleged “1995 Indian Girl Design Mark” registered under U.S. Registration No.
2,968,652, in connection with ice creamd fruit ices, are respeadly confusingly similar to

PROLACTO'’s family of trade and service marks mentioned above, in all respects, and the
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continued registration and use of such “Indizif Design Marks” in connection with PLM is

likely to cause confusion, mistake and deception as to the source and origin of PLM’s goods and
services, and otherwise suggests a falskaaifin with PROLACTO thereby misleading and
deceiving consumers. PLM uses such marks inection with essentially the same type of goods
and services as PROLACTO and sigdwods and services are soldhe same class of purchasers.

22. PLM’s marks mentioned above as used in association with PLM’s goods and
services are likely to cause confusion, akstand deception on the part of the relevant
purchasing public and withinghice cream industry. The consuming public, on seeing PLM’s
marks is likely to believe, erroneously, tlidtM’s goods and services originate from
PROLACTO, or have some connection, affiliatmmsponsorship with PROLACTO, and its place
of business, history and operations which tdeyiot. Such confusion, and the potential for
reverse confusion, is a sourcesgjnificant harm and damage to Defendant, Counter-Plaintiff,
PROLACTO and its respectiveattemarks mentioned herein.

23. PLM'’s activities and use and registmatiof the marks respectively shown in
U.S. Registration Nos. 3,210,304, 2,905,172, and 2,968,&5Rdtdeen approved, authorized or
otherwise consented to by PROLACTO.

24. PLM did not make any use of the mark shown in U.S. Registration No.
3,210,304 at any time prior to February 21, 2005, Wwigdong after PROLACTO, its related
company and its authorized licensees first wssth of its marks, including: LA MICHOACANA
(words only); LA MICHOACANA NATURAL (words only); LA MICHOACANA NATURAL
(and design); LA MICHOACANA NATRAL (with butterfly design);the design of an Indian
Girl; LA FLOR DE MICHOACAN (words only) and LA FLOR DE MCHOACAN (and design)
(hereinafter “PROLACTO’s MaX).

25.  Upon information and belief, PLM did notake any valid use of its alleged “1994
Indian Girl Design Mark,” rgistered under U.S. Registration No. 2,905,172, in connection with
ice cream and fruit ices; nor did PLM make anlydvase of its alleged “1995 Indian Girl Design
Mark” registered under U.S. Registration IR¢068,652, in connection withe cream and fruit

ices, at any time until after PROLACTO, its ttelh company and its authorized licensees first
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used each of its marks, including: IMICHOACANA (words only); LA MICHOACANA
NATURAL (words only); LA MICHOACANA NATURAL (and design); LA MICHOACANA
NATURAL (with butterfly desigh; the design of an IndiaBirl; LA FLOR DE MICHOACAN
(words only); and LA FLOR DE MICHOACAN (andesign).

26. PLM and its officers were actualgware of PROLACTO’s well-known and
famous marks before they began use of theigatlanarks as respectively shown in Registration
Nos. 3,210,304, 2,905,172; 2,968,652, and despite such knowledge, nevertheless moved forward
with the adoption and use of such respetyivnfringing marks in knowing disregard of
PROLACTO's rights and interestin its respective family of marks, including: LA
MICHOACANA (words only); LA MICHOACANA NATURAL (words only); LA
MICHOACANA NATURAL (and design); LAMICHOACANA NATURAL (with butterfly
design); the design of an Indian Girl; IAAOR DE MICHOACAN (words only); and LA FLOR
DE MICHOACAN (and design) and the goodwill respively symbolized thereby. Further, PLM
adopted and allegedly used the marks asemgectively shown in Registration Nos. 3,210,304;
2,905,172; 2,968,652, with the intent to confuse awie the public in connection therewith.

27. PLM’s use of its alleged LA INDITAMICHOACANA (and design) mark shown
in Registration No. 3,210,304 is primarily geograjally misdescriptive and/or geographically
deceptively misdescriptive in violation &6 U.S.C. 81052(e) and accordingly should be
cancelled by this reviewing Court. PLM’seusf its alleged LA INDITA MICHOACANA (and
design) mark shown in Registration No. 3,210,304 further dilutes PROLACTO's rights in
PROLACTO'’s famous LA MICHOACANA andndian Girl doll design marks.

28. On May 20, 2011 after extensive discoydrial testimony and briefing the
Board issued a decision granting PROLACTOQ'’s Petition for Cancellation and ordering the
cancellation of PLM’s Registration No. 3,210,304.that decision, the Board found that
PROLACTO had priority of use @ach of the following trademarks:

(1) LA MICHOACANA (words only);
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(i) LA MICHOACANA NATURAL
(i) LA MICHOACANA NATURAL
(iv)  (design of arfindian Girl” (doll)):
(v) LA FLOR DE MICHOACAN
(vij LA FLOR DE MICHOACAN

Filed 06/29/12 Page 27 of 46

(words only);
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After weighing the likelihood of confusion factithe Board concluded that PLM’s use and

registration of the mark LANDITA MICHOACANA (and design) fo “ice cream and fruit ice

products, namely fruit bars” so closelgembled Plaintiff's LA MICHOACANA, LA

MICHOACANA NATURAL, LA MICHOACANA (and design)and “virtually identical” Indian

girl design, as used in connection with ice cream related goods and services as to be likely to

cause confusion.

29.

On July 13, 2011, in response to PLM’s Motion for Reconsideration, the Board

again addressed each of PLM’s argumentsdemied PLM’s Motion for Reconsideration.

30.

During the time in which PROLACTO'Betition for Cancellation of PLM'’s

asserted mark LA INDITA MICHOACANA (andesign) had been pending, on April 17, 2008,

in bad faith and in knowing disregard of PROLAC$@ghts and interests in its respective marks

mentioned above, PLM filed United Statesdemark Application Serial No. 77,451,471 for the

virtually identical mark LAMICHOACANA ES NATURAL (and dsign) in connection with

“[flrozen confections, ice crearnte cream bars, ice cream sandwiches, fruit bars, fruit ices,

freezer pops, fruit ice bars; Frozen yogurt andetstbclaiming a first us date of February 21,

2005.
31.
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mark LA MICHOACANA NATURAL (and design) wasited as a bar to sh Application, on or
about April 01, 2009, PLM argued that its maHown in Application Serial No. 77,451,471 was
not similar to, nor likely to beonfused with PROLACTO’s mla shown in Application No.
78,954,490.

32.  Soon after the Board ordered PLM’s Registration No. 3,210,304 to be cancelled,
on June 8, 2011, in bad faith and in knowing diardgof PROLACTO's riglg and interests in its
respective marks mentioned above, PLM filed UhBates Trademarkpplication Serial No.
85,341,601 for the virtually identical mark: ULADITA MICHOACANA (and design) in
connection with “[flrozen confections, ice cneaice cream bars, ice cream sandwiches, fruit
bars, fruit ices, freezer pops, fruit ice bars” claigna first use date of such mark as February 21,
2005.

33. On August 9, 2011, in bad faith and in knogvdisregard of PROLACTO's rights
and interests in its respective marks mentioned above, PLM filed United States Trademark
Application Serial No. 85,393,112rfa closely related mark: LA INDITA MICHOACANA (and
design) on the basis of an alleged bona fidenirtie use such mark icommerce in connection
with “[flrozen confections, ice cream, ice cnedars, ice cream sandwiches, fruit ices, freezer
pops, fruit ice bars.”

34.  Within each such trademark applicet, filed by PLM namely including
Application Serial Nos. 77,451,471, 85,341,604 85,393,112, PLM falsely alleged and
averred that it believed applicant to be &adi to use the mark shown in the respective
applications in commerce; and that to the loés$tis/her knowledge and belief no other person,
firm, corporation, or association $ithe right to use the mark inmamerce, either in the identical
form thereof or in such near resemblance theasttm be likely, when used on or in connection
with the goods/services of such other persogatese confusion, or to cause mistake, or to
deceive; and that all statememntade of his/her own knowledge dree; and that all statements
made on information and beliafe believed to be true.”

35. Through the sale of its ice cream produBisM has created and perpetuated a

false association with PROLACTO, its marks,gtace of business. PROLACTO is the actual
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institution (and the Andrade Malfavon familyathconsumers have and will presumed a false
association of a connection when confrontgth PROLACTO’s nearly identical LA
MICHOACANA, LA MICHOACANA NATURAL, and Indian Girl doll design marks, and
PROLACTO'’s Marks and its plaa# business and history arenmediately implicated by that
false suggestion.
COUNTERCLAIMS
For its counterclaims, Counter-Plaintiff PROLACTO alleges as follows:

36. This is an action for federal trademamnkingement, false association, unfair
competition and dilution in violation of the hham Act, 15 U.S.C. 88 1114(1) and 1125(a) and
1125(d) for common law trademark infringemantd unfair competition against Plaintiffs
Paleteria La Michoacana, InmaPaleteria La Michoacana, LLC (collectively “PLM”) and those
authorized and working acely in concert with them.

37. PROLACTO is informed and believes ttidleteria La Michoacana, Inc. and
Paleteria La Michoacana, LLC (collectively “PLM”) have permitted other third parties to use to
marks and to manufacture, sell and distributenging goods that are liketp be confused with
the goods authorized, or sold by PROLACTOMRCTO reserves the right to amend its
Counterclaims to add any additional Third-PdBfendants who have been authorized by or are
otherwise working in concert with PLM as mayillentified through discovery or otherwise.

38. This Court has original jurisdiction overetlsubject matter of this action pursuant
to Section 21(b)(1) of the Lanham Act, 15, U.S.C. 881071(b)(1), and 1121, and under 28 U.S.C.
81331 and 28 U.S.C. 1338(b) because this actizes under the Lanham Act, 15 U.S.C. 88
1114(1), 1120 and 1125(a) et. seq. Counter-Defendanbject to personal jurisdiction in the
District of Columbia, in thainter alia, it filed a complaint against CowartPlaintiff in this Court.

COUNT 1
(Violation of Section 32(1) of the Lanham Act - 15 U.S.C. § 1114(1))

39. PROLACTO hereby realleges and incorpesaherein Paragpas 1 through 38 of

this Counterclaim.

40. PLM'’s unauthorized use of Regiation Nos. 3,210,304, 2,905,172; 2,968,652; as
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well as other closely related marks;luding LA MICHOACANA ES NATURAL and LA
MICHOACANA ES NATURAL (and design) on and connection with goods and services
identical or substantially idew&l to PROLACTO’s Marks as wepgeviously used in the United
States, is likely to cause, and does causafusion, mistake and decept and thus infringes
PROLACTO's rights in its fedeHg registered marks under Semti32(1) of the Lanham Act, 15
U.S.C. §81114.

41. On information and belief, the misappropriation of the marks used by PLM
on and in connection with goods and servicestidahor substantialljdentical to those of
PROLACTO is part of a delibate plan to trade on the hosy and valuable goodwill that
PROLACTO and its predecessors, affiliates licermsasfamily have established in such marks.
With knowledge of PROLACTO'’s ownership and prise of its marks,ral with the deliberate
intention to unfairly benefit from the goodwgknerated by PROLACTO, its related company
and its authorized licensees, the actions of PLM have been carried out in willful disregard of
PROLACTO's rights in viahtion of 15 U.S.C. §1114.

42. PLM’s conduct is causing PROLACT@eparable harm favhich PROLACTO
has no adequate remedy at law.

COUNT 2
(Violation of Section 43(a) of the Lanham Act - 15 U.S.C. § 1125(A))

43. PROLACTO hereby realleges and incorpesaerein Paragpls 1 through 42 of
this Counterclaim.

44. As and for its second claim for reli@ROLACTO hereby alleges trademark
infringement, federal unfair competition, passitig false advertising, false association and false
designation in violation of Section 43(@f the Lanham Act, 15 U.S.C. §1125(a).

45. PLM’s, its licensees and digiutors’ unauthorized use, in commerce of the marks
as are respectively shown in Regasibn Nos. 3,210,304, 2,905,172; 2,968,652; on goods and
services, including ice cream and frnge bars that are identical or substantially identical to that
of PROLACTO is likely to cause and do catise public to mistakenly believe that PLM’s

business activities and goods and/ges originate fromare sponsored by, are in some way
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associated related to PROLACTO, constitute falsgga@tions of origin or false descriptions and
representations and is likely to cause PROIAG family of MICHOACAN(A) marks and its
Indian Girl doll Design to lose thesignificance as indicats of origin.

46. PLM has further knowingly made false repentations concemyg the nature and
origin of its company and of igoods and services, which havesmdiand are likely to cause the
relevant consuming public to believe that tRatM’'s business activities and goods and services
originate from, are sponsored by, or are in s@rag associated related to PROLACTO, which
representations constitute false designationsiginoor false descriptionand representations.
Accordingly, PLM’s aforesaid use of PROLAQO’s family of MICHOACAN(A) marks and its
Indian Girl Design in connectionith ice cream and fruit barslély represents the goods of
PLM as being legitimately coeated with PROLACTO anddgtgoods and services, thereby
placing PROLACTO'’s reputatiobeyond its own control.

47. PLM has further falsely represented onoection with the promotion and sale of
its ice cream goods that its company, designdtedindita Michoacana is a family company
founded in Tocumbo, Michoacan in the 1940’s.c8ithen we’ve continued to make premium ice
cream, fruit bars and drinks that give the flagod tradition of Mexico.PLM has further falsely
implied or stated a connection with PROLAC®&@d Michoacan, Mexigdy posting, utilizing
and depicting photographs in itsvadtising materials, of a statlgcated in Tocumbo, Michoacéan
de Ocampo, Mexico on its whichirsno way related to its busisg or company. PLM also has in
connection with the advertisirand sale of ice cream, usattdgosted the phrase “more than
15,000 stores in Mexico” in a deliberate attemptdofuse the relevant consuming public about
the source and origin @k goods and services.

48. PROLACTO is further informed and believthat PLM has falsely represented to
retailers and consumers that it is directliatred to PROLACTO, tha&®LM’s goods and services
originate in the State of Mimacan de Ocampo, Mexico and thas related to PROLACTO,
when it is not.

49. PLM has unfairly profited from the actions herein alleged and will continue to be

unjustly enriched unless and urgilch conduct is enjoined.
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50. By reason of PLM’s acts and conduct, PRX@TO has and will continue to suffer
damage to its business goodwill and has andswifier irreparable harm unless such conduct is
enjoined.

51. PLM'’s use of the terms “LA MICHOACANA” and "LA INDITA
MICHOACANA" are geographically misdesctipe and geographically deceptively
misdescriptive within the meaning of 15 UCS1052(a) and (e) and t#ele 1712 of the North
American Free Trade Agreement.

52. PLM’s its licensees and drgtutors’ unauthorized use in commerce of the marks
as are respectively shown in RegistratNos. 3,210,304; 2,905,172; 2,968,652 and other closely
related marks including the terms LA and NHOACANA as well as atndian Girl Design on
goods and services identicalsubstantially identical to thesused by PROLACTO was and is
being conducted with full knowledge of PROLAQO's rights. Thus, PLM and its licensees and
distributors has willfully infringed and are infringing such rights in violation of 15 U.S.C.
§1125(a).

COUNT 3
(District of Columbia Common Law Trademark Infringement)

53. PROLACTO hereby realleges and incomues herein Paragraphs 1 through 52
of this Counterclaim.

54. PROLACTO’s Marks, includingtA MICHOACANA, LA MICHOACANA
NATURAL, LA MICHOACANA NATURAL and its Indian Girl doll design each respectively
function as a trademark, is/are distinctive angrotectable as a common law trademark as a
result of PROLACTO’s and itguthorized licensees usetire United States distinguishing
PROLACTO and its authorized licensees’ gpathd services from those of others.

55. In addition to the inherentistinctiveness of PROLACT® Marks, including LA
MICHOACANA, LA MICHOACANA NATURAL, LA MICHOACANA NATURAL and the
design of an Indian Girl doll, such marksused by PROLACTO and its authorized licensees
have developed secondary meaning in the minds of the relevant consumers.

56. PLM’s unauthorized use in commercetloé marks as are respectively shown in
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Registration Nos. 3,210,304, 2,905,172; 2,968,652 and oliveely related and confusingly
similar marks including the terms LA and ®HOACANA as well the identical Indian Girl
Design on goods and services is likely to cazm#usion, mistake andkeception as to an
affiliation, connection or assot¢ian of PLM with PROLACTO os to the origin, sponsorship,
or approval of PLM’s goods, services andfommercial activities with or by PROLACTO.
Therefore PLM’s use infringes PROLACTOQO'’s Ka in violation of the common law of the
District of Columbia.

57. Upon information and belief, PLM’s cdntied infringing conduct is knowing,
intentional and willful.

58. PROLACTO has no adequate remedy at éand as the direct result of PLM’s
actions and conduct, PROLACTO has been, andsankestrained by this Court, will continue to
be irreparably damaged.

59. PROLACTO believes and alies that, in acting aslejed herein, PLM has
acted intentionally and with fraud and maltoevard PROLACTO. PROLACTO is therefore is
entitled to an award of punitive damages.

COUNT 4
(Violation of Section 43(c) of the LanhamAct - 15 U.S.C. § 1125(c) Federal Dilution)

60. PROLACTO hereby realleges and incogues herein Paragraphs 1 through 59
of this Counterclaim.

61. PROLACTO’s Marks are respectively dmsttive and famous according to a
number of factors, includindput not limited to the degree distinctivenes®f PROLACTO’s
Marks, respectively; the durath and extent of use of PROLAO’s Marks in connection with
ice cream fruit bars and other related and uredlgbods and services; the degree of recognition
of PROLACTO’s Marks, respectively, withthe ice cream industry, the trading areas and
channels of trade of PROLACTO and PLM; the matand extent of use of the same or similar
marks by third parties; and the existence of an incontestable feelgisttation and other
registrations on the Principal Retgr for PROLACTO’s Marks asell as its prior and subsisting

Registrations as have been previously grahtethe Mexican Institutef Intellectual Property
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and the World Intellectual Property Organization.

62. PLM’s use in commerce of PROLACTOMarks and confusingly similar
derivations of PROLACTO'’s Markafter such marks have been used in the United States, have
been applied for in the United States and Haa@me famous in connection with ice cream,
“paletas” and fruit bars, has caused dilutionhef distinctive qualitypf PROLACTO’s Marks,
and infringes PROLACTO's rights to its famoumgrks in violation of 15 U.S.C. 1125(c)(1).

63. PLM adopted, applied for federal regation of, and are displaying
PROLACTO'’s Marks and confusingly similarrietions of PROLACTO’s Marks with full
knowledge of PROLACTO's rights to its famousnkeand with the willful intention to trade on
PROLACTO's reputation as embodied in PROLKTs Marks or to cause dilution of such
marks. Thus, PLM has willfully violated RR.ACTO'’s rights under 15 U.S.C. 81125(c)(2).

COUNT 5
(Cancellation of Registration No. 2,968,65fr Fraud - 15 U.S.C §1120)

64. PROLACTO hereby realleges and ingorates herein Paragraphs 1 through
63 of this Counterclaim.

65. PROLACTO is informed and believes that PLM procured and maintained
the continued registration ofeghmark shown in United States Trademark Registration No.
2,968,652, only by submitting a series of false aaddulent declarations and representations by
false means in violation of 15 U.S.C. §1120(RRCTO has been and will continue to be
damaged and irreparably harmed by sactions and conduct on the part of PLM.

66. Upon information and belief, on Novesl9, 2003, PLM, or its purported
predecessor, allegedly known as “PaleteriaMichoacana, Inc.,” ttough its authorized
representative, filed at the USPTO an intenise application, (Application Serial No.
78,330,419) for a design mark featuring an Indian girl doll holding an ice cream cone in

conjunction with “[ijce cream; fruiices” in International Class 30.
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67. Within such trademark application, the applicant being warned that willful false
statements and the like so made are punishadiedyr imprisonment, or both, under 18 U.S.C.
Section 1001, and that such willful false statetseand the like, may jeopardize the validity of
the application or any reking registration, declareiter alia, “that he/she iproperly authorized
to execute this application on behalf of the applicant; he/she believes the applicant to be the owner
of the trademark/service mark sought to be regest, or, if the application is being filed under 15
U.S.C. Section 1051(b), he/she beleapplicant to be entitled tse such mark in commerce; to
the best of his/her knowledge and belief no other person, firm, corporation, or association has the
right to use the mark in commer&sgther in the identical form theof or in such near resemblance
thereto as to be likely, when used on ocamnection with the goods/services of such other
person, to cause confusion, or to cause mistake, aeceive; and that all statements made of
his/her own knowledge are true; and that ateshents made on information and belief are
believed to be true.”

68. Notwithstanding such declaxati PLM was aware on November 19, 2003
that PROLACTO had priority and seniority witespect to the marknd that PROLACTO and
its related company and authorized licensees hed asiearly identical mark in commerce, that
PROLACTO had and maintains the right to usertark in commerce, either in the identical
form thereof or in such near resemblance theasttm be likely, when used on or in connection
with the goods/services of such other persopatese confusion, or to cause mistake, or to
deceive.

69. On March 30, 2005, PLM or its purfed predecessor, allegedly known as
“Paleterias La Michoacana, Incfiled a declaration and statemafituse in connection with such
application, wherein it allegedter alia under 18 U.S.C. Section 100ftjhe applicant, residing
at 2068 Lapham Drive, Modesto, CA US 95354, isgi®r is using through related company or

licensee the mark in commerce onrmconnection with the goods@d/or services as follows: For

-35-



Case 1:11-cv-01623-RC Document 41 Filed 06/29/12 Page 36 of 46

International Class: 030, the applitaor the applicant's relatedropany or licensee, is using the
mark in commerce on or in connectiwith all goods and/or services listed in the application or
Notice of Allowance. The mark was first udeglthe applicant, athe applicant's related

company, licensee, or predecessor in interdefat as early as 01/01/1995, and first used in
commerce at least as early as 01/01/1995, and ismase in such commerce. The applicant is
submitting one specimen for the class showing th& @& used in commerce on or in connection
with any item in the class, consisting of a(n) pisadf product labels.” Said declaration was false,
in that the mark shown therein was not thenalbitun use in commerce in conjunction with the
goods, namely as “[ijce cream; fruit ices” in Imtational Class 30. Said statement was made by
an authorized agent of the registrant withkhewledge and belief that the statement was false
and at a time when the Registrant knew Haadl statement was false. Upon information and
belief, such declaration wadga and fraudulent inasmuch as the mark had not then, and has
never been used in commerce in conjunction wighgoods listed in the application at any time
since prior to the date of the filing of t&aibject Application, ad PLM and its purported
predecessor has never made any bona fide use ofdlk in interstate commerce, in connection
with any of the goods identified the application at any time sintiee date of filing of the said
trademark application. Upon information andidfe such declaration was further false and
fraudulent inasmuch as the applicant, PLiM/ar any related compwg of licensee of the

applicant or PLM had not usedetsubject mark since at least as early as January 01, 1995, had
not first used the subject markcommerce since at least aslgas January 1995, and such mark
was not then in use in any such commerce. Upfammation and belief, such declaration was
further false and fraudulent inasmuch as thdiegut did not submit onspecimen for the class
showing the mark as used in commerce on epimection with any item in the class, “consisting
of a(n) photos of product labels” nor did the aggoht submit any specimen of use showing use of
the subject mark in commerce. Said false faaddulent declaration and statements was/were
made with the intent to inducethorized agents of the U.S.tBat & Trademark Office (USPTO)
to grant said registration, anglasonably relying on upon the truth of said false statements, the

USPTO did, in fact, gnt said registration.

70.  The Subject Registration No. 2,968,65X\iarther obtained fraudulently
and the registration is further vaadb initio in that the declaratiomd statement of use filed on

March 30, 2005, under notice of Section 1001 of Ti8eof the United States Code, failed to
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show the mark as used in conjunction witly af the goods identified ithe application. Said
declaration and statement was false aed#isulting registration is thusly voadb initio in that

the specimen submitted did not, and does not actually show the subject mark whatsoever, but
rather shows a screenshot from a third partyg wiay or may not be PLM’s purported processor,
which fails in any way to contaior otherwise refer to the subject mark shown in the application.

71. Upon information and belief, the Regasit knew or otherwise should have known
that at the time that the dedion and statement of use wdsd that the Registrant was not
using the mark in commerce and that the specioherse failed to show the subject mark as was
applied for in the subject appditon. To the contrary, upon information and belief, the Registrant
knew that the subject mark was not then being used in commerce.

72.  Accordingly, the specimen filed on Mh 03, 2005 did not and does not relate to
use of the mark in the United States by the Regnt in connection with the enumerated goods
and Registrant knew that the mark was natga in commerce at such time in connection
therewith. Said false statements regardingsffecimens and regarding use of the mark were
made by an authorized agent of Registrant tiehknowledge and belief that the statement was
false and at a time when the Registrant knewdhiat statement was false. Said false statement
was made with the intent to induce authoriagénts of the U.S. Patent & Trademark Office
(USPTO) to grant said registration, and reasonad{yng on the truth of said false statements,
the USPTO did, in fact, gnt said registration.

73. On December 22, 2010, PLM caused talkd & declaration of use under Section
8 of the Trademark Act. Upon information andidie the subject registration was maintained
falsely and fraudulently in thaélhe declaration falsely and fraudutly stated that “The owner,
Paleteria La Michoacana, INAKA La Michoacana, a corporah of California, having an
address of 2068 Lapham Drive Modesto, Califo85854, United States igihg a Declaration of
Use and/or Excusable Nonuse of Mark im@oerce under Section 8. Haternational Class
030, the mark is in use in commerce on or in eation with all goods or service listed in the
existing registration for this specific class: tyeam; fruit ices; or, the owner is making the listed

excusable nonuse claim. The owner is submitting one specimen showing the mark as used in
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commerce on or in connection with any itenthis class, consisting of a(n) Digitally
photographed containers.” Notwithstanding such declaration of continued use, PROLACTO is
informed and believes that the subject mark shiomthe Registration was not then being used in
connection with any of the goods listed in the s&gtion. Said false statemt was made with the
intent to induce authorized agents of the U.S. Patent & Trademark Office (USPTO) to maintain
said registration, and reasonably relying on upertriiith of said false statements, the USPTO
did, in fact, maintain said registration.

74. On July 20, 2011, PLM caused to be fidedeclaration of icontestability under
Section 15 of the Trademark Act. Upon infotroa and belief, the subject registration was
deemed by the USPTO as incontestable duetortlye false and fraudemt declaration, which
stated: “The owner, PALETERIRA MICHOACANA, LLC, a limited liability company legally
organized under the laws of Californiayhmg an address of 206&pham Drive, Modesto,
California 95354 United States idifig a Declaration of Incontestdity of its mark under Section
15. For International Class 030, the owner, ®related company, has continuously used the
mark in commerce for five (5) consecutive yealter the date of registration, or the date of
publication under Section 12(c), amsdstill using the mark in gomerce on or in connection with
all goods or services listed ingtlexisting registration for thisads: Ice cream; fruit ices. Also,
there has been no final decisialvarse to the owner's claim of nership of such mark for those
goods or services, or to the owsarght to register the sametorkeep the same on the register;
and, there is no proceeding involving said rightsdieg and not disposed of in either the U.S.
Patent and Trademark Office or the courts.” Updarmation and belief, such declaration and
statement was false inasmuast (i) PALETERIA LA MICHOACANA, LLC, a limited liability
company, is not and was not the owner of the subgggstration; (i) that the owner, or its
related company, had not continsbuused the mark in commerfa five (5) consecutive years
after the date of registration, or the date ofljgakion under Seatin 12(c), and was not still using
the mark in commerce on or in connection vathgoods listed in th existing registration,
namely [ilce cream and fruit ices;” and (iiiaththe Registrant arfdLM knew or should have

known that there did exist a procagglinvolving said rights pending dmot disposed of in either
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the U.S. Patent and Trademark Office or the tsouBaid false statements were made with the
intent to induce authorized agents of the WlP&ent & Trademark Office (USPTO) to accept the
declaration of incontestabilignd reasonably relying on upon thetlr of said false statements,

the USPTO did, in fact, accept saidtetment of incontestability.

COUNT 6
(Cancellation of Registration No. 2,905,17fr Fraud - 15 U.S.C §1120)

75. PROLACTO hereby realleges and ingorates the foregoing allegations.

75. PROLACTO is informed and believes that PLM procured and maintained
the continued registration ofeghmark shown in United States Trademark Registration No.
2,905,172, only by submitting one or more false and fraudulent declarations and representations
by false means in violation of 15 U.S.C. 81120CRRCTO has been and will continue to be
damaged and irreparably harmed by sactons and conduct on the part of PLM.

76. Upon information and belief, on Noveentd9, 2003, PLM, or its purported
predecessor, allegedly known as “PaleteriaMichoacana, Inc.,” ttough its authorized
representative, filed at théSPTO, trademark application Serial No. 78,330,432 for a design
mark featuring an Indian girl tidholding an ice cream bar ironjunction with “[ijce cream; fruit
ices” in Internabnal Class 30.

77.  Within such trademark application, theplicant being warned that willful false
statements and the like so made are punishaldi@edyr imprisonment, or both, under 18 U.S.C.
Section 1001, and that such willful false statetseand the like, may jeopardize the validity of
the application or any resulting regation, declared inter alia, “thlae/she is properly authorized
to execute this application on behalf of the applicant; he/she believes the applicant to be the owner
of the trademark/service mark sought to be regest, or, if the application is being filed under 15
U.S.C. Section 1051(b), he/she beleapplicant to be entitled tse such mark in commerce; to
the best of his/her knowledge and belief no other person, firm, corporation, or association has the
right to use the mark in commer&sgther in the identical form theof or in such near resemblance

thereto as to be likely, when used on ocamnection with the goods/services of such other
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person, to cause confusion, or to cause mistake, aeceive; and that all statements made of
his/her own knowledge are true; and that ateshents made on information and belief are
believed to be true.”

78.  Notwithstanding such declarati, PLM was aware on November 19, 2003
that PROLACTO had priority and seniority witespect to the marknd that PROLACTO and
its related company and authorized licensees hed asiearly identical mark in commerce, that
PROLACTO had and maintains the right to usertark in commerce, either in the identical
form thereof or in such near resemblance theasttm be likely, when used on or in connection
with the goods/services of such other persogatese confusion, or to cause mistake, or to
deceive.

79. Within trademark applicatidderial No. 78,330,432, PLM further allegeter
alia under 18 U.S.C. Section 1001: that the agapit, “Paleterias La Michoacana, Inc., a
corporation of California,” “or th applicant's related company or licensee, is using the mark in
commerce, and lists below the dates of use bgpipicant, or the apigant's related company,
licensee, or predecessor in inyef the mark on or in connection with the identified goods
and/or services,” namely “[ijce cream and figé&s” in International Giss 30;” and that “the
mark was first used at least as early” as April994, and first used in conence at least as early
as April 01, 1994, “and is now in use in swwdmmerce. The applicant is submitting or will
submit one specimen felach classhowing the mark as usedaommerce on or in connection
with any item in the class ¢ifted goods and/or services.”

80. Upon information and belief, sucbdlaration and statement was false and
fraudulent inasmuch as the mark had not then, and has never been used in commerce in
conjunction with all the goods listewdl the application at any timensie prior to the date of the
filing of the Subject Applicton, and PLM and its purportedgatecessor has never made any
bona fide use of the mark in interstate congaeimn connection witany or all of the goods
identified in the application at any time since thate of filing of said trademark application.
Upon information and belief, such declaratiorsviiarther false and fraudulent inasmuch as the

applicant, PLM and/or any related company of licensee of the applicant or PLM had not used the
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subject mark since at least as early aslAdr, 1994 had not first used the subject mark in
commerce since at least as easyApril 1994, and at the tintlee application was filed, such
mark was not then in use in any such commedpen information and belief, such declaration
was further false and fraudulent inasmuch as the applicant did not submit one specimen for the
class showing the mark as used in commeroar @m connection with any item in the class,
“consisting of a(n) photos of pduct labels” nor did the applicesubmit any specimen of use
showing use of the subject mark in commerce. Said false and fraudulent declaration and statement
was made with the intent to induce authoriagénts of the U.S. Patent & Trademark Office
(USPTO) to grant said registration, and oeebly relying on upon the truth of said false
statements, the USPTO did, axct, grant said registration.
81. Upon information and belief, the Subject Registration No. 2,905,172 was
further obtained fraudulently aride registration is further vo@b initio in that the application
filed on November 19, 2003, under notice of SBti001 of Title 18 of the United States Code,
failed to show the mark as used in conjunctiotin\&ny of the goods identified in the application.
Said declaration and statement was fafsgtae resulting registration is thusly vaid initio in
that the specimen submitted did not, and doeactoilly show the subject mark whatsoever, but
rather shows a screenshot from a third partyg wiay or may not be PLM’s purported processor,
which fails in any way to contaior otherwise refer to the subject mark shown in the application.
82. Upon information and belief, the Regasit knew or otherwise should have known
that at the time that the declaration and statewwfamge was filed that that the Registrant was not
using the mark in commerce and that the specioherse failed to show the subject mark as was
applied for in the subject appditon. To the contrary, upon information and belief, the Registrant
knew that the subject mark was not then being used in commerce. Accordingly, the specimen of
use filed did not and does not relate to use @itlark in the United States by the Registrant in
connection with the enumerated goods and Regisknew that the mark was not in use in
commerce at such time in connection therevBtd false statements regarding the specimens
and regarding use of the mark were made by an authorized agent of Registrant with the

knowledge and belief that the statement was faigkat a time when the Registrant knew that

-41-



Case 1:11-cv-01623-RC Document 41 Filed 06/29/12 Page 42 of 46

said statement was false. Said false statemastmade with the intent to induce authorized
agents of the U.S. Patent & Trademark Offic&RTO) to grant said registration, and reasonably
relying on upon the truth of said false statemehts USPTO did, in fact, gnt said registration.

83. On December 22, 2010, PLM caused talkd & declaration of use under Section
8 of the Trademark Act. Upon information andiéfe the subject registration was maintained
falsely and fraudulently in thaélhe declaration falsely and fraudutly stated that “The owner,
Paleteria La Michoacana, INAKA La Michoacana, a corporah of California, having an
address of 2068 Lapham Drive Modesto, Califo85854, United States igihg a Declaration of
Use and/or Excusable Nonuse of Mark im@oerce under Section 8. Haternational Class
030, the mark is in use in commerce on or in eation with all goods or service listed in the
existing registration for this specific class: tyeam; fruit ices; or, the owner is making the listed
excusable nonuse claim. The owner is submitting one specimen showing the mark as used in
commerce on or in connection with any itenthis class, consisting of a(n) Digitally
photographed containers.” Notwithstanding such declaration of continued use, PROLACTO is
informed and believes that the subject mark shiomthe Registration was not then being used in
connection with any of the goods listed in the s&gtion. Said false statemt was made with the
intent to induce authorized agents of the U.S. Patent & Trademark Office (USPTO) to maintain
said registration, and reasonably relying on upertriith of said false statements, the USPTO
did, in fact, maintain said registration.

COUNT 7
(Cancellation of Registration Nos. 2,905,172 and 2,968,652 for Abandonment — Lanham Act
Section 45)

84. PROLACTO hereby realleges and incomues herein Paragraphs 1 through
83 of this Counterclaim.

85. PROLACTO is informed and believitsit the owner of Registration Nos.
2,905,172 and 2,968,652 is not currently using the nsdréa/n in such registration in commerce
and is not offering or selling any of the goods eatated in such registration in connection with

the marks respectively shown therein. Upon information and bRkgfistrant has not made any

-42-



Case 1:11-cv-01623-RC Document 41 Filed 06/29/12 Page 43 of 46

“bona fide” use of the respective markscommerce, in connection with the goods in
International Class 30 at any time during the past three years or more. Upon information and
belief, the Registrant intends rtotresume bona fide use of therkan the ordinary course of
trade. The Registrant has thusly abandonednmk within the meang of Section 45 of the
Lanham Act.

86. PROLACTO is being damaged and willdemaged and injured by reason of such
Registrations, inasmuch as endows the Regisivitintat least the priméacie right to use the
marks shown therein and to fer its litigation agaist PROLACTO as based upon the color of
authority thereon.

87. If the Registrant(s) is/are permittecctmtinue to maintain its void and invalid
registrations, obtained by means of false aaddulent statements, thentinued registrations
cast a cloud upon PROLACTQO’s owrspective rights to continue use, develop, and expand
the use of their own Indian Gidesign mark in the United Stat€duch registration is therefore
and would remain as a source of dgmand injury to the PROLACTO.

PRAYER FOR RELIEF
Wherefore, PROLACTO prays that:

1. Judgment be entered for PROLACTO on its claims;

2. PLM, their respective agents, officers, saris, employees, attorneys, distributors,
manufacturers, and all others in active @am or participation with any of them, be
enjoined and restrained permanently from:

a. Manufacturing, transporting, promotinggvertising, publicizing, distributing,
offering for sale or selling any goodsdring any trade name, registered or
common law trademark or service markttis owned by, or confusingly similar
to, PROLACTO's Marks;

b. Falsely implying PROLACTO's endorsemei PLM's goods or engaging in any
act or series of acts which, either alone or in combination, constitutes unfair
methods of competition with PROLACT@é from otherwise interfering with or

injuring PROLACTO's Marks or the goodwill associated therewith;
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c. Engaging in any act which is likely to dilute the distinctive quality of
PROLACTO's Marks and/or inja PROLACTOQ's reputation;

d. Representing or implying that PLM is amy way sponsored by, affiliated with,
endorsed, or licensed by PROLACTO; and

e. Assisting, inducing, aiding abetting any other persan business entity from
engaging in, or performing any of, the aittes referred to in paragraphs 2(a)
through 2(d) above;

3. PLM be ordered to deliver to PROLACTOrfdestruction all Infinging Merchandise,
with all shipping costand destruction costs to be borne by PLM,;

4. PLM be required to pay an award of dansgeffered by PROLACTO according to proof
at the time of trial;

5. An accounting be directed to determine angl all of PLM's profitgesulting from PLM's
acts of infringement in violation of PROLACTO's rights under the Lanham Act and the
common law and that any such gains be palROLACTO and increased as the Court
finds to be just under the circumstances of this case;

6. PLM be required to pay an award cglite PROLACTO's actual damages and PLM's
profits pursuant to 15 U.S.C. § 1117,

7. PLM be required to pay an award of punitdemages for the willful and wanton nature of
PLM's conduct;

8. PLM be required to pay pre-judgmentdrests on any recovery by PROLACTO;

9. PLM be required to pay PROLACTO's costgpenses, and reasonable attorneys' fees;
and

10.PROLACTO be able to recover such other and further rati¢he Court may deem just

and proper.
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JURY DEMAND
PROLACTO demands that thistemn be tried by a jury.
June29,2012 Respectfullysubmitted,

/s/ Steven M. War

Of Counsel: Steven M War (D.C. # 477822)
Stephen L. Anderson (Pro Hac Vice) McNeely, Hare & War LLP
Anderson & Associates 5335 Wisconsin Ave, NW, Suite 440
27247 Madison Avenue, Suite 121 Washington, DC 20015
TemeculaCalifornia92590

attorneys@brandxperts.com war@miplaw.com

Tel: (951) 296-1600 Tel: (202)536-5877
Fax:(951)296-2456 Fax:(202)478-1813

Attorneys for Defendant
PRODUCTOS LACTEOS TOCUMBO S.A.
DE C.V.
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UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA

PALETERIA LA MICHOACANA, INC., a
California corporabn; PALETERIA LA
MICHOACANA, LLC., a California Limited
Liability Company

Plaintiff,
V.

PRODUCTOS LACTEOS TOCUMBO S.A. DE
C.V., A Mexican corporation,

Defendant.

Case No0.1:11-cv-01623-RC

CERTIFICATE OF SERVICE

| HEREBY CERTIFY that on this 29th day dfine 2012, all parties who have entered their
appearance and all of whom have e-mail addsedssignated to receivetice of electronic

filings in this case, will receive eleotnic notice of the filng of the foregoing
ANSWER TO SECOND AMENDED COMPLAINT AND COUNTERCLAIMS

via the Court's CM/ECF system.

/s/ Steven M. War

Steven M War (D.C. # 477822)
McNeely, Hare & War LLP

5335 Wisconsin Ave, NW, Suite 440
Washington, DC 20015
war@miplaw.com

Tel: (202) 536-5877

Fax: (202) 478-1813
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLU MBIA

PALETERIA LA MICHOACANA, INC,, and Case Nol:11¢cv-01623-RC
PALETERIA LA MICHOACANA, LLC,
PLAINTIFF SPALETERIA LA
Plaintiffs, MICHOACANA, INC. AND
PALETERIA LA MICHOACANA,
V. LLC'S ANSWER TO CROSS
ACTION AND COUNTERCLAIMS
PRODUCTOS LACTEOS TOCUMBO S.A. DE
C.V,

Defendant.

PRODUCTOS LACTEOS TOCUMBO S.ME
C.Vv,

Counterclaimant
V.

PALETERIA LA MICHOACANA, INC., and
PALETERIA LA MICHOACANA, LLC,

Counteclaim-Defendants.

ANSWER TO DEFENDANT'S CROSSACTION

Plaintiffs Paleteria La Michoacana, Inc. (“PLM, Inc.”) and Paleteria La dachna,
LLC (“PLM, LLC") (collectively “PLM”), through counsel, makibe following answersral
statements to the Cregstion of Productos LacteoBocumbo S.A. D&E.V. (“PROLACTO or
“Counterclaimant). Except as hereunder expressly admitted, qualified, or otherwise athswere
Plaintiffs deny each and every alléiga and assertion made in the Cross-Action.
Prolacto’sCrossAction appears to be limited to two unnbened paragraphsder the

heading “Cross App&&rossAction.” See Dkt. No. 4Aat 16
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The first unnumbered paragraphthe CrossAction states legal conclusions for which
no response is required. To the extent any further response is required, thierdegatained
in the first unnumbered paragraph are denied.

The second unnumbered paragraph of the Chotisn states legal conclusions for which
no response is required. To the extent any further response is required, thierdegatained
in the first tnnumbered paragraph are denied.

ANSWER TO DEFENDANT'S COUNTERCLAIMS

PLM makes the following amgers and statements the Counterclaims 6tROLACTQ
Except as hereinunder expressly admitted, qualiGedtherwise answered, PLt&nies each
andevery allegion and assertion made in theuterclaims.

GENERAL ALLEGATIONS

1. In answer to paragraph 1 of the Counterclaifidyl denies that Counterclaimant
is a leading retailer, dealer and distributor of ice craathrelateghroducts.PLM denies that
Counterclaimant owns and operates retail stores and distributorships in the Shaites
featuring such productd®?LM lacks sufficient information to form a belief asthe truth of the
remaining allegations in paragraph 1, and denies thetimi®basis

2. In answer to paragraph 2 of the Counterclaifidyl denies that Counterclaimant,
its related compangnd/or its alleged licensees have continuously tis=charks LA
MICHOACANA, LA MICHOACANA NATURAL , LA MICHOACANA NATURAL and
designsand an Indian girlesignsince as early as February 8, 1995 in the United StRidd.
denies that the LA MICHOACANA, LA MICHOACANA NATURAL, LA MICHOACANA
NATURAL and design, and Indian girl design marks have become well-known and famous in
the Hispanic ice cream marketthre United States as a result of Countercdenthuseof such
marks PLM lacks sufficient information to form a belief asthe truth of the remaining

allegations in paragraph 2, and denies them on this basis.
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3. In answer to paragraph 3 of the CounteroBiPLM admits thathe records of
the United Stats Patent and Trademark Office (“USPT@®ntify Counterclaimant as the
owner of the marks in Registration Nos. 2,830,401 and 3,249A19. lacks sufficient
information to form a belief as to the truth of the remaining allegations in pata8r and
denies them on this basis.

4. In answer to paragraph 4 of the Counterclaifidyl admits thatherecords of
theUSPTO indicate that Counterclaimant fildgplication Serial Nos. 78/771,243 and
78/954,490, and #t those filinghave been suspended pending the outcore s appeal of
the Trademark Trial and Appeal Board’s decision in Cancellation ProceediriN47,438.

5. In answer to paragraph 5 of the Counterclaifidyl admits thathe records of
the USPTOndicate that Counterclaimant fil&pplication Serial Nos. 85/408,561 and
85/405,347, and that those filings aregaiting publicatiorat the USPTQor the purposes of
opposition.

6. In answer to paragraph 6 of the Counterclaifidyl admits that the Board
grarted Counterclaimant’s Petition for CancellatiorPbfM’s Registration No. 210,304.PLM
denies that Counterclaimant and/or its alleged licensees have continuouslgdiseateeted an
alleged “family” of trademarkghat includes the Indian girl design rkan the United States
since as early as February 2001. PLM denies that the LA MICHOACANA, LA
MICHOACANA NATURAL, LA MICHOACANA NATURAL and design, LA FLOR DE
MICHOACAN, LA FLOR DE MICHOACAN and design, and Indian girl desiganks have
become welknownand famous in the Hispanic ice cream market in the United States and are
associated solely with PROLACTO due to PROLACTO'’s use of such mBRitkd. lacks
sufficient information to form a belief as to ttrath of theremaining allegations paragraph 6,
and denies them on this basis.

7. In answer to paragraph 7 of the Counterclaifidyl denies thaCounterclaimant
is the owneof Mexican Registran Nos. 500870, 852057, 781733 and 8451P4M lacks
sufficient information to form a belief as to the truthtloé remaining allegations in paragraph 7,

and denies them on this basis.
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8. In answer to paragraph 8 of the Counterclaims, PLM lacks sufficient information
to form a belief as to the truth of the allegations therein and denies them orsthis ba

9. In answer to paragraph 9 of the Counterclaifidyl admitsthat the records of
the Office for Harmonization in the Market (“OHIM'igentify Counterclaimant abe owner of
CTM Registration No. 003095403, registered on June 14, 2BDK1 admits that the
registration coers the goods and services alleged in paragrahh@ Counterclaims.

10. PLM denies the allegations in paragrdghof the Counterclaims.

11. PLM denies the allegations in paragrddhof the Counterclaims.

12.  In answer to paragraph 12 of the Counterclafid admits thatPLM, Inc.
applied for and obtained registration of the LA INDITA MICHOACANA and Indigat design
mark Registration No. 3,210,304, in connection with “ice cream and fruit ice products, namely
fruit bars” andwith a firstusein-commerce date of Februa2§, 2005.PLM denies that
Counterclaimant has prior rights in the United Sthtesed on its alleged prior use of any alleged
family of trademarkshat includes the Indian girl design mark.

13. In answer to paragraph 13 of the Counterclafid/ denies thaPLM, Inc. made
any false statements to the USPTO in connection withgpgcation andegistration otheLA
INDITA MIC HOACANA and Indian girl desigmark PLM denies the remaining allegations in
paragraph 13.

14. PLM admits the allegations impagraph 4 of the Counterclaims.

15.  In answer to paragraph 15 of the Counterclafidyl admits that
Counterclaimant made allegations relating to likelihood of confusion, fraud and diluiisn i
Petition for Cancellation, but clarifies that Counterclaingafitsequently waived its fraud and
dilution claims.

16. In answer to paragraph 16 of the Counterclafid/ admits that deposition
testimonies were offered by Ignacio Gutierrez and Patricia Gutierree gatitellation
proceeding below, andLM incorporates byeference the records of those testimonkisivi
denies the allegations of paragraphd e extent that they are inconsistentwiite content of

these records.
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17.  In answer to paragraph 17 of the Counterclafid/ admits that deposition
testimonies wereffered by Ignacio Gutierrez and Patricia Gutierrez in the cancellation
proceeding below, arfdLM incorporates by reference the records of those testimoRled.
denies the allegations of paragraphd the extent that they are inconsistent with theerttrof
these records.

18. In answer to paragraph 18 of the Counterclafid/ admits that deposition
testimonies were offered by Ignacio Gutierrez and Patricia Gutierree gatitellation
proceeding below, andLM incorporates by reference the records osthtestimoniesPLM
denies the allegations of paragraphtd. e extent that they are inconsistent with the content of
these records.

19. PLM denies the allegations in paragraph 19 of the Counterclaims.

20. In answer to paragraph 20 of the Counterclaiphdyl admits that
Countertaimant’s Indian girl desigras shown in Application Serial No. 78/771,243,
confusingly similar tadhe LA INDITA MICHOACANA and Indian girl desigmnmarkin
Registration No. 3,210,3048LM denies the remaininglegations in paragraph 20.

21. In answer to paragrafi of the Counterclaim$?LM admits that
Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is
confusingly similar to théndian girl designs in Registrath Nos. 2,905,172 and 2,968,652.
PLM denies the remaining allegations in paragragph

22.  In answer to paragraf®? of the Counterclaim$?LM admits that
Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/7715243,
confusingly similar tadhe Indian girl designs iflRegistation Nos. 3,210,304, 2,905,172;
2,968,652.PLM denies the remaining allegations in paragraph22.

23. In answer to paragraph 23 of the Counterclaiphdyl states that the allegations
are vague and denies them on this basis. AlternatiPe, lacks sufficieninformation to form
a belief as to the truth of the allegations in paragraph 23, and denies them on this basis.

24. In answer to paragraph 24 of the Counterclaiphdyl admits that it began use of

the LA INDITA MIC HOACANA and Indian girl desigmark Registréion No. 3,210,304, oar
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around February 21, 20082LM denies that Counterclaimauits related compangnd/or its
alleged licensees began w$eCounterclaimant’s Indian girl design, as shown in Application
Serial No. 78/771,243, bae PLM's first useof theLA INDITA MIC HOACANA and Indian
girl designmark PLM lacks sufficient information to form a belief as to the truth of the
remaining allegations in paragraph 24, and denies them on this basis.

25.  PLM denies the allegations in paragrafsha? the Courgrclaims.

26. PLM denies the allegations in paragrajgha? the Counterclaims.

27. PLM denies the allegations in paragrapha? the Counterclaims.

28. In answer to paragraph 28 of the Counterclaiphdyl admits that the Board
granted Counterclaimant's Petition for Cancellation and ordered cancellatiegisfr&ion No.
3,210,204.PLM also admits that the Board found that Counterclairhadestablishegbrior use
of Counterclaimant’s Indian girl desighA MICHOACANA mark LA MICHOACANA
NATURAL mark LA MICHOACANA NA TURAL and desigmark, LA FLOR DE
MICHOACAN mark andLA FLOR DE MICHOACAN and desigmark PLM also admits that
the Board found that theA INDITA MICHOACANA and Indian girl desigmrmarkgives rise to
a likelihood of confusion with Coderclaimant’s India girl designLA MICHOACANA mark,
LA MICHOACANA NATURAL mark and LA MICHOACANA NATURAL and desigmark
PLM lacks sufficient information to form a belief as to the truth of the remaining allegatio
paragraph 28, and denies them on this basis.

29. In angver to paragraph 29 of the CounterclaifdsM admits thathe Board
deniedPLM, Inc.’s Motion for Reconsideration.

30. In answer to paragra@0 of the Counterclaim$LM admits thaPLM, Inc.filed
Application Serial No. 77/451,471 on April 17, 2008 &rtA MICHOACANA ES NATURAL
and design mark in connection withidken confections, ice cream, ice cream bars, ice cream
sandwiches, fruit bars, fruit ices, freezer pops, fruit ice bars; Frozentyoglsorbets. PLM
denies the remaing allegations in paragraph 30.

31. PLM admits the allegations paragraph 31 of the Counterclaims.

sf-3172013



Case 1:11-cv-01623-RC Document 42 Filed 07/23/12 Page 7 of 18

32. In answer to paragra@® of the Counterclaim$LM admits thaPLM, LLC
filed Application Serial No. 85/341,601 on June 8, 2011afoA INDITA MICHOACANA and
designmarkin connetion with “Frozen confections, ice cream, ice cream bars, ice cream
sandwiches, fruit ices, freezer pops, fruit ice bars,” and with a firstausgmmerce date of
February 21, 2005PLM denies the remaining allegations in paragraph 32.

33. In answer to paragra/@8 of the Counterclaim$LM admits that PLMLLC
filed Application Serial No. 85/393,112 on August 9, 2011 for a mark comprised of the words
LA INDITA MICHOACANA together with the design of a girl's face, mountains, and greenery
in connection witlfFrozen confections, ice cream, ice cream bars, ice cream sandwiches, fruit
ices, freezer pops, fruit ice bard?LM denies the remaing allegations in paragraph 33.

34. PLM denies the allegations in paragraph 34 of the Counterclaims.

35. PLM denies the alleg@ns in paragraph 35 of the Counterclaims.

JURISDICTION AND VENUE

36. In answer to paragraph 36 of the Counterclafhidyl admits that
Counterclaimant purports to allege causes of action under 15 U.S.C. § 1114 anBUN2&so
admits that Counterclaimant qports to allege common law trademark infringement and unfair
competition. PLM denies that it has violated any of the trademark and unfair competition laws
upon which Coaterclaimant’s causes of actiane purportedly based.

37. In answer to paragraph 37 bdetCounterclaims$?LM denies that its goods are
infringing or are likely to be confused with goods sold by Counterclaimant atsl&dieged
licensees. PLM lacks sufficient information to form a belief as to the truth oétha&ining
allegations in paragraph 37, and denies them on this basis.

38. In answer to paragraph 38 of the Counterclafidyl admits that this Court has
subject matter jurisdiction over the counterclapasportedly alleged by CounterclaimafmLM
admits that this Court also has subject matter jurisdigtiosuant to 28 U.S.C. 8§ 13aad
1338 and 15 U.S.C. 88 1071(b)(1) and 11RP1M furtheradmits thatCounterclaimant is
subjectto personajurisdiction in ths Court under 15 U.S.C. § 1071(b)(4) as the party that
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instituted the cancellation action to be reviewed and as the party that filete@taims in this
Court againsPLM.
COUNT 1
(Violation of Section 32(1) of Lanham Act 15 U.S.C.8§ 1114(1))

39. In answer to paragraph 39 of the Counterclaithdyl incorporates by reference
its responses to paragraphs 1 through 38 of the Counterclaims as if fully set forth herein.

40. In answer to paragraptO of the Counterclaim$LM admitsthat
Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/7715243,
confusingly simiér to thelndian girl designs in Registration Nos. 3,210,304; 2,905,172;
2,968,652.PLM denies the remaining allegations in paragraph 40.

41. PLM denies the allegations in paragradhof the Counterclaims.

42.  PLM denies the allegations in paragratthof the Canterclaims

COUNT 2
(Violation of Section 43(a) of Lanham Act 15 U.S.C.§ 1125(a))

43. In answer to paragrapiB of the Counterclaim$LM incorporates by reference
its responses to paragraphs 1 through 42 of the Counterclaims as if fully set farth here

44.  In answer to paragraphl of the Counterclaim$LM admits that
Counterclaimant purports to allege a cause of action under 15 U.S.C. § 1125(a).

45.  PLM denies the allegations in paragrathof the Counterclaims.

46. PLM denies the allegations in paragrajfiof the Counterclaims

47.  In answer to paragraph 47 of the Coucltlams,PLM admits thatnany years ago
it used the statement “La Indita Michoacana is a family company foundedumbog¢
Michoacan in the 1940’s. Since then we’ve continued to make premium ice cream, fruit bars and
drinks that give the flavor and tradition of Mexico.” in connection with its products, and that
such use of this statement ceased years B alsoadmits that ihas used photographs
pertaining to the regioaf Michoacan in Mexicdo conveythe association betwed¢he
Michoacan regiomand the type of ice cream products offeredPhi PLM further admits that it

has made referenae U.S. marketing materiate the more than 15,000 paleterias in Mexico
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offering Michoacarinspired fraen treatsPLM denies the remaing allegations in paragraph
47.

48. PLM denies the allegations in paragrajghot the Counterclaims.

49. PLM denies the allegations in paragraghot the Counterclaims.

50. PLM denies the allegations in paragrdjthof the Countetaims

51. PLM denies the allegations in paragrdhof the Counterclaims.

52. PLM denies the allegations in paragrdghof the Counterclaims.

COUNT 3
(District of Columbia common law trademark infringement)

53. In answer to paragra@8 of the Counterclaim$?LM incorporates by reference
its responses to paragraphs 1 through 52 of the Counterclaims as if fully set farth here

54. In answer to paragraf@¥ of the Counterclaim$?LM admits that the design of an
Indian girl is protectable as a common law tradem&ikM denies the@emaining allegations in
paragraph 54.

55. PLM denies the allegations in paragrdihof the Counterclaims.

56. In answer to paragraf@® of the Counterclaim$LM admitsthat
Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/7715243,
confusingly similar to théndian girl designs in Registrath Nos. 3,210,304; 2,905,172;
2,968,652.PLM denies the remaiimg allegations in paragraph 56.

57. PLM denies the allegations in paragraphdd the Counterclaims.

58. PLM denies the allegatis in paragraph 58 of the Counterclaims.

59. PLM denies the allegations in paragraf@hds the Counterclaims.

COUNT 4
(Violation of Section 43(c) of Lanham Act 15 U.S.C.§ 1125(c))

60. In answer to paragra@0 of the Counterclaim$?LM incorporates by reference
its responses to paragraphs 1 through 59 of the Counterclaims as if fully set farth here

61. PLM denies the allegations in paragra&dhof the Counterclaims.

62. PLM denies the allegations infa@raph62 of the Counterclaims.
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63. PLM denies the allegations infagraph63 of the Counterclaims.
COUNT 5
(Cancellation of Registration No. 2,968,652 for Fraud — 15 U.S.€.1120)

64. In answer to paragra@¥ of the Counterclaimg$?LM incorporates by reference
its responses to paragraphs 1 througbf@Be Counterclaimssaf fully set forth herein.

65. PLM denies the allegations paragrapl65 of the Counterclaims.

66. In answer to paragraf@6 of the Counterclaim$LM admits thaPLM, Inc.
made a typographicakror in filing Application Serial No. 78/330,419 in the naméRxleterias
La Michoacana, Inc.”, which should have correctly read “Paleteria La MichoaoatiaPILM
admits the remaining allegans in paragraph 66.

67. In answer to paragra@v of the Counterclaim$?LM admits thaPLM, Inc.
declaredon November 19, 2003 “that he/she is properly authorized to execute this application on
behalf of the applicant; he/she believes the applicant to be the owner aidbx@ark/service
mark sought to be registered, or, if the application is being filed under 15 U.StiGnSec
1051(b), he/she believes applicant to be entitled to use such mark in commerce; todhe best
his/her knowledge and belief no other person, firm, corporation, or association hghtthe ri
use the mark in commerce, either in the identical form therofsuch near resemblance
thereto as to be likely, when used on or in connection with the goods/services of such other
person, to cause confusion, or to cause mistake, or to deceive; and that all statederds
his/her own knowledge are true; andtthk statements made on information and belief are
believed to be trué. PLM denies theemainingallegations in paragrag@v.

68. PLM denies the allegations in paragraf@od the Counterclaims.

69. In answer to paragraph 69 of the CounterclaPid/ admits thaPLM, Inc.
made a typographical error in filing Application Serial No. 78/330,419 in the name eféRa
La Michoacana, Inc.”, which should have correctly read “Paleteria La MichoaoatiaPILM
furtheradmits thathis typographical error is reftted inthe Statement of Use asMfrch 3,
2005, in whichPLM, Inc.admits that it declaredft]he applicant, Paleterias La Michoacana,

Inc., residing at 2068 Lapham Drive , Modesto, CA US 95354, is using or is using through a
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related company or licensé®e mark in commerce on or in connection with the goods and/or
services as follows: For International Class: 030, the applicant, or the applretated

company or licensee, is using the mark in commerce on or in connection with all goads and/
servies listed in the application or Notice of Allowance. The mark was first usteeby

applicant, or the applicant's related company, licensee, or predecesserast iat least as early

as 01/01/1995, and first used in commerce at least as early as 01/01/1995, and is now in use in
such commerce. The applicant is submitting one specimen for the class shwvmark as

used in commerce on or in connection with any item in the class, consisting of a(n) photos of
product labels.”"PLM deniegheremainingallegations in paragraph 69.

70.  PLM denies the allegations of paragrapho?the Counterclaims

71. PLM denies the allegations of paragrapho?the Counterclaims.

72.  In answer to paragrapt? of the Counterclaim$?LM admits thaPLM, Inc.
submitted the specimen of record filed on March 3, 20019M denies thaPLM, Inc. made any
knowingly false statements to the USPTThe remaining allegations in paragraphsi@e a
legal conclusion to which no response is required. To the extent that a response is required,
PLM denies the remaining allegations.

73. In answer to paragrapt8 of the Counterclaim$?LM admits thaPLM, Inc.filed
a Section 8 affidavibn December 222010, in whicHPLM, Inc.declared*“[tlhe owner, Paleteria
La Michoacana, Inc., AKA La Michoacanacarporation of California, having an address of
2068 Lapham Drive Modesto, California 95354 United States is filing a Declaratidseof
and/or Excusable Nonuse of Mark in Commerce under Section 8. For Internation&3Dlass
the mark is in use in commna on or in connection with all goods or services listed in the
existing registration for this specific class: Ice cream; fruit ioesghe owner is making the
listed excusable nonuse claim. The owner is submitting one specimen showing the usat a
in commerce on or in connection with any item in this class, consisting of a(n)llRigita
photographed containersPLM denies the remainingllegations in paragraph 73.

74.  In answer to paragraptt of the Counterclaim$?LM admits that PLMLLC
filed a Sedbn 15affidavit on July 20, 201Heclaing that “[the owner, PALETERIA LA
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MICHOACANA, LLC, a limited liability company legally organized under the/s of
California, having an address of 2068 LAPHAM DRIVE MODESTO, California 95354ednit
States is filig a Declaration of Incontestability of its mark under Section 15. For Iti@maa
Class 030, the owner, or its related company, has continuously used the mark in commerce f
five (5) consecutive years after the date of registration, or the date of pohligader Section
12(c), and is still using the mark in commerce on or in connection with all goods or service
listed in the existing registration for this class: Ice cream; fruit ices. Alse, tias been no final
decision adverse to the owner'ainl of ownership of such mark for those goods or services, or
to the owner's right to register the same or to keep the same on the registeryransinthe
proceeding involving said rights pending and not disposed of in either the U.S. Patent and
Trademak Office or the courts. PLM denies theemaining allegations in pagraph 74.
COUNT 6

(Cancellation of Registration No. 2,905,17%r Fraud — 15 U.S.C§81120)

75.  There are two paragraphs numbered 75 due to what appears to be a typographical
error. In ansver tothe firstparagraph 75 of the Counterclair®d,M incorporates by reference
its responses to paragraphs 1 through 74 of the Counterclaims as if fully set farth ek
denies the allegations in the second paragraph 75 of the Counterclaims.

76.  In amswer to the paragraph 76 of the Counterclaitidyl admits thaPLM, Inc.
made a typographical error in filing Application Serial No. 78/330,432 in the name eféRat
La Michoacana, Inc.”, which should have correctly read “Paleteria La MichoaoatiaPILM
admits the remaining allegations in paragraph

77. In amswer to paragraph 77 of the CounterclaiRisi admits thaPLM, Inc.
declared on November 19, 2003 “that he/she is properly authorized to execute this applicati
behalf of the applicant; he/she believes the applicant to be the owner eidby@ark/service
mark sought to be registered, or, if the application is being filed under 15 U.StiGnSec
1051(b), he/she believes applicant to be entitled to use such mark in commerce; todhe best
his/her knowledge and belief no other person, firm, corporation, or association hghtthe ri

use the mark in commerce, either in the identical form thereof or in such rerablasce
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thereto as to be likely, when used on or in connection with the feodses of such other
person, to cause confusion, or to cause mistake, or to deceive; and that all statederts
his/her own knowledge are true; and that all statements made on information ahdrbeli
believed to be trué.PLM denies the remaing allegations in paragraph 77.

78.  PLM denies the allegations in paragragof the Counterclaims.

79. In answer to paragrapt® of the Counterclaim$?LM admits thaPLM, Inc.
made a typographical error in filing Application Serial No. 78/330,419 in the nafRaleterias
La Michoacana, Inc.”, which should have correctly read “Paleteria La MichoaoatiaPILM
further admits that this typographical error is reflected in the declaratiomtsedbon November
19, 2003, in whichPLM, Inc.declaredPaleterias ka Michoacana, Inc., a corporation of
California, residing at 2068 Lapham Drive, Modesto, CA, USA, 95354, requestsatgsaf
the trademark/service mark identified above in the United States Patent anddna@dfice on
the Principal Register estaditied by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as
amended. The applicant, or the applicant's related company or licensee, theisiragk in
commerce, and lists below the dates of use by the applicant, or the applitaietsaempay,
licensee, or predecessor in interest, of the mark on or in connection with the idgyudas
and/or services. 15 U.S.C. Section 1051(a), as amended: International Class Ogani¢e cr
fruit ices. In International Class 030, the mark was first used at leastyaa84/01/1994, and
first used in commerce at least as early as 04/01/1994, and is now in use in such cofingerce
applicant is submitting or will submit one specimen for each class showing thasnased in
commerce on or in connection with any item in the class of listed goods and/oeservic
consisting of a(n) Packaging materiaPLM denies theéemainingallegations in paragraph 79.

80. PLM denies thallegations in paragraB0 of the Counterclaims.

81. PLM denies the allegations ina@raph81 of the Counterclaims.

82. In answer to paragra@® of the Counterclaim$?LM admits thaPLM, Inc.
submitted the specimen of record filed on November 19, 2DQ®1 denies that it made any

knowingly false statements to the USPTO. The remainiegations in paragraph 82ate a
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legal conclusion to which no response is required. To the extent that a response is required,
PLM denies the remaining allegations.

83. In answer to paragra@8 of the Counterclaim$?LM admits thaPLM, Inc.filed
a Section 8 affidavit on Decdyar 22, 2010, in whicRLM declared: “[tlhe owner, Paleteria La
Michoacana, Inc., AKA La Michoacana, a corporation of California, having aessidf 2068
Lapham Drive Modesto, California 95354 United States is filing a Declaratiosefind/or
Excusable Nonuse of Mark in Commerce under Section 8. For International Class 030kthe ma
IS in use in commerce on or in connection with all goods or services listed in tlegexist
registration for this specific class: Ice cream; fruit iceg the owner is making the listed
excusable nonuse claim. The owner is submitting one specimen showing the mark as used in
commerce on or in connection with any item in this class, consisting of a(n) Bigitall
photographed containersPLM denies th@emaining allegations in paragraph 83.

COUNT 7

(Cancellation of Registration Nos. 2,905,172 and 2,968,662 Abandonment)

84. In answer to paragra@4 of the Counterclaim$?LM incorporates by reference
its responses to paragraphs 1 through 83 of the Quiaites as if fully set forth herein.

85. PLM denies the allegations in paragra&ihof the Counterclaims.

86. PLM denies the allegations in paragrafghd® the Counterclaims.

87. PLM denies the allegations in paragraphd® the Counterclaims.

PRAYER FOR RELIEF
PLM denies that Counterclaimant is entitled to any relief.

AFFIRMATIVE DEFENSES

Without admitting or acknowledging that it bears the burden of proof as to any qf them
PLM asserts the following affirmative and other defenses and reservgghthi® amend its

Answer as additional information becomes available.
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FIRST DEFENSE
Counterclaimantails to state facts sufficient to constitute any cause of action.
SECOND DEFENSE
Counterclaimant hasot been damaged in any amount, manner, or at all by reason of any
actalleged againd?LM in the Counterclaims.
THIRD DEFENSE
Counterclaimari$ claims are barredn whole or in partby the doctrine of laches.
FOURTH DEFENSE
Counterclaimant’€laims are barredn whole or in part, by the doctrine of unclean
hands.
FIFTH DEFENSE
Counterclaimant’€laims are barredn whole or in part, by the doctrine afquiescence
SIXTH DEFENSE
Counterclaimant igstopped, in whole or in part, from asserting the claims alleged, and
obtaining the relief requested in the Counterclaims agRidst, by reason oits ownconduct,
actions, and communications to others, including but not limit&d kb
SEVENTH DEFENSE
Counterclaimant hawaived, in whole or in part, any rightsnay have had to institute
an action for the alleged wrongdoings of which it complains by reastafnconduct,
actions, and communications to others, including but not limit&dkd
EIGHTH DEFENSE
Counterclaimans recovery, if any, should be diminished to the extentitbatamages

were caused biys own intentional conduct or negligent conduct.

15
sf-3172013



Case 1:11-cv-01623-RC Document 42 Filed 07/23/12 Page 16 of 18

NINTH DEFENSE
Counterclaimans requesfor injunctive or equitableelief is barred becausewill not
suffer irreparable harm.
TENTH DEFENSE
Counterclaimans requesfor injunctive or equitableelief isbarred becawst hasan
adequate remedy at law.
ELEVENTH DEFENSE
Counterclaimans claims and its recovery, if any, should be barred and/or limited
becausd®’LM'’s actions would constitute, if anything, innocent infringement.
TWELFTH DEFENSE
Counterclaimant has failed plead with particularity the circumstances constituting fraud
alleged in the Counterclaims.
THIRTEENTH DEFENSE
Counterclaimant’s claims are barred in whole or in pathkbyprior use ofthe term
MICHOACANA in trademarks and trade nan®sPLM, Inc.,PLM, LLC, or their predecessors
in interestin connection with ice cream and related products in the United States sieast ais|

early as 1991.

JURY DEMAND

PLM demands a trial by jury as to all issues triable in this action.
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Dated: July 23, 2012 G. BRIAN BUSEY
MORRISON & FOERSTERLP

By: _ /s/ Tim A. O'Brien

G. BRIAN BUSEY (DC BN 366760)
GBusey@mofo.com

TIM A. O'BRIEN (DC BN 484700)
TObrien@mofo.com

MORRISON & FOERSTERLP
2000 Pennsylvania Avenue, NW
Suite 6000

Washington, DC 20006-1888
Telephone: 202.887.1500
Facsimile: 202.887.0763

ROSEMARY S. TARLTON(CA SBN
154675)

RTarlton@mofo.com

MORRISON & FOERSTERLP

425 Market Street

San Francisco, California 94105-2482
Telephone: 415.268.7000

Facsimile: 415.268.7522

Attorneys for Plaintif6 and Countetaim-
Defendang

PALETERIA LA MICHOACANA, INC.

PALETERIA LA MICHOACANA, LLC
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

PALETERIA LA MICHOACANA, INC., and Case Nol:11¢cv-01623RC
PALETERIA LA MICHOACANA, LLC,

Plaintiffs,
V.

PRODUCTOS LACTEOS TOCUMBO S.A. DE
C.V,

Defendant.

PRODUCTOS LACTEOS TOCUMBO S.A. DE
C.Vv,

Counterclaimant
V.

PALETERIA LA MICHOACANA, INC., and
PALETERIA LA MICHOACANA, LLC,

CounterclaimDefendants.

CERTIFICATE OF SERVICE

| hereby certify that on July 23, 2012, | caused a true and correct copy of the
foregoingPLAINTIFFS PALETERIALA MICHOACANA, INC. AND PALETERIA LA
MICHOACANA, LLC’S ANSWER TO CROS&\CTION AND COUNTERCIAIMS to
be electronically filed with the Clerk of the District Court using the CM/ECEegys

which sent notification of such filing to all counsel of record.

[s/ Tim A. O’'Brien

TIM A. O'BRIEN (DC BN 484700)
TOBrien@mofo.com

MORRISON & FOERSTERLP

2000 Pennsylvania Avenue, NW, Suite 6000
Washington, DC 20006-1888

Telephone: 202.887.1500

Facsimile: 202.887.0763
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	1. In answer to paragraph 1 of the Counterclaims, PLM denies that Counterclaimant is a leading retailer, dealer and distributor of ice cream and related products.  PLM denies that Counterclaimant owns and operates retail stores and distributorships in...
	2. In answer to paragraph 2 of the Counterclaims, PLM denies that Counterclaimant, its related company and/or its alleged licensees have continuously used the marks LA MICHOACANA, LA MICHOACANA NATURAL, LA MICHOACANA NATURAL and design,s and an Indian...
	3. In answer to paragraph 3 of the Counterclaims, PLM admits that the records of the United States Patent and Trademark Office (“USPTO”) identify Counterclaimant as the owner of the marks in Registration Nos. 2,830,401 and 3,249,113.  PLM lacks suffic...
	4. In answer to paragraph 4 of the Counterclaims, PLM admits that the records of the USPTO indicate that Counterclaimant filed Application Serial Nos. 78/771,243 and 78/954,490, and that those filings have been suspended pending the outcome of PLM’s a...
	5. In answer to paragraph 5 of the Counterclaims, PLM admits that the records of the USPTO indicate that Counterclaimant filed Application Serial Nos. 85/408,561 and 85/405,347, and that those filings are awaiting publication at the USPTO for the purp...
	6. In answer to paragraph 6 of the Counterclaims, PLM admits that the Board granted Counterclaimant’s Petition for Cancellation of PLM’s Registration No. 3,210,304.  PLM denies that Counterclaimant and/or its alleged licensees have continuously used a...
	7. In answer to paragraph 7 of the Counterclaims, PLM denies that Counterclaimant is the owner of Mexican Registration Nos. 500870, 852057, 781733 and 845194.  PLM lacks sufficient information to form a belief as to the truth of the remaining allegati...
	8. In answer to paragraph 8 of the Counterclaims, PLM lacks sufficient information to form a belief as to the truth of the allegations therein and denies them on this basis.
	9. In answer to paragraph 9 of the Counterclaims, PLM admits that the records of the Office for Harmonization in the Market (“OHIM”) identify Counterclaimant as the owner of CTM Registration No. 003095403, registered on June 14, 2004.  PLM admits that...
	10. PLM denies the allegations in paragraph 10 of the Counterclaims.
	11. PLM denies the allegations in paragraph 11 of the Counterclaims.
	12. In answer to paragraph 12 of the Counterclaims, PLM admits that PLM, Inc. applied for and obtained registration of the LA INDITA MICHOACANA and Indian girl design mark, Registration No. 3,210,304, in connection with “ice cream and fruit ice produc...
	13. In answer to paragraph 13 of the Counterclaims, PLM denies that PLM, Inc. made any false statements to the USPTO in connection with the application and registration of the LA INDITA MICHOACANA and Indian girl design mark.  PLM denies the remaining...
	14. PLM admits the allegations in paragraph 14 of the Counterclaims.
	15. In answer to paragraph 15 of the Counterclaims, PLM admits that Counterclaimant made allegations relating to likelihood of confusion, fraud and dilution in its Petition for Cancellation, but clarifies that Counterclaimant subsequently waived its f...
	16. In answer to paragraph 16 of the Counterclaims, PLM admits that deposition testimonies were offered by Ignacio Gutierrez and Patricia Gutierrez in the cancellation proceeding below, and PLM incorporates by reference the records of those testimonie...
	17. In answer to paragraph 17 of the Counterclaims, PLM admits that deposition testimonies were offered by Ignacio Gutierrez and Patricia Gutierrez in the cancellation proceeding below, and PLM incorporates by reference the records of those testimonie...
	18. In answer to paragraph 18 of the Counterclaims, PLM admits that deposition testimonies were offered by Ignacio Gutierrez and Patricia Gutierrez in the cancellation proceeding below, and PLM incorporates by reference the records of those testimonie...
	19. PLM denies the allegations in paragraph 19 of the Counterclaims.
	20. In answer to paragraph 20 of the Counterclaims, PLM admits that Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is confusingly similar to the LA INDITA MICHOACANA and Indian girl design mark in Registration No....
	21. In answer to paragraph 21 of the Counterclaims, PLM admits that Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is confusingly similar to the Indian girl designs in Registration Nos. 2,905,172 and 2,968,652.  P...
	22. In answer to paragraph 22 of the Counterclaims, PLM admits that Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is confusingly similar to the Indian girl designs in Registration Nos. 3,210,304; 2,905,172; 2,968...
	23. In answer to paragraph 23 of the Counterclaims, PLM states that the allegations are vague and denies them on this basis.  Alternatively, PLM lacks sufficient information to form a belief as to the truth of the allegations in paragraph 23, and deni...
	24. In answer to paragraph 24 of the Counterclaims, PLM admits that it began use of the LA INDITA MICHOACANA and Indian girl design mark, Registration No. 3,210,304, on or around February 21, 2005.  PLM denies that Counterclaimant, its related company...
	25. PLM denies the allegations in paragraph 25 of the Counterclaims.
	26. PLM denies the allegations in paragraph 26 of the Counterclaims.
	27. PLM denies the allegations in paragraph 27 of the Counterclaims.
	28. In answer to paragraph 28 of the Counterclaims, PLM admits that the Board granted Counterclaimant's Petition for Cancellation and ordered cancellation of Registration No. 3,210,204.  PLM also admits that the Board found that Counterclaimant had es...
	29. In answer to paragraph 29 of the Counterclaims, PLM admits that the Board denied PLM, Inc.’s Motion for Reconsideration.
	30. In answer to paragraph 30 of the Counterclaims, PLM admits that PLM, Inc. filed Application Serial No. 77/451,471 on April 17, 2008 for a LA MICHOACANA ES NATURAL and design mark in connection with “frozen confections, ice cream, ice cream bars, i...
	31. PLM admits the allegations in paragraph 31 of the Counterclaims.
	32. In answer to paragraph 32 of the Counterclaims, PLM admits that PLM, LLC  filed Application Serial No. 85/341,601 on June 8, 2011 for a LA INDITA MICHOACANA and design mark in connection with “Frozen confections, ice cream, ice cream bars, ice cre...
	33. In answer to paragraph 33 of the Counterclaims, PLM admits that PLM, LLC filed Application Serial No. 85/393,112 on August 9, 2011 for a mark comprised of the words LA INDITA MICHOACANA together with the design of a girl’s face, mountains, and gre...
	34. PLM denies the allegations in paragraph 34 of the Counterclaims.
	35. PLM denies the allegations in paragraph 35 of the Counterclaims.
	JURISDICTION AND VENUE
	36. In answer to paragraph 36 of the Counterclaims, PLM admits that Counterclaimant purports to allege causes of action under 15 U.S.C. § 1114 and 1125.  PLM also admits that Counterclaimant purports to allege common law trademark infringement and unf...
	37. In answer to paragraph 37 of the Counterclaims, PLM denies that its goods are infringing or are likely to be confused with goods sold by Counterclaimant and/or its alleged licensees.  PLM lacks sufficient information to form a belief as to the tru...
	38. In answer to paragraph 38 of the Counterclaims, PLM admits that this Court has subject matter jurisdiction over the counterclaims purportedly alleged by Counterclaimant.  PLM admits that this Court also has subject matter jurisdiction pursuant to ...
	COUNT 1
	(Violation of Section 32(1) of Lanham Act - 15 U.S.C. § 1114(1))
	39. In answer to paragraph 39 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 38 of the Counterclaims as if fully set forth herein.
	40. In answer to paragraph 40 of the Counterclaims, PLM admits that Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is confusingly similar to the Indian girl designs in Registration Nos. 3,210,304; 2,905,172; 2,968...
	41. PLM denies the allegations in paragraph 41 of the Counterclaims.
	42. PLM denies the allegations in paragraph 42 of the Counterclaims.
	COUNT 2
	(Violation of Section 43(a) of Lanham Act - 15 U.S.C. § 1125(a))
	43. In answer to paragraph 43 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 42 of the Counterclaims as if fully set forth herein.
	44. In answer to paragraph 44 of the Counterclaims, PLM admits that Counterclaimant purports to allege a cause of action under 15 U.S.C. § 1125(a).
	45. PLM denies the allegations in paragraph 45 of the Counterclaims.
	46. PLM denies the allegations in paragraph 46 of the Counterclaims.
	47. In answer to paragraph 47 of the Counterclaims, PLM admits that many years ago it used the statement “La Indita Michoacana is a family company founded in Tocumbo, Michoacan in the 1940’s.  Since then we’ve continued to make premium ice cream, frui...
	48. PLM denies the allegations in paragraph 48 of the Counterclaims.
	49. PLM denies the allegations in paragraph 49 of the Counterclaims.
	50. PLM denies the allegations in paragraph 50 of the Counterclaims.
	51. PLM denies the allegations in paragraph 51 of the Counterclaims.
	52. PLM denies the allegations in paragraph 52 of the Counterclaims.
	COUNT 3
	(District of Columbia common law trademark infringement)
	53. In answer to paragraph 53 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 52 of the Counterclaims as if fully set forth herein.
	54. In answer to paragraph 54 of the Counterclaims, PLM admits that the design of an Indian girl is protectable as a common law trademark.  PLM denies the remaining allegations in paragraph 54.
	55. PLM denies the allegations in paragraph 55 of the Counterclaims.
	56. In answer to paragraph 56 of the Counterclaims, PLM admits that Counterclaimant’s Indian girl design, as shown in Application Serial No. 78/771,243, is confusingly similar to the Indian girl designs in Registration Nos. 3,210,304; 2,905,172; 2,968...
	57. PLM denies the allegations in paragraph 57 of the Counterclaims.
	58. PLM denies the allegations in paragraph 58 of the Counterclaims.
	59. PLM denies the allegations in paragraph 59 of the Counterclaims.
	COUNT 4
	(Violation of Section 43(c) of Lanham Act - 15 U.S.C. § 1125(c))
	60. In answer to paragraph 60 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 59 of the Counterclaims as if fully set forth herein.
	61. PLM denies the allegations in paragraph 61 of the Counterclaims.
	62. PLM denies the allegations in paragraph 62 of the Counterclaims.
	63. PLM denies the allegations in paragraph 63 of the Counterclaims.
	COUNT 5
	(Cancellation of Registration No. 2,968,652 for Fraud – 15 U.S.C. § 1120)
	64. In answer to paragraph 64 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 63 of the Counterclaims as if fully set forth herein.
	65. PLM denies the allegations in paragraph 65 of the Counterclaims.
	66. In answer to paragraph 66 of the Counterclaims, PLM admits that PLM, Inc. made a typographical error in filing Application Serial No. 78/330,419 in the name of “Paleterias La Michoacana, Inc.”, which should have correctly read “Paleteria La Michoa...
	67. In answer to paragraph 67 of the Counterclaims, PLM admits that PLM, Inc. declared on November 19, 2003 “that he/she is properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to be the owner of th...
	68. PLM denies the allegations in paragraph 68 of the Counterclaims.
	69. In answer to paragraph 69 of the Counterclaims, PLM admits that PLM, Inc. made a typographical error in filing Application Serial No. 78/330,419 in the name of “Paleterias La Michoacana, Inc.”, which should have correctly read “Paleteria La Michoa...
	70. PLM denies the allegations of paragraph 70 of the Counterclaims.
	71. PLM denies the allegations of paragraph 71 of the Counterclaims.
	72. In answer to paragraph 72 of the Counterclaims, PLM admits that PLM, Inc. submitted the specimen of record filed on March 3, 2005.  PLM denies that PLM, Inc. made any knowingly false statements to the USPTO.  The remaining allegations in paragraph...
	73. In answer to paragraph 73 of the Counterclaims, PLM admits that PLM, Inc. filed a Section 8 affidavit on December 22, 2010, in which PLM, Inc. declared: “[t]he owner, Paleteria La Michoacana, Inc., AKA La Michoacana, a corporation of California, h...
	74. In answer to paragraph 74 of the Counterclaims, PLM admits that PLM, LLC filed a Section 15 affidavit on July 20, 2011 declaring that “[t]he owner, PALETERIA LA MICHOACANA, LLC, a limited liability company legally organized under the laws of Calif...
	COUNT 6
	(Cancellation of Registration No. 2,905,172 for Fraud – 15 U.S.C. § 1120)
	75. There are two paragraphs numbered 75 due to what appears to be a typographical error.  In answer to the first paragraph 75 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 74 of the Counterclaims as if full...
	76. In answer to the paragraph 76 of the Counterclaims, PLM admits that PLM, Inc. made a typographical error in filing Application Serial No. 78/330,432 in the name of “Paleterias La Michoacana, Inc.”, which should have correctly read “Paleteria La Mi...
	77. In answer to paragraph 77 of the Counterclaims, PLM admits that PLM, Inc. declared on November 19, 2003 “that he/she is properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to be the owner of th...
	78. PLM denies the allegations in paragraph 78 of the Counterclaims.
	79. In answer to paragraph 79 of the Counterclaims, PLM admits that PLM, Inc. made a typographical error in filing Application Serial No. 78/330,419 in the name of “Paleterias La Michoacana, Inc.”, which should have correctly read “Paleteria La Michoa...
	80. PLM denies the allegations in paragraph 80 of the Counterclaims.
	81. PLM denies the allegations in paragraph 81 of the Counterclaims.
	82. In answer to paragraph 82 of the Counterclaims, PLM admits that PLM, Inc. submitted the specimen of record filed on November 19, 2003.  PLM denies that it made any knowingly false statements to the USPTO.  The remaining allegations in paragraph 82...
	83. In answer to paragraph 83 of the Counterclaims, PLM admits that PLM, Inc. filed a Section 8 affidavit on December 22, 2010, in which PLM declared: “[t]he owner, Paleteria La Michoacana, Inc., AKA La Michoacana, a corporation of California, having ...
	COUNT 7
	(Cancellation of Registration Nos. 2,905,172 and 2,968,652 for Abandonment)
	84. In answer to paragraph 84 of the Counterclaims, PLM incorporates by reference its responses to paragraphs 1 through 83 of the Counterclaims as if fully set forth herein.
	85. PLM denies the allegations in paragraph 85 of the Counterclaims.
	86. PLM denies the allegations in paragraph 86 of the Counterclaims.
	87. PLM denies the allegations in paragraph 87 of the Counterclaims.
	PRAYER FOR RELIEF
	PLM denies that Counterclaimant is entitled to any relief.
	AFFIRMATIVE DEFENSES

	FIRST DEFENSE
	SECOND DEFENSE
	THIRD DEFENSE
	FOURTH DEFENSE
	SIXTH DEFENSE
	SEVENTH DEFENSE
	EIGHTH DEFENSE
	NINTH DEFENSE
	ELEVENTH DEFENSE
	Counterclaimant’s claims and its recovery, if any, should be barred and/or limited because PLM’s actions would constitute, if anything, innocent infringement.
	TWELFTH DEFENSE
	Counterclaimant has failed to plead with particularity the circumstances constituting fraud alleged in the Counterclaims.
	THIRTEENTH DEFENSE
	Counterclaimant’s claims are barred in whole or in part by the prior use of the term MICHOACANA in trademarks and trade names by PLM, Inc., PLM, LLC, or their predecessors in interest in connection with ice cream and related products in the United Sta...
	JURY DEMAND
	PLM demands a trial by jury as to all issues triable in this action.


