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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 85411955
For the mark LAGUNA LAKES Published in the Official Gazette on
February 28,2012

Opposition No: 91204897

JOHN GERARD MARINO
v.

LAGUNA LAKES COMMUNITY ASSOCIATION, INC.

JOHN GERARD MARINO’S OPPOSITION
TO LAGUNA LAKES MOTION TO DISMISS

John Gerard Marino (“Marino™), by and through his undersigned

counsel hereby responds to Laguna Lakes (“Laguna”) Motion to Dismiss and

states as follows:

Preliminary Statement

This action arises out of a homeowners association’s (Laguna) bad faith

and vindictive attempts to prevent a realtor, Marino, from using the Laguna

Lakes name in his marketing and sale of homes. Laguna Lakes is a name

used by various real estate developments throughout the State of Florida and

the United States of which Laguna has no unique ownership. Laguna’s

wasteful spending of the hard-earned funds of its homeowners during this

turbulent econemic.time should not be condoned.



Marino Has Sufficiently Plead His Complaint

Laguna goes into great detail to argue that Marino’s Complaint is
insufficiently plead. Marino contends that his Complaint is sufficiently plead
and that Laguna’s Motion should be summarily denied. Moreover, as this
Tribunal has already agreed, the Motion should be considered based only
upon the allegations of the Complaint and no reference should be made, at
this time, to outside documents or evidence. Finally, even if this Tribunal
were to grant the Motion to Dismiss, it should not be with prejudice and
should only be granted with leave to amend any deficiencies in the
Complaint.

TTAB Rules 309.03(a)(2), only requires that “A notice of opposition
must include (1) a short and plain statement of the reason(s) why opposer
believes it would be damaged by the registration of the opposed mark ... and
(2) a short and plain statement of one or more grounds for opposition. The
Rule further provides that “A pleading should include enough detail to give
the defendant fair notice of the basis for each claim...the elements of each
clams should be stated simply, concisely and directly, and taken together
“state a claim to relief that is plausible on its face.” Moreover, the Rule
provides that “evidentiary matters”...are matters for proof, not for pleading.”
Finally, in inter partes proceedings before this Board, “all pleadings are

construed as to do substantial justice.” 7d.



In the Notice of Opposition, Marino has specific grounds recognized by
this Tribunal in Rule 309.03( c) including that he is a senior user of the mark,
that the mark is geographically descriptive and that Laguna engaged in fraud
in the application process.

In light of the foregoing rules of the TTAB, Marino has sufficiently
alleged his Notice of Opposition to withstand a Motion to Dismiss. Even if
this Tribunal finds it’s insufficient, Marino should be provided with leave to
amend.

Marino’s Claims of Fraud Are Sufficient on Their Face

In Paragraph 5 of the Notice of Opposition, Marino alleges, “Laguna
fraudulently represented that it is using the mark in interstate commerce
when, in fact, it is not used in interstate commerce at all. It is not used
interstate and is not used in “commerce” since Laguna is a non-profit entity
established solely for Laguna Lakes residents.”

Clearly under the liberal pleading standards afforded in these types of
matters, Marino has sufficiently plead a claim for fraud. What more detail
could he provide? Marino has alleged that Laguna represented to the USPTO
that it was using the proposed mark in interstate commerce when, in fact, it
was not and never has. This is your classic case of fraud. There are no more
dates, times or factual details that should be alleged under Rule 9, Fed. R.

Civ. Pro.



Marino contends that he has sufficiently plead his claims for fraud and
in the event that this Tribunal believes the Complaint to be insufficient,
Marino should be given leave to amend the add any missing elements or
allegations.

Marino’s Claims of Priority Are Sufficiently Plead

Laguna further argues that Marino’s claims of priority must be dismissed
based upon their filings with the State of Florida Division of Corporations.
First, this would require this Tribunal to consider matters outside of the
pleadings which should not be considered on a Motion to Dismiss. If this
Tribunal were to look at the Articles of Incorporation filed back in 2003, it
would show that the Laguna Lakes Community Association, Inc. entity was
filed and owned by a company named Transeastern Laguna Lakes, LLC, not
the applicant for the mark with this Board. Furthermore, according to the
Florida Division of Corporations, in August 20005, the Transeastern Laguna
Lakes, LLC, changed its name to TEP Laguna Lakes, LLC, also not the
applicant for the mark with this Board. Based upon a further review of
public records, TEP Laguna Lakes is currently administratively dissolved and
appears to also have some relationship with TOUSA, Inc., an entity that
appears to be thessubject of a bankruptcy proceeding styled, In re: TOUSA,

Inc.; U.S. Bankruptey Court S.D. Fla., Case No: 08-10928-JKO.



The mere printout from the Florida Division of Corporations is not
evidence of the applicant’s priority over Marino. In fact, a look at these
public records appears to show that applicant has not been using this mark at
all. Based upon the foregoing, Laguna’s Motion to Dismiss should be denied
or alternatively, Marino should be given leave to amend.

Marino’s Claims of Deceptiveness

Laguna argues that Marino’s claims of deceptiveness should be
dismissed, but it does not appear in the Complaint that Marino has alleged
deceptiveness.  That basis for the Motion to Dismiss should be summarily

denied.
Marino’s Claims That Laguna’s Mark
Is Merely Geographic and Descriptive are Sufficiently Plead

Laguna claims that the Florida case of Tortoise Island Homeowners
Association, Inc. v. Tortoise Island Realty, Inc., 790 So.2d 525 (Fla. Sth DCA
2001) is dispositive of this matter. On the contrary, the Tortoise Island case
is factually distinguishable. First, the Tortoise Island development and other
developments referenced in the opinion are exclusive and unique residential
communities which were around for a very long period of time. This can’t be
said for Laguna Lakes, especially given that a routine internet search of the

“Laguna Lakes” name shows that this name is widely used throughout the

State of Florida and the United States including developments in West Palm



Beach, Florida and in California.
Even the Tortoise Island decision reflects that on its face, Marino states

a claim in opposition to registration based upon the language of the decision:
Quoting Professor McCarthy, the court said:

[D]escriptive geographical terms are in the "public domain’ in the sense that
every seller should have the right to inform customers of the geographical

origin of his goods.
#® kB

A geographically descriptive term can indicate any geographic location on
earth, such as continents, nations, regions, states, cities streets and addresses,

areas of cities, rivers, and any other location referred to by a recognized name.
&k k

In order to determine whether or not the geographic term in question is
descriptively used, the following [question is] relevant:

(1) Is the mark the name of a place or region from which the goods actually
come? If the answer is yes, then the geographical term is probably used in a
descriptive sense, and a secondary meaning is required for protection.

Id. at. 531.
Based upon this decision, the term Laguna Lakes is merely descriptive and
not registrable without proof of secondary meaning, something that does not
exist. Based upon this decision, this Tribunal cannot possibly decide if the
Laguna mark is descriptive without evidence, which should not be
considered at this stage of the proceeding.

Based upon the foregoing, Laguna’s Motion to Dismiss should be
denied or alternatively, Marino should be given leave to amend.

WHEREFORE, Marino seeks that this Tribunal deny Laguna Lakes



Motion to Dismiss or alternatively allow leave to amend and for any other

relief this Tribunal deems just and proper.

I HEREBY CERTIFY that a true and correct copy of the foregoing was
furnished by electronic mail on this ___day of June 2012 to: Donna M.
Flammang, Esq., Brennan Manna & Diamond, P.L., 3301 Bonita Beach

Road, Suite 100, Bonita Springs, FL. 34134,
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By:/ Scott M. Behren/

Scott M. Behren
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