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DESCRIPTION OF THE RECORD*

Marino failed to include a description of the record as required by 37 CFR §82.128(b), and

thus waives any objection to LLCA’s following description of the retord

Applicant’s trademark application & [Application Serial Nos. 85/411,955 and
85/414,343];

The previouslyfiled trial testimony of Opposer, John Gerard Marino (“Opposer”)
(including all exhibits thereto)s€e62 TTABVUE) (hereafter “10/8/14 Marino Trial
T™);

The discovery deposition of Opposer taken on August 22, 2013 (including exhibits)
(seeEx. A to Applicant’s Notice of Reliance, filed under 70 TTABVUgreafter
“8/22/13 Marino Depo. Tt);

The discovery deposition of Robert Hajicek, as one of Applicant's 30(b)(6)
representativestaken on March 3, 2014 (including all exhibits theretsge(63
TTABVUE) (hereafter “3/3/14 Hajicek Depo. Tr;”)

The discovery deposition of Robert Hajicek, as one of Applicant’s officers, taken on
August 23, 20139ee63 TTABVUE) (hereafter “8/23/13 Hajicek Depo. Tr.”);

The discovery deposition of Patrick Tardiff, one of Applicant’s officers and 30(b)(6)
representatives, taken on August 23, 2018Iising all exhibits thereto)s€e 63
TTABVUE and Ex. B to Applicant’s Notice of Reliance (affixing ExhiBi to the
8/23/13 Tardiff Depo. Tr.) (hereafter “8/23/13 Tardiff Depo. Jr.”

Notice of Opposition to Application Serial No. 85/411,955 filed by Opposer in
Opposition Proceeding No. 91/204,89F the extent it is a seHuthenticating
“official record” that contains admissible pargpponent statements and statements
against interegseeEx. C to Applicant’s Notice of Reliance);

Notice of Opposition to Application Serial N85/414,343filed by Opposer in
Opposition Proceeding N091/204,941to the extent it is a seHuthenticating
“official record’ that contains admissible parbpponent statements and statements
against interegseeEx. D to Applicant’s Notice of Reliance);

! See generallypplicant’s Notice of Reliance [69 TTABVUE].

2 SeeTBMP § 707.03(c) (providing that objections must be provided witlobjectingparty’s
trial brief); see alsoKohler Co. v. Baldwin Hardware &p., 82 USPQ2d 1100, 1104 (TTAB
2007) (objection raised at trial waived when petitioner waited until its repdy twor renew
objections). In this case, Marino did not make any objections to Applicant’'s Noticeeldrite
or raise any objections in hisal brief.



e Opposer’'s Response to Applicant’s Request for Admission No. 1;
e Opposer’'s Response to Applicant’s Request for Admission No. 4;
e Opposer’'s Response to Applicant’s Request for Admission No. 5;
e Opposer’'s Response to Applicant’s Request for Admission No. 6;
e Opposer’'s Response to Applicant’s Request for Admission No. 8;
e Opposer’'s Response to Applicant’s Request for Admission No. 15;
e Opposer’'s Response to Applicant’s Request for Admission No. 17;
e Opposer’'s Response to Applicant’s Request for Admission No. 18;

e The Atrticles of Incorporation of Laguna Lakes Community Association filed.on
September 26, 2003 with the Florida Secretary of State (LL 36 — LL 41, LL 48);

e The Master Declaration for Laguna Lakes recorded with the Lee CountydaFlor
Clerk of Court on October 6, 2003 (LL 50t 96);

¢ Quit Claim Deed dated December 2030and recorded with the Lee County, Florida
Clerk of Court on December 15, 2013 (LL 97 — LL 98);

e Not-for-Profit Corporation Annual Reports filed with the Florida Secretary of State
for the Years 2004 — 2013 (LL 99 — LL 112); and

e Debtor's Schedules of #asts and Liabilitiesfiled under penalty of perjury by
TOUSA, Inc. on February 13, 2008 lim re: TOUSA, Ing.Case No. 08,0928 in the
United States Bankruptcy Court, Southern District of Florida (LL 113 — LL 164).
LLCA also requests that the Board take judicial notice of the fact that uedalty of
perjury, in its schedule of “patents, copyrights, and other intellectual pydgerin re: TOUSA,
Inc., Case No. 080928 in the United States Bankruptcy Court, Southern District of Florida),
TOUSA, Inc.did not list either of the marksLCA is applying for as a trademark or other
intellectual property which it owned. Such fact is capable of accurate anddeiimination

by resort to court records available to the public through the PACER system, a watiose

accuracy cannot reasonably be questioned and from which the documentsiedéestia 113 —



LL 164 were downloaded. TBMP § 704;k2e alsd-ed. R. Evid. 201(b);andt v. Farley No.
4:12CV0740, 2012 WL 4473208 n.2(N.D. Ohio 2012)(quotingC.B. v. Sonora Sch. Dis691
F.Supp.2d 1123, 1138 (E.[@al. 2009) €ourt “may take judicial notice of matters of public
record, including duly recorded documents, and court records available to the publb ti@u

PACER system via theaternet)).



SUMMARY AND STATEMENT OF THE ISSUES

Opposer, John Gerard MariftOpposer” or “Marino”) is a property salesman thss
objected to the registration of two marks by Applicant, Laguna Lakes Commusstciation
(“LLCA” ) — a community association in Fort Myers, Florifita the real estate development
known as Laguna Lakegs coined by the community’s developer In this Consolidated
Opposition Proceeding, Marino specifically advances claims(f:fraud; (2) priorityand
likelihood of confusion; and (3) primarily geographic descriptess

The first marksought to be registerad the standard character mark “Laguna Lakes.”
(SeeU.S. Trademark Application Serial No. 85/411,955 (“the ‘955 Application”)). The gecon

mark sought to be registereésla special form “Laguna Lakes” mark reproduced below:

(SeeU.S. Trademark Application Serial No. 85/414,343 (“the ‘343 Application)).CA is
applying for registration of both marks in International Class 35 for “[algBon services,
namely, promoting the interests of condominium association and homeowner amsgiciati
managing the business affairs of common community associations of HOAs and coaciom
associations, and promoting the use of and managing the maicgevfareal estate.”

With regards to the issue of priority and likelihood of confusion, Marino’s opposition is

primarily based on his alleged use of the name “Mr. Laguna LakEse dateon which Marino



first usel “Mr. Laguna Lakes’has been a moving target throughout this proceeding (explained
further below), and as such the Board should be skeptical of Marino’s claim that hesdust
“Mr. Laguna Lakes” on August 3, 2084. In any event, there is no dispute that, among other
points discussed herein:

e Laguna Lakes, the real estate development, existed before Marino beganvrsing “
Laguna Lakes”;

e Marino only began using “Mr. Laguna Lakes” after LLCA was organized as dg enti
in September 2003; and

e from 2003- 2006, the LLCA board of directors was controlled by its developer,
Transeastern, anblarino has no personal knowledge of what the LLCA board of
directors did or did not do during those ye&rs.

All told, and as set forth in detail herein, viewing the reemidence as a wholealidates
LLCA's priority of use of both marks sought to be registerBldtwithstanding the fact that the
real estate developer transferred its rights in the Laguna Lakes develppntktite associated
intellectual property, to LLCA on or about December 200BCA has cotinuously used the
standard character “Laguna Lakes” mark and the speciallt@yosince around the time of its

inception in the fall of 2003. In short, LLCA was formed in 2003, commenced use of the

Laguna Lakes name and special form logo in 2003, and received ownership snd0DpBor to

% Additionally, the evidence of record shows that Marino did not begin using the special form
“Laguna Lakes” marlat any time before he began working with Amerivest Realty in June*010.
See8/22/13 Marino Depo. Tr. [70 TTABVUE] at pp. 44 (estifying that he began working

with Amerivest Realty in June 2010tae earliest).See alsdxhibit 7 to10/8/14 Marino Trial

Tr. [62 TTABVUE], evidencing all postcards Marino claims to have used the specialdgom

on. Notably, the special forfogo does not appear in any of Marino’s postcards dated before
2010. Moreover, the one yard sign shown in Exhibit 7 must be dated after June 2010, when
Marino began working for Amerivest Realty. Additionally, the photos of bus signs with the
special formlogo bearing the “LagunalLakes.com” website in Exhibit 7 are dated May 11, 2014,
and in any event would be dated after 2012, when Marino claims to have purchased the domain
name ¢ee71 Marino’s Trial Brief [71 TTABVUE] at p. 10, 117).

% 10/8/14 Marino Trial. Tr. [62 TTABVUE] at pp. 95:1096:7. Marino also testified that he did

not join the LLCA board of directors until 200T. at pp: 95:16-18.
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Marino’s alleged first use in 2004Marino simply maintains no affirmative, credible evidence to
the contrarysufficient to satisfy his burden of proof on the issue of priority and likelihood of
confusion.

Marino's claims of faud and primarily geographicescriptiveess are similarly
unavailing and unconvincing. As to the fraud claim, wha&awing the record evidence as a
whole Marino fails to satisfy his heavy burden of proving by clear and convincind. tiaA
made afalse, material representation in the procurement of its registrations withtéime to
deceive the United States Patent and Trademark Office ("USPTO”). At beshoMbmints to
one lone inadvertenypographicakerrorin the website listed foLLCA in the ‘955 Application
in the identifying portion of the application (and even then LLCA'’s correct wecbst only
appears on the specimen for the ‘955 Application, but also in the body of and specinimen for t
‘343 Application). Inadvertent typdske this are far from fraudAdditionally, Marino concedes
that LLCA was using both marks at least by the time it filed its trademark applicaimhshus
date of first use and use in commerce cannot form the basis of a fraud clammo’$t@aud
claim is, in short, entirely without merit.

Marino also fails to satisfy the burden of proof on Ipamarily geographic
descriptiveessclaim. Accordingto the Trademark Manual of Examining Procedure, names of
residential communities that are coinedcfsas Laguna Lakes) must not be refusiés.a matter
of law, andin accordance with law recognized by the Board and other federal and state courts,

the marks sought to be registered arepniobarily geographically descriptive.

11



RECITATION OF FACTS

Marino Adopted the Moniker “Mr. Laguna Lakes” After Formation of LLCA and
Establishment of the Laguna Lakes Real Estate Development.

This is a case where a property salesf@poser, John Gerard Mariniods objected to
the registration of marks by @mmunity associatiofApplicant, Laguna Lakes Community
Association) In approximately 2003 real estate develop@rranseastermegan development
efforts on @ empty fieldin Florida. The project included developing the property, creating a
seriesof lakes and coining a name for the community: “Laguna Lak¢Sée8/22/13 Marino
Depo. Tr. [70 TTABVUE] at pp. 25:1926:11.)

Without the Laguna Lakes real estate development that was established in 2003 (8/22/13
Marino Depo. Tr. [7TOTTABVUE] at p. 26:6-8), Marino would not call himselfMr. Laguna
Lakes” Before the Laguna Lakes real estate development was established, it davec
specific name; rather, Marino testified thatwias simply “a field with cows in it.” 1€. at p.
26:11, 1718.) As he mustMarino himselfadmitsthat Laguna Lakes was establistedorehe
began using the name “Mr. Laguna Lakéépplicant’s Notice of Reliance [69 TTABVUE] at

11910.)°

> Opposer’s Response to Applicant’s Reguest for Admission No. 1

* Request for Admission No. Admit tha Laguna Lakes, the real estate development in Fort
Myers, Florida, existed prior to the date that Marino [Opposer] allegedlynhegjag the trade
name “Mr. Laguna Lakes.”

» Response to Interrogatory No. 1: Admit.

Opposer’'s Response to Applicant’s Reguest for Admission No. 4

* Request for Admission No. Admit that Marino [Opposer] did not use the trade name “Mr.
Laguna Lakes” prior to October 6, 2003.”

» Response to Interrogatory No. 4: Admit.

12



Similarly, LLCA —a Florida notfor-profit corporation formed to serve as gt@mmunity
association for the Laguna Lakes real estate developm&as incorporated on September 26,
2003, nearly one yedrefore Marino allegedly began usirg/r. Laguna Lakes” in connection
with relator services. (8/23/13 Tardiff Depo Tr. [63 TTABVUd]p. 85:1619;id. at pp. 49:22-
50:3; 8/22/13 Marino Depo. Tr. [70 TTABVUE] at pp. 19:24£0:8; 10/8/14Marino Trial Tr.
[62 TTABVUE] at p. 115:1013; Applicant’s Notice of Reliance6 TTABVUE] at 111516)
Thus, only after Laguna Lakes (the real estate development) was establishéd G&vdwas
incorpoited did Marino begin using “Mr. Laguna Lakes” to promote his business of seldihg
estate in Laguna LakesAgplicant’'s Notice of Reliance6P TTABVUE] at {{1516; 10/8/14
Marino Trial Tr. [62 TTABVUE] atp. 115:10-13

[l LLCA Used theLaguna Lakes Name and Special Form LogPBrior to Marino .

On September 26, 2003, an entity by the namélm@inseasternaguna Lakes, LLC
(“Transeastern® filed the Articles of Incorporation for LLCA. See10/8/14 MarinoTrial Tr.
[62 TTABVUE] at pp.31:16 — 32:118/23/13 Tardiff Tr. [63 TTABVUE] at pp. 49:22 50:4;
Applicant’s Notice of ReliancesP TTABVUE] at §6) A true and accurate copy of the Articles
of Incorporation is batembeled LL 36-LL 41 as gart of Exhibit B to the deposition of LLCA'’s
corporate representative taken on August 23, 2013. (8/23/13 Tardiff Tr. [63 TTABVUE] at pp.

49:22 -50:4; Applicant’'s Notice of Relianc&9 TTABVUE] at16, 17.) From 2003- 2006,

® Marino claims, without any support from the recditht “[tthe name Laguna Lakes and the
logo for Laguna Lakes were created by Transeastern Hom8sg€71 TTABVUE at p. 6.
Marino presents no credible evidence to support the notion that an entity known as “Teamseast
Homes” created these mark&ee Abott Laboratories v. Tac Industries, In@17 USPQ 819
(TTAB 1981) (explaining that statements of counsel in a brief even thoughalfgctorrect,
must be supported by evidence within . . . the record”). Certainly, there is no evidehee i
record ofwhat type of entity Transeastern Homes is, if in fact it is one at all. Unlike dJarin
LLCA presents competent evidence that “Transeastern Laguna Lakes, kL@h iLLC
organized under the laws of the State of Florida.

13



the LLCA board of directors was controlled by Transeastern, who was the developer of t
Laguna Lakes real estate development. (10/8/14 Marino TrigsZTTABVUE] at pp.32:2-9;
32:12-25; 95:10 — 96;5ee alsovyl TTABVUE at p. 7). Although the individuals that sat on the
LLCA board of directors, these individuals also conduttedusines®f LLCA. (Id. atp. 99:9

17; 3/3/14 Hajicek Depo. Tr. [63 TTABVUE] at p. 18238.) In other words, LLCAthrough its
board of directorsyas using the Laguna Lakes name gpelcial formogo. (Id.)

On October 6, 2003, Transeastern filed and recorded the Master DeclaratioguoaLa
Lakes” (hereafter “Declaratiohwith the Lee County, Florida Clerk of CourtSgeApplicant’s
Notice of Reliance [69 TTABVUE] at 116, 17 and documents Hateded LL 50— LL 96
affixed thereto as part of Ex. B.) The Declaration declared that LLCA “shall hawé tiée
powers indicated or incidental to those contained in its” Articles of Incorporahd Bylaws-

i.e. the right to use thkaguna Lakes name drspecial form logo (SeeSection 2.3 of the
Declaration.) According to the Articles of Incorporation, LLCA’s poweghts, and duties are

set forth very broadly as follows: tadminister, enforce, carry out and perform all of the acts,
functions, rights and duties provided in, or contemplated by, the” Declaration. (Section 3.2 of
the Articles of Incorporation.)A nonexhaustive list of examples of such acts, functions, rights
and duties is set forth in Section 3.2 of the Declaration. Additiorthkky Declaration further
provides that LLCA “may enter into any agreement with any community devefduiregrict

[such as the Laguna Lakes Community Development District]. . . to maintain epgryr or
interest in any property owned by [LLCA].1d( at§14.4.)

As of the fall of 2003, LLCA was using thesubjectmarks ‘from the standpoint of
enticing people to purchase property in fbaguna Lakestommunity.” (3/3/14Hajicek Depo.

Tr. [63 TTABVUE] at p. 14:1318; see also idat p. 11:59.) Then, inDecember 2003y way

14



of a Quit Claim Deed, Transeastegxpressly conveyed the common areas in Laguna Lakes to
LLCA. (8/22/13 Marino Depo. Tr. [70 TTABVUE] at pp. 44:845:25 and Ex. 6 theretsee
also Applicant’s Notice of Reliance [69 TTABVUE] at 1167’.) Traneastern's managing
member, Transeastern Properties, Inc., executed the Quit Claim Deed orobd@haifseastern
effectuating the transferld() As testified to by LLCA’s corporate representatitres transfer of
property included ownershipf signs bearing the Laguna Lakeame andspecial formlogo.
(8/23/13 Tardiff Depo. Tr. [63 TTABVUE] gip. 81:12 -82:13; 82:22- 83:12 see alsd/23/13
Hajicek Depo. Tr. [63 TTABVUE] at p. 10:3) The Quit Claim Deed also transferred certain
intangble assetshat were previously used by Transeastern before LLG&uding the Laguna
Lakes name and special form logo, to LLCA. (3/3/14 Hajibeko. Tr.[63 TTABVUE] at pp.
17:18 —18:8; 37:419; 39:324.) Thus, theLLCA was formed in 2003;ommencedise of the
Laguna Lakes name and special form log@003, and received ownership in 2008ll prior to
Marino’s alleged first use in 2004. (Marino’s Trial Brief [71 TTABVUE] at pY %)

LLCA's use of the Laguna Lakes name and special form logo continued into and through
2006 (Applicant's Notice of Reliance [69 TTABVUE] at 4:48/23/13 Hajicek Depo. Tr. [63
TTABVUE] at p. 7:924.) During this time, as it does now, LLCA “managed” the properties in
Laguna Lakes and took “care of all of the amenities” in the real estate deealppnciuding
the clubhouse, the pool, tennis courts, volleyball courts, the front entryway guardhouseeand gat

that operate to allow people to enter and exit, a back gate, a fishing pier, and rdaels in t

’ Noticing the Quit Claim Deed as 197 — LL 98.

8 Marino contends that because Transeastern controlled the LLCA board ul0e 2007
time period, LLCA as a separate entity could not possibly have used the Laajkesariame or
special form logo. Applicant’s Notice of Reliance [69 TTBVUE] at {14.) However, this is a
factual and legal fallacy. Trademark law does pert sebar two parties from using the same
mark at the same time. And as explained above, the LLCA board, controlled bysieamea
was in fact usinghe Laguna Lakesame and special form logo.
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community. 8/23/3 Hajicek Depo. Tr. [63 TTABVUE] at p. 7:18:28/23/13Tardiff Depo.

Tr. [63 TTABVUE] at pp. 29:12- 30:12; 3/3/14 Hajicek Depo. T3 TTABVUE] at p. 87:6

19.) And aound this time, on or about August 24, 2006, there is no dispute that LLCA created
its website located at LagunalLakesAssociation.c@iTTABVUE atp. 10.) LLCA’s website,

on which LLCA uses the Laguna Lakes name and special form logo, remiaeseday.

As previously indicated, LLCA filed the ‘343 Application to register the gpefarm
“Laguna Lakes” marlon September 2, 201dnd the ‘955 Applicatioon August 31, 2011 to
register the standard characteaguna Lakes’mark LLCA seeks registration of its “Laguna
Lakes” marks in International Class 35 for “[a]ssociation servicespely, promoting the
interests of condominium association and homeowner associations; managing thssbusine
affairs of common community associations of HOAs and condominium associadnds
promoting the use of and managing the maintenance of rea.estée date of first use of the
Laguna Lakes marks by LLCA for purposes of its trademark applicatiédstadber 6, 2003, the
filing date of the Declaration an official, nonhearsay public record that authorizes LLCA’s use
of the marks it seeks to raeger Though it was incorporated on September 26, 2003 and its first
date of use relates back to that of its predsoy LLCA erred on the side of caution and used the
slightly later October date in its applications.

Marino alleges use of “Mr. Laguna k&s” in connection with real estate services. But
the actual date of Marino’s first use is more difficult to ascertdiarino initially claimed that
his first date of use of “Mr. Laguna Lakes” was “as early as July 20@®43 Notice of
Opposition atf4; ‘955 Notice of Opposition at Y4.)After the Board granted in part LLCA’s
Motions to Dismiss, Marino next alleged first use as early as April 208983ended ‘343\otice

of Opposition at 18; Amended ‘955 Notice of Opposition at Magst recently Marino claims
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first use of*Mr. Laguna Lakes”more than a year later on August 3, 2004not April 2003

(8/22/13 Marino Depo. [70 TTABVUE] at p. 19:41B; 10/8/14 Marino Trial Tr. [62
TTABVUE] at p. 115:1013; Applicant's Notice of Reliance6® TTABVUE] at 111516.)
Based on partppponent admissions made by Marindhg initial Notice of Oppositions that he
filed in April 2012 the Board should be very suspicious of the claim that he first used the name
“Mr. Laguna Lakes” on August 3, 2004.

V. Objections to Marino’s Recitation of the Facts.

Throughout his trial brief, Marino conveniently ignores much of the negative faats fat
to his case. Marino also distorts the facts by misleadingly making claims thattlaee
unsupported by the testimony or evidencited or unsupported by testimony or evidence
altogether.For example:

e Marino did not continually use Lagunalakes.com since 26047(L TTABVUE at p.
6) given that he only purchased the domain in 2€d.2&{ p. 12.).

e The estimony cited in paragraphlocated orv1l TTABVUE at p. 6from the August
23, 2013 deposition of LLCA’s corporate representafivee 8/23/13 Tardiff Depo.
Tr. at p. 119)does not support theontentions that: (a) Transeastern’s intellectual
property was not transferred to LLCAgnd (b) the intellectual property was
transferred to TOUSA (which is irrelevant anyways given that the isstlas case
concerns priority as between LLCA and Marino). LLCA’s corporate representat
merely agreed that Transeastern and TOUSA mergednag¢ sndefinite time and
TOUSA V\’!ent into bankruptcy. (8/23/13 Tardiff Depo. Tr. [63 TTABVUE] at p.
119:5-20.

® Additionally, directly contrary to what Marino claimshe two trademarks LLCA seeks to
register were not transferred from Traneastern to TOUSA. Accordintpet official public
records for the bankruptcy cited by Marihonde penalty of perjury, in its schedule of “patents,
copyrights, and other intellectual property”, TOUSA did not list either of thekxsma CA is
applying for as a trademark or other intellectual property which it owned. (Appsd\otice of
Reliance [69TTABVUE] at 116, 1718: noticing documents batésbeled LL 120, LL 123, LL
133 —LL 136, and LL 164 attached to the Notice of Reliance as Exhibit B.) In othelswor
TOUSA did not acquirédrom Transeasterany rights in thenarks LLCA is applying for. A of
this makes sense given that Transeastern had prevgiusly LLCA the right to use the marks
and eventually transferred the marks to LLCA.
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e Hajicek did not concede that the Quit Claim Deed merely transferred common
elements of the Laguna Lakes community as claimed at 71 TTABVUE 8t
Marino cites to pages-80 of testimony provided by Hajicek on March 3, 2014 as
LLCA'’s corporate representative, but ignores testimony to the contracatimdj that
the Quit Claim Deed encompassed intangible assets including the m&ggeabn
pages 17, 18, 37 and 39.

e Though the parcel associations may use the Laguna Lakes name and special form
logo without objection (71 TTABVUE at p. 8), they are entitled to because they are
members of the LLCA. Seeg e.g, Section 4.1.1 of the Articles oft¢orporation -LL
37; Applicant’s Notice of Reliance [69 TTABVUE] at 16.)

e The testimony cited in paragraph 10 located on 71 TTABVUE at p. 8 does not
supportthe claim that as of September 2003, the only entity that was using the
Laguna Lakes name in commerce as a trademark was Traned3tektarch 3, 2014
deposition, LLCA’s corporate representative testified thafA was using the logo
and name mark “from the standpoint of enticing people to purchase the property in
the community.” (3/3/14 Hajicek Depo. Tr. [63 TTABVUE] at p. 14183) Marino
did not serve on the board of directors for LLCA from 2803006, and therefore
cannot speak to how LLCA was using the name and logo mark, or refute LLCA’s
claims that it was using said marks in September 2003

e Marino’s contention that “Transeastern was well aware of Marino’s use ohthe n
Mr. Laguna Lakes and thought it was ‘clever’” as alleged on 71 TTABVUE at p. 9 is
inadmissible hearsay. Marino failed to offer any testimony from aagsBastern or
TOUSA employeeo support its burden of proof.

e LLCA doesnot claim that its first use of the Laguna Lakes name and special form
logo was on the monument signs discussed by Marino in paragraph 12 located on 71
TTABVUE at p. 9, and contrary to what Marino iotes, LLCA did identify its date of
first use for both the Laguna Lakes name and special form logo.

e The testimony cited iparagraph 13ocated on 71 TTABVUE at pp.-20 from the
deposition of LLCA’s corporate representative on March 3, 2014 does not support the
contention that “LLCA has no evidence or documents evidencing the transfer or
assignment or any intellectual property such as ‘Laguna Lakes’ or theadygplogo
from Traneastern [] to LLCA LLCA’s corporate representative testified that
Transastern’s intangible assets were transferred to LECAAdditionally, the
Declaration, an official, nehearsay public record, authorizes LLCA’s use of the
marks it seeks to registerMarino fails to point to any document conclusively
demonstrating thahe intellectual property was not transferted. LCA.

19 And regardless of whether there was a transfer of intellectual propertyQa bt.not, LLCA
still is the pror user as compared to Marino.
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The testimony cited in paragraph 15 located on 71 TTABVUE at p. 10 does not
supportthe contention from Marino that “a public company by the name of TOUSA,
purchased all of the assets of Transeastdmfact, LLCA’s corporate representative
merely agreed that Transeastern and TOUSA merged at some indefinite time and
TOUSA went into bankruptcy. (8/23/13 Tardiff Depo. Tr. [63 TTABVUE] at p.
119:520.) Marino fails to point to any document indicatthgt TOUSA purchased

all of Transeastern’s assets.

Whether LLCA is aware of any damages or harm to it caused by Marino’s use of t
Laguna Lakes name and logo and “Mr. Laguna Lakes” is irrelevant gnagrthis
Consolidated Opposition Proceeding only @ams whether Marino is damaged at all
LLCA's registration of the aissue marks. See71 TTABVUE at p. 10.)

Marino did not use “Mr. Laguna Lakes” as early as February 280&leged on 71
TTABVUE at p. 12. Marino himself testified as follows:

Q. So, Mr. Marino, let me ask you this: So as far as you know, did you
use the name "Mr. Laguna Lakes" or the name "Laguna Lakes" in your
real estate business prior to August 2004?

A. Nothing that | can substantiate.

(10/8/14 Marino Trial Tr. [62 TTABVUE] at p. 114:1B7.) Nothing on pages 21 and 22

of Marino’s testimony from October 8, 2014, cited to support the date of Marind’s firs
use, even remotely suggests that he used the name Mr. Laguna Lakes “as early as
February 2003.”For Marino to represent to the Board that he did is nothing if not
frivolous conduct designed to mislead the Board in an effort to gain an unfair
advantage over LLCA. Such conduct evidences Marino is lacking in credibiii, and

is willing to say anything (whether true or not) if it will help him prevail in this
Consolidated Opposition Proceeding.

Additionally, in violation of the Board’s rules and procedufeasmely Trademark Rule

2.123(1)) Marino also improperly cites to new evidersteh as websites not in the reco(@1
TTABVUE at pp. 7, 1015, 19.) LLCA also objects to Marino’s reliance on exhibits containing
annotations with his subjective analysis of documents that are entirely lackmghdation and

are marred with inadmissible hearsaysee64 TTABVUE at pp. 79 (contining LLCA’s
objections to the exhibits to Marino’s triaeposition testimony in more detail.) Such
imprecisionas to dates and “coaching” in the form of annotated exhibits call into question

Marino’s veracity and credibility.
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LAW AND ANALYSIS

Legal Standard.

“The party opposing registration [of a trademark] bears the burden of proof,” ahdt"if
burden cannot be met, the opposed mark must be registeBe®f.B Hardware, Inc. v. Hargis
Industries, Inc.135 S. Ct. 1293, 1300 (2015) (citing 15 U.S.C. § 1063(b)). The burden of proof
is generallyby a preponderance of the evidenc&astman Kodak Co. v. Bell & Howell
Document Mgmt. Prods. Go994 F.2d 1569, 26 USPQ2d 1912, 1918 (Fed. Cir. 1998
party opposing registration also bears the “burden of persuas®@&.™B Hardware 135 S. Ct.
at 1309. In this case, Marino is t@pposer. Accordingly, the burden of proof and burden of
persuasion both lie squarely with him.

“W]hile it is indeedthe better practice for a defendant [i.e. Appli¢aih it believes that
the plaintiff [i.e. Opposer] has failed to sustain its burden of proof in the case, tobiilefa
indicating the inadequacy of the plaintiff's evidence or otherwise arguingsiéiciency of the
ground or grounds on which the proceeding has been brought, there is no requirement that a
defendant do so.David J. Fox, D.M.Dyv. David S. HornbrogkOpp. No. 91/121,292, 2004 WL
1957204 at *8 n.3 (TTAB 2004). Indeed, the “filing of a brief on the case is optional, not
mandatory, for a party in the position of defendant.” TBMP § 801.02@xnsequently, it
cannot be said that Applicant concedes the issues herein by failing tdfief an the case” or
giving certain topics more consideration than oth&isx, 2004 WL 1957204 at *8 n.3.

. Analysis.

In the Amended Notices of Opposition, Marino asserts claims of: (1) fraud; ¢iypri

and likelihood of confusion; and (3) primarily geograpdiescriptiveess As explained at

length below, with respect to each claiMarino fails to carry his burdenof proof and
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persuasion Accordingly, Opposition No. 91/204,897 and Opposition No. 91/204,941 should be
dismissed with prejudice and LLCA'’s trademark applications should proceeddtvatgn.

A. Marino Woefully Fails to Carry His Heavy Burden of Proving Fraud.

Marino alleges that Applicant “made material misrepresentations with the intent to
deceive thaJSPTOby misrepresenting: (1) its domain name; (2) the type of business in which it
intends to use the mark; (3) that it is wsthe mark in interstate commerce; and (4) the date of
first use of the mark.

To assert a viable claim of fraud, Marino must prove th&A knowingly made a false,
material representation in the procurement of its registration with the intent ¢oveldoe
USPTQ Zoba Intl Corp. DBA CD Digital CardCancellation No. 9951,821 2011 WL
1060727 (TTAB 2011)diting In re Bose Corp.580 F.3d 1240, 91 USPQ2d 1938, 1942 (Fed.
Cir. 2009);Enbridge Inc. v. Excelerate Energy L#2 USPQ2d 1537 (TTAB 2009))see also
Fed. R. Civ. P. 9(b) (requiring that allegations of frdne pled with particularity). “[D]eception
must be willful to constitute fraud.’In re Bose Corp.580 F.3d at 1243. “[T]he very nature of
the charge of fraud requires that it be proven ‘to the hilt’ with clear and convindenee.
There is no room for speculation, inference or surmise and, obviously, any doubt must be
resolved against the charging partyri re Bose Corp.580 F.3d at 124Ziting Smith Int'l, Inc.

v. Olin Corp.,200 USPQ 1033, 1044 (TTAR981). The Board has consistentigknowledged
that there is anaterial legal distinction ld&een a “false’represatation and a “fraudulent” one.
A “fraudulent” representation involves an intent to deceive whexétase” repreentatiormay
be occasioned by a misunderstanding, an inadvertenaenere negligent omissiorn re Bose

580 F.3dat 1243(citations omittedl
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Based on the facts of this case and as a matter oMawno’s claims fail for several
reasons.First, LLCA did not knowingly misrepresent its domain name in the ‘955 Application.
Rather, indicating that its website was LagunalLakes.com “was a typah wehevidenced by
the fact that in the ‘343 Application its website is listed as www.LagunalAskesidion.com.
(8/23/13 Tardiff Depo. Tr. [69 TTABVUE] gb. 124:1315; see alsd343 Application) Even
Marino eventually conceded this much during thigl deposition $ee10/8/14 Marino Trial Tr.

[63 TTABVUE] at pp. 7376), and went as far as to agreettiygpographical errors are not
intentional {d. at p. 79)though heemarkablyand wastefullystill tries to argue in his trial brief
that Laguna Lakes wasomehowtrying to deceive the USPTO by using thkame website

specimen for each trademark applioati(71 TTABVUE at p. 20.)In any eventthe evidence

shows that LLCA did not knowingly misrepresent its domain name.

Second there is no evidence thal. CA made anyfraudulent representations to the
Board concerning the type of business in which it intends to use the Laguna Lakeslth&A
seeks to register the Laguna Lakes marks in International Class 35 feotjajon services,
namely, promoting the interests of condominium association and homeowner amsgiciati
managing the business affaosk common community associations of HOAs and condominium
associations, and promoting the use of and managing the maintenance of real eStatel
must be “proven to the hilt with clear and convincing evidende.te Bose 580 F.3d at 1243
(citations omitted). In thisinstance there isno evidence, let alone clear and convincing
evidence, of fraud LLCA does not claim, as Marino falsely contends, “that it only manages the
business of a homeowners associatio®mended ‘343 Notice of Opposition §6; Amended
‘955 Notice of Opposition at 6. LLCA specifically identifies that the services that the Laguna

Lakes marks are used in connection with also includes “promoting the use andngahagi
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maintenance of real estate(*343 Application; ‘955 Application.) In additior,LCA takes
“care of all of the amenities” in the real estate development, includenglubhouse, the pool,
tennis courts, volleyball courts, the front entryway guardhouse and thategsperate to allow
people to enter and exit, a back gate, a fishing pier, and roads in the comimeingsomoting
the use of and managing the maintenance of real est8&23/13 Hajicek Depo. Tr. [63
TTABVUE] at p. 7:18:22; 8/23/13 ardiff Depo. Tr.[63 TTABVUE] at pp. 29:12- 30:12;
3/3/14 Hajicek Depo. Tr[63 TTABVUE] at p. 87:619.) LLCA also useshe subjectmarks
“from the standpoint of enticing people to purchase property ifL#geina Lakes] community
—i.e. promoting the interests of LLCA and the use of real est§B£3/14HajicekDepo. Tr.[63
TTABVUE] at p. 14:1318; see also idat p. 11:59.) These functions go beyond simply
managing the business of the homeowners’ association, and comprise the typesed sarvi
which LLCA seeks to register the marlkBecause there “iso room for speculation, inference or
surmise,” any “doubt must be resolved” in favorL@iCA. As a matter of lawm.LCA did not
make anyfraudulent representations to the Board concerning the type of business in which it
intends to use the Laguna Lakes marks.

Third, LLCA is using the mark in commerce; Marino’s claims and allegations to the
contrary are simply frivolous. To begiMarino’s allegation thalLCA does not use the marks
in commerce are contradicted by his own acknowledgmentlt@A owns and operates a
website and defies the courts understanding of how the Internet inpi@csiate commerce.
Amended ‘343 Notice of Opposition at {3; Amended ‘955 Notice of Opposition at §3. Under
blackletter trademark law principles[d]ffering services via the Internet has been held to
constitute use in commerce, since the services are available to a national andangrnati

audience who must use interstate telephone lines to access a website.” TAERHciting
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Planned Parenthood Federation of America, Inc. v. Bu2USPQ2d 1430 (S.D.N.Y. 1997),
aff'd, 152 F.3d 920 (2d Cir. 1998) (Tableert. denied 525 U.S. 834 (1998)).“[W]here a
trademark is used on the internet so as to draw consumers to a particular, wedsise in
commerce prog of a Lanham Act claim is satisfied.Transamerica Corp. v. Moniker Online
Services, LLC672 F. Supp. 2d 1353, 1361 (S.D. Fla. 2000).CA offers its services via the
Internet and therefore uses its mark in interstate commégae als®/23/13 Tardf Depo. Tr.
[63 TTABVUE] at p. 90- explaining thalLLCA uses its markin interstate commerce to attract
homeowners from out of state.)

Furthermore, courts recognize that “the names of charitable, educationathendon-
profit organizations are etitled to protection under the Lanham Act regardless of whether or
not they place products into the stream of commerc@dmmittee for ldaho's High Desert v.
Yost,881 F. Supp. 1457, 1470171 (D. ldaho 1995) (emphasis added). Evedrl @A did not
uses s mark in interstate commerce, Rorofit organizations likeLLCA “are entitled to
protection under the Lanham Act regardless of whether or not they place produtts istream
of commerce.” Yost,881 F. Supp. at 147D471. Again, there is no clearnd convincing
evidence of fraud.

Fourth, the date of first use of the Laguna Lakes markd b@A for purposes of its
trademark applications is October 6, 2003. Though it was incorporated on September 26, 2003
and its first date of use relates backhattof its predecessd_.LCA erred on the side of caution
and used thslightly laterOctoberfiling dateof the Declaration- an official, nonrhearsay public
recordthatauthorizes LLCA'’s use of the marks it seeks to regis(8f23/13Tardiff Depo.Tr.

[63 TTABVUE] at p. 110:213; see alsdl5 U.S.C. 8§ 1055 (“Where a registered mark or a mark

sought to be registered is or may be used legitimately by related cespsuch use shall inure
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to the benefit of the registrant or applicant for registration .”)).** In this case, Transeastern
andLLCA are related companies becald€CA was formed by Transeastern and, until 2006,
LLCA’s board of directors was controlled by Transeaster®23(13 Tardiff Depo. Tr. [63
TTABVUE] at pp. 8182, 84, 86;see alsaLLCA’s Articles of Incorporatefl It is undisputed
that Transeastern used the Laguna Lakes marks bdf@a was legally formed This use of
the Laguna Lakes marks inured to the benefitldfA pursuant to 15 U.S.C. §1055.
Nevertheless, assuming argdenthat the date of first use is incorrect, the Board has
previously held that as long as there was technical trademark use prior tontheldiie of the
application, then “the date of first use . . . in [an] application, even if false, is noteaaha
representation and cannot be said to constitute fraud on the Patent and Trademark Offic
Brenda D. Lewis & William L. Flowers. Microsoft Corp,. Cancellation N092/043,487 2005
WL 847443 at *6 (TTAB 2005). The same result follows here given that there is jdealis
LLCA used the Laguna Lakes marks prior to filitsgapplicationsn August/September 2011.
As set forth aboveaylarino falls well short of proving that LLCA committed fraudder
the standard set forth in re Bose Accordingly, thisground ofoppositionshould be dismissed
as Marino fails to prove that LLCA committed fraud.

B. Marin o Also Fails to Carry His Burden of Proving Rior ity and Likelihood of
Confusion.

The burden to prove priority and likelihoad confusion lies squarely and solely with

Marino. In order toprovepriority and likelihood of confusion under 15 U.S.C. § 1052(dJial,

X pursuant to the “related company doctrine,” a trademark applicant sutfCAscan establish
ownershp of mark by showing that it controlled the company that used n&teesurgical, Inc.

v. Aperta, LLC 832 F. Supp.2d 1000 (E.D.Wis. 20114. “related company” in this context is

one “whose use of a mark is controlled by the owner of the mark with respect to theandture
quality of the goods or services on or in connection with which the mark is used.” 15 U.S.C.
81055. Furthermore, “it is not necessary that [the public] knowidleatity of the source.”Cent.
Garden & Pet Co., infra
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Marino must show (1) that he maintains priority of use in the mark “Laguna Lakdsthat (2)
LLCA’'s marks, when used in connection with the servicet forth in the applicatian would
create a likelihood of confusion with his markHart v. New York Yankees P'shif84 F. App'x
972, 973 (Fed. Cir. 2006¢i{ing Hoover Co. v. Royal Appliance Mfg. C238 F.3d 1357, 1359
(Fed. Cir. 2001) 3 J. Thomas McCarthwlcCarthy on Trademarks and Unfair Competition,
§ 20.14 (4th ed. 2004)Date of actual use can be establishedaytestimony. Cent. Garden &
Pet Co. v. Doskocil Manufacturing Company,.Jr@013WL 4635990 at n.14 (TTAB 2013);
accord Msi Data Corp. v. Microprocessor Systems,, 1820 USPQ 655 n. 7 (TTAB983).
Priority may be established based on intrastate comnlerée,).G. Stickley Inc. v. Cosse8l
USPQ2d 1956, 1965 (TTAB 2007), atiek “use in commerce” requirement does not require as a
prerequisite toegistration that an applicaastservices beendered in more than one stalaids

to Order of Ohio, Incv. MaidTo-Order, Inc, 78 USPQ2d 1899 (TTAB 2006).

In this case, the issue of priority is determinatoencerning the standard character
Laguna Lakes mark and the spedatm Laguna Lakes mark To begin, Marino initially
claimed thathis first date of use of “Mr. Laguna Lakes” was “as early as July 200343
Notice of Opposition at 14,955 Notice of Opposition at 14.) Only after the Board granted in
part LLCA’s Motions to Dismiss higppositions did Marino falsely, if not fraudulently, allege
that he first used the “Mr. Laguna Lakes” mark as early as April 2083ended ‘343 Notice of
Opposition at 18; Amended ‘955 Notice of Opposition at f@nally, Marino admitted during
his deposition that he first used the mark “Mr. Laguna Lakes” on August 3, 200# April
2003 (8/22/13 Marino Depo. [70 TTABVUE] at p.911113; 10/8/14Marino Trial Tr. [62

TTABVUE] atp. 115:1013; Applicant’s Notice of Relianc&9 TTABVUE] at 111516.)
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Before Marino began using “Mr. Laguna Lakes” in August 3, 2004, Applida@A was
incorporated as a neprofit organization on September 26, 2008h the Master Declaration of
Laguna Lakes officially filed on October 6, 2003 with the Lee County, Floridik GfeCourt
Courts recognize that “the names of charitable, educationagthadnon-profit organizations
are entitled to mtection under the Lanham Act regardless of whether or not they place products
into the stream of commerce.Yost,881 F. Supp. at 1470471 (emphasis added). That is to
say, “althougHLLCA] is a nonprofit organization, the . . . general trademark principles, though
often referring to vendible goods in commerce, also” apply to Applicant’s fiesbfutie mark as
a nonprofit “even if no goods or services were exchanged in commdcteat 1471;Accuride
Int'l, Inc. v. Accuride Corp.871 F.2d 1531,334-35 (9th Cir. 1989)Tradenames [like Laguna
Lakes Community Associatiorjften function as trademarks or service marks as well. . . .
Perhaps because of this functional overlap, the same broad standards of protecyido appl
trademarks antradenanes”). Consequentlyand in light of the volume of evidence discussed
above and in the record demonstrating that LLCA began using the Laguna Lakesdstanda
character mark in 2008ell before Marino began calling himself “Mr. Laguna LakesMarino
cannot satisfy his burden of proving priority with respect to use of the standardtehaeguna
Lakes name mark.

The same result is true as to the special form Laguna Lakes Markio does not allege
when he began first using the speéaam logo. Nevertheless, there is no evidence that Marino
used the specidbrm logo at any time before he began working with Amerivest Realty in June
2010. (8/22/13 Marino Depo. Tr. [70 TTABVUE] at pp-44.) On the other hand, the evidence
demonstrates thal CA was usiig the specialorm logowell prior to June 2010, and as early as

Traneastern’2002use of the specidbrm logoto promote the properties at Laguna Lak8ge
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15 U.S.C. 8§ 1055see alsdrecitation of Factsupra All told, Marino cannot prove that heed
the special form Laguna Lakes logo first before LLCA.

Accordingly, Marino fails to satisfy his burden proving priority and likelihood of
confusion under 15 U.S.C. § 1052(d).

C. Marino Also Fails to Satisfy His Burden of ProvingThat LLCA’s Marks Are
Primarily Geographically Descriptive.

“Marks that are ‘merely descriptive’ of goods and services are not drititlerotection”
under the Lanham ActCoach Services, Inc. v. Triumph Learning L1868 F.3d 1356, 1377
1378 (Fed. Cir. 2012)citing In re Abcor Dev. Corp.,588 F.2d 811, 813QCPA 1978)).
Similarly, a “geographically descriptive term or phrase is one that iosig geographical
location and would tend to be regarded by buyers as descriptive of the gendpaphion of
origin of the good®r services.” Forschner Group, Inc. v. Arrow Trading Co. In80 F.3d 348,
355 (2d Cir. 1994)duoting 1 J.T. McCarthy,Trademarks and Unfair Competitio8, 14.02).
“That a phrase or term evokesgeographic associations does not, standing alone, suppart
finding of geographic descriptiveness.”ld. (emphasis added).

Marino alleges that thgpecial formogo and the standard character méskould not be
registered in thafthey ard merely geographically descriptive of a developmeamd area in Ft.
Myers Florida.” (Amended ‘343 Notice of Opposition at §7; Amended ‘955 Notice of
Opposition at 7.) However, both the Trademark Manual of Examining Procedure and the court
reject such an assertiomn Section 1210.02(a), theddemark Manual of Examiningdtedure
states that the “mere fact that a term may be the name of a place that has a pbgsicaldoes
not necessarily make that term geographic under 82(e)(2). For example, naanassefment

parks, residential communities and business complexesish are coined by the applicant,

must not be refused.” TMEP § 1210.02(a) (emphasis ad&=h.alsdn re Pebble Beach Co
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19 USPQ2d1687 (TTAB 1991) (17 MILE DRIVE not a geographic term, where it was coined
by applicant to refer both to applicant'sngees and the place where the services were
performed).

“Where a developer chooses an arbitrary mark to designate a development, the mark i
protectable despite the geographical aspects of the developmehble Beach Co. v. Tour 18
1, Ltd, 942 F.Supp. 1513, 1538.D. Texas 1996kee alsdPrestwick, Inc. v. Don Kelly Bldg.
Co, 302 F.Supp. 1121, 142(D. Md. 1969) (mark TANTALLONwhen used for a planned
community was not geographically descriptive since it has “no generally knoograghic
significance” and prior to thalevelopmenthe area had no general geographic narnme)e
Pebble Beach 19 USPQ2d at 1689 (holding that the mark 17 MILE DRIVEwvas not
geographially descriptive since the termas created by Pebble Beach Company’s predecessor
to denote a scenic seventeen mile stretch of neddin the Del Monte Forest)lour 18 1, Ltd.
942 F.Supp. at 1538 (explaining that the mark PINEHURES “an arbitrary name selected by
the developer of the Pinehurst resort” making the mark “inherently distinctive and not
geographically descriptive. [l]f there is a geographic connotation to [thk],nsaich meaning
has developed over time since the creation of the Pinehurst resort and is ditegitliable to
the growth and success of the regort

The sameaesult recognized in the Trademark Manual of Examining Procedure and by
courts follows here. Despite his best to convolute the issue in his trial brief and dartnglhi
testimony,Marino himself admitted that before Laguna Laki® real estate devmimentwas
establishedjt did not have a specific name; rather, it was simply “a field with cows in it.”
(8/22/13 Marino Depo.Tr. [70 TTABVUE] at p. 26:11, 178.) Florida courts considering

similar facts and circumstances agtbat name and logo marks like those at issue are not
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primarily geographically descriptive See Homeowner's Association, Inc. v. Tortoise Island
Realty, Inc.,790 So. 2d 525 (Fla. 5th DCA 2001). Tortoise Islandthe Fifth District reversed
the trial court decision which ded the Tortoise Island Homeowners Association, Inc. relief to
enjoin infringement and dilution of its trade name/service mark by the realtyacymirtoise
Island Realty, Inc.Id. at 528. The name “Tortoise Island” was selected by a developer of a spoi
island and lands, which area eventually became the community for which the honsowner
association was formed to serve. at 528. Prior to the development, the area had no name, and
beginning in the late 1970's, the name was used to advertise the community andats. ddll |
When the project was completed, it was turned over to the homeowners’ asspuiaich was
a nonprofit corporation whose primary duties where to maintain the common property and
amenities, and enforce the pertinent covémand restrictionld.

Reversing the trial court denial of injunctive relief, the Fifth District statatldalthough
“the name Tortoise Island [eventually] became connected to a real place andrstyyinhe
name “Tortoise Island” was “arbitrary amistinctive.” Id. at 535. An *arbitrary’ or fanciful
name when attached to a place or location is generally protectable as a trade nanie or mar
without the necessity to prove secondary meanilth.at 533. Because ifortoise Island;'no
evidence wasdduced” that indicated that the name had become identifiable as a geographic
location, the Fifth District determined that the name “Tortoise Island” wasashittistinctive
and protectable as the service mark/trade name for the exclusive residentraimty.|d.

The Tortoise Islanddecisionand those discussed abowe factually dispositive of the
grounds for opposition asserted by Marino that Laguna Lakes is “merehyptigst or “merely
geographically descriptive.” Prior to the developmeninakortoise IslandPebbleBeach and

Tour 18 1, Ltd.Laguna Laked®rad no name. The special foand standard charactdraguna
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Lakes” marls arenot merely descriptive anare not merely geographically descriptive; rather,
thesemarks are bothdistinctive and protectable, and thegalue is being diluted by MarindSee
Tortoise Islangd 790 So.2d at 5385 (finding that the mark had “gained a reputation as an
exclusive residential community” whose “name and logo are commonly ysedab estate
agents to advertise properties exclusively in the community,” and further obsdrairigde by
[the realtor] and others of the trade name Tortoise Island would contribute kosstsof
distinctiveness and hence, its protectability”).

Accordingly, and in light of the foregoing, Marino cannot satisfy his burden of proving
that the standard character and special form marks are primarily geogligplescriptive.

D. Marino’s Unpled Grounds for Opposition That The Term “Laguna Lakes”

Is Ornamental and LLCA Does Not Use The Laguna Lakes Name/Logo as a
Service Mark Should be Summarily Denied

For the first time in the three (3) years that this Consolidated Oppositioadding has
been pending (approximately 42 months), Marino claims that “LLCA’s use ofriins teaguna
Lakes is ornamental” and that LLCA does not use the Laguna Lakes name or speclabto
as a service mark. 71 TTABVUE at p. 16. However, whether LLCA’s mark asnamtal, and
whether the marks for which registration is sought have beenassadervice mark or not, are
two new, unpled separate grounds for opposifl@@MP § 309.03(c)(8). A plaintiff cannot rely
upon an unpledlaim unless the plaintiff's pleading is amended (or deemed amended), pursuant
to Fed. R. Civ. P. 15(a)r (b), to assert the matter. TBMP § 309.03(c) (citingsyngenta Crop
Protection Inc. v. BigChek LLG 90 USPQ2d 1112, 1115 n.3 (TTAB 200Rghler Co. v.
Baldwin Hardware Corp.82 USPQ2d 1100, 1103 n.3 (TTAB 2007)pee alsoaiBMP § 314
(same). InSyngentm, theBoard held that “[ijnasmuchs dilution was not pleaded as a ground

for relief in the notice of opposition, we will not consider it at this juncture.” 90Q28Pat
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1115 n.3. “[R]aising the[se] [new] claim[s] for the first time in [Marino’'saltrbrief] is
manifestly untimely,’Kohler Co, 82 USPQ2d at 1103 n.3, and severely prejudices LLCA.

LLCA does not consent to trying these issues at this late juncture, and will not risk
impliedly doing so to Marino’s benefit. In accordance with the authority cited atw/&oard
should reject and/or disregard Marino’s arguments that: (1) LLCA’s marksraaenental; and

(2) that LLCA uses the Laguna Lakes name and special form logo as otharsyasce mark.
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CONCLUSION

As to each claim pbk by Marino in the operative, Amended Notices of Opposition,
Marino fails to carry his burderof proofand persuasionConsequently,dr each and every one
of the reasons discussed in the abaued for all of them taken togethekpplicant, Laguna
LakesCommunity Association, Increspectfully requests that the Boaidmiss Opposition No.
91/204,897 and Opposition No. 91/204,%ith prejudice, and allow its trademark applications
to proceed through to registration.

Respectfully submitted,

Dated: September 182015 /s/ Chad R. Rothschild
W. Scott Harders (Ohio Bar No. 0070598)
Donna M. Flammang (Florida Bar N0.0015230)
Chad Rothschild (Ohio Bar No. 0088122)
BRENNAN, MANNA & DIAMOND, LLC
75 E. Market Street
Akron, Ohio 44308
Telephone: (3302533715
Fax: (330) 25383745
wsharders@bmdlic.com
dmflammang@bmdpl.com
crothschild@bmdlic.com
Attorneys for Applicant
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Behren Law Firm
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