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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
 

 
BUREAU INTERNATIONAL DE 
MÉDECINS SANS FRONTIÈRES 
 
and 
 
MÉDECINS SANS FRONTIÈRES USA, 
INC., 
 
                                    jointly, Opposer, 
 
                   v. 
 
BOOKS WITHOUT BORDERS (KUTUB 
BILA HUDOOD), 
 
                                    Applicant. 
 

 
 
 
 
 
 
Opposition No. 91204698 
 
Application Serial No. 85/180,994 
 
Mark:  BOOKS WITHOUT 
BORDERS 
 
Filing Date:  November 19, 2010 

 
 

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION  
 

 Applicant, BOOKS WITHOUT BORDERS (KUTUB BILA HUDOOD), by and 

through undersigned counsel, hereby responds to the allegations set forth in the Notice of 

Opposition filed by joint Opposer, BUREAU INTERNATIONAL DE MÉDECINS SANS 

FRONTIÈRES and MÉDECINS SANS FRONTIÈRES USA, INC., by answering the 

allegations contained in the Notice of Opposition and by setting forth its defenses and 

affirmative defenses below.  The numbered responses below correspond to those numbered 

allegations in the Notice of Opposition. 

1. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 1 of the Notice of Opposition, and therefore, denies said allegations.  

Applicant admits that the U.S. Patent and Trademark Office TESS database and 
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Assignment database indicate ownership by Bureau International de Médecins Sans 

Frontières of the trademark registration identified in Paragraph 1 of the Notice of 

Opposition.  Applicant admits that a certificate of registration is prima facie evidence of 

the validity of the registered mark and of the registration of the mark, of the registrant's 

ownership of the mark, and of the registrant's exclusive right to use the registered mark 

in commerce on or in connection with the goods or services specified in the certificate, 

subject to any conditions or limitations stated in the certificate.   

2. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 2 of the Notice of Opposition, and therefore, denies said allegations.  

Applicant admits that the U.S. Patent and Trademark Office TESS database and 

Assignment database indicate ownership by Bureau International de Médecins Sans 

Frontières of the trademark registration identified in Paragraph 2 of the Notice of 

Opposition.   

3. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 3 of the Notice of Opposition, and therefore, denies said allegations.  

Applicant admits that the U.S. Patent and Trademark Office TESS database and 

Assignment database indicate ownership by Bureau International de Médecins Sans 

Frontières of the trademark registrations identified in Paragraph 3 of the Notice of 

Opposition.   

4. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 4 of the Notice of Opposition, and therefore, denies said allegations. 

5. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 5 of the Notice of Opposition, and therefore, denies said allegations.  
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Applicant admits that the U.S. Patent and Trademark Office Assignment database 

indicates recordation of the transactions identified in Paragraph 5 of the Notice of 

Opposition between Médecins Sans Frontières USA, Inc. and Bureau International de 

Médecins Sans Frontières.  

6. Admitted.   

7. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 7 of the Notice of Opposition, and therefore, denies said allegations. 

8. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 8 of the Notice of Opposition, and therefore, denies said allegations. 

9. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 9 of the Notice of Opposition, and therefore, denies said allegations. 

10. Admitted, with the exception that the description of services as set forth in Paragraph 

10 of the Notice of Opposition is the description of services as amended, and not as 

filed on November 19, 2010.   

11. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in Paragraph 11 of the Notice of Opposition, and therefore, denies said 

allegations.  Applicant denies that it targets “the same U.S. audience” as Opposer.  

12. Applicant has insufficient knowledge or information as to the truth of the allegations set 

forth in the first two sentences of Paragraph 12 of the Notice of Opposition, and 

therefore, denies said allegations.  Applicant denies the third sentence of Paragraph 12 

of the Notice of Opposition.  

13. Admitted.  

14. Denied.   
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15. Denied. 

16. Denied. 

17. Applicant denies that “Applicant is not entitled to federal registration of Applicant’s 

mark,” on the ground that such statement by Opposer is a legal conclusion.  Applicant 

denies that “Opposer will be damaged by the grant of such registration.”  

 

DEFENSES AND AFFIRMATIVE DEFENSES 

 Applicant asserts each of its defenses and affirmative defenses separately and in the 

alternative.   

Defense #1:  No Likelihood of Confusion 

 There is no likelihood of confusion in the mind of the relevant public between 

Applicant’s mark and Opposer’s mark as to the source, sponsorship, or approval of Applicant’s 

goods and services.     

1) Opposer’s mark is weak and has lost any distinctiveness.  The term “Without Borders” 

has become merely descriptive due to its widespread use by third parties providing 

various goods and services.  A search for the term “Without Borders” on the U.S. 

Patent and Trademark Office’s Trademark Electronic Search System (TESS) returned 

126 live registered marks and applications for registration.1  Some examples are: 

“DENTISTS WITHOUT BORDERS,” “HEALTH WITHOUT BORDERS,” 

“KNOWLEDGE WITHOUT BORDERS,” “LAWYERS WITHOUT BORDERS,” 

“MINISTRIES WITHOUT BORDERS,” and “TEACHERS WITHOUT BORDERS.”   

2) Applicant’s mark is not similar in appearance, sound, or meaning to Opposer’s mark. 

                                                 
1 Exhibit 1 (Printout of TESS search results for “without borders” as of May 18, 2012)  
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3) The goods and/or services provided in connection with Applicant’s mark are not similar 

to those provided in connection with Opposer’s mark.  Opposer provides medical, 

recruitment, and fundraising services; Applicant provides cultural educational 

materials.  Specifically, Applicant provides “free educational software featuring 

instruction in the field of Arabic culture, downloadable via a website, for charitable 

purposes; free electronic publications in the nature of books, pamphlets, poems, and 

journals, in the field of Arabic culture, downloadable via a website, for charitable 

purposes”2 in connection with its mark.  Opposer allegedly provides “charitable 

services, namely, providing emergency medical relief and assisting victims of disasters 

and conflicts worldwide and promoting public awareness of populations at risk” 

(Notice of Opposition, at ¶ 1) and “recruitment services for medical professionals to 

participate in international relief projects” and “charitable and fund raising services for 

international relief projects” (Notice of Opposition, at ¶ 2) in connection with its mark.   

4) Opposer has provided no evidence of actual confusion by consumers between 

Applicant’s mark and Opposer’s mark.   

5) Applicant and Opposer do not use similar marketing channels.  Opposer uses marketing 

channels such as mail, internet, telephone, and social media.3  Applicant does not 

market via mail, telephone, or social media. 

6) Consumers of Applicant’s goods and/or services and consumers of Opposer’s goods 

and/or services are sufficiently sophisticated to know that Applicant’s goods and/or 

services are unrelated to those of Opposer. 

                                                 
2 Exhibit 2 (Trademark Snap Shot Publication & Issue Review Stylesheet for “BOOKS WITHOUT BORDERS”)  
3 Exhibit 3 (Printout of webpage from Opposer’s website)  
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7)  Applicant adopted its mark in good faith and without any intent to cause confusion in 

the minds of consumers between Applicant’s mark and Opposer’s mark.   

Defense #2:  No Dilution or Blurring 

 To the extent that the Board finds that Opposer’s mark is famous, Applicant submits 

that there is no evidence that Applicant’s mark will dilute, blur, or tarnish Opposer’s mark, 

reputation, or goodwill.  

1) Applicant’s mark is not similar in appearance, sound, or meaning to Opposer’s mark. 

2) Opposer’s mark has lost any distinctiveness.  The term “Without Borders” has become 

merely descriptive due to its widespread use by third parties providing various goods 

and services.   

3) There are numerous third-party registrations and applications for marks containing the 

term “Without Borders.”  A search for the term “Without Borders” on the U.S. Patent 

and Trademark Office’s Trademark Electronic Search System (TESS) returned 126 live 

registered marks and applications for registration.4  Some examples are: “DENTISTS 

WITHOUT BORDERS,” “HEALTH WITHOUT BORDERS,” “KNOWLEDGE 

WITHOUT BORDERS,” “LAWYERS WITHOUT BORDERS,” “MINISTRIES 

WITHOUT BORDERS,” and “TEACHERS WITHOUT BORDERS.” 

4) Opposer’s mark may or may not have a high degree of recognition.  

5) Applicant adopted its mark in good faith and without any intent to cause confusion in 

the minds of consumers between Applicant’s mark and Opposer’s mark. 

6) There is no association between Applicant’s mark and Opposer’s mark.  

 

 
                                                 
4 Exhibit 1 (Printout of TESS search results for “without borders” as of May 18, 2012)  
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Affirmative Defense #1:  Estoppel 

 Opposer should be estopped from opposing Applicant’s mark.  In a press interview in 

2010, Communications Director of Doctors Without Borders in New York, Jason Cone, stated 

that entity names incorporating the term, “Without Borders,” do not compromise “Doctors 

Without Borders” if those entities do not have medical missions.5 Applicant does not have a 

medical mission and does not provide any medical services or products in connection with its 

mark.   

Affirmative Defense #2:  Waiver/Estoppel  

Opposer has failed to adequately defend its use of the term “Without Borders” against 

widespread use by numerous other entities.  

 
CONCLUSION 

 
 For the foregoing reasons, Applicant respectfully requests that the Notice of Opposition 

be dismissed with prejudice.  

 
 
Dated:  May 22, 2012  
 
Respectfully submitted,      
 

/Betsy E. Lehrfeld/   
Betsy E. Lehrfeld 
Swankin & Turner 
1400 16th Street, NW, Suite 101 
Washington, DC 20036 
Ph: 202-462-8800 
Attorneys for Applicant 

                                                 
5 Exhibit 4 (“’Border’ Struggle Erupts Over Name,” David Abel, The Boston Globe. March 4, 2010.)   
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CERTIFICATE OF SERVICE  

I certify that a true and accurate copy of the foregoing APPLICANT’S ANSWER TO 

NOTICE OF OPPOSITION was served via first-class mail, postage prepaid, on the 22nd day of 

May, 2012, upon Counsel for Opposer at the following address: 

 
Kerry L. Konrad 
Simpson Thacher & Bartlett LLP 
425 Lexington Avenue 
New York, NY 10017 
 
Elizabeth A Gillen 
2550 Hanover Street 
Palo Alto, CA 94304 
 
 
        /Michelle L. Zhang/  

Michelle L. Zhang 
Swankin & Turner 
1400 16th Street, NW, Suite 101 
Washington, DC 20036 
Ph: 202-462-8800 
Attorneys for Applicant 

 

 

 






































