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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

Trademark Application No.: 85,079,659
Filed: July 7, 2010

Published: December 13, 2011

Mark: NETREPRENEUR

Entrepreneur Media, Inc.,
Opposer,

Vs.
Opposition No. 91204681
Alibaba Group Holding Limited

Applicant.

NP N L N g M T S T

Amended Answer and Counterclaims To Notice Of Opposition

Pursuant to Federal Rule of Civil Procedure 15(a)(1){(A), Applicant, Alibaba Group
Holding Limited, hereby amends its Answer to the Notice of Opposition and asserts the
Counterclaims herein.

Applicant denies that Opposer, Entrepreneur Media, Inc. is and/or will be damaged by the
registration of the mark NETREPRENEUR as set forth in U.S. Trademark Application Serial
No. 85/079,659 and admits, denies, and alleges as follows:

1. Applicant lacks sufficient information to admit or deny the allegations contained
in the first sentence of Paragraph 1, and on that basis denies each and every allegation contained

in the first sentence of Paragraph 1. Applicant denies that Opposer will be damaged by
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registration of the mark NETREPRENEUR as set forth in U.S. Trademark Application Serial

No. 85/079,659.
2. Applicant admits the allegations contained in Paragraph 2.

3. Applicant admits the allegations contained in Paragraph 3, except that applicant
denies that Application Serial No. 85/079,659 includes “other online business focused services”
in International Class 35, because this language is vague and overbroad and does not necessarily

accurately reflect those services which the application includes.
4, Applicant admits the allegations contained in Paragraph 4.
5. Applicant admits the allegations contained in Paragraph 5.

6. Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 6, and on that basis denies each and every allegation contained in Paragraph 6.

7. Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 7, and on that basis denies each and every allegation contained in Paragraph 7.

8. Applicant admits knowledge of a business agreement and licensing arrangement
between Applicant and Entreprenur.com, Inc., a wholly owned subsidiary of Opposer. Applicant
Jacks sufficient information to admit or deny the remaining allegations contained in Paragraph 8,

and on that basis denies each and every allegation contained in Paragraph 8.
9. Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 9, and on that basis denies each and every allegation contained in Paragraph 9.
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10.  Applicant admits that it previously attempted to register the mark
NETREPRENEUR in International Classes 9, 16, 35, 38, 41, and 42 for various goods and
services (Application Number 77/726, 291). Applicant admits that Opposer’s counsel sent a
letter alleging that Applicant’s use of the NETREPRENEUR mark was likely to cause confusion,

mistake, or deception, but Applicant denies this allegation. ‘

11.  Applicant admits abandoning U.S. Application Number 77/726, 291, but denies
that this abandonment was the result of, or was at all related to, the letter referenced in Paragraph
10 above. Applicant denies that Applicant did not use the NETREPRENEUR mark after

receiving the letter referenced in Paragraph 10 above.
12.  Applicant denies each and every allegation contained in Paragraph 12.
13.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 13, and on that basis denies each and every allegation contained in Paragraph 13.
14,  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 14, and on that basis denies each and every allegati.on contained in Paragraph 14.
15.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 15, and on that basis denies each and every allegation contained in Paragraph 15.
16.  Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 16, and on that basis denies each and every allegation contained in Paragraph 16.
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17.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 17, and on that basis denies each and every allegation contained in Paragraph 17.
18.‘ Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 18, and on that basis denies each and every allegation contained in Paragraph 18.
19.  Applicant l'acks sufficient information to admit or deny the allegations contained
in Paragraph 19, and on that basis denies each and every allegation contained in Paragraph 19.
20. Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 20, and on that basis denies each and every allegation contained in Paragraph 20.
21.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 21, and on that basis denies each and every allegation clonta.ined in Paragraph 21.
22.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 22, and on that basis denies each and every allegation contained in Paragraph 22.
23.  Applicant lacks sufficient information to admit or deny the allegations contained
in Paragraph 23, and on that basis denies each and every allegation contained in Paragraph 23.
24.  Applicant denies each and every allegation contained in Paragraph 24.

25.  Applicant denies each anc_i every allegation contained in Paragraph 25.
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26.  Applicant denies each and every allegation contained in Paragraph 26.

27.  Applicant incorporates each and every response above to each and every

allegation in paragraphs 1-26 of Opposer’s Notice of Opposition as though fully set forth herein.

28.  Applicant denies each and every allegation contained in Paragraph 28.

29.  Applicant incorporates each and every response above to each and every

allegation in paragraphs 1-28 of Opposer’s Notice of Opposition as though fully set forth herein.

30.  Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 30, and on that basis denies each and every allegation contained in Paragraph 30.

31.  Applicant lacks sufficient information to admit or deny the allegations contained

in Paragraph 31, and on that basis denies each and every allegation contained in Paragraph 31.

32.  Applicant denies each and every allegation contained in Paragraph 32.
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Affirmative Defenses

First Affirmative Defense

The Opposer fails to state a claim upon which relief can be granted.

Second Affirmative Defense

The Opposer’s claims are barred, in whole or in part, by the doctrine of acquiescence.

Third Affirmative Defense

The Opposer’s claims are barred, in whole or in part, by the doctrine of laches.

Fourth Affirmative Defense

The Opposer’s claims are barred, in whole or in part, by the doctrine of equitable

estoppel.

Fifth Affirmative Defense

The Opposer’s claims are barred, in whole or in part, by the doctrine of unclean hands.

Sixth Affirmative Defense

Opposer’s U.S. Trademark Registration Nos. 1453968, 2263883 and 2502032 for the
mark ENTREPRENEUR should be cancelled bepause ENTREPRENEUR is generic;
therefore, the registrations are invalid and unenforceable. Opposer’s U.S. Trademark
Registration Nos. 3519022, 3652950, 3266532, 3470064, 3204899 and 3924374 for the

Opposer's marks consisting of, or incorporating, the term ENTREPRENEUR should be
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cancelled because ENTREPRENEUR is merely descriptive of the goods and services

claimed in said registrations.

Seventh Affirmative Defense

The Opposer’s claims are barred as they do not own U.S. Trademark Registration Nos.
1453968, 2263883, 2502032, 3519022, 3652950, 3266532, 3470064, 3204899 and
3924374 (collectively “the EMI Marks™) for the purposes asserted.

Eighth Affirmative Defense

Applicant reserves the right to assert any and all other affirmative defenses of which it

becomes aware during the pendency of this matter.

Counterclaim for Cancellation of Registration
Nos. 1453968, 2263883, 2502032, 3519022, 3652950,
3266532, 3470064, and 3204899, 3924374

. Applicant counterclaims for cancellation of Opposer's U.S. Trademark Registration Nos.

1453968, 2263883, 2502032, 3519022, 3652950, 3266532, 3470064, 3204899 and

3924374 for the Opposer's family of marks consisting of, or incorporating, the term

ENTREPRENEUR (collectively “the EMI Marks”).

2. Applicant believes, and therefore alleges, that Opposer did not coin the ENTREPRENEUR

mark,

3. Applicant believes, and therefore alleges, that Opposer did not coin the

ENTREPRENEUR.COM mark.
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4. Applicant believes, and therefore alleges, that

ENTREPRENEUR CONNECT mark.

5. Applicant believes, and therefore alleges, that

ENTREPRENEURENESPANOL.COM mark.

6. Applicant believes, and therefore alleges, that

ENTREPRENEUR PRESS mark.

7. Applicant believes, and therefore alleges, that

ENTREPRENEUR’S STARTUPS mark.

8. Applicant believes, and therefore alleges, that

ENTREPRENEUR ASSIST mark.

Opposer

Opposer

Opposer

Opposer

Opposer

did

did

did

did

did

not

not

not

not

not

9. Applicant believes, and therefore alleges, that Opposer was not the first

ENTREPRENEUR mark.

coin

coin

coin

coin

to use

the

the

the

the

10. Applicant believes, and therefore alleges, that Opposer was not the first to use an

ENTREPRENEUR-based mark.

11. Applicant believes and therefore alleges that multiple third parties use the term

“entrepreneur.”

12. Applicant believes and therefore alleges that multiple third parties use “entrepreneur”

based terms.
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13.

14.

15.

16.

17.

18.

19.

20.

21.

Applicant believes and therefore alleges that Opposer is on notice of multiple third

parties using the term “entrepreneur.”

Applicant believes and therefore alleges that Opposer is on notice of multiple third

parties using “entrepreneur” based terms.

Applicant believes and therefore alleges that multiple third parties use the

ENTREPRENEUR mark.
Applicant belicves and therefore alleges that Opposer is on notice of multiple third

parties using the ENTREPRENEUR mark.

Opposer claims exclusive rights to the ENTREPRENEUR mark for goods offered to

entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for goods offered

to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for goods

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

goods offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for goods

offered to entrepreneurs.
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22,

23,

24,

25.

26,

27.

28.

29.

30.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for goods

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for goods

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR mark for services offered to

entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for services

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for services

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

services offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for services

offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

services offered to entrepreneurs.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for services

offered to entrepreneurs.
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31. Opposer claims exclusive rights to the ENTREPRENEUR mark for entrepreneur related

goods.

32. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for entrepreneur

related goods.

33. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for

entrepreneur related goods.

34. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

entrepreneur related goods.

35. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for entrepreneur

related goods.

36. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

entrepreneur related goods.

37. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for entrepreneur

related goods.

38. Opposer claims exclusive rights to the ENTREPRENEUR mark for entrepreneur related

services. -

39. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for entrepreneur

related services.
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40.

4],

42.

43.

44,

45.

46.

47.

48.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for

entrepreneur related services.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

entrepreneur related services.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for entrepreneur

related services.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

entrepreneur related services.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for entrepreneur

related services.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods and

services listed in the Registration No. 1,453,968.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods and

services listed in the Registration No. 2,263,883.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods and

services listed in the Registration No. 2,502,032.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all goods and

services listed in the Registration No. 3,519,022,
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49,

50.

51.

52.

53.

54.

55.

56.

57.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all goods

and services listed in the Registration No. 3,652,950.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all goods and services listed in the Registration No. 3,266,532.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all goods and

services listed in the Registration No. 3,470,064.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS- mark for all

goods and services listed in the Registration No. 3,204,899.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all goods

and services listed in the Registration No. 3,924,374.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods offered by

Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all goods

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all goods

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all goods offered by Opposer.
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58.

59.

60.

61.

62.

63.

64.

65.

66.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all goods

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for all

goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all goods

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all services offered

by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all services

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all

services offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all services offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all services

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for all

services offered by Opposer.
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67.

68.

69.

70.

71.

72,

73.

74.

73.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all services

offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods related to

any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all goods

related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all goods

related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all goods related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all goods

related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for all

goods related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all goods

related to any goods offered by Opposer.

Opposer claims exclusive rights to the ENTREPRENEUR mark for all services related to

any services offered by Opposer.

Mark: NETREPRENEUR 15
Opposition No. 91204681



76. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all services

related to any services offered by Opposer.

77. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all

services related to any services offered by Opposer.

78. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all services related to any services offered by Opposer.

79. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all services

related to any services offered by Opposer.

80. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for all

services related to any services offered by Opposer.

81. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all services

related to any services offered by Opposer.

82. Opposer claims exclusive rights to the ENTREPRENEUR mark for the pursuit of

business opportunities.

83. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for the pursuit of

business opportunities.

84. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for the

pursuit of business opportunities.
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85. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

the pursuit of business opportunities.

86. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for the pursuit of

business opportunities.

87. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for the

pursuit of business opportunities.

88. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for the pursuit

of business opportunities.

89. Opposer claims exclusive rights to the ENTREPRENEUR mark for business opportunity

goods.

90. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for business

opportunity goods.

91. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for business

opportunity goods.

92. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

business opportunity goods.

93. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for business

opportunity goods.

Mark: NETREPRENEUR 17
Opposition No. 91204681



94. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

business opportunity goods.

95. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for business

opportunity goods.

96. Opposer claims exclusive rights to the ENTREPRENEUR mark for business opportunity

SErvices.

97. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for business

opportunity services.

98. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for business

opportunity services.

99. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

business opportunity services.

100. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for business

opportunity services.

101. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

business opportunity services.

102. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for business

opportunity services.

Mark: NETREPRENEUR 18
Opposition No. 91204681



103. Opposer claims exclusive rights to the ENTREPRENEUR mark for business

opportunity related goods.

104. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for business

opportunity related goods.

105. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for

business opportunity related goods.

106. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

business opportunity related goods.

107. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for business

opportunity related goods.

108. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

business opportunity related goods.

109. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for business

opportunity related goods.

110. Opposer claims exclusive rights to the ENTREPRENEUR mark for business

opportunity related services.

111. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for business

opportunity related services.
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112. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for

business opportunity related services.

113. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

business opportunity related services.

114. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for business

opportunity related services.

115. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

business opportunity related services.

116. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for business

opportunity related services.

117. Opposer claims exclusive rights to the ENTREPRENEUR mark for printed materials

pertaining to business opportunities.

118. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for printed

materials pertaining to business opportunities.

119. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for printed

materials pertaining to business opportunities.

120. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

printed materials pertaining to business opportunities.
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121. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for printed

materials pertaining to business opportunities.

122. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

printed materials pertaining to business opportunities.

123. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for printed

materials pertaining to business opportunities.
124. Opposer claims exclusive rights to the ENTREPRENEUR mark.
| 125. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark.
126. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark.
127. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark.
128. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark.
129. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark.
130. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark.

131. Opposer claims exclusive rights to the ENTREPRENEUR mark for printed materials

related to business opportunities.

132, Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for printed

materials related to business opportunities.
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133. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for printed

materials related to business opportunities.

134. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

printed materials related to business opportunities.

135. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for printed

materials related to business opportunities.

136. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for

printed materials related to business opportunities.

137. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for printed

materials related to business opportunities.

138. Opposer claims exclusive rights to the ENTREPRENEUR mark for all goods and

services listed in the Application No. 85,079,659.

139. Opposer claims exclusive rights to the ENTREPRENEUR.COM mark for all goods and

services listed in the Application No. 85,079,659.

140. Opposer claims exclusive rights to the ENTREPRENEUR CONNECT mark for all

goods and services listed in the Application No. 85,079,659.

141. Opposer claims exclusive rights to the ENTREPRENEURENESPANOL.COM mark for

all goods and services listed in the Application No. 85,079,659.
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142. Opposer claims exclusive rights to the ENTREPRENEUR PRESS mark for all goods

and services listed in the Application No. 85,079,659.

143. Opposer claims exclusive rights to the ENTREPRENEUR’S STARTUPS mark for all

goods and services listed in the Application No. 85,079,659.

144. Opposer claims exclusive rights to the ENTREPRENEUR ASSIST mark for all goods

and services listed in the Application No. 85,079,659.

145. Opposer does not own exclusive rights to the ENTREPRENEUR mark for all goods and

services listed in the Application No. 85,079,659.

146. Opposer does not own exclusive rights to the ENTREPRENEUR.COM mark for all

goods and services listed in the Application No. 85,079,659.

147. Opposer does not own exclusive rights to the ENTREPRENEUR CONNECT mark for

all goods and services listed in the Application No. 85,079,659.

148. Opposer does not own exclusive rights to the ENTREPRENEURENESPANCL.COM

mark for all goods and services listed in the Application No. 85,079,659.

149. Opposer does not own exclusive rights to the ENTREPRENEUR PRESS mark for all

goods and services listed in the Application No. 85,079,659.

150. Opposer does not own exclusive rights to the ENTREPRENEUR’S STARTUPS mark

for all goods and services listed in the Application No. 85,079,659.
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151. Opposer does not own exclusive rights to the ENTREPRENEUR ASSIST mark for all

goods and services listed in the Application No. 85,079,659.

152. Opposer claims exclusive rights to ENTREPRENEUR-based marks for goods offered to

entrepreneurs.

153. Opposer claims exclusive rights to ENTREPRENEUR-based marks for services offered

10 entrepreneurs.

154. Opposer claims exclusive rights to ENTREPRENEUR-based marks for entrepreneur

related goods.

155. Opposer claims exclusive rights to ENTREPRENEUR-based marks for entrepreneur

related services.

156. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 1,453,968.

157. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 1,453,968.

158. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 2,263,883,

159. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 2,502,032,
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160. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,519,022.

161. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,652,950.

162. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,266,532.

163. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,470,064.

164. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,204,899,

165. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Registration No. 3,924,374.

166. Opposer claims exclusive rights to ENTREPRENEUR-based marks for the pursuit of

business opportunities.

167. Opposer claims exclusive rights to ENTREPRENEUR-based marks for business

opportunity goods.

168. Opposer claims exclusive rights to ENTREPRENEUR-based marks for business

opportunity services.
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169, Opposer claims exclusive rights to ENTREPRENEUR-based marks for business

opportunity related goods.

170. Opposer claims exclusive rights to ENTREPRENEUR-based marks for business

opportunity related services.

171. Opposer claims exclusive rights to ENTREPRENEUR-based marks for printed

materials pertaining to business opportunities.

172. Opposer claims exclusive rights to ENTREPRENEUR -based marks for printed

materials related to business opportunities.

173. Opposer claims exclusive rights to ENTREPRENEUR-based marks for all goods and

services listed in the Application No..85,079,659.

174. Opposer does not own exclusive rights to ENTREPRENEUR-based marks for all goods

and services listed in the Application No. 85,079,659.

175. Opposer claims exclusive rights to the NETREPRENEUR mark for goods offered to

entrepreneurs.

176. Opposer claims exclusive rights to the NETREPRENEUR mark for services offered to

entrepreneurs.

177. Opposer claims exclusive rights to the NETREPRENEUR mark for entrepreneur related

goods.
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178. Opposer claims exclusive rights to the NETREPRENEUR mark for entrepreneur related

services.

179. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 1,453,968.

180. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 2,263,883.

181. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 2,502,032.

182. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 3,519,022,

183. Opposer claims exclusive xights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 3,652,950.

184. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

‘. services listed in the Registration No. 3,266,532.

185. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 3,470,064.

186. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods

services listed in the Registration No. 3,204,899.
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187. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods and

services listed in the Registration No. 3,924,374.

188. Opposer claims exclusive rights to the NETREPRENEUR mark for the pursuit of

business opportunities.

189. Opposer claims exclusive rights to the NETREPRENEUR mark for business

opportunity goods.

190. Opposer claims exclusive rights to the NETREPRENEUR mark for business

opportunity services.

191. Opposer claims exclusive rights to the NETREPRENEUR mark for business

opportunity related goods.

192. Opposer claims exclusive rights to the NETREPRENEUR mark for business

opportunity related services.

193. Opposer claims exclusive rights to the NETREPRENEUR mark for printed materials

pertaining to business opportunities.

194. Opposer claims exclusive rights to the NETREPRENEUR mark for printed materials

related to business opportunities.

195. Opposer claims exclusive rights to the NETREPRENEUR mark for all goods and

services listed in the Application No. 85,079,659.
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196. Opposer does not own exclusive rights to the NETREPRENEUR mark for all goods and

services listed in the Application No. 85,079,659.

Registration No. 1453968

197. Opposer asserts in par’agraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 1453968 for the mark ENTREPRENEUR for "paper goods and
printed matter; namely magazines, books and published reports pertaining to business

opportunities” in International Class 016.
198. U.S. Registration No. 1453968 is not incontestable for all purposes.
199. U.S. Registration No. 1453968 is subject to cancellation.
200. U.S. Registration No. 1453968 is subject to cancellation for being a generic mark.

201. The term "entrepreneur” is a generic designation for the pursuit of business

opportunities.

202. The term "entrepreneur” is generic for the goods listed in U.S. Registration No.

- 1453968.

203. Opposer uses the term "entreprencur” as a generic designation for printed materials

pertaining to business opportunities.

204, Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR.
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205. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur” is

generic, and is therefore, invalid and unenforceable.

206. Based on the above, Opposer's mark ENTREPRENEUR having a US. Trademark

Registration No. 1453968 should be cancelled pursuant to 15 U.S.C. § 1064(3).

Registration No. 2263883

207. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 2263883 for the mark ENTREPRENEUR for "advertising and
business services, namely, arranging for the promotion of the goods and services of
others by means of a global computer network and other computer online services
providers; providing business information for the use of customers in the field of starting
and operating small businesses and permitting customers to obtain information via a
global computer network and other computer online service providers and; web
advertising services, namely, providing active links to the websites of others." in

International Class 035.

208. U.S. Registration No. 2263883 is not incontestable for all purposes.

209. U.S. Registration No. 2263883 is subject to cancellation.

210. U.S. Registration No. 2263883 is subject to cancellation for being a generic mark.

211. The term "entrepreneur” is a generic designation for the pursuit of business

opportunities.
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212. The term "entrepreneur” is generic for the services listed in U.S. Registration No.

2263883.

213. Opposer uses the term "entrepreneur” as a generic designation for advertising and

business services pertaining to business opportunities.

214. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR.

215. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur” is

generic, and is therefore, invalid and unenforceable.

216. Based on the above, Opposer's mark ENTREPRENEUR having a US. Trademark

Registration No. 2263883 should be cancelled pursuant to 15 U.S.C. § 1064(3).

Registration No. 2502032

217. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 2502032 for the mark ENTREPRENEUR for "arranging and
conducting trade show exhibitions in the field of entrepreneurial activities, namely the
start-up and operation of small business enterprises" in International Class 035 and
“educational services, namely, conducting seminars on the development and operation of
businesses, and conducting work shops on computer technology, telecommunications,
marketing, financing options, real estate management, tax planning and insurance” in

International Class 041.

218. U.S. Registration No. 2502032 is not incontestable for all purposes.
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219. U.S. Registration No. 2502032 is subject to cancellation.
220. U.S. Registration No. 2502032 is subject to cancellation for being a generic mark.

221. The term "entrepreneur” is a generic designation for the pursuit of business

opportunities.

222. The term "entrepreneur” is generic for the services listed in U.S. Registration No.

2502032.

223. Opposer uses the term "entrepreneur” as a generic designation for trade show

exhibitions and educational services pertaining to business opportunities.

224, Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR.

225. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur” is

generic, and is therefore, invalid and unenforceable.

226. Based on the above, Opposer's mark ENTREPRENEUR having a' US. Trademark

Registration No. 2502032 should be cancelled pursuant to 15 U.S.C. § 1064(3).

Registration No. 3519022

227. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 3519022 for the mark ENTREPRENEUR.COM for "downloadable
podcasts in the field of business, current events, lifestyle issues, and developments in
science and technology" in International Class 009, “providing business information and
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advice via a web site on a global computer network” in International Class 035 and
“broadcasting programs via a global computer network; and streaming of audio and video
material via the Internet; telecommunications services, namely, transmission of podcasts”

in International Class 038.
228. U.S. Registration No. 3519022 is not incontestable.
229. U.S. Registration No. 3519022 is subject to cancellation.
230. U.S. Registration No. 3519022 is subject to cancellation for being a generic mark.

231. The term "entrepreneur.com” is a generic designation for the pursuit of business

opportunities.

232. The term "entrepreneur.com” is generic for the goods and services listed in U.S.

Registration No. 3519022.

233. Opposer uses the "entrepreneur.com” term as a generic designation for the internet
source of downloadable podcasts and streaming of audio and video services pertaining to

business opportunities.

234. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR.COM.

235.Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word

"entrepreneur.com" is generic, and is therefore, invalid and unenforceable.
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236. Based on the above, Opposet's mark ENTREPRENEUR.COM having a US. Trademark

Registration No. 3519022 should be cancelled pursuant to 15 U.S.C. § 1064(3).

237. U.S. Registration Number 3519022 should be cancelled as the mark is merely
descriptive of the goods and services of said registration, and said mark has not acquired

distinctiveness.

238. The ENTREPRENEUR.COM mark merely identifies the intended users of the goods
and services (i.e. risk-taking business persons). The Ninth Circuit, in Entrepreneur
Media v. Smith, 279 F.3d. 1135 (9th Cir. 2002), best described why ENTREPRENEUR is

an inherently weak mark and, therefore descriptive:

“The word "entrepreneur" describes both the subject matter and the
intended audience of the magazine and programs; an entirely
unimaginative, literal-minded person would understand the significance of
the reference. As such, the word "describes the qualities or characteristics”
of EMI's products, and is not merely suggestive. Park 'N Fly, 469 U.S. at
194 . .. "It is difficult to conceive of a term that would be more descriptive
of the contents of the plaintiff's magazine. (citations omitted); Scholastic,
Inc. v. Macmillan, Inc., 650 F.Supp. 866, 871 (SD.N.Y. 1987) . . . The
need of others in the marketplace to use the term "entrepreneur" to
describe their goods or services confirms that EMI's mark is descriptive.
See Rodeo Collection, 812 F.2d at 1218.

Entrepreneur Media, 279 F.3d. at 1142-144.

239. In finding ENTREPRENEUR to be descriptive, the Ninth Circuit further cited the
common and necessary uses of the word "entrepreneur” as “strong evidence that EMI
cannot have the exclusive right to use the word ‘entrepreneur’ in any mark identifying a

t

printed publication addressing subjects related to entrepreneurship.” Id.

Mark: NETREPRENEUR 34
Opposition No. 91204681



240. Nor does EMI have the exclusive right to use fanciful words derived from

“entrepreneur.”

241. The “.COM?” portion of the domain is equally susceptible to cancellation; “.COM” is a
recognized top level domain and does not add to the source identifying significance of a
mark. The word “.COM?” is merely descriptive of the applicant’s services, namely, that
the seﬁices are provided online and does not serve as an indication of the source of the

services.
242. ENTREPRENEUR.COM is descriptive of entrepreneur services provided online.

243. The ENTREPRENEUR.COM Registration (Reg. No. 3519022) should be cancelled as
the mark is merely descriptive of the goods and services of said registration, and said

mark has not acquired distinctiveness.

244. U.S. Registration No. 3519022 was granted contrary to the requirements of 15U.S.C. §

1052(e)(1) and therefore must be cancelled.

Registration No. 3652950

245. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 3652950 for the mark ENTREPRENEUR CONNECT for "online
business networking services in the nature of creating and hosting a community for
registered users to create professional profiles, to participate in group discussions, to
make business contacts, and to upload onto'th.e website materials promoting their

businesses, products and services” in International Class 042.
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246. U.S. Registration No. 3652950 is not incontestable.
247. U.S. Registration No. 3652950 is subject to cancellation.
248. U.S. Registration No. 3652950 is subject to cancellation for being a generic mark.

249. The term "entrepreneur connect” is a generic designation for the pursuit of business

opportunities.

250. The term "entrepreneur connect” is generic for the services listed in U.S. Registration

No. 3652950.

251. Opposer uses the "entrepreneur connect” based term as a generic designation for

networking services to create business opportunities.

252. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR CONNECT.

253. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur

connect” is generic, and is therefore, invalid and unenforceable.

254, Based on the above, Opposer's mark ENTREPRENEUR CONNECT having a US.
Trademark Registration No. 3652950 should be cancelled pursuant to 15 U.S.C. §

1064(3).

255. U.S. Registration Number 3652950 should be cancelled as the mark is merely
descriptive of the services of said registration, and said mark has not acquired

distinctiveness.
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256. The ENTREPRENEUR CONNECT mark merely identifies the intended users of the
services (i.e. risk-taking business persons seeking networking opportunities). The Ninth
Circuit, in Entrepreneur Media v. Smith, 279 F.3d. 1135 (9th Cir. 2002), best described
why ENTREPRENEUR is an inherently weak mark and, therefore descriptive:

“The word "entrepreneur" describes both the subject matter and the
intended audience of the magazine and programs; an entirely
unimaginative, literal-minded person would understand the significance of
the reference. As such, the word "describes the qualities or characteristics”
of EMI's products, and is not merely suggestive. Park 'N Fly, 469 U.S. at
194 .. . "It is difficult to conceive of a term that would be more descriptive
of the contents of the plaintiff's magazine. (citations omitted); Scholastic,

Inc. v. Macmillan, Inc., 650 F.Supp. 866, 871 (S.D.N.Y. 1987)-. . . The
need of others in the marketplace to use the term "entreprepeur” to

describe their goods or services confirms that EMI's mark is descriptive.
See Rodeo Collection, 812 F.2d at 1213.

Entrepreneur Media, 279 F.3d. at 1142-144.

257. In finding ENTREPRENEUR to be descriptive, the Ninth Circuit further cited the
common and necessary uses of the word "entrepreneur” as “strong evidence that EMI
cannot have the exclusive right to use the word ‘entrepreneur’ in any mark identifying a

pﬁnted publication addressing subjects related to entrepreneurship”. Id.

758 Nor does EMI have the exclusive right to use fanciful words detrived from

“entrepreneur.”

259. Opposer disclaimed the word ENTREPRENEUR in Registration No. 3652950, per the
Trademark Examiner’s suggestion, because the wording merely describes a feature of the

services, namely, that it describes the subject matter and/or users of applicant’s services.
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260. The word “CONNECT” is merely descriptive of the Opposer’s services, namely, that
the Opposer provides networking services for entrepreneurs to connect. Opposer’s use

does not serve as an indication of the source of the services

261. ENTREPRENEUR CONNECT is descriptive of connecting entrepreneurs through

networking services.

262. The ENTREPRENEUR CONNECT Registration (Reg. No. 3652950) should be
cancelled as the mark is merely descriptive of the services of said registration, and said

mark has not acquired distinctiveness.

263. U.S. Registration No. 3652950 was granted contrary to the requirements of 15 U.S.C. §

1052(e)(1) and therefore must be cancelled.

Supplemental Registration No. 76670060

264. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 76670060 on the Supplemental Register for the mark
ENTREPRENEURENESPANOL.COM for " advertising and business services, namely,
arranging for the promotion of goods and services of others by means of a global
computer network and other computer online service providers; providing business
information for the use of customers in the field of starting and operating businesses and
permitting customers to obtain the aforesaid information via a global computer network

and other computer online service providers; Internet advertising services, namely,
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promoting the goods and services of others by providing a web site with active links to

their websites featuring their goods and services” in International Class 035.
265. U.S. Registration No. 76670060 is not incontestable.
266. U.S. Registration No. 76670060 is subject to cancellation.
267. U.S. Registratioﬁ No. 76670060 is subject to cancellation for being a generic mark.

268. The term "entrepreneurenespanol.com” is a generic designation for the pursuit of

business opportunities.

269. The term " entrepreneurenespanol.com” is generic for the services listed in U.S.

Registration No. 76670060 on the Supplemental Register.

270. Opposer uses the term "entrepreneurenespanol.com” as a generic designation for

advertising and business services pertaining to business opportunities in Spanish.

271. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEURENESPANOL.COM.

272.Per 15 US.C. §§ 1052 and 1065(4), Opposer's trademark in the word

"entrepreneurenespancl.com” is generic, and is therefore, invalid and unenforceable.

273. Based on the above, Opposer's mark ENTREPRENEURENESPANOL.COM having a
US. Trademark Registration No. 2502032 should be cancelled pursuant to 15 U.S.C. §

1064(3).
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274. Marks registered on the Supplemental Register are inherently descriptive.
275. The mark in U.S. Registration No. 76670060 is inherently descriptive.

276. The mark in U.S. Registration No. 76670060 is inherently descriptive and incapable of

functioning as a mark.

277. By registering U.S. Registration No. 76670060 on the Supplemental Register, Opposer
acknowledged that the mark in U.S. Registration No. 76670060 is inherently descriptive

and incapable of functioning as a mark.

278. As evidenced by its registration on the Supplemental Register, the mark in U.S.

Registration No. 76670060 is not a distinctive mark.

279. The mark in U.S. Registration No. 76670060 is subject to cancellation for being a

generic mark.
280. The mark in U.S. Registration No. 76670060 is generic.

281. The mark in.U.S. Registration No. 76670060 is generic and incapable of functioning as

a mark.

282. U.S. Registration No. 76670060 must be cancelled as the mark is generic and incapable

of functioning as a mark and violates the requirements of 15 U.S.C. § 1052(e)(1).

Registration No. 3470064
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283, Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 3470064 for the mark ENTREPRENEUR PRESS for "paper goods
and printed matter, namely, books, manuals, prepared reports, work books, study guides,
legal and business forms, and newsleﬁers concerning advice and information relating to
the subjects of starting, running and operating a business, and individuals who succeeded
in business, which subjects are of interest to entrepreneurs, new and existing businesses
and members of the general public” in International Class 016 and “on-line ordering
services featuring printed and electronically dowﬂoadable publications, namely, books,
study guides, l_egal and business forms, and newsletters, concerning advice and
information relating to the subjects of starting, running and operating a business and
individuals who succeeded in business, which subjects are of interest to entrepreneurs,
new and existing businesses and members of the general public” in International Class

035.
284. U.S. Registration No. 3470064 is not incontestable.
285. U.S. Registration No. 3470064 is subject to cancellation.
286. U.S. Registration No. 3470064 is subject to cancellation for being a generic mark.

287. The term "entrepreneur press” is a generic designation for the pursuit of business

opportunities.

288. The term "entrepreneur press” is generic for the goods and services listed in U.S.

Registration No. 3470064,
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289. Opposer uses the term "entrepreneur press” as a generic designation for printed goods
pertainihg to business opportunities and online order services featuring publications

pertaining to business opportunities.

290. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR PRESS.

291. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur

press" is generic, and is therefore, invalid and unenforceable.

292. U.S. Registration Number 3470064 should be cancelled as the mark is merely
descriptive of the goods and services of said registration, and said mark has not acquired

distinctiveness.

293. The ENTREPRENEUR PRESS mark merely identifies the intended users of the goods
and services (i.e. risk-taking business persons). The Ninth Circuit, in Entrepreneur
Media v. Smith, 279 F.3d. 1135 (9th Cir. 2002), best described why ENTREPRENEUR is

an inherently weak mark and, therefore descriptive:

“The word "entrepreneur” describes both the subject matter and the
intended audience of the magazine and programs; an entirely
unimaginative, literal-minded person would understand the significance of
the reference. As such, the word "describes the qualities or characteristics"
of EMI's products, and is not merely suggestive. Park ‘N Fly, 469 U.S. at
194 . . . "It is difficult to conceive of a term that would be more descriptive
of the contents of the plaintiff's magazine. (citations omitted); Scholastic,
Inc. v. Macmillan, Inc., 650 F.Supp. 866, 871 (S.D.N.Y. 1987) . . . The
need of others in the marketplace to use the term "entrepreneur” to
describe their goods or services confirms that EMI's mark is descriptive.
See Rodeo Collection, 812 F.2d at 1218.
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Entrepreneur Media, 279 F.3d. at 1142-144.

294. In finding ENTREPRENEUR to be descriptive, the Ninth Circuit further cited the
common and necessary uses of the word "entrepreneur” as “strong evidence that EMI
cannot have the exclusive right to use the word ‘entrepreneur’ in any mark identifying a

printed publication addressing subjects related to entrepreneurship”. Id.

295. Nor does EMI have the exclusive right to use fanciful words derived from

“entrepreneur.”

296. The “PRESS” portion of the mark is equally susceptible to cancellation; PRESS is
descriptive because the applicant’s goods are printed publications. PRESS is merely
descriptive of the applicant’s publications and does not serve as an indication of the
source of the services. Moreover, the wording is generic because it means “publishing

company” and Opposer disclaimed “PRESS” in Registration No. 3470064, per the

Trademark Examiner’s suggestion.
297. ENTREPRENEUR PRESS is descriptive of publications for entrepreneurs.

298. The ENTREPRENEUR PRESS Registration (Reg. No. 3470064) should be cancelled as
the mark is merely descriptive of the goods and services of said registration, and said

mark has not acquired distinctiveness.

299. U.S. Registration No. 3652950 was granted contrary to the requirements of 15 U.S.C. §

1052(e)(1) and therefore must be cancelled.
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Registration No. 3204899

300. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 3204899 for the mark ENTREPRENEUR'S STARTUPS for "paper
goods and printed matter; namely, magazines, books, booklets and published reports

pertaining to business opportunities” in International Class 016.
301. U.S. Registration No. 3204899 is not incontestable.
302. U.S. Registration No. 3204899 is subject to cancellation.
303. U.S. Registration No. 3204899 is subject to cancellation for being a generic mark.

304. The term " entreprenenr's startups” is a generic designation for the pursuit of business

opportunities.

305. The term "entrepreneur's startups” is generic for the goods listed in U.S. Registration

No. 3204899.

306. Opposer uses the term "entrepreneur's startups” as a generic designation for paper goods

and printed matter pertaining to business opportunities.

307. Applicant will be damaged by Opposer's continued registration of the mark

ENTREPRENEUR’S STARTUPS.

308, Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word “entreprencur's

startups" is generic, and is therefore, invalid and unenforceable.
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309. Based on the above, Opposer's mark ENTREPRENEUR’S STARTUPS having a US.
Trademark Registration No. 2502032 should be cancelled pursuant to 15 U.S.C. §

1064(3).

310. U.S. Registration Number 3204899 should be cancelled as the mark is merely
descriptive of the goods of said registration, and said mark has not acquired

distinctiveness.

311. The ENTREPRENEUR'S STARTUPS mark merely identifies the intended users of the
goods. The Ninth Circuit, in Entrepreneur Media v. Smith, 279 F.3d. 1135 (9th Cir.
2002), best described why ENTREPRENEUR is an inherently weak mark and, therefore

descriptive:

“The word "entrepreneur" describes both the subject matter and the
intended audience of the magazine and programs; an entirely
unimaginative, literal-minded person would understand the significance of
the reference. As such, the word "describes the qualities or characteristics”
of EMI's products, and is not merely suggestive. Park ‘N Fly, 469 U.S. at
194 ... "It is difficult to conceive of a term that would be more descriptive
of the contents of the plaintiff's magazine. (citations omitted); Scholastic,
Inc. v. Macmillan, Inc., 650 F.Supp. 866, 871 (S.D.N.Y. 1987) . .. The
need of others in the marketplace to use the term "entrepreneur” to
describe their goods or services confirms that EMI's mark is descriptive.
See Rodeo Collection, 812 F.2d at 1218.

Entrepreneur Media, 279 F.3d. at 1142-144.

312. In finding ENTREPRENEUR to be descriptive, the Ninth Circuit further cited the
common and necessary uses of the word "entrepreneur" as “strong evidence that EMI
cannot have the exclusive right to use the word ‘entrepreneur’ in any mark identifying a

printed publication addressing subjects related to entrepreneurship”. Id.
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313. Nor does EMI have the exclusive right to use fanciful words derived from

“entrepreneur.”

314. The first part of the mark, ENTREPRENEUR'S, is the possessive of “entrepreneur”,
which merely identifies the intended users of the goods and services (i.e. entrepreneurs

involved in the development of startup businesses).

315. The “STARTUPS” portion of the mark is equally susceptible to cancellation,
STARTUPS is the plural of startup which refers to a business or an undertaking that has
recently begun operation. STARTUPS is merely descriptive of the applicant’s
publications and does not serve as an indication of the source of the goods. Moreover,
Opposer disclaimed “STARTUPS” in Registration No. 3204899, per the Trademark

Examiner’s suggestion.

316. ENTREPRENEUR’S STARTUPS is descriptive of publications for entrepreneurs

involved in the development of startup businesses.

317. The ENTREPRENEUR'S STARTUPS Registration (Reg. No. 3204899) should be
cancelled as the mark is merely descriptive of the goods of said registration, and said

mark has not acquired distinctiveness.

318. U.S. Registration No. 3204899 was granted contrary to the requirements of 15 U.S.C. §

1052(e)(1) and therefore must be cancelled.
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Registration No. 3924374

319. Opposer asserts in paragraph 6 of the Notice of Opposition, that Opposer is the owner of
U.S. Registration No. 3924374 for the mark ENTREPRENEUR ASSIST for " providing
online facilities for real-time interaction between website visitors concerning topics of
general interest to entreprenuers, new and existing businesses and members of the general
public” in International Class 038 and “providing website visitors with online non-
downloadable software applications in the field of business planning and productivity for
bookmarking, filing and tabbing articles found on websites for quicker retrieval, for
creating text documents, spreadsheets and presentations, for customizing business forms
and templates, for selecting and downloading a selection of business books, for
scheduling event deadlines and appointments with email reminders, and for assisting in

the creation of business plans” in International Class 042.

320. U.S. Registration No. 3924374 is not incontestable.

321. U.S. Registration No. 3924374 is subject to cancellation.

322. U.S. Registration No. 3924374 is subject to cancellation for being a generic mark.

323. The term "entrepreneur assist” is a generic designation for the pursuit of business

opportunities.

324. The term "entreprencur assist” is a generic for the services listed in U.S. Registration

No. 3924374,
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325. Opposer uses the term "entrepreneur assist” as a generic designation for providing
online facilities for interaction between website visitors to discuss topics of internet to
entrepreneurs and providing non-downloadable software applications for the creation of

business plans for use by entrepreneurs.

326. Applicant will be damaged by Opposer’s continued registration of the mark

ENTREPRENEUR ASSIST.

327. Per 15 U.S.C. §§ 1052 and 1065(4), Opposer's trademark in the word "entrepreneur

assist" is generic, and is therefore, invalid and unenforceable.

328. U.S. Registration Number 3924374 should be cancelled as the mark is merely
descriptive of the services of said registration, and said mark has not acquired

distinctiveness.

329. The ENTREPRENEUR ASSIST mark merely identifies the intended users of the
services (i.e. risk-taking business persons). 'The Ninth Circuit, in Entrepreneur Media v.
Smith, 279 F.3d. 1135 (9th Cir. 2002), best described why ENTREPRENEUR is an

inherently weak mark and, therefore descriptive:

“The word "entrepreneur” describes both the subject matter and the
intended audience of the magazine and programs; an entirely
unimaginative, literal-minded person would understand the significance of
the reference. As such, the word "describes the qualities or characteristics”
of EMI's products, and is not merely suggestive. Park 'N Fly, 469 U.S. at
194 . .. "t is difficult to conceive of a term that would be more descriptive
of the contents of the plaintiff's magazine. (citations omitted); Scholastic,
Inc. v. Macmillan, Inc., 650 F.Supp. 866, 871 (S.D.N.Y. 1987) . . . The
need of others in the marketplace to use the term "entrepremeur” to
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describe their goods or services confirms that EMI's mark is descriptive.
See Rodeo Collection, 812 F.2d at 1218,

Entrepreneur Media, 279 F.3d. at 1142-144.

330. In finding ENTREPRENEUR to-be descriptive, the Ninth Circuit further cited the
common and necessary uses of the word "entrepreneur” as “strong evidence that EMI
cannot have the exclusive right to use the word ‘entrepreneur’ in any mark identifying a

printed publication addressing subjects related to entrepreneurship”. /d.

331. Nor does EMI have the exclusive right to use fanciful words derived from

“entrepreneur.”

332. The word “ASSIST” is merely descriptive of the Opposer’s services, namely, that the
Opposer provides software to assist with business planning and productivity. Opposer’s

use does not serve as an indication of the source of the services.

333. ENTREPRENEUR ASSIST is descriptive of software used to assist entrepreneurs with
business planning and productivity and a website for visitors to discuss topics of internet

to entrepreneurs.

334, The ENTREPRENEUR ASSIST Registration (Reg. No. 3924374) should be cancelled
as the mark is merely descriptive of the services of said registration, and said mark has

not acquired distinctiveness.

335. U.S. Registration No. 3924374 was granted contrary to the requirements of 15 U.S.C. §

1052(e)(1) and therefore must be cancelled.
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336. Applicant is harmed by the ENTREPRENEUR Registrations because, inter alia, they
are being asserted by Opposer against Applicant's U.S. Trademark Application Serial No.
85079659 in this proceeding and delaying registration of the mark shown in that

application.

Prayer for Relief.

WHEREFORE, Applicant requests judgment as follows:

Opposer's Notice of Opposition be dismissed and that judgment be entered in favor of

Applicant, Alibaba Group Holding Limited;

Opposer's Registration No. 1453968 be cancelled in its entirety;
Opposer's Registration No. 2263883 be cancelled in its entirety;
Opposer's Registration No. 2502032 be cancelled in its entirety;
Opposer's Registration No. 3519022 be cancelled in its entirety;
Opposer's Registration No. 3652950 be cancelled in its entirety;
Opposer's Registration No. 3266532 be cancelled in its entirety;
Opposer's Registration No. 3470064 be cancelled in its entirety;
Opposer's Registration No. 3204899 be cancelled in its entirety;

Opposer's Registration No. 3924374 be cancelled in its entirety; and
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Opposer's pending application be allowed to proceed to registration.

Respectfully submitted,

Dated: June 11, 2012

FENWICK & WEST LLP
Silicon Valley Center

801 California Street
Mountain View, CA 94041
(650) 988-8500
trademarks@fenwick.com
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PROOF OF SERVICE BY MAIL

I declare that:

I am employed in the County of Mountain View, California.

I am over the age of eighteen years and not a party to the within cause; my
business address is 801 California Street, Mountain View, California 94041. On the
date indicated below, I served the within Amended Answer to Notice of Opposition;
and Counterclaim for Cancellation, on the interested parties in said cause, by placing
a true copy thereof enclosed in a sealed envelope with postage thereon fully prepaid, in

the United States mail at Mountain View, California, addressed as follows:

Mark A. Finkelstein

Jones Day

3161 Michelson Drive, Suite 800
Irvine, California 92612-4408
Ph: (949) 553-7502

F: (949) 553-7539

Lucy Jewett Wheatley

Jones Day

51 Louisiana Ave., N.W,
‘Washington, D.C. 20001-2113
Ph: (202) 879-3602

F: (202) 626-1700

I declare under penalty of perjury that the foregoing is true and correct, and that

this declaration was executed at Mountain View, California, this 11th day of June, 2012.

%,,é S

Mark Jansen
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