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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of

Trademark Application No. 85,079,659
Filed: July 7, 2010

Published: December 13, 2011

Mark: NETREPRENEUR

ENTREPRENEUR MEDIA, INC,,
Opposer,

vs.

Opposition No. 91204681

ALIBABA GROUP HOLDING LIMITED,
Applicant.
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APPLICANT’S OPPOSITION TO OPPOSER’S MOTION TO STRIKE IMMATERIAL
AND IMPERTINENT MATTERS FROM COUNTERCLAIMS

Alibaba Group Holding Limited (“Applicant™), the owner of United States Trademark
Application Serial No. 85/079,659 for the mark NETREPRENEUR, hereby responds to
Entrepreneur Media, Inc.’s (“Opposer’”) Motion to Strike Immaterial and Impertinent Matters
from Counterclaims (the “Motion”).

Striking a portion of a pleading is a drastic remedy. It is also often a delay tactic used by
an Opposer. Motions to strike are therefore “not favored” by the Board. TBMP Rule 506.01;
see also, FRA S. p. A. v. Surgo-O-Flex of Am. Inc. 194 U.S.P.Q. (BNA) 42, 46 (S.D.N.Y. 1976);
see also, 5C Charles Allen Wright & Arthur R. Miller, Federal Practice and Procedure §1380
(3d ed. 2010) at 394, and §1381 at 421-422. Matter in the pleading should not be stricken unless
it clearly has no bearing upon the issues in the case. Harsco Corp. v. Elec. Scis., Inc.,

9 U.S.P.Q.2d (BNA) 1570, 1571 (TTAB 1988); TBMP Rule 506.01. Here, Opposer has failed to
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meet the high burden of showing that Applicant’s allegations regarding: (1) the genus of
Opposer’s goods and services; (2) the strength of Opposer’s ENTREPRENEUR-based marks
(“Opposer’s Marks™); or (3) the generic meaning of those marks; have no bearing on this case.
Accordingly, the Board should deny the Motion.

Opposer claims that the allegations in paragraphs 2-44, 54-196, 201, 211, 221, 231, 240,
249, 258, 268, 287, 295, 304, 313, 323, and 331 of the counterclaim are extraneous, immaterial,
and impertinent. But Opposer does not specifically address a single allegation. Nor does
Opposer provide substantive or specific reasons supporting its argument. Rather, Opposer’s sole
support for its claim is the conclusory statement that these allegations “. . . are not targeted to the
goods and services set forth in EMI’s registrations.” Applicant disagrees. The allegations are
directly related to Opposer’s claimed rights in Opposer’s Marks, the scope of the goods and
services purportedly covered by Opposer’s registrations, and Applicant’s genericness and
descriptiveness counterclaims. See e.g., Counterclaim Y 138 (“Opposer claims exclusive rights
to the ENTREPRENEUR -based marks for all goods and services listed in Registration No.
2,263,883”) and 201 (“The term “entrepreneur’ is a generic designation for the pursuit of
business opportunities™).

For example, Paragraphs 2-10 are relevant allegations relating to the strength of and
generic nature of Opposer’s Marks. Paragraphs 11-16 are relevant allegations relating to third-
party use of Opposer’s generic Marks. Paragraphs 17-44, 54-144, 152-173, and 175-195 are
relevant allegations relating to the scope of the goods and services covered by Opposer’s Marks.
Specifically, these allegations aid in defining the genus of Opposer’s claimed goods and services.
H. Marvin Ginn Corp. v. International Ass’n of Fire Chiefs, Inc., 228 USPQ 528, 530 (Fed. Cir.

1986) (explaining that the first step in evaluating the genericness of a mark is determining the
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“genus” of the ciaimed goods and services.). Paragraphs 145-151, 174, 196, 240, 258, 295, 313,
and 331 are relevant allegations as they further aid in defining the genus of Opposer’s claimed
goods and services and the scope of Opposer’s claimed rights in Opposer’s Marks. And,
Paragraphs 201, 211, 221, 231, 249, 268, 287, 304, and 323 are especially relevant allegations as
they relate to the meaning of Opposer’s Marks and the public’s understanding that Opposer’s
Marks are generic designations for the claimed goods and services. Ginn, 228 USPQ at 330.
Clearly, Applicant’s allegations that Opposer’s Marks are generic are central issues in this case;
Opposer’s arguments to the contrary are nonsensical. Thus, each of the allegations discussed
above is relevant, has bearing on the issues in the case, and should not be stricken from the
Applicant’s counterclaim.

Finally, regarding Opposer’s argument that Applicant’s counterclaim is in contravention
of 37 CFR § 2.112(a), Applicant respectfully calls the Board’s attention to the fact that Opposer
included nine registrations as grounds for its opposition to the Application. Applicant was
compelled to address each of Opposer’s Registrations in the counterclaim; as such, the length of
the counterclaim is warranted and not in contravention of § 2.112(a).

In light of the above, Applicant respectfully requests that the Board deny the Motion.

Dated: August 13,2012

Attorney for Applicant
FENWICK & WEST LLP
Silicon Valley Center

801 California Street
Mountain View, CA 94041
(650) 988-8500
trademarks@fenwick.com
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PROQOF OF SERVICE BY MAIL

I declare that:

I am employed in the County of Mountain View, California.

I am over the age of eighteen years and not a party to the within cause; my business
address is 801 California Street, Mountain View, California 94041. On the date indicated
below, I served the within Applicant’s Opposition to Opposer’s Motion to Strike Immaterial and
Impertinent Matters from Counterclaims, on the interested parties in said cause, by placing a
true copy thereof enclosed in a sealed envelope with postage thereon fully prepaid, in the United
States mail at Mountain View, California, addressed as follows:

Mark A. Finkelstein

Jones Day

3161 Michelson Drive, Suite 800

Irvine, California 92612-4408

Ph: (949) 553-7502

F: (949) 553-7539

Lucy Jewett Wheatley

Jones Day

51 Louisiana Ave., N.W.

Washington, D.C. 20001-2113

Ph: (202) 879-3602
F: (202) 626-1700

I declare under penalty of perjury that the foregoing is true and correct, and that this

declaration was executed at Mountain View, California, this 13th day of August, 2012.

TS

Nanette Barranti
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