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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Vanity Shop of Grand Forks, Inc.
Entity Corporation Citizenship North Dakota
Address 1001 N. 25th Street

Fargo, ND 58102
UNITED STATES

Attorney Antoinette M. Tease

information Antoinette M. Tease, P.L.L.C.

PO Box 51016

Billings, MT 59105

UNITED STATES

toni@teaselaw.com Phone:4062949000

Applicant Information

Application No 85442693 Publication date 03/27/2012
Opposition Filing 03/31/2012 Opposition 04/26/2012
Date Period Ends

Applicant Vanity Chic Boutique

Apt.1 3335 De Reimer Ave.
Bronx, NY 10475
UNITED STATES

Goods/Services Affected by Opposition

Class 035.
All goods and services in the class are opposed, namely: Retail store services featuring fashion
jewelry, handbags, vintage clothing, shoes, clothing items, and jewelry accessories

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1780669 Application Date 05/29/1990

No.

Registration Date | 07/06/1993 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark



http://estta.uspto.gov

Goods/Services

Class 042. First use: First Use: 1957/06/01 First Use In Commerce: 1957/06/01
retail store services in the field of clothing

U.S. Registration | 1800825 Application Date 06/28/1990

No.

Registration Date | 10/26/1993 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1957/06/01 First Use In Commerce: 1957/06/01

womens and juniors clothing, namely dresses, coats, jackets, tops, knit tops,
sweaters, pants, jeans, shorts, skirts, swimwear, hosiery, scarves, and hats

U.S. Registration | 1851806 Application Date 10/18/1993

No.

Registration Date | 08/30/1994 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of
Mark

NONE

Goods/Services

Class 042. First use: First Use:
retail clothing store services

1957/06/01 First Use In Commerce: 1957/06/01

U.S. Registration | 1891144 Application Date 10/18/1993

No.

Registration Date | 04/25/1995 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1957/06/01 First Use In Commerce: 1957/06/01

womens and juniors clothing; namely, dresses, coats, jackets, tops knit tops,
sweaters, pants, jeans, shorts, skirts, swimwear, hosiery, scarves, and hats

U.S. Registration | 3691496 Application Date 09/26/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2003/11/28 First Use In Commerce: 2003/11/28
Retail store services featuring jewelry

U.S. Registration | 3691515 Application Date 10/03/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 014. First use: First Use: 2003/11/28 First Use In Commerce: 2003/11/28
Jewelry

U.S. Registration | 3720827 Application Date 10/11/2008

No.

Registration Date | 12/08/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 1997/04/24 First Use In Commerce: 1997/04/24

Retail store services featuring body butter, body lotion, body sprays, body
glimmer, lip gloss, fragrances for personal use, and nail polish

U.S. Registration | 3691529 Application Date 10/11/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2006/12/08 First Use In Commerce: 2006/12/08
Retail store services featuring sunglasses

U.S. Registration | 3717553 Application Date 10/11/2008

No.

Registration Date | 12/01/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1994/09/10 First Use In Commerce: 1994/09/10

Retail store services featuring belts, boots, capris, coats, dresses, flip flops,
gloves, hats, headbands, head wraps, hooded sweatshirts, jackets, jeans, knit
tops, leggings, miniskirts, mittens, pants, sandals, scarves, shirts, shoes, shorts,
skirts, slacks, sweaters, swimweatr, tops, t-shirts, and vests

U.S. Registration | 3700990 Application Date 10/11/2008

No.

Registration Date | 10/27/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1997/12/22 First Use In Commerce: 1997/12/22
Retail store services featuring purses, tote bags and wallets

U.S. Registration | 3691530 Application Date 10/11/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 1997/04/26 First Use In Commerce: 1997/04/26
Retail store services featuring barrettes, hair clips, hair ties and hair elastics

U.S. Registration | 3691531 Application Date 10/13/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of NONE
Mark

Goods/Services Class 035. First use: First Use: 2006/12/18 First Use In Commerce: 2006/12/18
Retail store services featuring candles

U.S. Registration | 3691596 Application Date 11/07/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

VANITY

Goods/Services Class 026. First use: First Use: 2003/11/30 First Use In Commerce: 2003/11/30
Hair ties; hair elastics

U.S. Registration | 3720990 Application Date 11/12/2008

No.

Registration Date | 12/08/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of NONE
Mark

Goods/Services Class 003. First use: First Use: 2005/10/17 First Use In Commerce: 2005/10/17
Body butter; Body glitter; Body sprays; Fragrances for personal use; Lip gloss

U.S. Registration | 3691603 Application Date 11/12/2008

No.

Registration Date | 10/06/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

VANITY

Description of NONE
Mark
Goods/Services Class 004. First use: First Use: 2006/11/02 First Use In Commerce: 2006/11/02
Candles
U.S. Registration | 3717667 Application Date 11/12/2008
No.
Registration Date | 12/01/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of NONE

Mark

Goods/Services Class 009. First use: First Use: 2004/09/02 First Use In Commerce: 2004/09/02
Sunglasses

U.S. Registration | 3701029 Application Date 11/12/2008

No.

Registration Date | 10/27/2009 Foreign Priority NONE

Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services Class 018. First use: First Use: 1997/03/31 First Use In Commerce: 1997/03/31
Purses; Wallets

U.S. Registration | 3717668 Application Date 11/12/2008

No.

Registration Date | 12/01/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

VANITY

Description of
Mark

NONE

Goods/Services

Class 025. First use: First Use: 1997/03/31 First Use In Commerce: 1997/03/31

Belts, boots, capris, flip flops, gloves, head wraps, hooded sweatshirts, leggings,
miniskirts, mittens, sandals, shirts, shoes, slacks, t-shirts, outerwear, namely,
vests

U.S. Registration | 3776890 Application Date 03/02/2009

No.

Registration Date | 04/20/2010 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

an

Description of
Mark

The mark consists of word "Vanity" in a stylized font.

Goods/Services

Class 003. First use: First Use: 2005/10/19 First Use In Commerce: 2005/10/19
body butter; body glitter; body sprays; fragrances for personal use; lip gloss

U.S. Registration | 3721291 Application Date 03/02/2009

No.

Registration Date | 12/08/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

an

Description of
Mark

The mark consists of word "Vanity" in a stylized font.

Goods/Services

Class 009. First use: First Use: 2004/04/10 First Use In Commerce: 2004/04/10
Sunglasses

U.S. Registration | 3721292 Application Date 03/02/2009

No.

Registration Date | 12/08/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

an

Description of
Mark

The mark consists of word "Vanity" in a stylized font.

Goods/Services

Class 014. First use: First Use: 2003/11/03 First Use In Commerce: 2003/11/03
Jewelry

U.S. Registration | 3770041 Application Date 03/02/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

an

Description of
Mark

The mark consists of word "Vanity" in a stylized font.

Goods/Services

Class 018. First use: First Use: 2003/11/02 First Use In Commerce: 2003/11/02
Purses; wallets

U.S. Registration | 3721293 Application Date 03/02/2009

No.

Registration Date | 12/08/2009 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

an

Description of
Mark

The mark consists of word "Vanity" in a stylized font.

Goods/Services

Class 026. First use: First Use: 2003/11/04 First Use In Commerce: 2003/11/04
Barrettes; hair clips; hair elastics; hair ties

U.S. Registration | 3717917 Application Date 03/08/2009

No.

Registration Date | 12/01/2009 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

an

Description of
Mark

The mark consists of word "VANITY" in a stylized font.

Goods/Services

Class 004. First use: First Use: 2006/11/07 First Use In Commerce: 2006/11/07
candles

U.S. Registration | 3770249 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2003/11/03 First Use In Commerce: 2003/11/03
Retail store services featuring jewelry

U.S. Registration | 3770250 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

an

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2005/10/19 First Use In Commerce: 2005/10/19

Retail store services featuring body butter, body glimmer, body sprays,
fragrances for personal use, lip gloss, and nail polish

U.S. Registration | 3770251 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2003/11/02 First Use In Commerce: 2003/11/02
Retail store services featuring purses, tote bags, and wallets

U.S. Registration | 3770252 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

an

Description of
Mark

NONE

Goods/Services

Class 035. First use: First Use: 2004/04/12 First Use In Commerce: 2004/04/12
Retail store services featuring sunglasses

U.S. Registration | 3770253 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY

Design Mark

Description of NONE

Mark

Goods/Services

Class 035. First use: First Use: 2003/11/08 First Use In Commerce: 2003/11/08
Retail store services featuring barrettes, hair clips, hair elastics, and hair ties

U.S. Registration | 3770254 Application Date 04/28/2009

No.

Registration Date | 04/06/2010 Foreign Priority NONE
Date

Word Mark VANITY




Design Mark

Description of NONE

an

Goods/Services Class 035. First use: First Use: 2006/11/07 First Use In Commerce: 2006/11/07
Retail stores services featuring candles
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Antoinette M. Tease/




Name

Antoinette M. Tease

Date

03/31/2012




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
VANITY SHOP OF GRAND FORKS, )
INC., )
) Opposition No.
Opposer, )
) Trademark: VC VANITY CHIC
v. ) BOUTIQUE
)
VANITY CHIC BOUTIQUE, ) Serial No. 85442693
)
Applicant. )
)
NOTICE OF OPPOSITION

VANITY SHOP OF GRAND FORKS, INC., a North Dakota corporation with its
principal place of business at 1001 N. 25™ Street, Fargo, North Dakota 58102 (the
“Opposer” or “Vanity”) believes it is or will be damaged by registration on the Principal
Register of the mark shown in Application Serial No. 85442693 and hereby opposes the
same.

As grounds of opposition it is alleged that:

1. Upon information and belief, VANITY CHIC BOUTIQUE (the
“Applicant™) is a limited liability company with its principal place of business in Bronx,
New York.

2. Applicant seeks to register a stylized version of the mark “VC VANITY
CHIC BOUTIQUE” in connection with retail store services featuring jewelry, handbags,

vintage clothing, shoes, clothing items, and jewelry accessories in class 035, as evidenced

by the publication of Serial No. 85442693 in the Official Gazette of March 27, 2012.



3. Upon information and belief, Applicant filed its application on October 7,
2011 under Section 1(b) of the Lanham Act [15 U.S.C. § 1051(b)], alleging an intent to
use the mark “VC VANITY CHIC BOUTIQUE” in connection with retail store services
featuring jewelry, handbags, vintage clothing, shoes, clothing items, and jewelry
accessories.

4, Vanity is in the business of selling jewelry, bags, clothing, shoes and other
products and providing retail and online retail store services featuring jewelry, bags,
clothing, shoes and other products. Vanity’s products are geared primarily, but not

exclusively, toward young women.

5. Vanity owns the federal trademark registrations and applications listed on
Exhibit A hereto.
6. In addition to the federal trademark filings listed on Exhibit A, Vanity has

unregistered, common law rights to the mark “VANITY™ in connection with jewelry,
bags, clothing, shoes and other products, as well as retail and online retail store services
featuring jewelry, bags, clothing, shoes and other services.

7. Since at least as early as the respective dates of first use stated in the
above-referenced registrations and applications, Vanity has used its marks in connection
with the sale of its goods and services covered by those registrations and applications.
Such use has been valid and continuous and has not been abandoned. Consumers of such
goods and services have come to associate Vanity with the “VANITY™ trademark.

8. Vanity has invested substantial amounts of time, effort and money in
registering, promoting and policing its “VANITY™ trademark throughout the United

States.



9. Applicant has no license, consent or permission from Vanity to use or
register “VC VANITY CHIC BOUTIQUE" for retail store services featuring jewelry,
handbags, vintage clothing, shoes, clothing items, and jewelry accessories.

10.  Applicant’s mark “VC VANITY CHIC BOUTIQUE” so resembles
Vanity’s “VANITY” mark that, when used in connection with retail store services
featuring jewelry, handbags, vintage clothing, shoes, clothing items, and jewelry
accessories, it is likely to cause confusion, or to cause mistake or to deceive within the
meaning of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d); and more particularly,
Applicant’s mark and use thereof are likely to cause confusion in, or to cause mistake by,
or to deceive the trade and purchasing public into believing that the goods and/or services
provided by Applicant originate with Vanity or otherwise are authorized, licensed or
sponsored by Vanity.

11. By reason of all of the foregoing, Vanity will be gravely damaged by the
registration of Applicant’s “THE VANITY PROJECT” mark for retail store services
featuring jewelry, handbags, vintage clothing, shoes, clothing items, and jewelry
accessories because registration of that mark for those goods would be in violation of
Vanity’s trademark rights.

WHEREFORE, Vanity prays that this Notice of Opposition be sustained in favor
of Vanity and that Serial No. 85442693 be denied registration. Vanity submits herewith a

payment to cover its filing fee of $300.00, as required by 37 C.F.R. § 2.6(a)(17).



Dated: March 31,2012
Respectfully submitted,
/Antoinette M. Tease/

Antoinette M. Tease

ANTOINETTE M. TEASE, P.L.L.C.
Attorney for Opposer

PO Box 51016

Billings, MT 59105

(406) 245-5254

Registration No. 53860



CERTIFICATE OF SERVICE

[ hereby certify that a true and correct copy of the foregoing NOTICE OF
OPPOSITION is being served on March 31, 2012, by deposit of same in the United
States Mail, first class postage prepaid, in an envelope addressed to Vanity Chic
Boutique, Applicant, at:

Vanity Chic Boutique

3335 De Reimer Ave., Apt. 1
Bronx, NY 10475

/Antoinette M. Tease/
Antoinette M. Tease



Exhibit A

U.S. Trademark Registration No.: 1780669
Mark: VANITY
Goods/Services: Retail store services in the field of clothing.

International Class: 042

U.S. Trademark Registration No.: 1800825

Mark: VANITY

Goods/Services: Women'’s and juniors clothing, namely dresses, coats, jackets,
tops, knit tops, sweaters, pants, jeans, shorts, skirts, swimwear, hosiery, scarves,
and hats.

International Class: 025

U.S. Trademark Registration No.: 1851806
Mark: VANITY
Goods/Services: Retail clothing store services.

International Class: 042

U.S. Trademark Registration No.: 1891144

Mark: VANITY

Goods/Services: Women's and juniors clothing; namely, dresses, coats, jackets,
tops knit tops, sweaters, pants, jeans, shorts, skirts, swimwear, hosiery, scarves,

and hats.

International Class: 025
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U.S. Trademark Registration No.: 3691496
Mark: VANITY
Goods/Services: Retail store services featuring jewelry.

International Class: 035

U.S. Trademark Registration No.: 3691515
Mark: VANITY
Goods/Services: Jewelry.

International Class: 014

U.S. Trademark Registration No.: 3720827
Mark: VANITY

Goods/Services: Retail store services featuring body butter, body lotion, body
sprays, body glimmer, lip gloss, fragrances for personal use, and nail polish.

International Class: 035

U.S. Trademark Registration No.: 3691529
Mark: VANITY
Goods/Services: Retail store services featuring sunglasses.

International Class: 035

U.S. Trademark Registration No.: 3717553

Mark: VANITY
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Goods/Services: Retail store services featuring belts, boots, bras, capris, coats,
corsets, dresses, flip flops, gloves, hats, headbands, head wraps, hooded
sweatshirts, hosiery, jackets, jeans, knit tops, leggings, miniskirts, mittens, pants,
robes, sandals, scarves, shirts, shoes, shorts, skirts, slacks, sleepwear, slippers,
socks, sweaters, swimwear, tops, t-shirts, underwear and vests.

International Class: 035

U.S. Trademark Registration No.: 3700990

Mark: VANITY
Goods/Services: Retail store services featuring purses, tote bags and wallets.

International Class: 035

U.S. Trademark Registration No.: 3691530
Mark: VANITY

Goods/Services: Retail store services featuring barrettes, hair clips, hair ties and
hair elastics.

International Class: 035

U.S. Trademark Registration No.: 3691531
Mark: VANITY
Goods/Services: Retail store services featuring candles.

International Class: 035

U.S. Trademark Registration No.: 3691596

Mark: VANITY
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Goods/Services: Hair ties; hair elastics.

International Class: 026

U.S. Trademark Registration No.: 3720990
Mark: VANITY

Goods/Services: Body butter; Body glitter; Body sprays; Fragrances for personal
use; Lip gloss.

International Class: 003

U.S. Trademark Registration No.: 3691603
Mark: VANITY
Goods/Services: Candles.

International Class: 004

U.S. Trademark Registration No.: 3717667
Mark: VANITY
Goods/Services: Sunglasses.

International Class: 009

U.S. Trademark Registration No.: 3701029
Mark: VANITY
Goods/Services: Purses; Wallets.

International Class: 018
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U.S. Trademark Registration No.: 3717668

Mark: VANITY

Goods/Services: Belts, boots, bras, capris, corsets, flip flops, gloves, head
wraps, hooded sweatshirts, leggings, miniskirts, mittens, robes, sandals, shirts,
shoes, slacks, sleepwear, slippers, socks, t-shirts, underwear, outerwear,

namely, vests.

International Class: 025

U.S. Trademark Registration No.: 3776890
Mark: VANITY

Goods/Services: Body butter; body glitter; body sprays; fragrances for personal
use; lip gloss.

International Class: 003

U.S. Trademark Registration No.: 3721291
Mark: VANITY
Goods/Services: Sunglasses.

International Class: 009

U.S. Trademark Registration No.: 3721292
Mark: VANITY
Goods/Services: Jewelry.

International Class: 014

U.S. Trademark Registration No.: 3770041
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Mark: VANITY
Goods/Services: Purses; wallets.

International Class: 018

U.S. Trademark Registration No.: 3721293
Mark: VANITY
Goods/Services: Barrettes: hair clips; hair elastics; hair ties.

International Class: 026

U.S. Trademark Registration No.: 3717917
Mark: VANITY
Goods/Services: Candles.

International Class: 004

U.S. Trademark Registration No.: 3770249
Mark: VANITY
Goods/Services: Retail store services featuring jewelry.

International Class: 035

U.S. Trademark Registration No.: 3770250
Mark: VANITY

Goods/Services: Retail store services featuring body butter, body glimmer, body
sprays, fragrances for personal use, lip gloss, and nail polish.
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International Class: 035

U.S. Trademark Registration No.: 3770251

Mark: VANITY

Goods/Services: Retail store services featuring purses, tote bags, and wallets.

International Class: 035

U.S. Trademark Registration No.: 3770252
Mark: VANITY

Goods/Services: Retail store services featuring sunglasses.

International Class: 035

U.S. Trademark Registration No.: 3770253
Mark: VANITY

Goods/Services: Retail store services featuring barrettes, hair clips, hair elastics,
and hair ties.

International Class: 035

U.S. Trademark Registration No.: 3770254
Mark: VANITY
Goods/Services: Retail stores services featuring candles.

International Class: 035
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