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IN THE UNITED STATES PATENT AND TRADEMARK
OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 85/319,799

BIG FISH
International Classes: 9, 38 and 41

Published in thé®fficial Gazette of September 20, 2011

and
Registration Serial No. 3,936,214
BIGFISH
International Classes: 35, 41
Registered: March 29, 2011
STUDIO MODERNA SA,
Opposer,
V.

BIG FISH GAMES, INC.,

Applicant.

BIG FISH GAMES, INC.,
Counterclaimant,
V.

STUDIO MODERNA SA,

Counterdefendant.

Opposition No.: 91/204,345

OPPOSER AND
COUNTERDEFENDANT STUDIO
MODERNA SA’'S ANSWER TO
COUNTERCLAIM FOR
CANCELLATION OF ASSERTED
REGISTRATION



Opposer and counterdefendant Studio Moderna SA (“Studio Motdmaeeby answers
the Counterclaim included in the Answer to Notice of Opposition aadrerclaim for
Cancellation of Asserted Registration (the “Counterclaim”) filgdapplicant and
counterclaimant Big Fish Games, Inc. (“BFG”) on April 25, 205Xallows, wherein numbered
paragraphs correspond to like numbered paragraphs in the Cdairte

As to the initial unnumbered paragraph at the start of the Countercitudio Moderna
admits that: (a) it has opposed BFG's application to register th& Bi& FISH, Serial No.
85/319,799, under Section 2(d) of the Trademark Act; (b) itddéadf Opposition relies upon,
inter alia, Registration No. 3,936,214 (the 214 Registration”) for the &awhrk “BigFish,”
issued on the Principal Register to Studio Moderna on March 29, 20il{c) the '214
Registration covers (i) “[o]n-line retail store services in the fiefadycling, featuring bicycles;
providing on-line advertising in the fields of bicycles and cyclingh\pding on-line consumer
information regarding bicycles and cycling gear,” in Internagilo@lass 35, and (ii) “[p]roviding
on-line information regarding cycling and bicycle racing, for etatieiment, recreation or as a
sport,” in International Class 41. Studio Moderna denies the m@ngallegations of the initial
unnumbered paragraph, and in particular but without limitationefethat (a) BFG has priority
over the priority date of the '214 Registration, (b) the '214 Regisin is invalid, and (c) the
'214 Registration should be cancelled.

1. Studio Moderna is without knowledge or information sufficientdoi a belief as
to the truth of the allegations of paragraph 1 of the Counterclaim aréfibre denies the same.

2. Answering the allegations of paragraph 2 of the Counterclaitngj@Moderna
denies that BFG holds registrations for “BIG FISH Marks”; BFGted registrations are all for

word marks or design marks containing the term “BIG FISH GAMES.td&t Moderna admits



that the Certificate of Registration for the '214 Registration statest@ af first use of May
2006. Studio Moderna is without knowledge or information sufficterform a belief as to the
truth of the remaining allegations of paragraph 2 of the Counterclagrttzerefore denies the
same.

3. Studio Moderna is without knowledge or information sufficientdoi a belief as
to the truth of the allegations of paragraph 3 of the Counterclaintlzr@fore denies the same.

4. Answering the allegations of paragraph 4 of the Counterclaitngi@Moderna
admits that the marks, registration numbers, registration datdgy@ds/services set forth in the
table included in that paragraph accurately reflect the informatiovigied on the Certificates of
Registration issued by the United States Patent & TrademarkeXdfid attached collectively as
Exhibit A to the Counterclaim. Studio Moderna is without knowledgeérmation sufficient
to form a belief as to the truth of the remaining allegations of pa@ty# of the Counterclaim
and therefore denies the same.

5. Answering the allegations of paragraph 5 of the Counterclaitnslj@Moderna
denies that BFG holds registrations for “BIG FISH Marks”; BFGted registrations are all for
word marks or design marks for “BIG FISH GAMES.” Studio Modatis without knowledge or
information sufficient to form a belief as to the truth of the remairatiggations of paragraph 5
of the Counterclaim and therefore denies the same.

6. Answering the allegations of paragraph 6 of the Counterclaitngi@Moderna
denies that BFG holds registrations for “BIG FISH Marks,” that & baquired goodwill in the
mark “BIG FISH,” or that the mark “BIG FISH” is known to indicater iecognized as
indicating, source exclusively in BFG; BFG’s cited registratioresall for word marks or design

marks for “BIG FISH GAMES.” Studio Moderna is without knowledgeinfiormation



sufficient to form a belief as to the truth of the remaining allegationsaségraph 6 of the
Counterclaim and therefore denies the same.

7. Answering the allegations of paragraph 7 of the Counterclaitngi@Moderna
admits that in paragraph 5 through 7 of its Notice of Opposition]egals,inter alia, a
likelihood of confusion and a likelihood of dilution betweenter alia, the '214 Registration and
the BIGFISH mark, Serial No. 85/319,799, as to which BFG segjistration based upon an
intent-to-use application. Studio Moderna denies the remaininggdiltets of paragraph 7 of the
Counterclaim, and in particular but without limitation denies thaGBtelds registrations for
“BIG FISH Marks.”

As to a final unnumbered paragraph, Studio Moderna acknowseB§&’s request but
denies that the '214 Registration should be cancelled.

AFFIRMATIVE DEFENSES

8. The Counterclaim fails to state a claim upon which relief may batgd.
9. The Counterclaim is barred by laches and acquiescence.
10. BFG waived its claims.

11. BFG is estopped from asserting its claims.



12. BFG's claims are barred due to unclean hands.

WHEREFORE, having fully answered, Studio Moderna requestshiatbunterclaim

be dismissed with prejudice.

Respectfully submitted,

Date: May 25, 2012 By: _/s/ Jeffrey D. Wexler

Mitchell P. Brook

McKENNA LONG & ALDRIDGE LLP
600 West Broadway, Suite 2600
San Diego, California 92101
Telephone: (619) 236-1414

Jeffrey D. Wexler

McKENNA LONG & ALDRIDGE LLP
300 South Grand Ave., 14Floor

Los Angeles, California 90071
Telephone: (213) 892-4910

Attorneys for Opposer and
Counterdefendant Studio Moderna SA



CERTIFICATE OF SERVICE

| hereby certify that | served a true copy of the foregoing OPPOSER
COUNTERDEFENDANT STUDIO MODERNA SA’'S ANSWER TO COUNTERCLM FOR
CANCELLATION OF ASSERTED REGISTRATION to the following attorngyia U.S. mail

at the postal address set forth below.

Patchen M. Haggerty

Douglas F. Stewart

DORSEY & WHITNEY LLP

Attorneys for Applicant and Counterclaimant
701 Fifth Avenue, Suite 6100

Seattle, Washington 98104
haggerty.patchen@dorsey.com
stewart.doug@dorsey.com

Date: May 25, 2012 [sl Jeffrey D. Wexler

Jeffrey D. Wexler
McKENNA LONG & ALDRIDGE LLP
300 South Grand Ave., 14Floor
Los Angeles, California 90071
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