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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

SAZERAC COMPANY, INC. )

) Opposition No. 91203879

Opposer, )

) Mark : TRAVELLER BLACK

) EDITION VODKA

v. )

)

DEPARTMENT 28, INC. ) Serial No.: 85/371,749

)

Applicant. ) Published: October 18, 2011

MOTION TO SUSPEND PROCEEDINGS

Applicant, DEPARTMENT 28, INC., by and through its attorneys, in accordance

with Rule 2.127 of the Trademark Rules of Practice, requests that proceedings be

suspended pending determination of a civil action between Opposer and Applicant

pending in the United States District Court for the Northern District of Illinois (Civil

Action No. 12 C 1828), a copy of the Complaint is attached hereto. In that action,

Applicant seeks a declaration that no trademark rights of Opposer are infringed by

Applicant’s use of its TRAVELLER BLACK EDITION VODKA Mark, inter alia.

Applicant further seeks an order that Opposer be enjoined, inter alia, from prosecuting

any action in any other Court to prevent Applicant from using or registering the

TRAVELLER BLACK EDITION VODKA Mark. Because the outcome of that civil

action may have a bearing on this Opposition, Applicant respectfully submits that

suspension is warranted.



Respectfully submitted,

DEPARTMENT 28, INC.

s/ Mark E. Wiemelt

Mark E. Wiemelt

One of Its Attorneys

Mark E. Wiemelt,

Wiemelt Knechtel

10 S. LaSalle St., Ste. 3500

Chicago, IL 60603

(312) 372-7664
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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS

EASTERN DIVISION

DEPARTMENT 28, INC., an Illinois corporation, )
)

Plaintiff, )
)

v. )
)

SAZERAC COMPANY, INC., a Louisiana corporation, )
) JURY DEMANDED

Defendant. )

COMPLAINT FOR DECLARATORY JUDGMENT OF NON-INFRINGEMENT

Plaintiff, DEPARTMENT 28, INC. (hereinafter “DEPARTMENT 28”), by and through

its attorney, Mark E. Wiemelt, of WIEMELT KNECHTEL, alleges its complaint against

Defendant SAZERAC COMPANY, INC. (hereinafter “SAZERAC”) as follows:

NATURE OF THE ACTION

1. This is an action for declaratory relief of non-infringement under the Trademark

Laws of the United States, 15 U.S.C. § 1051, et seq., and 28 U.S.C. §§ 2201 and 2202.

JURISDICTION AND VENUE

2. This Court has jurisdiction over this action under the provisions of 28 U.S.C. §

1332(a) in that this is an action between citizens of different states in which the value of the

amount in controversy exceeds $75,000.00, exclusive of interest and costs, 15 U.S.C. § 1121

(trademark), 28 U.S.C. §§ 1331 (federal question jurisdiction) and 1338(a)(original jurisdiction

under Trademark Laws of the United States) in that this case arises under the Trademark Laws of

the United States, 15 U.S.C. § 1051, et seq., and 28 U.S.C. §§ 2201 and 2202 in that this case is

for declaratory judgment.

Case: 1:12-cv-01828 Document #: 1 Filed: 03/13/12 Page 1 of 14 PageID #:1



2

3. This Court had personal jurisdiction pursuant to Ill. Rev. Stat., ILCS, Ch. 735, §§

5/2-208 and 5/2-209.

4. Upon information and belief, Defendant transacts business within the State of

Illinois and specifically within this judicial district.

THE PARTIES

5. Plaintiff DEPARTMENT 28, INC., an Illinois corporation, has its headquarters

and principal place of business located at 1169 Tower Road, Schaumburg, IL 60173.

6. On information and belief, Defendant SAZERAC COMPANY, INC. is a

Louisiana corporation having its principal place of business located at 3850 N. Causeway

Boulevard, Suite 1695, Metairie, Louisiana 70002.

7. Upon information and belief, SAZERAC is transacting business in this

jurisdiction.

FACTS COMMON TO ALL COUNTS

8. Beginning in 2011 and continuing since then, DEPARTMENT 28 adopted and

has used in commerce the term TRAVELLER, alone and in combination with other terms and/or

designs, on and in connection with vodka. Representative samples of DEPARTMENT 28’s

current uses of the term TRAVELLER in connection with vodka are attached hereto as Exhibit

A.

9. On May 12, 2011, DEPARTMENT 28 filed Application Serial No. 85/319,458 in

the United States Patent and Trademark Office (USPTO) seeking registration of

TRAVELLER28 VODKA for “vodka”.

10. On July 14, 2011, DEPARTMENT 28 filed Application Serial No. 85/371,749 in

the USPTO seeking registration of TRAVELLER BLACK EDITION VODKA for “vodka”.
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11. On October 18, 2011, the USPTO published Application Serial No. 85/371,749 in

the Trademark Official Gazette.

12. On October 25, 2011, the USPTO published Application Serial No. 85/319,458 in

the Trademark Official Gazette.

13. On October 28, 2011, SAZERAC filed a Request for Extension of Time to

Oppose Application Serial No. 85/371,749 in the USPTO.

14. On October 28, 2011, the USPTO granted SAZERAC’s Request for Extension of

Time to Oppose Application Serial No. 85/371,749, extending the time to oppose to February 22,

2012.

15. On October 28, 2011, SAZERAC filed a Request for Extension of Time to

Oppose Application Serial No. 85/319,458 in the USPTO.

16. On October 28, 2011, the USPTO granted SAZERAC’s Request for Extension of

Time to Oppose Application Serial No. 85/319,458, extending the time to oppose to February 22,

2012.

15. On November 11, 2011, SAZERAC again filed a Request for Extension of Time

to Oppose Application Serial No. 85/319,458 in the USPTO.

16. On November 11, 2011, the USPTO again granted SAZERAC’s Request for

Extension of Time to Oppose Application Serial No. 85/319,458, extending the time to oppose to

February 22, 2012.

17. Counsel for SAZERAC mailed a letter to counsel for DEPARTMENT 28 dated

January 13, 2012, alleging ownership of the mark TRAVELERS CLUB for distilled spirits and

alcoholic beverages, referencing its U.S. Registration No. 852889 for the mark TRAVELERS
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CLUB for “whiskey” and U.S. Application Serial No. 85/413234 for the mark TRAVLERS

CLUB for “gin and vodka.” A copy of the letter is attached hereto as Exhibit B.

18. The January 13, 2012 letter claimed that DEPARTMENT 28’s TRAVELLER28

VODKA (Serial No. 85/319,458) and TRAVELLER BLACK EDICITON VODKA (Serial No.

85/371,749) (the “TRAVELLER marks”) are likely to create consumer confusion with

SAZERAC’s TRAVELERS CLUB marks.

19. The January 13, 2012 letter stated that SAZERAC required that DEPARTMENT

28 “[e]xpressly abandon its applications for TRAVELLER28 VODKA (Serial No. 85/319,458)

and TRAVELLER BLACK EDICITON VODKA (Serial No. 85/371,749) before the U.S. Patent

and Trademark Office…”.

20. The January 13, 2012 letter stated that SAZERAC required that DEPARTMENT

28 “[t]ake all steps to ensure that there will be no use of the TRAVELLER marks, and any other

variants, translations or transliterations of the mark, in connection with the sale of alcoholic

beverage in the United States…”.

21. The January 13, 2012 letter demanded written assurances no later than February

10, 2012 that DEPARTMENT 28 had abandoned its applications for, and ceased all use of, the

TRAVELLER marks in the United States.”

22. The January 13, 2012 letter stated that SAZERAC “reserves the right to pursue

any and all remedies it may have to protect its interests.”

23. DEPARTMENT 28 responded to the January 13, 2012 letter with a letter dated

February 2, 2012.

24. On February 15, 2012, SAZERAC filed a Notice of Opposition of Application

Serial No. 85/371,749 in the USPTO, asserting that DEPARTMENT 28’s TRAVELLER
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BLACK EDITION VODKA mark is likely to create consumer confusion with the alleged

SAZERAC’s TRAVELERS CLUB marks, thereby initiating Opposition No. 91203879 before

the United States Trademark Trial and Appeal Board.

25. On February 22, 2012, SAZERAC filed a Notice of Opposition of Application

Serial No. 85/319,458 in the USPTO, asserting that DEPARTMENT 28’s TRAVELLER28

VODKA mark is likely to create consumer confusion with the alleged SAZERAC’s

TRAVELERS CLUB marks, thereby initiating Opposition No. 91203988 before the United

States Trademark Trial and Appeal Board.

27. This action involves a case of actual controversy over alleged infringement of

trademark rights allegedly owned by the SAZERAC.

28. SAZERAC’s activities have placed DEPARTMENT 28 under a reasonable

apprehension that DEPARTMENT 28 will be sued for what SAZERAC believes is the

infringement of trademark rights allegedly owned by the SAZERAC. Based on the legal actions,

accusations of infringement by SAZERAC, and threat of additional legal action, there now exists

a justiciable case and controversy for adjudication by the Court.

COUNT I

DECLARATORY JUDGMENT OF NON-INFRINGEMENT

29. DEPARTMENT 28 adopts the allegations of Paragraphs 1-29 as if fully alleged

herein and further alleges as follows:

30. SAZERAC through its filing of the Opposition litigation and its allegations of

trademark infringement, legal actions and threats of additional legal action, has created case of

actual controversy and a real and reasonable apprehension that DEPARTMENT 28 will be

subject to liability if it continues to use any of the TRAVELLER marks.
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31. DEPARTMENT 28’s uses of the TRAVELLER marks in connection with vodka

does not infringe the alleged SAZERAC’s TRAVELERS CLUB marks.

32. DEPARTMENT 28’s uses of the TRAVELLER marks are distinctly different

from the alleged SAZERAC’s TRAVELERS CLUB marks.

33. DEPARTMENT 28’s uses of the TRAVELLER marks are not likely to cause

confusion in the minds of the public with respect to the alleged SAZERAC’s TRAVELERS

CLUB marks.

34. Upon information and belief, there are a myriad of adoptions, registrations and

uses of the term TRAVELLER, and variants, translations or transliterations of the term, for

goods related to the goods of SAZERAC and DEPARTMENT 28, as well as a variety of non-

competing goods and services. As such, any trademark rights that SAZERAC may have are

narrowly circumscribed to the goods sold by SAZERAC in connection with its alleged

SAZERAC’s TRAVELERS CLUB marks and any other use would not lead to a likelihood of

confusion.

35. There is a justiciable controversy between the parties concerning DEPARTMENT

28’s liability for alleged the infringement of trademark rights allegedly owned by the

SAZERAC, and SAZERAC’s right to charge DEPARTMENT 28 with infringement. The

Opposition litigation, threatened additional legal action, and charges of infringement noted above

have caused and threaten further to cause injury to DEPARTMENT 28, including litigation costs

and attorneys’ fees. Such acts likely will occur, and continue to occur, unless enjoined by this

Court.

RELIEF SOUGHT

WHEREFORE Plaintiff DEPARTMENT 28 prays:
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A. For a declaration that no trademark rights of Defendant SAZERAC are infringed

by Plaintiff DEPARTMENT 28’s use of the term TRAVELLER, alone and in combination with

other terms and/or designs, on and in connection with vodka;

B. Defendant SAZERAC be permanently enjoined from asserting or threatening to

assert infringement against Plaintiff DEPARTMENT 28, from engaging in acts or conduct which

suggests in any way that Defendant SAZERAC has the right to curtail any activity of Plaintiff

DEPARTMENT 28, and from prosecuting any action in any other Court to prevent Plaintiff

DEPARTMENT 28 from using or registering the term TRAVELLER, alone and in combination

with other terms and/or designs, on and in connection with vodka;

C. For a recovery of damages adequate to compensate Plaintiff DEPARTMENT 28

for Defendant SAZERAC’s allegations of infringement;

D. For an assessment against Defendant SAZERAC of Plaintiff DEPARTMENT

28’s costs and attorneys’ fees and expenses due to the exceptional nature of this case;

E. For recovery of damages for the time diverted and expenses incurred in

responding to Defendant SAZERAC’s threats of infringement and litigation; and

F. For such other and further relief as the Court may deem appropriate or just,

including but not limited to punitive damages.

JURY DEMAND

Plaintiff hereby demands a trial by jury in the above-captioned action.

Dated: March 13, 2012
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Respectfully submitted,

DEPARTMENT 28, INC.

By: s/ Mark E. Wiemelt
One of Its Attorneys

Mark E. Wiemelt - IL. Atty. #: 06208213

Wiemelt Knechtel

10 South LaSalle Street, Ste. 3300
Chicago, Illinois 60603
Ph: (312)372-7664
fax: (312)372-6558
E-mail: mark@wiemeltlaw.com
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