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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re MADE FOR HP TOUCHPAD & Design Serial N85/315,88Cet al.
Apple, Inc.

Opposer
V.

Opposition No. 91203865

HewlettPackard Development
Company, L.P.

w W W W W W W W W W

Applicant

APPLICANT’'S MOTION TO COMPEL PRODUCTION OF DOCUMENTS
AND TO DETERMINE SUFFICIENCY OF OBJECTIONS AND
ANSWERS TO REQUESTS FOR ADMISSION

Applicant HewlettPackard Development Company, L.P. (“‘HPDC?”) files this Motion to
CompelProduction of Documents and to Determine Sufficiency of Objections and Answers to
Requests for Admission against Opposer Apple, Inc. (“Apple”) and for good cause $lgows t
Board as follows:

INTRODUCTION

In the aboveeferenced opposition, Apple a&sserting among other things its pending
TrademarkApplication Nos. 85/040,770 and 85/025,6%éreinafter, théApplications’), each
of which consistsaccording to it©own description,of a “simplified drawing of a mobile digital
electronic communicatio device” Apple has eferredto these drawings a%Opposer’s iPhone
Mark” and “Opposer’s iPad Markyespectively.

The Applications are not entitled to a presumption of validitd HPDC has placed the
validity of the Applications in issue through itsfiahative defenses which allege that the

drawings shown in the Applications aren<distinctive and functional, lack secondary meaning,
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and are substantially common desigrnused by many other manufacturers of mobile digital
electronic communication devices

HPDC seeks discoverselating to Apple’s decisions to use the elemedgpicted in
Apple’s “simplified drawing’ as features of it€orresponding iPhone and iPpdducts the
purpose these features senwbether Apple was the first to employ these features, and whether
Apple andthird-partiesuse similar featuresnd has requested documents from a pending lawsuit
in which Apple is asserting trade dress rights in a combination of thefeatuees See Exhibit
A (RFP No.’s3-4, 1421, 2425, and 2986; RFA No.’s 610, 2532). Apple hasobjected taall
of these requestsn the grounds thahey seek information that isot relevant or reasonably
calculated to lead to the discovery of admissible evidence.

The information sought by HPDI(S both relevant andreasonablycalculated to lead to
the discovery of admissiblevidence,because whether the featust®wn in Apple’s simplified
drawings are functional, rather than ornamentdirectly correlates to the strength and
distinctiveness of the alleged marks, and this in turn correlates diredihe tealidity of the
marks andwvhether confusion is likelyas Apple alleges. Similarly, widespread industry use of
devices that strongly resemble tdeawings in theApplicationsis clearly relevant to the
distinctiveness and strength of #iéegedmarks, which is relevant to likelihood of confusion.

Apple has alsoobjected to the foregoing discovery requests on the grounds of
overbreadth and undue burden, but hasemptainedor justified these objecti@indeed, there
appears to be no good faith basis for objecting on these grounds, given that the discovery
involves mattershat are relevant andearly within Apple’s knowledge as a leading provider of
tablets and smartphones. Having chaseassert simplified drawingsf a tablet and smart phone

as trademarksApple cannot now claim it is unduly burdensome to answer discovery questions
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related to the marks’ ability to distinguigtpple’s smart phones and tablétsm others

Apple has also asserted regasions in this Opposition that contain the word IPAD. IP
Development Company, LLC (“IPARLC”) owns an intento-use application for the mark
“IPAD,” and this application appears to have priority over Apple’s assertegtna@ns.
Accordingly, HPDC is seekingdiscovery regardingApple’s relationship if any, with IPAD-

LLC. See ExhibitA (RFP No0.'s26-28 and RFA No.’s1-4). Apple has refused tanswer

discovery relating to its relationship with IPADLC. However,useor registration of IPAD by
parties other than Apple would plainly be relevant to Apple’s claimed ownership etsieeted
marks containing IPAD as well asthar distinctiveness and strengticcordingly Apple’s
relationship or lack of relationship with IPAD-C is clearly relevant.
THE SCOPE OFDISCOVERY IS BROAD

Federal Rule 26 (b)(1) provides that a party is entitled to discover “anpriileged
matter that is relevant to any party’'s claim or defense.... Relevant informagied not be
admissible...if the discovery appears to be reasonably calculated to lead to thesrgtisaf
admissible evidence.” The objecting party, Apple, has the burden to produce evidence
supporting its objectionsSE.C. v. Brady, 238 F.R.D. 429, 436 (N.D. Tex. 2006).

DISCOVERY AS TO FUNCTIONALITY AND DISTINCTIVENESS

Both of he pending Aplicationsasserted by Applén this proceedingstatethat “the
mark consists of a simplified drawing of a mobile digital electronic communicaguited”
Furthermore,Apple has designatkthe drawings shown in the Applitans as “Opposer’s
iPhone Mark” and “Opposer’'s iPad Mark,” respectively, in Interrogatorg. 8 and 14 of

Opposer’s First Set of Interrogatorie€dee Exhibit B. Thesedrawings also appear in several

registrations asserted by Apple.
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HPDCs discovery sees information relating to the utilitarian natuesd functional
aspectsand advantagesf the devices andpecific productfeatures depicted in the simplified
drawings Apple is seeking to register as trademakkple employs thse features in its iPad
tabletsand iPhone smartphones, and it is clear that Apple intends the alleged marks to be
representations of these produdtss HPDC’s contention that the drawings in the Applications
depict nothing more thapurely functional features, and a common gesand thus are not
entitled to trademark protection. There are only so many basic shapes that ced b& as
tablet or smartphone, and one company cannot monopolize a drawing that consists of these
shapes and essentially nothing else.

To begin with,a picture of a product is incapable of protectama trademarwhen it is
merely the graphic equivalent of purely generic, functional or utilitariadevice The Board
recognized this ifextron, Inc. v. Pilling Chain Co., Inc. 175 USPQ 621 (TTAB 1972), in which
Textron,a zipper manufactureopposed a competitarattempt to register a mafide sliders or
zipper fasteners thabntainedan image of a zippaas a dominant feature of the markextron
used the similar configuration on tags attachedl@thing that incorporated Textron’s zippers.
The Board rejected the application, stating that

“[i]t is well -established precedent that one may not claim a right to registration in the

configuration or illustration of a purely functional item .... [A]pplit...has failed to

consider that registration on the Principal Register, without an effedse&ider,
would give itprima facia rights by which it could theoretically exclude oppoaad

other zipper manufacturers from illustrating their products on their goods oriiin the

advertising. Opposer, as a manufacturer of zippers, has the right to use ratidiust
of its zippers to describe the contents of its packages....”

Almost 10 years later, the Board again addressed the issue of antappfimaa gaphic
design depicting a representation of a prodandin re Lighting Systems, Inc., 212 USPQ 313

(TTAB 1981). Lighting Systems, Inc. (“LSI”) sought to register a drawinga dfashlight,
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claiming its particular drawing was distinctive. The Examinezated the application, finding
that it was a nodlistinctive configuration of a functional container which houses batteries and
lighting elements. LSI appealed and after a review of the record, the BoardHatnd t
“there are only so many basic shapesctvhinay be utilized for portable electric
lights....In this case, applicant fiased a threedimensional rectangular container as
the housing for the lights and batteries. This commonly shaped container with
transparent surfaces at the sides and end peghmittd be emitted from the container
It is our opinion that the design or configuration of applicant’s lights essentially

functional or utilitarian in character and purpose and therefore not capable of
distinguishing applicant’s goods from those of others.”

The Board also quoted at length framre Water Gremlin Co., 208 USPQ 89, 901 (TTAB
1980), in which the Board discussed the “overriding public policy” of free competition and
preventing competitors from foreclosing the market through the registratioadeimarks that

use only “commonplace design” or “essentially functional features.”

Furthermore, it is weltettled that a mark that combines descriptive words is generally
not registrable unless the composite creates a unitary mark with aepmqgnrdescriptive
meaning or commercial impressidsee In re Tower Tech, Inc., 64 USPQ2d 1314 (TTAB 2002)
The same is true for drawings or graphic designs, as the Board has repeatedly lyeaphiat
marks can be challenged based on genericness and lack of distinctiveagss.g. Sunrise
Jewelry Manufacturing Corp. v. Fred SA.,, 50 USPQ2d 1532 (Fed. Cir. 199%ee also
McCarthy, Thomas J., MCARTHY ON TRADEMARKS, § 7:37 2011).

Under the circumstances, HPDC's requests are plainly within the sfoakowable
discovery.Apple seeks to register simplified drawings of mobile devices as traderaatk$iP
has challenged the validity of these marks on the basis of functionality and lack of
distinctivenessAs such, HPDC is entitled to conduct discgvas to the functional attributes of

the devices andfeatures displayed in these drawings, which includes discovery as to the
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functional attributes of these features on actual devibes are similar or identical in
appearancerhis clearly includes the iPhone and iPadylich Apple hasexpressly indicateds
drawingscorrespond.

Beyond the question of fundamental validity, the functionality of features yexplia
the Apple’s simplified drawingsmpacs distinctiveness and strength, both of whick eglevant
to a determination of likelihood of confusion. A simplified drawing of a functional feakoes
not have the same capacity to distinguish goodsiaes ornamental subject matter, and
consumers presented with a simplified drawing of a purelgtimmal device are less likely to
associate the drawing with source than consumers presented with a simpéfiedgdof an
arbitrary or partially arbitrary device. Thus, functionalitysiguarely in issueand HPDC is
entitled to responses to its discoyvesquests

In declining to respond to HPDC'’s discovery requast$o functionality, Apple relies on
the Board’snon{precedentiatlecision on Samsung Electronics Co., Ltd’s Motion to Suspend in
Acer, Inc., et al v. Apple, Inc., Opposition No. 9119800&%ee Exhibit C The matter before the
Boardin that decision was not a discovery matter; rather, it involved Samsung’s requdsé tha
Board suspend the consolidated OppositiothéApplications during the pendency of a federal
lawsuit. The Board denied Samsung’s motion based primarily on the fact that the applications at
issue in the Opposition were not at issue in the federal lawsuit. dittee cited by Apple
addresses an argument by Samsung that Apple’s common law trade dress claimgact dhie

Opposition proceedingsThisis not relevanat allto the pending discovery in this opposition.
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DISCOVERY AS TO THIRD -PARTY USE OF ELEMENTS OF
APPLE’S ASSERTED MARKS

HPDC also propounded discoverggardingthird-party prior and cacurrent useof
devices andfeaturessimilar to those depicted in Apple’s simplified drawingacluding
rectangular shaplescreens, rounded corseand circular buttons. Apple refused to produce
documents and answer requests for admissions on thesetsubje

This information is clearly relevant becaugeApple’s simplified drawingsmerely
represent aesign that icommon in the industry, the purported marks wouldibegisterable
asgeneric, omerely descriptive with no proof of secondary meaniAga minimum, evidence
of widespreadhird-party use tends to show weakness of the purported raacks/ould reduce
any potential for confusiorLikewise, prior or concurrent industwyide use of the individual
features of Apple’s simplified drawings also bears on weakness of the marks, andhlpiment
confusion.

This is plainlyrelevant andliscoverable informatiom a 2(d) oppositionin Armstrong
Cork Co. v. World Carpets, Inc., 597F.2d496 (3" Cir. 1979),cert denied 444 US 932, the court
found that 85 other companies’ use of WORLD in the carpet business weighed agaiosga
mark. See also General Mills, Inc. v. Kellogg Co., 824 F.2d 622 (8Cir. 1987)(evidence of third
party usage of similar marks and similar goods admissible to show makkamel worthy of
only limited protection). Because the information sought is relevant or ltkelgad to the
discovery of admissible evidence, the discovery requested is appropriate.

DISCOVERY ON IP APPLICATION DEVELOPMENT COMPANY
HPDC propounded tke requests for production (Nos. -28) andfour requests for

admission(Nos. 14) inquiring about issues relating to AP-LLC’s pending intento-use

APPLICANT'S MOTION TO COMPEL PRODUCTION OF DOCUMENTS AND TO
DETERMINE SUFFICIENCY OF OBJECTIONS AND ANSWERS TO REQUESTS FOR
ADMISSION —-PAGE 7



application that prelatesApple’s asserted rights in various registrations that contain the word
IPAD. Apple objected to this discovery on the basis of purported overbreadth, burden and
relevance.

In responding to HPDC regarding the basis for its objections, Apgderted that
HPDC'’s request did not seek relevant informati@causeipple had notassertd claims based
on any applications filed by IPAILLC. This misses the point. The issueMisether a third party
owns or claims to owany marksor dominant portions of markthat Apple is assertingn this
Opposition. The discovery rules are broadly drafted so as to allow discovery of information that
is reasonably calculated to lead to the discovery of admissible evidenak. RF€iv. P.
26(b)(1). In this case, if a third party has prior rights gtlominantelement of the marks upon
which Apple reles in this Opposition, it could weigh agaidgiple’'s claim of a likelihood of
consumer confusion and couddso demonstrate that theegistrations upon which Apple relies
are subject to challenge

OVERBREADTH AND UNDUE BURDEN OBJECTIONS

Apple also objected to the foregoing discovery requests based on overbreadth and undue
burden. However, it is welccepted thathe party resistingdiscovery*must show sgcifically
how each [request] is not relevant or how each questiooveésly broad burdensome ro
oppressive."McLeod, Alexander, Powel & Apffel, P.C. v. Quarles, 894 F.2d 1482, 1485 (5th
Cir.1990) (holding thatobjectionsto document eguests on the grousdhat they were Gverly
broad burdensome, oppressive, and irrelevant” werefficgent). “The burdenis on theparty
who opposes its opponent's request for production to show specificallgdubwrequest] is not
relevant or how each [request]agerly broad burdensome or oppressiveSE.C. v. Brady, 238

F.R.D. at 436. Irorder to satisfy itburden the objectingparty must make a specificletailed
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showing of how the request is burdensorit.at 437.

Despite HPDC'’s specific request for an explanation of htswliscovery was overly
broad or unduly burdensome, Apple stood on its objections without providing an explanation.
Apple cannot provide a plausible explanation because HPDStowkry is relevant and
narrowly drafted to address the relevant issues. Acwlyd HPDC requests that the Board
overrule Apple’s objections and order Apple to respond in full to HPDC'’s requests.

CONCLUSION

In conclusion, Apple has wholly failed to cooperate in discovery. Instgaule has
asserted numerous, unsupported olpestihasfailed to produceany documents; antfias failed
to answer requests for admission based on wholly unexplabgdtionsas to burden and
breadth In fact, Apple refuses to produce precisely the information HPDC requires for its
defense, namely infmation that tends to show that the Applications featyreraly functional
and commonplace design, and information that tends to show that IPAD is owned gy a thir
party. Accordingly, HPDCrequess that the Board overrule Apple’s object®oandorder Apple
to produce the requested documents and to properly answer the requests for admission.

RICHARD LAW GROUP
/sl Elizann Carroll
James F. Struthers
Elizann Carroll
Molly Buck Richard
Richard Law Group
8411 Preston Road, Suite 890
Dallas, TX 75227

214-206-4301
214-206-4330 (fax)
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CERTIFICATE OF CONFERENCE

This is to certify that the undersigned conferiredood faithwith counsel for Apple. The
parties exchanged detailed correspondence setting out their respective pasitimese unable
to resolve their differences. Accordingly, HPDC files this Motion to Compel

/s/ Elizann Carroll
ELIZANN CARROLL

CERTIFICATE OF SERVICE

| certify thaton August 102012, a true and correct copy of thiéotion to CompeProduction of
Documents andlfO Determine the Sufficiency of Objections and Answers to Requests for
Admissionwas served on Glenn Gundersen and Christine Hernandez, Dechert LLP, via email to
glenn.gundersen@dechert.com christine.hernandez@dechert.com and

trademarks@dechert.cotmy agreement of the parties.

/s/ Elizann Carroll
ELIZANN CARROLL
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Applications of HewletRackard Development Company, L.P.

made for

HP Pre®
Mark: s

Serial No.: 85/316,016
Published in the Official Gazettd October 18, 2011
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Mark: HP TouchPad
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made for
HP TouchPad
Mark:

Serial No.: 85/315,933
Published in the Official Gazettd October 25, 2011

APPLE INC.
Opposer,
V. OppositioNo. 91203865

HEWLETT-PACKARD DEVELOPMENT
COMPANY, L.P.

Applicant.

OPPOSER’'S RESPONSES AND OBJECTIONS TO
APPLICANT'S FIRST REQUESTS FOR PRODUCTION

Pursuant to Rule 2.120 of the Trademark RuiePractice and Rule 34 of the Federal
Rules of Civil Procedure, Opposer Apple.lnay its attorneys, hereby submits these first
amended responses and objections to Applicant’s First Requests for Production. The responses
are limited to information available to Oppos¢the present time and are provided without
prejudice to its right to presteadditional or alternative inforation later in this proceeding.

GENERAL OBJECTIONS

Opposer objects to Applicantsstructions and Definitionand to each of these Requests
to the extent they exceed the requirementi®fTrademark Rules of Practice and the Federal
Rules of Civil Procedure, and tioe extent that they seek infioation protected by the attorney-

client privilege, the work prodacioctrine, or other legally regnized privileges and obligations.



In providing these responses to ApplicarRequests for Production, Opposer does not
waive or intend to waive:

* objections as to competency, relevance, materiality or admissibility;

* rights to object on any ground to thesusf any of the responses contained

herein in this or angubsequent proceeding;

* objections as to vagueness or ambiguity; or

* rights to object on the same or otheogmnds to these or any further discovery

requests in this proceeding.

Opposer further objects to Applicant’s fidtion No. 1 as vague, ambiguous, overly
broad, unduly burdensome, and exceeding the regents of the Trademark Rules of Practice
and the Federal Rules of Cilocedure, insofar as it requer®pposer to identify entities
“purporting to act on behalf of Apple Inc.”

The foregoing General Objections are herelopiiporated into Opposer’s responses to
each of the Requests set forth below andhatevaived by any of Opposer’s individual
responses.

RESPONSES



REQUEST FOR PRODUCTION NO. 3 Documents sufficient to show when Opposer’s first
iPhone-branded product was created and pdrticipated in its external design.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relemanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 4 Documents sufficient to show when Opposer’s first
iPad-branded product was created and who participated in its external design.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the

discovery of admissible evidence.



REQUEST FOR PRODUCTION NO. 14 All unlicensed third-party packaging and
advertisements that employ a rounded rectangéeteedemark, graphic element, or portion of a
trademark or graphic elemefdy Opposer’s Identified Goods.

RESPONSE

Opposer objects to this Request on the grodmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks informationereigtevant nor reasably calculated to
lead to the discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 15 Specimens or photographs of all Opposer’s
products that have curved external corners.




RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 16 Specimens or photographs of all Opposer’s
products that have a round button.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relemanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 17 Specimens or photographs of all Opposer’s
products that haveractangular screen.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 18 All documents that refer or relate to any purpose,

advantage or user preference for curvedfgmsed to other shapesternalcorners on
Opposer’s Identified Goods.

RESPONSE

Opposer objects to this Request on the grodmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereigtevant nor reasably calculated to
lead to the discovery of admissible evidence.
REQUEST FOR PRODUCTION NO. 19 All documents that refer or relate to any purpose,

advantage or user preference for round@msed to other shapes) buttons on Opposer’'s
Identified Goods.




RESPONSE

Opposer objects to this Request on the grotmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereidtevant nor reasably calculated to
lead to the discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 20 All documents that refer or relate to any purpose,

advantage or user preference for rectangukaopgosed to other shapes) screens on Opposer’s
Identified Goods.

RESPONSE

Opposer objects to this Request on the grotmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereidtevant nor reasably calculated to
lead to the discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 21 All documents that refer or relate to use by

Opposer, or others, of screghat are not substantiallgectangular, in conjunction with
Opposer’s Identified Goods.

RESPONSE

Opposer objects to this Request on the grotmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereidtevant nor reasably calculated to

lead to the discovery of admissible evidence.



REQUEST FOR PRODUCTION NO. 24 All documents evidencing third party use of design
features that Opposer contends infringgiigported trade dress for the Apple iPhone.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 25 All documents evidencing third party use of design
features that Opposer contends infringeiigported trade dress for the Apple iPad.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 26 Documents sufficient to establish the nature of

Opposer’s relationship with IP Application sopment LLC, owner of U.S. Application No.
77/913,563 for the mark IPAD.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly

burdensome and seeks information neither relewanteasonably calcukad to lead to the



discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 27 All documents that relate to IP Application
Development Company LLC’s intent to use th&IPmark in the United States at the time U.S.
Application No. 77/913,563 was filed.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 28 All trademark assignments and licenses between
Opposer and IP Applicaih Development Company LLC.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 29 All documents relating to Opposer’s choice of
curved external corners for tgple iPhone over alternate designs.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 30 All documents relating to Opposer’s choice of a
rectangular screen for the Appkhone over alternate designs.

RESPONSE
Opposer objects to this Request onghmunds that it is overly broad, unduly

burdensome and seeks information neither relewanteasonably calcukad to lead to the



discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 31 All documents relating to Opposer’s choice of a
round button for the Apple iPhone over alternate designs.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 32 All documents relating to Opposer’s choice of
curved external corners for the Apple iPad over alternate designs.

RESPONSE

Opposer objects to this Request ondheunds that it is overly broad, unduly
burdensome and seeks information neither relemanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 33 All documents relating to Opposer’s choice of a
rectangular screen for the ApgPad over alternate designs.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence.

REQUEST FOR PRODUCTION NO. 34 All documents relating to Opposer’s choice of a
round button for the Apple iPad over alternate designs.

RESPONSE

Opposer objects to this Request onghmunds that it is overly broad, unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the

discovery of admissible evidence.



REQUEST FOR PRODUCTION NO. 35 All documents evidencingdlies or research done
by or for Opposer on external design fae #ypple iPhone, includg but not limited to
documents reflecting customer preferencesustomer complaintsbout handheld device
designs.

RESPONSE

Opposer objects to this Request on the grotmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereidtevant nor reasably calculated to
lead to the discovery of admissible evidence.
REQUEST FOR PRODUCTION NO. 36 All documents evidencingstlies or research done

by or for Opposer on external design for the Apgplad, including but not limited to documents
reflecting customer preferences or customer complaints abodiélal device designs.

RESPONSE

Opposer objects to this Request on the grotmalsit is vague and ambiguous, overly
broad, unduly burdensome and seeks information ereidtevant nor reasably calculated to

lead to the discovery of admissible evidence.

Date: June 29, 2012 By: __ /Christine M. Hernandez/
GlennmA. Gundersen
Christine M. Hernandez

Dechert LLP

CiraCentre,2929Arch Street
Attorneys for Opposer Philadelphia, PA 19104-2808
APPLEINC. Telephone215-994-2183

CERTIFICATE OF SERVICE

| hereby certify that a true and correct cafyOpposer’'s Responses and Objections to
Applicant’s First Requests for Production isngesent by e-mail to James F. Struthers at
jim@richardlawgroup.com, as agreleylthe parties, on June 29, 2012.

[ChristineM. Hernandez/
Christine M. Hernandez
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APPLE INC.
Opposer,
V. OppositioNo. 91203865

HEWLETT-PACKARD DEVELOPMENT
COMPANY, L.P.

Applicant.

OPPOSER’'S RESPONSES AND OBJECTIONS TO
APPLICANT’'S FIRST REQUESTS FOR ADMISSION

Pursuant to Rule 2.120 of the Trademark RuiePractice and Rule 36 of the Federal
Rules of Civil Procedure, Opposer Apple Iray,its attorneys, hereby submits these responses
and objections to ApplicantBirst Requests for Admissio.he responses are limited to
information available to Opposer at the presegne and are provided without prejudice to its
right to present additional alternative informatiotater in this proceeding.

GENERAL OBJECTIONS

Opposer hereby incorporates its Objectionth&oDefinitions set forth in Applicant’s
First Requests for Production, sentextewith, as if fully set fth herein. Opposer objects to
Applicant’s Instructions and Definitions and tach of these Requests to the extent they exceed

the requirements of the Trademark Rules of Rra@nd the Federal Rules of Civil Procedure,



and to the extent that they seek informatiasigeted by the attorney-client privilege, the work
product doctrine, or other legallya@gnized privileges and obligations.

In providing these responses to Applicarftirst Requests for Admissions, Opposer does
not waive or intend to waive:

* objections as to competency, relevance, materiality or admissibility;

* rights to object on any ground to thesusf any of the responses contained

herein in this or angubsequent proceeding;

* objections as to vagueness or ambiguity; or

* rights to object on the same or otheogmnds to these or any further discovery

requests in this proceeding.

The foregoing General Objections are herelopiiporated into Opposer’s responses to
each of the Requests set forth below andhatevaived by any of Opposer’s individual
responses.

RESPONSES

REQUEST FOR ADMISSION NO. 1: Admit that Opposer is notlacensee of IP Application
Development Company LLC.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 2. Admit that on May 30, 2012, there was no written
trademark license agreement between IP Application Development Company LLC and Opposer.




RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 3: Admit that on January 16, 2010, there was no written
trademark license agreement between IP Application Development Company LLC and Opposer.

RESPONSE

Opposer objects to this Request on theugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 4:  Admit that Opposer v not a licensee of IP
Application Development Gupany LLC on January 16, 2010.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit

or deny the Request, and on that basis denies it.



REQUEST FOR ADMISSION NO. 6: Admit that Opposer did not conduct a trademark
clearance on the first iPad’s prodeonfiguration pior to introduction.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 7:  Admit that Opposer was not the first company to
produce handheld electronic dee$ that have round buttons.

RESPONSE

Opposer objects to this Request on theugds that it is overly broad and unduly
burdensome and seeks information neither relemanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 8 Admit that Opposer was not the first company to
produce handheld electrandevices that have rectangular screens.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 9:  Admit that Opposer was not the first company to
produce handheld electrordevices that have curved external corners.




RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.
REQUEST FOR ADMISSION NO. 10 Admit that Opposer was not the first company to

produce handheld electronic devices that haend buttons, rectangulacreens and curved
external corners.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit

or deny the Request, and on that basis denies it.



REQUEST FOR ADMISSION NO. 25  Admit that Opposer was not the first company to
produce mobile phones that have round buttons.




RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 26: Admit that Opposer was not the first company to
produce mobile phones that have rectangular screens.

RESPONSE

Opposer objects to this Request on theugds that it is overly broad and unduly
burdensome and seeks information neither relemanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 27:  Admit that Opposer was not the first company to
produce mobile phones that have curved external corners.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.
REQUEST FOR ADMISSION NO. 28 Admit that Opposer was not the first company to

produce handheld cellular telephones that haued buttons, rectangulacreens and curved
external corners.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly

burdensome and seeks information neither relewanteasonably calcukad to lead to the



discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 29 Admit that Opposer was not the first company to
produce tablet computers that have round buttons.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 300 Admit that Opposer was not the first company to
produce tablet computers that have rectangular screens.

RESPONSE

Opposer objects to this Request on theugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.

REQUEST FOR ADMISSION NO. 31: Admit that Opposer was not the first company to
produce tablet computers that have curved external corners.

RESPONSE

Opposer objects to this Request on thaugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegiming objections, Opposer is unable to admit

or deny the Request, and on that basis denies it.



REQUEST FOR ADMISSION NO. 32 Admit that Opposer was not the first company to
produce tablet computers thaaive round buttons, rectangulscreens and curved external
corners.

RESPONSE

Opposer objects to this Request on theugds that it is overly broad and unduly
burdensome and seeks information neither relewanteasonably calcukad to lead to the
discovery of admissible evidence. Based on thegming objections, Opposer is unable to admit
or deny the Request, and on that basis denies it.
Date: June 29, 2012 By: __ /Christine M. Hernandez/

GlennmA. Gundersen
Ghristine M. Hernandez

Dechert LLP

CiraCentre,2929Arch Street
Attorneys for Opposer Philadelphia, PA 19104-2808
APPLEINC. Telephone215-994-2183

CERTIFICATE OF SERVICE

| hereby certify that a true and correct cafyOpposer’'s Responses and Objections to
Applicant’s First Requests for Admission is bgsent by e-mail to James F. Struthers at
jim@richardlawgroup.com, as agreleylthe parties, on June 29, 2012.

/ChristineM. Hernandez/
Christine M. Hernandez




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Applications of Hewlett-Packard Development Company, L.P.

made for

Mark: IRE Fref
Serial No.: 85/316,016
Published in the Official Gazetts October 18, 2011

made for

HP Vi
Mark: —

Serial No.: 85/315,978
Published in the Official Gazettsf October 18, 2011

made for

Mark: HP TouchPad

Serial No.: 85/315,880
Published in the Official Gazettsf October 25, 2011

made for
HP Pre®
Mark:

Serial No.: 85/315,996
Published in the Official Gazetta October 25, 2011

made for

HP Veer
Mark:

Serial No.: 85/315,959
Published in the Official Gazettsf October 25, 2011

EXHIBIT



made for
HP TouchPad
Mark:

Serial No.: 85/315,933
Published in the Official Gazettsf October 25, 2011

APPLE INC.
Opposer,
V. Opposition No. 91203865

HEWLETT-PACKARD DEVELOPMENT
COMPANY, L.P.

Applicant.

OPPOSER'S FIRST SET OF INTERROGATORIES

Pursuant to Rule 2.120 of the Trademark Rules of Practice and RuktB8 Federal
Rules of Civil Procedure, Opposer Apple Inc. (“Apple”), by its ateys, hereby requests that
Applicant Hewlett-Packard Development Company, L.P. answeiolleving Interrogatories
separately and fully in writing, under oath, within 30 days.

INSTRUCTIONS

If Applicant objects to any one or more of these Interrogatories onritnengl of
privilege, overbreadth, vagueness or similar ground, Applisaimistructed to answer each such
Interrogatory within the 30-day period as narrowed to conform wighobjection. Where
Applicant lacks knowledge of exact information responsive to arrogatory, Applicant is
instructed to say so and to answer the Interrogatory to the best oégemrknowledge.

If Applicant contends that any document requested by thesedgigtories is subject to a



claim of privilege, attorney work product, or otherwise, Appliceninstructed to identify (1) the
nature of the document (e.qg., letter, fax, email, etc.) and thesuijatter discussed therein; (2)
the name of each author, maker or sender of the document; (3) e afeeach addressee or
recipient of the document and, if the document is an agreememathes of the parties to the
agreement; (4) the date that appears on the document, or if unttegethte the document was
prepared; (5) the number of pages comprising the document; (fyéisent location of the
document; (7) the name, job title, employer and address of thtediaa of the document; and
(8) the basis for any claim of privilege that the document is withheld

These Interrogatories are continuing. If Applicant discovelscates any information
that was not or could not be produced for the reasons discubsed,aor for any other reason,
or, if Applicant discovers any additional information that is ecad by any of these
Interrogatories, Applicant should immediately notify Opposedansel and supplement its
responses to these Interrogatories.

DEFINITIONS

The following definitions are applicable to terms employed in theseringatories, in the
Instructions accompanying these Interrogatories and in these Deimit

A. The term “person” refers to natural persons, organizatisssg@ations,
partnerships, joint ventures, corporations and other legal entinesthe actions taken by a
person include the actions of his or her or its partners, emploggests, representatives,
consultants, independent contractors, attorneys, or accouatdimg on the person’s behalf.

B. The words “and” and “or” shall be construed in both the conjurecéind

disjunctive.



C. Any word that is used in the singular shall be construed to includeltinal @nd

vice versa.
D. The word “all” means “any and all,” the word “any” means “anydail.”
E. The terms “refer” and “relate” and “reference” mean directlynalirectly

mentioning, discussing, describing, pertaining to or connewtdd a stated subject matter.

F. The term “document” is used in its customary broad sense and @asses,
without limitation, all handwritten, typed, printed or otherwissually or aurally reproduced
materials, whether copies, drafts or originals, and irrespecfiwdether they are privileged
against discovery on any ground, or within the possessiomaustr control of Applicant, or its
employees, agents, representatives, consultants, indep@odéractors, attorneys, or
accountants, including but not limited to: letters, corresponderatges, wires, facsimiles,
telegrams, notes, memoranda, diaries, e-mails and other eleatnessages, notes or records of
telephone conversations, notes or records of personal catiogrs or interviews, interoffice and
intraoffice communications of all types, drawings, plans, dkes¢charts, notebooks, data,
photographs, movies and recordings, books, catalogs, labelagiag, containers, tags,
advertisements, promotional materials, storyboards, presseslg&ports, studies,
guestionnaires, assignments, agreements and other oftigatpand legal instruments,
management reports, project reports, and minutes and reponessdings, lists of persons
attending meetings, bills, invoices, orders, books, records, pilddished material of any kind,
and microfilms of documents that may have been destroyed.

Any copy of a document containing or having attached to it any altergtnotes,

comments or other material not included in the original document bealeemed a separate



document.

G. “Identify,” as used with respect to a date means to provide teeaat month,
day, and year.

H. “Identify,” as used with respect to products, means to descridertbducts
briefly and to describe their intended use.

l. The term “Applicant” refers to Hewlett-Packard Developmentany, L.P. as
well as its directors, officers, employees, agents, attorneysuitants, independent contractors
and representatives. It also refers to all Affiliated Companiesaisas the directors, officers,
employees, agents, attorneys, consultants and representdtsresh Affiliated Companies.
Where use of a Mark is concerned, “Applicant” also means all gilispnt’s past and present
licensees and all others who use, have used, or intend to use sukkviktaApplicant’s consent
or under Applicant’s control or authority.

J. The term “Affiliated Companies” means all companies, orgeions,
partnerships, and other legal entities that are wholly or partly ownedntrolled by Hewlett-
Packard Development Company, L.P. either directly or indirectly.

K. The term “Mark” means all forms of trademarks and trade namegyding
without limitation service marks, fictitious names, corporate lansiness names, logos, designs,
trade dress and devices.

L. The term “Applicant’'s Marks” refers to the marks identified in Apjlilon Serial
Nos. 85/316,016, 85/315,978, 85/315,880, 85/315,996, 833%5and 85/315,933.

M. The term “Opposer’'s Marks” refers to the marks identified in Reegigon Nos.

3,341,286 and 3,818,792 and Application Serial Nos. 85/025&2025,637, 85/028,983,



85/028,975, 85/028,997, 85/029,010, 85/040,770, and 85/025,6
N. The term “use” means the definition for “use in commerce” give8ection 45 of

the Trademark Act of 1946 (15 U.S.C. § 1127).



INTERROGATORY NO. 13

Describe in detail all products that you contend share a “commesigitewith the mark
shown in Application Serial No. 85/040,770 (“Opposer’s iPhorea®), as stated in paragraph 3
of the Affirmative Defenses of Applicant’'s Answer, and for eacbtsproduct, identify with
particularity those elements of the product that you contend to beoimfhon” with Opposer’s
iPhone Mark.

INTERROGATORY NO. 14

Describe in detail all products that you contend share a “commesigitewith the mark
shown in Application Serial No. 85/025,647 (“Opposer’s iPad Waras stated in paragraph 6
of the Affirmative Defenses of Applicant’'s Answer, and for eacbtsproduct, identify with
particularity those elements of the product that you contend to beoimfhon” with Opposer’s
iPad Mark.



Date: June 8, 2012 By: [ 4/)/\/0 MW

GlennX. Gundersén

Christine M. Hernandez

Dechert LLP

Cira Centre, 2929 Arch Street
Attorneys for Opposer Philadelphia, PA 19104-2808
APPLE INC. Telephone: 215-994-2183

CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of Opposer’s First Set of Interrogatories is
being sent by e-mail to James F. Struthers at jim@richardlawgroup.com, as agreed by the parties,

on June 8, 2012, (i Mﬂ%

(fﬁnstme M. Hernandez
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VIA E-MAIL

Elizann Carroll
Richard Law Group
8411 Preston Road
Suite 890

Dallas Texas, 75225

Re:  Applelnc. v. Hewlett-Packard Development Company, L.P., Opp. No. 91203865
Dear Elizann:
| write in response to your July 11 letter concerning Appbliscovery responses.

The vast majority of Applicant’s requests seek discoveryhanproduct configuration of Apple’s
iPhone and iPad devices and various design elements ofenuiwines, tablet computers and
handheld electronic devices. The marks that Apple hastasserits Notice of Opposition in this
proceeding are two-dimensional logotypes, not productigorations, and the Notice of
Opposition does not assert that Applicant’s marks causgismm with the trade dress of any
Apple products.

The Board has already noted the distinction between Appldsdimensional logotypes and its
three-dimensional product configurations. Acer Inc. et al v. Apple Inc., Opposition No.
91198009, Opposer Samsung Electronics Co., Ltd. (“Saniysangght to suspend the
proceeding pending the resolution of the federal cougdiibn between Samsung and Apple. As
you surely know, that litigation concerns whether the desigSamsung’s devices infringes
Apple’s trademark, trade dress and design patent rightdertiying Samsung’s motion, the Board
recognized that Apple’s marks shown in Serial Nos. 85/040,ahd 85/025,647 are “two-
dimensional simplified drawings and/or logos of [Applesshart phone and computer tablet
products . . . used or intended to be used in association witsgories for applicant’s smart
phones and computer tablets and not for the electronic detieemselves.” Dkt. No. 22 at 7.
The Board further found that whether a product configuraisofunctional, nondistinctive or
generic is irrelevant to whether a two-dimensional logortgrtable:
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[E]ven assumingrguendo, that the district court finds that applicant’s pleaded kaaare
functional, nondistinctive trade dress and/or generidigamations of applicant’s smart
phones and/or computer tablets, such a finding would noeberchinative or have a
bearing on whether applicant’s marks involved herein, Wigie used or intended to be
used in association with accessories for applicant’s spteme and/or computer tablets
and not for the electronic devices themselves, are furatjondistinctive
configurations of one or more of applicant’s goods or medagcriptive of the goods
identified in applicant’s subject applications.

Id. at 11. Thus, there is no basis for your contention that fimiation on the configuration and
features of Apple’s iPhone and iPad mobile digital eledt@ommunication devices are directly
related to the marks that are simplified drawings of thosecds.” Accordingly, Apple

maintains its objections to Requests for Admission 5-102582 and Requests for Production
15-25 and 29-36.

Requests for Admission 1-4 and Requests for Production82&e2k discovery concerning certain
applications filed by IP Application Development LLC, whibave not been asserted by Apple in
this proceeding. Thus, Apple maintains it objections tortHevance of such requests. With
respect to Request for Production 14, Apple maintains ifsation that “packaging and
advertisements that employ a rounded rectangle as a trakleimaague and overbroad, as is the
term “graphic element”, but Apple agrees to conduct a reasiersearch and produce non-
privileged documents in its possession, custody or cqrttsahe extent that any such documents
exist, with respect to trademarks that employ a rounde@dngbe. Finally, with respect to
Applicant’'s complaints regarding Opposer’'s General Qipes, we note that Applicant too
asserted similar objection$ee, e.g., Applicant’s statement that “HPDC will respond to these
Interrogatories as required by the Federal Rules of CiaitBdure and objects to any attempts by
Opposer to broaden or expand HPDC'’s obligations.” Nevéfise pursuant to your request, we
clarify that in accordance with Apple’s objection to Apgitt’s Definition No. 1, in each
response Apple has not construed the terms “Opposer”, “gotyour” to include entities
“purporting to act on behalf of Apple,” but has not otherwisbed on any general objections in
its responses to specific requests.
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We are in the process of preparing the first installment of Apple’s production, on DVDs in PDF
format, and will send to you shortly. Please contact me if you wish to discuss any of the
foregoing.

Sincerely,
Mbﬁn@dezf\.&
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