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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

BEATS ELECTRONICS, LLC )  
 )  
Opposer, )  
 )  

v. ) Opposition No. 91203192 
 )  
MERKURY INNOVATIONS, LLC )  
 )  
Applicant. )  

MOTION TO COMPEL DISCOVERY  

Opposer, Beats Electronics, LLC (“Beats”), hereby moves the Board pursuant to TBMP 

§§ 411 and 523, Fed. R. Civ. P. 37(a), and 37 CFR §§ 2.120(a) and 2.120(e) for an order  

compelling Applicant, Merkury Innovations, LLC (“Merkury”), to produce Ki Kang and Steven 

Levy for deposition.  With discovery set to close on June 18, 2015, Merkury has refused to 

produce these deponents.  As set forth in detail herein, the Board should compel the testimony of 

Messrs. Kang and Levy because Merkury has failed to previously object to the depositions, and 

more importantly, the testimony is highly relevant and not available through any other source.  

Additionally, Merkury has committed to search for and potentially produce some additional 

documents, and, based on that representation, Beats reserves its rights to seek to compel if that 

production is not forthcoming, or is inadequate. 

I.  THE BOARD SHOULD COMPEL MERK URY TO PRESENT ITS EMPLOYEES 
FOR DEPOSITION 

Beats is entitled to depose Ki Kang, Merkury’s Creative Director, and Steven Levy, its 

co-founder and Vice President, because they possess unique knowledge that is not available 

through any other sources.  Merkury’s Rule 30(b)(6) witness—the single witness Merkury has 

produced for deposition—identified Messrs. Kang and Levy as the only people with knowledge 

of (1) who first proposed the mark URBAN BEATZ; (2) what other marks (if any) Merkury 
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considered before adopting URBAN BEATZ; (3) why URBAN BEATZ was selected by 

Merkury; (4) why Merkury decided to file a trademark application for URBAN BEATZ; (5) 

whether a trademark clearance search for URBAN BEATZ was performed; and (6) if any such 

search was performed, who performed the search. 

Furthermore, Merkury has produced a mere 77 pages of documents to date (Dec. of K. 

Nye; ¶ 5), and has refused to produce any e-mails (Id. at ¶15).  The paucity of Merkury’s 

document production further shows that Messrs. Kang and Levy possess knowledge that cannot 

be obtained elsewhere. 

On May 7, 2014, Beats noticed the depositions of Messrs. Kang and Levy.  Merkury did 

not object to those notices, nor did Merkury object to the amended deposition notices that Beats 

served on April 29, 2015, after settlement discussions proved unfruitful and these proceedings 

resumed.  In fact, not only did Merkury fail to object to the deposition notices, on April 30, 2015, 

Merkury informed Beats that Messrs. Kang and Levy were available to be deposed on May 19, 

and May 20, 2015. (Id. at ¶ 9.) When counsel for Beats wrote to Merkury on May 12, 2015 to 

confirm those dates, and ensure that Messrs. Kang and Levy were deposed within the discovery 

period (i.e., by June 18, 2015), Merkury did a sudden about-face.  On May 13, 2015—more than 

a year after Beats originally noticed Messrs. Kang and Levy’s depositions—Merkury objected 

for the first time and has now refused to provide the witnesses for their depositions. (Id. at ¶ 11.) 

Beats has attempted to resolve these matters without the involvement of the Board.  

Specifically, on May 14, 2015 and again on May 19, 2015, counsel for Beats and counsel for 

Merkury discussed the issues addressed in the May 12 and May 13 letters via telephone.  (Id. at ¶ 

12.)  Counsel for Beats provided relevant cases regarding those issues to counsel for Merkury, 

and counsel for Merkury indicated its willingness to consider that case law and respond.  (Id.) 
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However, when no response was immediately received, Beats served second amended deposition 

notices, along with a further letter regarding its concerns. (Id. at Ex. 8.)  The parties met and 

conferred regarding these issues on June 15, 2015 via phone.  (Id. at ¶ 15.)  At that point, counsel 

for Merkury stated that is stood on its objections and would refuse to produce Messrs. Kang and 

Levy for deposition.  (Id.)  Accordingly, Beats has been forced to file this Motion. 

For the reasons discussed below, Merkury should be compelled to produce Messrs. Kang 

and Levy for their depositions. 

A. Merkury Has Waived Its Right To Object. 

Beats served deposition notices for Ki Kang and Steven Levy on May 7, 2014, after the 

deposition of Merkury’s corporate designee, Chabi Orfali, showed they were likely to have 

discoverable information.  A few weeks after the service of the initial deposition notices, the 

parties began discussing settlement seriously, proceedings were suspended (Dckt. 31 and 32), 

and the depositions were put on hold.  (Id. at ¶ 8.)  After settlement discussions proved unfruitful 

and proceedings resumed, on April 29, 2015, Beats served first amended deposition notices.  (Id. 

at Ex. 5.)  In a phone call on April 30, 2015, counsel for Merkury stated that while the noticed 

dates (May 12 and 13, 2015) were not suitable for the witnesses’ schedules, the witnesses were 

available on May 19 and 20, 2015.  (Id. at ¶ 9.) 

On May 12, 2015, counsel for Beats wrote to counsel for Merkury to, among other 

things, confirm May 19 and 20 for the depositions of Messrs. Kang and Levy.  (Id. at Ex. 6.)  In 

response—despite never having raised an issue or objection regarding these depositions in the 

preceding year—and in fact having just days before provided suggested dates for these 

depositions, Merkury’s counsel wrote back on May 13, 2015 referring to these depositions as 

“harassment” and “unacceptable” and refusing to produce the witnesses.  (Id. at Ex. 7.)  Because 

Merkury failed to timely object to the deposition notices—and in fact, conceded they were 
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proper—Merkury has waived its right to object to the depositions of Messrs. Kang and Levy at 

this late date. “A failure to respond or object to a discovery request in a timely manner waives 

any objection which may have been available.”  See Cohalan v. Genie Indus., Inc., 276 F.R.D. 

161, 163 (S.D.N.Y. 2011) (finding untimely objections to requests for production were waived); 

Eldaghar v. City of New York Department of Citywide Administrative Services, No. 02 cv 

9151(KMW)(HBP), 2003 WL 22455224, at *1 (S.D.N.Y. Oct. 28, 2003) (holding that failure to 

object to a document request must constitute a waiver because “[a]ny other result would . . . 

completely frustrate the time limits contained in the Federal Rules and give a license to litigants 

to ignore the time limits for discovery without any adverse consequences.”) (internal quotation 

marks and citations omitted). 

B. The Employees’ Testimony Is Highly Relevant and Not Available Through 
Any Other Sources. 

The Board permits a party to “‘depose any person, including a party. . . .’”  See TBMP § 

404.02 (quoting Fed. R. Civ. P. 30(a)). Merkury has nevertheless refused to produce Messrs. 

Kang and Levy for deposition.  Merkury maintains its untenable position despite the fact that its 

own corporate designee, Chaby Orfali, testified that

This testimony alone is sufficient to warrant the taking of their depositions.  See TBMP § 414 
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(providing that information concerning, inter alia, a party’s (particularly a defendant’s) selection 

and adoption of its mark, and a party’s plans for expansion, are discoverable). 

The need for the depositions of Messrs. Kang and Levy is exacerbated by the fact that 

Mr. Orfali was unable to recall, among other things,

Mr. Orfali also testified he was unable to recall

Beats is entitled to depose Messrs. Kang and Levy in order to obtain the discoverable 

information that Mr. Orfali was unable to provide, and that Mr. Orfali testified Messrs. Kang and 

Levy could provide.  This is true regardless of whether Mr. Orfali testified to the same or related 

topics.  Progress Bulk Carriers v. Am. S.S. Owners Mut. Prot. & Indem. Ass’n, 939 F. Supp. 2d 

422, 430 (S.D.N.Y. 2013) (permitting deposition of three of defendant’s employees, who were 

not designated as 30(b)(6) witnesses, because plaintiff identified a reasonable independent basis 

for deposing the individual, and as such, the deposition would not be “unnecessarily repetitive” 

of a 30(b)(6) deposition).  Moreover, because Mr. Orfali was unable to testify regarding several 

topics set forth in Beats’ Rule 30(b)(6) notice to Merkury—including the circumstances of key 

decisions, relevant to Merkury’s intent in this case—Merkury is required to produce Messrs. 

Kang and Levy for depositions.  See, e.g., Fieldturf USA, Inc. v. Astroturf, LLC, 2015 U.S. Dist. 

LEXIS 64498, *1 (E.D. Mich. Apr. 14, 2015) (plaintiff permitted to take personal deposition of 

defendant’s employee to seek information on topic that defendant’s 30(b)(6) witness was unable 
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to testify to); TBMP § 404.06(b) (providing that if a Rule 30(b)(6) witness is unable to testify, 

“the organization is obliged to provide a substitute and to prepare a designee to provide 

testimony in areas as to which its other representatives were uninformed”). 

C. Merkury’s Meager Document Production Makes Kang and Levy’s 
Testimony Critical. 

The need for Messrs. Kang and Levy’s depositions is compounded by the fact that to 

date, Merkury has produced, in total, 77 pages of documents.  (Id. at ¶5.)  Moreover, counsel for 

Merkury stated that it has not and will not search e-mail for relevant correspondence.  (Id. at 

¶15.)  The scant document production suggests that significant communication regarding the 

crucial issues of the case likely happened via e-mail or in person, further supporting the need for 

Beats to take the depositions of more than one witness.  Thus, this motion should be granted, and 

Merkury be ordered to produce Messrs. Kang and Levy for deposition at a time mutually 

convenient for the parties. 

II.  BEATS RESERVES ITS RIGHTS REGARDING MERKURY’S DISCOVERY 
RESPONSES 

On August 29, 2012, Beats originally served on Merkury its first set of Requests for the 

Production of Documents (id. at Ex. 1, the “Requests”) and first set of Interrogatories (Id. at Ex. 

2, the “Interrogatories”).  Among the Requests are (i) documents sufficient to identify all 

product(s) and services offered by Merkury under the URBAN BEATZ mark and the manner in 

which Merkury uses or intends to use the URBAN BEATZ mark (Request 2); (ii) documents 

sufficient to identify the prices Merkury charges and Merkury’s sales (in units and dollars) of 

each product offered under the URBAN BEATZ mark (Request 3); and (iii) documents that 

disclose or describe the characteristics or profiles of the type of person or entity that purchases 

products sold under the URBAN BEATZ mark (Request 5).  Merkury produced responsive 

documents regarding its sales, customers, and product catalogs on November 29, 2012, but has 
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refused to produce any e-mails.  (Nye Dec. at ¶ 4.)  Similarly, Interrogatory 6 requests that 

Merkury identify every trade show at which any URBAN BEATZ product is or has been 

advertised or promoted.  Merkury responded to the Interrogatories on November 29, 2012.  (Id.) 

On June 10, 2015, counsel for Beats requested that Merkury supplement the now years-

old document production and interrogatory response.  (Id. at Ex. 8.)  On June 11, 2015, counsel 

for Merkury indicated that it would not do so because supplementation would be “unduly 

burdensome and unnecessary” (id. at Ex. 9), notwithstanding Merkury’s ongoing duty to 

supplement its responses.  See TBMP § 408.03; Fed. R. Civ. P. 26(e).  On June 16, 2015, 

however, counsel for Merkury agreed to supplement its production.  (Id. at ¶ 14.)  Accordingly, 

Beats reserves its right to review the sufficiency of that production and move to compel further 

production — including of e-mails — as may be necessary. 

III.  CONCLUSION 

Beats has been forced to bring this Motion to Compel by Merkury’s sudden and 

unjustified decision to withhold the deposition testimony of its Creative Director, Ki Kang, and 

Co-Founder, Steven Levy.  Additionally, though Merkury has stated it may produce 

supplemental documents, it has not yet done so, and Beats has therefore not had an opportunity 

to review and test the sufficiency of any such production prior to the close of discovery.  

Therefore, pursuant to TBMP §§ 411 and 523, Fed. R. Civ. P. 37(a), and 37 CFR §§ 2.120(a) and 

2.120(e), Beats moves this Board for an order compelling Merkury to produce Messrs. Kang and 

Levy for deposition in addition to full and complete responses to all pending discovery requests. 

Respectfully submitted, 

Date:  June 17, 2015 s/ Michael G. Kelber____________ 
One of the Attorneys for Opposer, 
Beats Electronics, LLC 
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Michael G. Kelber 
Katherine Dennis Nye 
Neal, Gerber & Eisenberg LLP 
2 N. LaSalle Street, Suite 1700 
Chicago, Illinois 60602 
312.269.8000 

Dale Cendali 
Bonnie Jarrett 
Kirkland & Ellis LLP 
601 Lexington Avenue 
New York, NY 10022 
(212) 446-4800 
 



CERTIFICATE OF SERVICE 

I, Michael G. Kelber, an attorney, state that I served a copy of Motion to Compel 
Discovery on: 

Marc Jason 
Amster, Rothstein & Ebenstein LLP 
90 Park Avenue 
New York, NY 10016 

via U.S. Mail on this 17th day of June, 2015. 

 Respectfully submitted, 

By: s/Michael G. Kelber  
One of Their Attorneys 
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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

Beats Electronics, LLC ) 
   ) 
  Opposer ) 
   ) 
 v.  ) Opposition No. 91203192 
   ) 
Merkury Innovations, Inc. ) 
   ) 
  Applicant. ) 

NOTICE OF DEPOSITION  
 

To: Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  
 

 

 
PLEASE TAKE NOTICE THAT Opposer Beats Electronics, LLC by and through its 

attorneys, and pursuant to Rule 30 of the Federal Rules of Civil Procedure, will take the oral 
deposition of Ki Kang at the offices of Esquire Deposition Solutions at 1384 Broadway, 19th 
Floor, New York, NY 10018, before a duly-qualified notary public or other person authorized by 
law to record depositions, beginning at 1:30 p.m. on May 27, 2014, and continuing thereafter 
until completed. 

 
Respectfully submitted,  

Dated:  May 7, 2014     __/Katherine Dennis Nye/_______ 
One of the Attorneys for Opposer, 
Beats Electronics, LLC 

 
Michael G. Kelber 
Lawrence E. James 
Katherine Dennis Nye 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 2200 
Chicago, Illinois  60602 
(312) 269-8000 
 



 

 

CERTIFICATE OF SERVICE  

 I, Katherine Dennis Nye, an attorney, state that I served a copy of the foregoing Notice of 

Deposition upon: 

Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  

via e-mail transmission and U.S. Mail, First Class postage prepaid on this 5th day of March, 
2014. 

  

       __/Katherine Dennis Nye/______  
       Katherine Dennis Nye 
NGEDOCS: 2156830.1  



 

IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

Beats Electronics, LLC ) 
   ) 
  Opposer ) 
   ) 
 v.  ) Opposition No. 91203192 
   ) 
Merkury Innovations, Inc. ) 
   ) 
  Applicant. ) 

NOTICE OF DEPOSITION  
 

To: Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  
 

 

 
PLEASE TAKE NOTICE THAT Opposer Beats Electronics, LLC by and through its 

attorneys, and pursuant to Rule 30 of the Federal Rules of Civil Procedure, will take the oral 
deposition of Steven Levy at the offices of Esquire Deposition Solutions at 1384 Broadway, 19th 
Floor, New York, NY 10018 before a duly-qualified notary public or other person authorized by 
law to record depositions, beginning at 9:30 a.m. on May 28, 2014, and continuing thereafter 
until completed. 

 
Respectfully submitted,  

Dated:  May 7, 2014     __/Katherine Dennis Nye/______ 
One of the Attorneys for Opposer, 
Beats Electronics, LLC 

 
Michael G. Kelber 
Lawrence E. James 
Katherine Dennis Nye 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 2200 
Chicago, Illinois  60602 
(312) 269-8000 



 

CERTIFICATE OF SERVICE  

 I, Katherine Dennis Nye, an attorney, state that I served a copy of the foregoing Notice of 

Deposition upon: 

Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  

via e-mail transmission and U.S. Mail, First Class postage prepaid on this 5th day of March, 
2014. 

  

        __/Katherine Dennis Nye/______ 
        Katherine Dennis Nye 

NGEDOCS: 2156820.1  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Beats Electronics, LLC ) 
   ) 
  Opposer ) 
   ) 
 v.  ) Opposition No. 91203192 
   ) 
Merkury Innovations, Inc. ) 
   ) 
  Applicant. ) 

AMENDED NOTICE OF DEPOSITION  
 

To: Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  
 

 

 
PLEASE TAKE NOTICE THAT Opposer Beats Electronics, LLC by and through its 

attorneys, and pursuant to Rule 30 of the Federal Rules of Civil Procedure, will take the oral 
deposition of Ki Kang at the offices of Esquire Deposition Solutions at 1384 Broadway, 19th 
Floor, New York, NY 10018, before a duly-qualified notary public or other person authorized by 
law to record depositions, beginning at 9:30 a.m. on May 12, 2015, and continuing thereafter 
until completed. 

 
Respectfully submitted,  

Dated:  April 29, 2015    __/Katherine Dennis Nye/_______ 
One of the Attorneys for Opposer, 
Beats Electronics, LLC 

 
Michael G. Kelber 
Katherine Dennis Nye 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 2200 
Chicago, Illinois  60602 
(312) 269-8000 
 



 

 

CERTIFICATE OF SERVICE  

 I, Katherine Dennis Nye, an attorney, state that I served a copy of the foregoing Notice of 

Deposition upon: 

Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  

via e-mail transmission and U.S. Mail, First Class postage prepaid on this 29h day of April, 2015. 

  

       __/Katherine Dennis Nye/______  
       Katherine Dennis Nye 
NGEDOCS: 2156830.1  



 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Beats Electronics, LLC ) 
   ) 
  Opposer ) 
   ) 
 v.  ) Opposition No. 91203192 
   ) 
Merkury Innovations, Inc. ) 
   ) 
  Applicant. ) 

AMENDED NOTICE OF DEPOSITION  
 

To: Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  
 

 

 
PLEASE TAKE NOTICE THAT Opposer Beats Electronics, LLC by and through its 

attorneys, and pursuant to Rule 30 of the Federal Rules of Civil Procedure, will take the oral 
deposition of Steven Levy at the offices of Esquire Deposition Solutions at 1384 Broadway, 19th 
Floor, New York, NY 10018 before a duly-qualified notary public or other person authorized by 
law to record depositions, beginning at 9:30 a.m. on May 13, 2015, and continuing thereafter 
until completed. 

 
Respectfully submitted,  

Dated:  April 29, 2015    __/Katherine Dennis Nye/______ 
One of the Attorneys for Opposer, 
Beats Electronics, LLC 

 
Michael G. Kelber 
Katherine Dennis Nye 
Neal, Gerber & Eisenberg LLP 
Two North LaSalle Street, Suite 2200 
Chicago, Illinois  60602 
(312) 269-8000 



 

CERTIFICATE OF SERVICE  

 I, Katherine Dennis Nye, an attorney, state that I served a copy of the foregoing Notice of 

Deposition upon: 

Marc J. Jason 
Amster, Rothstein & Ebenstein LLP  
90 Park Avenue  
New York, NY 10016  

via e-mail transmission and U.S. Mail, First Class postage prepaid on this 29h day of April, 2015. 

  

        __/Katherine Dennis Nye/______ 
        Katherine Dennis Nye 

21187035.1  
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Intellectual Property Law

90 Park Avenue

New York NY 10016

Main 212 336 8000
Fax 212 336 8001
Web www.arelaw.com

May 13, 2015

Via E-Mail

Michael G. Keiber, Esq.
Neal, Gerber &Eisenberg LLP
Two North LaSalle Street
Chicago, IL 60602

Dear Michael:

Pnrtners

Daniel Ebenstein

Philip H. Gottfried

Neil M. Zipkin

Anthony F. Lo Cicero

Kenneth P. George

Abraham Kasdan, Ph.D.

Ira E. Silfin

Chester Rothstein

Craig J. Arnold

Joseph M. Casino

Michael V. Solomita

Charles R. Macedo

Michael J. Kasdan

Founding Partners

Morton Amster, of Counsel

Jesse Rothstein (1934 -200.

Senior Couruel

D3arion P. Metelski

Alan D. Miller, Ph.D.

Marc J. Jason
Richazd S. Mandazo

Max Vem

Holly Pekowsky

Brian A. Comack

Matthieu Hausig

Benjamin M. Halpern*
Jung S. Hahn

Associates

Patrick Boland*
Benjamin Chazkow

Mazk Berkowitz

Samuel Lo

Suzue Fujimori

Jessica Capasso

Brian Amos, Ph.D.

Addie Bendory

William M. Frank

Marc J. Jason
Direct 212 336 8099
E-mail mjason @arelaw.com

Re: Beats Electronics, LLC v. Merkury Innovations LLC
TTAB Opposition No. 91203192
Our File: 58188144

Hajime Sakai, Ph.D.

Amit Pazikh

Richazd P. Zemsky*

Brendan O'Dea

David P. Goldberg

* Not admitted in New York

We write in response to your letter of May 12, 2Q 15. We note at the outset that,
after speaking with Kate Dennis Nye on Apri130, 2015 regarding depositions, we waited 12 days
for a response, which we received at 6 pm last evening. We now have less than one week until
the discovery deadline.

With respect to your refusal to produce Andre Young for deposition, and your
alternative offer of "less intrusive" methods of discovery, such as a 30(b)(6) designee, we note
that the Beats Rule 30(b)(6) designee, Tyler Williamson, was already unable to testify regarding
the selection and meaning of the BEATS mark. As Mr. Williamson clearly testified at his
deposition, he was not familiar with the creation of the name itself; "it was Dre [Andre Young]
who had had the name of Beats, as you know. It was his idea to call the company Beats."
Williamson Tr. at 18-9. Mr. Young's selection of the term "Beats" is relevant to issues of
descriptiveness /suggestiveness, the strength of the mark, and the ability of Beats to prevent
others from using the term, even if spelled alternatively and used with other modifiers. This
issue is central to the case, and we demand that Mr. Young be produced for deposition.

Indeed, Beats has taken the deposition of one of Merkury's principals, Chaby
Orfali, on precisely the same issues, and much more. Mr. Orfali was asked (and was able to
answer) numerous question regarding the creation of the URBAN BEATZ mark, as well as
extensive questions about Merkury's use of the mark, channels of trade, customers, pricing, etc.
Merkury is a small company with a handful of employees, and Mr. Orfali was able to testify
regarding all relevant issues in the case. Nevertheless, Beats now seeks to depose Merkury's
other principal, Steve Levy, and Ki Kang, Merkury's Creative Director, regarding the very same
issues that Mr. Orfali already testified to. This is harassment and it is unacceptable.
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Unlike Mr. Young, Mr. Levy has a business to run, and Mr. Kang has work to da
The harassment of Merkury by Beats (and now Apple) has lasted for almost four years now, and
it is a cloud hanging over Merkury's head. We have suspended the proceedings time and time
again, at your instigation, to allow the parties to discuss settlement. Meanwhile, Merkury waited
7 months (from July 2014 to February 2015) for a response to its last settlement offer -- a
response that we believe Beats did not make in good faith.

Now, with mere days left until the discovery deadline, you decline to produce a
witness on a topic your Rule 30(b)(6) witness was unable to testify about; and for the first time
you threaten us with a motion to compel if we do not respond immediately to discovery that was
propounded 15 months ago. Aside from the fact that most, if not all, of the information
requested was already provided (to the extent it exists and is not objectionable), we do not
appreciate your threat after the numerous delays and abundant discovery that have taken place.

We will be providing the documents referenced on page 2 of your letter that
Merkury committed to producing, except for trademark searches, as we have ascertained that
none exist.

Please let us know when you are available for a call to further discuss these
issues.

Very truly yours,

AMSTER ROTHSTEIN & EBENSTEIN LLP

!~

Marc J. n
MJJ:

cc: Katherine Dennis Nye, Esq.
Anthony F. LoCicero, Esq.
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June 11, 2015

Via E-Mail

Katherine Dennis Nye, Esq.
Neal, Gerber &Eisenberg LLP
Two North LaSalle Street
Chicago, IL 60602

Dear Kate:

Marc J. Jason
Direct 212 336 8099
E-mail mjason @arelaw.com

Re: Beats Electronics, LLC v. Merkury Innovations LLC
TTAB Opposition No. 91203 192
Our File: 58188/44

Hajime Sakai, Ph.D.

Atnit Pazikh

Richard P. Zemsky*

Brendan O'Dea

David P. Goldberg

* Noc admi[ted in New York

We write in response to your letter dated June 10, 2015. We note that we
received your letter at the close of business yesterday; we had not heard from you since May 19,
more than 3 weeks ago; and we are now 1 week from the discovery deadline.

With respect to depositions of Steven Levy and Ki Kang, as we told you
previously, Mr. Levy is a principal of Merkury, which is a very small company. His availability
is not flexible, and you have given only one week's notice for a deposition. Regardless of the
timing, however, as I stated to you previously, the topics an which you wish to depose Mr. Levy
(e.g., creation of the URBAN BEATZ mark, product line, channels of trade, etc.) have already
been addressed at length during the deposition of Merkury's other principal, Chaby Orfali. We
believe that Beats' notice of Mr. Levy's deposition amounts to nothing more than harassment
and a scorched earth tactic that is unwarranted in this case, which has been pending for 3 '/2
years. Similarly, Ki Kang, Merkury's Creative Director, has nothing to add to the testimony of
Mr. Orfali regarding creation of the URBAN BEATZ mark. Noticing his deposition also
constitutes harassment.

Beats, on the other hand, has objected to producing Andre Young for deposition.
Mr. Young actually possesses relevant knowledge regarding selection and meaning of the
BEATS mark that is not only relevant to the case, but also has not been addressed by other
witnesses. Beats' Rule 30(b)(6) witness was unable to testify about selection of the mark. As
we stated to you previously, Beats' Rule 30 (b)(6) witness, Tyler Williamson, clearly testified at
his deposition that he was not familiar with the creation of the "Beats" name itself; "it was Dre
[Andre Young] who had had the name of Beats, as you know. It was his idea to call the
company Beats." Williamson Tr. at 18-9. Mr. Young's selection of the term "Beats" is relevant
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to issues of descriptiveness /suggestiveness, the strength of the mark, and the ability of Beats to
prevent others from using the term, even if spelled alternatively and used with other modifiers.
This issue is central to the case. We understand that Beats disputes the relevance of Mr. Young's
testimony. However, the cases you cited to us in support of your position were not relevant at
all, let alone persuasive. We are prepared to let the TTAB rule on this issue.

With respect to the FIuY headphones and your discovery requests related thereto,
we stand by our objections. Your requests appear to us to be intended to harass and intimidate,
nothing more. Again, we are prepared to let the TTAB rule on this issue.

With respect to your requests for documents reflecting first sale of URBAN
BEATZ products, we initially note that this is the first we are hearing of this alleged deficiency
in connection with our responses and objections dated November 19, 2012. Aside from the more
than 2 %2 year delay in voicing this objection, we note that priority is not an issue in this
proceeding. The URBAN BEATZ application was filed as an intent -to -use application.
Moreover, we did produce documentation -- including a summary of URBAN BEATZ sales
starting in 2011 (MERK00033) and an invoice dated Apri129, 2011 (MERK00034) -- indicating
first use of the mark in 2011. First use of the mark in 2011 was also confirmed by Mr. Orfali
during his deposition. In view of the above, Merkury will not be producing additional
documents regarding this issue.

With respect to Beats' third set of requests to admit, requests for production and
interrogatories, Merkury will provide its responses and objections in due course.

Finally, with respect to supplementation of previously produced documents, such
as sales documents, customer lists, catalogs and the like, Merkury objects to supplementation
because it is unduly burdensome and unnecessary. The numerous extensions of time in this
proceeding were requested by Beats. The bottom line is that Beats has sufficient information it
needs to try the case.

We are available to discuss these issues early next week. Please let us know when
you are available.

MJJ:

cc: Anthony F. LoCicero, Esq.
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Very truly yours,
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