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I.  INTRODUCTION 

Pursuant to the parties’ Stipulation to Participate in Accelerated Case Resolution under 

37 C.F.R. § 2.128, Petitioner CR License LLC dba Canyon Ranch (“Canyon Ranch”) submits 

this Rebuttal Brief in Support of its Petition to Cancel U.S. Trademark Registration Nos. Reg. 

No. 3,927,500 [Grand Canyon Ranch & Design] and its Oppositions to U.S. Trademark 

Application Serial No. 77/905,088 [Grand Canyon Ranch at Spirit Mountain & Design] filed and 

owned by Grand Canyon Ranch, LLC (“GCR”).  These marks are referred to collectively as the 

“Disputed Marks.”   

The evidence demonstrates that consumers are likely to be confused as to the source, 

association or sponsorship of GCR’s services as a result of GCR’s use of the Disputed Marks, 

which are confusingly similar to Canyon Ranch’s famous CANYON RANCH® mark.  GCR’s 

attempt to claim that the marks are not confusingly similar, that the services offered under the 

marks differ, and that the customer base of GCR and Canyon Ranch differ, is based on faulty 

reasoning and conclusory statements that are unsupported by law or evidence.   

In addition, GCR has failed to rebut the decades of unsolicited media attention and other  

evidence that shows the CANYON RANCH® mark became famous prior to GCR’s application 

to register the Disputed Marks and that GCR’s marks are likely to blur the distinctiveness of the 

famous CANYON RANCH® mark and/or tarnish the CANYON RANCH® mark.  The fact that 

no survey evidence was provided does not diminish the strength of the evidence submitted by 

Canyon Ranch.   
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II.  ARGUMENT 

A. Response to GCR’s Evidentiary Objections 

1. Objection to Supplemental Affidavit of Jerrold I. Cohen 

GCR’s objection to the Jerrold I. Cohen’s Supplemental Affidavit as being untimely 

disclosed lacks merit.  To the contrary, each statement found in the supplemental affidavit was 

taken nearly verbatim from Canyon Ranch’s interrogatory responses, which were served on June 

5, 2012.  The supplemental affidavit merely presents this evidence in affidavit form.  

Specifically: 

 Paragraph 2 of Cohen’s Supplemental Affidavit was the response Canyon Ranch 

provided to GCR’s Interrogatory No. 6. 

 Paragraph 3 of Cohen’s Supplemental Affidavit was the response Canyon Ranch 

provided to GCR’s Interrogatory No. 7 

 Paragraph 4 of Cohen’s Supplemental Affidavit was the response Canyon Ranch 

provided to GCR’s Interrogatory No. 16 

 Paragraph 5 of Cohen’s Supplemental Affidavit was the response Canyon Ranch 

provided to GCR’s Interrogatory No. 58.   

A copy of the discovery responses are attached hereto as Exhibit A.   

The attachments to the supplemental affidavit were also disclosed before the January 31, 

2014 deadline.  The documents bates labeled CR000905 to CR001032 were originally produced 

to GCR on June 5, 2012 with Canyon Ranch’s responses to GCR’s document requests and then 

produced again on January 10, 2014 to show corrected bates numbers.  A copy of the Jan. 10, 

2014 Cover Letter enclosing the final document disclosure, a copy of the CD covers, and an 

index of the CDs showing that the documents produced go from CR00001 to CR003821 are 

attached hereto as Exhibit B. Contrary to GCR’s contentions, the documents attached to the 

Supplemental Affidavit and the factually testimony contained in the Supplemental Affidavit 
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were previously disclosed by Canyon Ranch to GCR before the close of Canyon Ranch’s 

testimony period on January 31, 2014.  GCR’s objection to Mr. Cohen’s supplemental affidavit 

should be overruled. 

2. Objection to Documents Bates Nos. CR003745-CR003821 

GCR’s objection to the documents attached to the Affidavit of Sean Garrison as Exhibit 

A should be overruled.  The documents bates labeled CR03745-CR003821 were produced in the 

final document disclosure by Canyon Ranch on January 10, 2014.  GCR’s counsel was sent 2 

CDs with all the documents, which included all bates labeled documents up to CR003821.  See 

Exhibit B.1  Because the documents were timely disclosed by Canyon Ranch, GCR’s objection 

should be overruled. 

3. Objection to Exhibit B to Sean Garrison’s Affidavit  

GCR’s hearsay objection to the the reviews from TripAdvisor®, Yelp®, and Google® 

attached collectively to Sean Garrison’s affidavit as Exhibit B should also be overruled.  These 

reviews are offered to prove (1) that numerous customers of GCR have publicly expressed their 

belief regarding their perceived deficiencies in the services provided by GCR and (2) that the 

public has been exposed to these customer complaints and may be aware of the information 

contained therein.   

First, these specific customer complaints are admissible under the present sense 

impression exception to the hearsay rule.  See Fed. R. Evid. 803(1); Lyons Partnership L.P. v. 

Morris Costumes Inc., 243 F.3d 789, 804 (4th Cir. 2001) (statements contained in articles by 

persons who perceived events are admissible under the present sense impression exception to the 

hearsay rule).  In Lyons, a trademark and copyright case, the plaintiff’s evidence included 

clippings from newspaper articles that “evidenced actual confusion between Duffy and Barney, 

                                                           
1 Canyon Ranch notes that the cover letter inadvertently omitted identifying CR03745-CR003821, but the 
documents were clearly contained on the CD. 
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not only by the children who were the subject of the articles, but by the reporters themselves, 

who erroneously described Duffy as ‘Barney.’” Id.  The defendant objected that the articles and 

statements contained therein were hearsay, but the Fourt Circuit rejected that argument holding 

that the statements were admissible under Fed. R. Evid. 803(1).  Id.  Likewise, the customer 

complaints exhibited in the reviews from TripAdvisor®, Yelp®, and Google® represent the 

impression that these customers had after experiencing GCR’s services.  As such, they are 

properly admissible under this exception to the hearsay rule.  Other courts have found such 

customer statements to be admissible under the “state of mind” exception under Fed. R. Evid. 

803(3).  See Lahoti v. Vericheck, Inc., 636 F.3d 501, 509 (9th Cir. 2011); Mary Kay, Inc. v. 

Weber, 601 F. Supp.2d 839, 847 (N.D. Tex. 2009); National Rural Elec. Coop. Ass’n v. Suzlon 

Wind Energy Corp., 78 U.S.P.Q.2d 1881, 2006 WL 1151404, *6 n.4 (T.T.A.B. 2006), aff’d 214 

Fed. Appx. 987 (Fed. Cir. 2007). 

Second, even if the hearsay exceptions did not apply, the reviews are also admissible to 

show that these statements about GCR’s services have been made, that they are publicly 

available and that the public may be aware and/or can easily discover them.  Specifically, they 

are admissible for what they show on their face, that they appeared on the sites on the specified 

dates and that they referred to GCR as “completely rundown,” as providing food that was “barely 

edible,” and as a “nighmare,” among other descriptions.  Whether or not these statements are in 

fact true is not the issue, nor is this evidence submitted to establish the truth of the statements.  

The fact that the statements were made and are publicly available is evidence of the potetntial 

tarnishment of the Canyon Ranch brand.  As such, the documents are not inadmissibile hearsay 

for this independent reason.  See Exxon Corp. v. Fill-R-Up Systems, Inc., 182 U.S.P.Q. 443, 445 

(T.T.A.B. 1974) (articles from trade publications admissible to show that they appeared in the 

publication on a certain date and that they contained certain information); Safer, Inc. v. OMS 
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Investments, Inc., 94 U.S.P.Q.2d 1031 (T.T.A.B. 2010) (admitting Internet materials where the 

document identifies its date of publication or the date it was accessed and printed, and its source 

URL). 

B. The Disputed Marks Are Confusingly Similar to the CANYON RANCH® Mark 

GCR does not dispute Canyon Ranch’s standing to pursue this action or Canyon Ranch’s 

priority over the Disputed Marks.  Accordingly, the only issue is whether the Disputed Marks are 

likely to cause confusion. 

1. The Disputed Marks and the CANYON RANCH® Mark Are Similar 

As the Board is aware, the test for determining the similarity of marks is not whether the 

marks can be distinguished in a side-by-side comparison, but whether the average consumer, 

“who normally retains a general rather than a specific impression of trademarks,” would likely 

be confused.  Sealed Air Corp. v. Scott Paper Co., 190 U.S.P.Q. 106, 108 (T.T.A.B. 1975).  

Applicant ignores this rule and instead relies on conclusory statements and inapposite case law to 

argue that the marks are dissimilar.  Nothing GCR argues diminishes the likelihood that a 

consumer would reasonably believe the famous CANYON RANCH had opened a new location 

at the Grand Canyon using a playful combination of its famous mark with the geographic 

location or had simply tacked the laudatory word “Grand” onto its mark. 

First, GCR claims that the marks are not similar because the Disputed Marks contain a 

highly stylized, fanciful design, and the words “GRAND CANYON RANCH” are also stylized.  

However, the law is well settled that where a mark is comprised of a word and a design, the word 

is normally accorded greater weight.  See M.C.I. Foods, Inc. v. Brady Bunte, 96 U.S.P.Q.2d 

1544, 1551 (T.T.A.B. 2010) (In a word-design combination mark, the word is “normally 

accorded greater weight because it would be used by purchasers to request the goods or 

services”).  Here, the words “GRAND CANYON RANCH” found in the Disputed Marks are the 
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dominant portion of the marks and are confusingly similar to “CANYON RANCH,” regardless 

of the inclusion of a design.  See In re Cont'l Graphics Corp., 52 U.S.P.Q.2d 1374, 1376 

(T.T.A.B. 1999) (finding that the standard character mark CONTINENTAL GRAPHICS was 

similar to the registered mark CONTINENTAL containing a globe design within a large letter 

“C” at the beginning of the mark).  GCR’s conclusory statement that this case is different 

because “no one would confuse a very stylized wording of GRAND CANYON RANCH with 

just the words CANYON RANCH” (GCR Brief, 10) is not supported by any case law or 

evidence.  In fact, the Board has consistently held that a standard character mark – such as the 

numerous CANYON RANCH® registrations of record – is not limited to any particular font, 

size, style, or color.  See In re Viterra Inc., 671 F.3d 1358, 1363 (Fed. Cir. 2012).  As such, the 

stylization in the Disputed Marks is irrelevant because the CANYON RANCH® mark is not 

limited in font and, as such, could be used in the same stylized font as the Disputed Marks.   

In addition, the cases cited by GCR to support its argument that the inclusion of a design 

and stylized wording is sufficient to convey a different commercial impression are inapposite.  

The cases of In Re Lytle Eng'g & Mfg. Co., 125 U.S.P.Q. 308 (T.T.A.B. 1960) and In re Univar 

Corp., 20 U.S.P.Q.2d 1865 (T.T.A.B. 1991) both examine whether an examiner properly refused 

registration of a mark on the grounds that the applied-for-mark was merely being used as part of 

an applicant’s trade name rather than as a trademark.  In both cases the Board found that the 

applied-for-mark was being used as a trademark based on the fact that stylized lettering was used 

by the applicant that was different from the other portion of the trade name.  Similarly, the case 

of Book Craft, Inc. v. BookCrafters USA, Inc., 222 U.S.P.Q. 724 (T.T.A.B. 1984) has nothing to 

do with whether stylization typesetting of a mark gives a distinct commercial impression from a 

standard character mark.  In Book Craft, the applicant conceded that its mark, which contained a 

design element, was likely to cause confusion with a standard character mark.  However, the 
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applicant claimed priority of use, which was the only issue in dispute.  As such, none of the cases 

cited by GCR support its argument that inclusion of stylized lettering and a design are sufficient 

to convey different commercial impressions. 

Second, GCR argues that the design is the dominant feature of the Disputed Mark and 

should be afforded greater weight because it disclaimed the terms “GRAND CANYON” and 

“SPIRIT MOUNTAIN.” 2  However, this statement is not supported by case law.  Instead, the 

Board has previously found that the dominant portion of a composite word and design mark is 

the literal portion, even where the literal portion has been disclaimed.  Giant Food, Inc. v. 

Nation's Foodservice, Inc., 710 F.2d 1565, 1570–71 (Fed. Cir. 1983) (finding that the term 

“GIANT” was the dominant portion of a mark consisting of the words GIANT HAMBURGERS 

with a large background design, even though the applicant disclaimed “GIANT 

HAMBURGERS.”); see also In re Viterra Inc., 671 F.3d at 1366.  Moreover, by GCR’s own 

admission, it disclaimed the term “SPIRIT MOUNTAIN” because it was geographically 

descriptive of the location of GCR’s facility.  (GCR Br., 12).  Therefore, the image of Spirit 

Mountain found in the Disputed Marks is equally descriptive, as it merely depicts the location of 

GCR’s facility. 

Lastly, GCR’s inclusion of the desert mountain design in the Disputed Marks only 

increases the likelihood of confusion between the marks because desert mountain landscapes are 

associated with the CANYON RANCH® mark.  GCR has no rebuttal to the evidence from third-

party publications and Canyon Ranch advertisements that show the CANYON RANCH® mark 

displayed with desert mountain landscapes similar to the design depicted in the Disputed Marks.  

This level of association supports the similarity of the marks, especially given that the average 

consumer “normally retains a general rather than a specific impression of trademarks.”   

                                                           
2 In fact, GCR disclaimed the term “Grand Canyon Ranch” not “Grand Canyon.” 
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In light of the foregoing, there can be no meaningful dispute that the Disputed Marks are 

confusingly similar to the CANYON RANCH® mark.  

2. The Parties’ Services Are Closely Related.  

The evidence shows that both parties offer temporary accommodation and restaurant 

services and excursions for tourists.  GCR attempts to distract the Board from this fact  by 

misreading the services provided under the Disputed Marks and the CANYON RANCH® mark 

and applying an overly burdensome standard for finding that the parties’ services are related. 

GCR’s brief also ignores the rule that goods or services need not be identical or even 

competitive to support a finding of likelihood of confusion.  See, e.g., In re Shell Oil Co., 992 

F.2d 1204, 1207, 26 U.S.P.Q.2d 1687, 1689 (Fed. Cir. 1993).  Rather, it is enough that the 

services are “related in some manner” and/or that the conditions and activities surrounding the 

marketing of the services are such that they would or could be encountered by the same persons 

under circumstances that could, because of the similarity of the marks, give rise to the mistaken 

belief that they originate from the same source.  See In re Martin’s Famous Pastry Shoppe, Inc., 

748 F.2d 1565, 1567, 223 U.S.P.Q. 1289, 1290 (Fed. Cir. 1984).  

The evidence demonstrates that the services provided under the Disputed Marks are at the 

very least commercially related to the services provided under the CANYON RANCH® mark.  

The Disputed Marks and the CANYON RANCH® mark are both used with lodging 

accommodations and restaurant services.  In addition, the Disputed Marks are used with 

“excursion arrangements for tourists” and “recreational and entertainment services,” services 

commercially related to the hiking and horse-back riding services provided by Canyon Ranch.  

As such, consumers could easily believe that Canyon Ranch, which offers lodging, restaurant 

services, and excursions such as hiking and horse-back riding, could be operating another resort 

called “Grand Canyon Ranch.” 
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In response to this evidence, GCR merely makes conclusory statements that the services 

are different because Canyon Ranch offers “high end” services and Canyon Ranch has never 

offered services at the Grand Canyon, but instead only in Tucson, Arizona; Lenox, 

Massachusetts; Las Vegas, Nevada; and Miami, Florida. (GCR Br., 13-16). These statements, 

though, do not rebut the evidence submitted by Canyon Ranch showing that the services 

provided by the parties are similar, especially given that the marks are used in connection with 

the same types of services – lodging, restaurant services, and excursions such as hiking and 

mountain biking – and in the same geographic area.  In fact, several of GCR’s brochures are 

targeted at Las Vegas tourists and advertise packages that include transportation from Las Vegas 

hotels.  (GCR Br., Turner Aff.,Exh. 3, 5).  Moreover, GCR’s own description of services in its 

GRAND CANYON RANCH registration expressly includes “resort lodging accommodations.”  

The parties’ services are clearly related. 

3. The Parties’ Customers Overlap 

When required to address the similarity of the parties’ channels of trade and customers, 

GCR again attempts to misdirect the Board’s attention by focusing on the parties’ “target 

audience,” rather than looking at whether the registration and application contain any limitations 

on the classes of consumers.  Case law provides a simple rule:  when the opposed application or 

registration do not contain any limitations on the channels of trade or classes of consumers, the 

good or services are assumed to travel in all normal channels of trade and to all prospective 

purchasers for the relevant goods or services.  See Victoria’s Secret Stores Brand Mgmt., Inc. v. 

Sexy Hair Concepts, LLC, 91 U.S.P.Q.2d 1671, 1672-73 n.1 (S.D.N.Y. 2009).  Nonetheless, 

GCR argues that the customers for the Disputed Marks differ from the CANYON RANCH® 

mark because GCR targets only customers that are seeking an “old west experience” while 

Canyon Ranch targets “high end, wealthy individuals” (GCR Br., 16).  No such distinction can 
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be drawn from the registration and application themselves.  Instead, the application and 

registration for the Disputed Marks do not contain any limitation as to classes of purchasers and 

as such are presumed to be offered to all potential customers for lodging, restaurant and bar 

services, and excursions, regardless of income.  See Valentino U.S.A., Inc. v. Florence Fashions 

(Jersey) Limited, 2010 WL 2783891 (T.T.A.B. 2010) (finding that because defendant’s 

applications and registrations did not contain a limitation as to trade channels and customers, 

“defendant’s trade channels include all types of stores, from high-end fashion boutiques and 

department stores to discount retailers, and defendant’s classes of purchaser range from the more 

discriminating purchaser to the general consumer”). 

Moreover, GCR’s conclusory argument that the parties’ customers differ is not supported 

by the very evidence it has submitted.  GCR admitted that its visitors include people from 

“throughout the United States and from numerous foreign countries.”  (GCR Br., Exh. A, Turner 

Aff., ¶ 10).  Similarly, the visitors to the CANYON RANCH properties come from across the 

United States and from foreign countries.  (CR Br., Exh.1, Cohen Aff., ¶¶  12, 14, 31-32).  In 

addition, the advertisements submitted by GCR describe the ranch as being “exclusive” and 

“premier” and shows that GCR offers VIP packages, spa treatments, and “high-end exclusive 

wedding” packages that include hair and makeup stylist, under the Disputed Marks.  (GCR Br., 

Turner Aff., Exh. 3).  Therefore, GCR’s evidence supports the conclusion that the parties’ 

customers overlap.  

4. Evidence of Actual Confusion 

GCR argues that the factor regarding evidence of actual confusion weighs against a 

finding of likelihood of confusion because GCR has allegedly used the Disputed Marks since as 

early as 2003 and Canyon Ranch has provided no evidence that consumers have been confused 

by the marks.  However, GCR has presented no evidence that proves that it started to use the 
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Disputed Marks in 2003 and, as such, the earliest date that can be used by GCR is the date the 

application was filed.  See Levi Strauss & Co. v. R. Josephs Sportswear Inc., 28 U.S.P.Q.2d 

1464, 1467 (T.T.A.B. 1993) (in the absence of proof, the filing date of the application and not 

the dates of use alleged in the application is treated as the earliest use date on which an applicant 

may rely).  In fact, the evidence presented by GCR shows that it continued to use the mark 

“Grand Canyon West Ranch” from the time it bought the facility in 2002 until at least 

2009/2010, as shown by the Heli USA Airways brochures attached to Mr. Turner’s Affidavit.  

(GCR Br., Turner Aff., Exhibits 2, 3).  The earliest use of the Disputed Marks is November 

2010, as this is the date noted on an article by Mr. Turner in a booklet titled “Grand Canyon 

Ranch.”  (Id. at Exhibit 7, GCR000034).  Moreover, by Mr. Turner’s own admission, GCR only 

changed the name of the facility to “Grand Canyon Ranch” after there was a dispute with the 

Hualapai Indian tribe regarding use of the name “Grand Canyon West Ranch.”  (Id. at ¶  4).  This 

dispute was not resolved until 2008.  See Grand Canyon West Ranch, LLC v. Hualapai Tribe, 88 

U.S.P.Q.2d 1501 (T.T.A.B. 2008).  As such, GCR cannot claim that there have been no incidents 

of actual confusion since 2003, as it did not start to use the Disputed Marks until sometime in 

2009/2010.   

In addition, the lack of any instances of actual confusion is not dispositive as to whether 

there is a likelihood of confusion between the Disputed Marks and the CANYON RANCH® 

mark, as actual confusion is notoriously hard to obtain.  See Am. Coll. Pers. Ass'n v. The Ass’n 

for the Promotion of Campus Activities, Inc., 2013 WL 3188907 (T.T.A.B. 2013).  Therefore, at 

most this factor is neutral as absence of actual confusion for such a short period of concurrent 

use is not dispositive. 
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5. There Is No Evidence of Third Party Use of Similar Marks on Similar Services 

GCR failed to address Canyon Ranch’s argument that its use of the mark CANYON 

RANCH® has been entirely exclusive in the marketplace, demonstrating the strong 

distinctiveness of the CANYON RANCH® mark.  As such, this factor is conceded and weighs 

in favor of a likelihood of confusion finding.   

6. The CANYON RANCH® Mark Is Famous for Purposes of Likelihood of 
Confusion 

As set out in Canyon Ranch’s ACR Trial Brief, the question of the fame of a mark for 

purposes of the “likelihood of confusion” analysis is crucial because a finding that a mark is 

famous will tip the analysis for many of the other confusion factors.  See Bose Corp. v. QSC 

Audio Prods., Inc., 293 F.3d 1367, 1371, 63 U.S.P.Q.2d 1303 (Fed. Cir. 2002).  In light of the 

centrality of the fame issues, it is not surprising that GCR has not meaningfully responded to 

Canyon Ranch’s overwhelming evidence of strong consumer recognition, other than to subsume 

the fame discussion within the dilution argument, which applies a different fame standard, and 

state in a conclusory fashion that the evidence is not sufficient to show fame.  

Mainly, GCR argues that the evidence is not sufficient to show fame because the 

extensive unsolicited media mentions submitted by Canyon Ranch are not corroborated by a 

third party and the printed publications can only be made of record for what they show on their 

face, and not for the truth of the matter asserted.  Essentially, GCR claims that the publications 

are inadmissible hearsay.  However, third-party publications discussing the mark are one of the 

main forms of evidence submitted to show the fame of a mark.  See Bose Corp., 293 F.3d at 

1372, 63 U.S.P.Q.2d at 1306 (noting that extensive media coverage can be used to show public 

renown); Umg Recordings, Inc. v. Mattel, Inc., 100 U.S.P.Q.2d 1868 (T.T.A.B. 2011) (noting 

that evidence of the fame of the MOTOWN mark includes excerpts from numerous publications, 

as well as media coverage and articles, from the 1960’s to the present, that discuss the Motown 
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recording history and the unique Motown sound).  Moreover, Canyon Ranch did not submit the 

publications to show the truth of the matter asserted in the articles, but instead to show that the 

CANYON RANCH® mark has been discussed and in fact featured in national publications like 

THE NEW YORK TIMES, USA TODAY, and TIME since the early 1980s and that some of these 

articles have referred to CANYON RANCH as “world renowned,” “legendary” and “famous.”  

See Exxon Corp.., 182 U.S.P.Q. at 445 (articles from trade publications admissible to show that 

they appeared in the publication on a certain date and that they contained certain information).  

As such, the articles are not hearsay, need not be supported by corroborating testimony, and are 

strong evidence that the CANYON RANCH® mark is famous. 

In addition, contrary to GCR’s claim, the testimony of Mr. Cohen, through his affidavit, 

is sufficient to support Canyon Ranch’s claim that it spent millions of dollars on advertising and 

promoting its products and services under the CANYON RANCH mark.  See Bose Corp., 293 

F.3d at 1372, 63 U.S.P.Q.2d at 1306 (noting that “we have consistently accepted statistics of 

sales and advertising as indicia of fame”).  Canyon Ranch is not required to submit spreadsheets 

or other evidence to substantiate these claims.  Furthermore, GCR’s argument that Canyon 

Ranch’s failure to submit a survey means there is insufficient evidence to show fame is incorrect.  

Survey evidence is not mandatory to establish fame where other evidence exists.  In fact, direct 

evidence in the form of surveys of the “fame” of the mark is not necessary as circumstantial 

evidence regarding the fame of the mark suffices.  See 6 MCCARTHY ON TRADEMARKS AND 

UNFAIR COMPETITION § 32:195 (4th ed. 2014); Bose Corp., 293 F.3d at 1374 (“As to the absence 

of any consumer surveys, we note that a footnote to the Board's own statement recognizes that 

direct evidence, such as surveys, is not ‘required in order to determine whether a mark is 

famous.’  Indeed, as noted above, virtually all of our precedent attributing fame to a mark has 
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done so through indirect evidence of the extent to which a mark has earned fame in the consumer 

marketplace.”) 

The Board cannot ignore the wealth of evidence in the record demonstrating the fame of 

the CANYON RANCH® mark, ranging from the mark’s appearances in nationally syndicated 

television shows, from The Oprah Winfrey Show to Monday Night Football.  (CR Br., Cohen 

Affidavit, ¶ 21), to its appearance in numerous national publications, including THE NEW YORK 

TIMES, USA TODAY, THE WALL STREET JOURNAL, FORTUNE magazine, and TIME magazine (Id., 

Exh. A, CR1799, CR1797; CR2028, CR 1860, CR1962-65, CR2120-2122), to its reference in 

TV dramas like the Real Housewives of New York and Gossip Girl (Id., ¶¶ 21, 23, 27).  These 

and other cultural references to the mark CANYON RANCH set out in the record are important 

because such context-free third-party references to the CANYON RANCH mark would be 

meaningless without wide-scale preexisting awareness of the mark in the audience.  It is the mere 

fact that these references are repeatedly made that evidences the fame of the CANYON RANCH 

mark. 

Moreover, the affidavits and evidence in this case have established that Canyon Ranch 

and its business partners have expended large amounts of resources in advertising the CANYON 

RANCH® mark in various media channels, such as print, direct mail, email, promotional 

contests, and social networking.  (Id., ¶ 31; CR Br., Exh. 2, Supp. Cohen Aff., ¶ 3).  And the 

uncontradicted record also establishes that the CANYON RANCH® mark has benefited from 

extensive third-party promotion as a result of numerous international awards received by the 

CANYON RANCH® properties– such as being named best spa in the world repeatedly by 

various sources.  This evidence all support  the extensive public recognition and renown of the 

CANYON RANCH® mark.  
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Therefore, in the face of GCR’s silence as to the extensive evidence of the fame of the 

CANYON RANCH® mark, the Board should conclude that this factor favors Canyon Ranch and 

strongly affects the rest of the confusion factors.   

7. Conclusion  

The foregoing discussion of the relevant confusion factors must be weighed along with 

the settled propositions that a well-known mark will be strongly protected, and any doubts as to 

whether there is a likelihood of confusion stemming from a junior user’s mark must be resolved 

in favor of the senior mark. See, e.g., Kenner Parker Toys v. Rose Art Indus., Inc., 963 F.2d 350, 

354, 22 USPQ2d 1453, 1457 (Fed. Cir. 1992) (“In consonance with the purposes and origins of 

trademark protection, the Lanham Act provides a broader range of protection as a mark’s fame 

grows.”).  Therefore, the balance of the likelihood of confusion analysis in this case tips strongly 

in favor of Canyon Ranch.  

C. Canyon Ranch Has Established the Elements of Dilution by Blurring  

The evidence in this case demonstrates that CANYON RANCH® is a truly famous mark 

that has become a household name and that GCR’s adoption of the Disputed Marks would likely 

dilute the distinctiveness of the CANYON RANCH® mark, and thus, that the opposition and 

cancellation should be sustained pursuant to Section 43(c).  (CR Br., 35-41).  GCR’s response 

with respect to Canyon Ranch’s claim of a likelihood of dilution by blurring focuses almost 

exclusively on its mistaken belief that dilution by blurring requires survey evidence and evidence 

that media outlets have associated Canyon Ranch with GCR in order to prove fame.   

GCR incorrectly asserts that the party alleging dilution “must provide evidence of (1) 

recognition by the other party, (2) intense media attention and (3) surveys” (GCR Br., 18).  

However, these factors are “examples of evidence” that show that a term is truly famous and are 

not required types of evidence.  See Toro Co. v. ToroHead Inc., 61 U.S.P.Q.2d 1164, 1180-1181 
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(T.T.A.B. 2001).  Therefore, the fact that Canyon Ranch did not submit survey evidence and that 

media outlets have not associated GCR and Canyon Ranch is not dispositive.  In addition, GCR 

seems to conflate the dilution factors with a likelihood of confusion analysis by arguing that 

dilution by blurring does not exist because (1) there is no evidence of actual confusion between 

the Disputed Marks and the CANYON RANCH® mark during their time of coexistence, (2) the 

customers differ, and (3) there is no evidence of counterfeiting or improper use.  (GCR Br., 20).  

The likelihood of confusion factors and whether Canyon Ranch and GCR compete for the same 

customers is irrelevant to a dilution argument.  See Eli Lilly & Co. v. Natural Answers, Inc., 233 

F.3d 456, 466 (7th Cir. 2000) (noting that the likelihood of confusion and whether the products 

compete are irrelevant for dilution purposes).   

In addition, GCR appears to claim that the CANYON RANCH® mark is not famous for 

dilution purposes because “Canyon Ranch has not provided any evidence of its expenditures for 

advertising.”  (GCR Br., 20).  As previously noted, Canyon Ranch provided such evidence 

through the Affidavit of Jerry Cohen.  (See CR Br., Cohen Aff., ¶  31).  And, more importantly, 

Canyon Ranch has provided overwhelming evidence of the fame of the CANYON RANCH® 

mark in terms of the duration of its use for more than thirty-five years; in terms of the extent of 

unsolicited media attention in national newspapers, national-distribution magazines ranging from 

pop culture magazines such as People to financial magazines such as Forbes, to television 

dramas and daytime talk shows in markets all across the country; in terms of a geographic scope 

that stretches throughout the entire country and, in fact, the world; in terms of expenditures that 

are in the millions for over thirty five years; and in terms of a level of marketing that includes 

numerous third parties who all want to capture some of the limelight of the mark’s renown.  See 

15 U.S.C. § 1125 (c)(2)(A)(i).  In addition, the kind of cultural references to the mark  



 

 17 4589784_1 

demonstrate a pervasiveness that is very much the kind of market recognition that is the epitome 

of a famous mark. 

With respect to the other elements of a dilution claim, GCR has not offered a single 

argument, or indeed any evidence, to contest that the CANYON RANCH® mark became famous 

before the Disputed Marks were filed or that the mark’s distinctiveness is likely to be blurred by 

the Disputed Marks.  Given GCR’s silence on these points, the Board is left to conclude that 

GCR is effectively conceding that its Disputed Marks will indeed whittle away at the 

distinctiveness of the senior CANYON RANCH® mark. 

The erosion of the market power of the famous CANYON RANCH® mark is precisely 

what Congress sought to prevent with the anti-dilution provisions of 15 U.S.C. § 1125(c)(1).  

Accordingly, Canyon Ranch respectfully submits that the Board must also sustain the opposition 

and cancellation on the basis of Canyon Ranch’s dilution claim pursuant to Section 43(c).  

D. Canyon Ranch Has Established the Elements of Dilution by Tarnishment 

In response to Canyon Ranch’s argument that the CANYON RANCH® mark will be 

diluted by tarnishment, GCR relies on its belief that the documents produced by Canyon Ranch 

showing the facility operated under the Disputed Marks has received extensive bad reviews are 

inadmissible hearsay.  However, as noted above, the documents are not being produced to prove 

the truth of the matter asserted, but instead, submitted merely for what they show on their face, 

that they appeared on the sites on the specified dates and that they referred to GCR as 

“completely rundown,” as providing food that was “barely edible,” and as a “nightmare,” among 

other descriptions.  As such, the documents are not inadmissible hearsay.  See Exxon Corp., 182 

U.S.P.Q. at 445 (articles from trade publications admissible to show that they appeared in the 

publication on a certain date and that they contained certain information).  In addition, GCR 

claims that dilution by tarnishment cannot be shown because Canyon Ranch failed to submit 
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survey evidence.  Again, there is no requirement that survey evidence be submitted.  See Visa 

Int'l Serv. Ass'n v. JSL Corp., 610 F.3d 1088, 1091 (9th Cir. 2010)(“a plaintiff seeking to 

establish a likelihood of dilution is not required to go to the expense of producing expert 

testimony or market surveys; it may rely entirely on the characteristics of the marks at issue.”) 

The evidence supports the conclusion that the CANYON RANCH® mark will be 

tarnished given that GCR’s services have been reviewed by guests as being of low quality and 

the public will associate the lack of quality of GCR’s services with Canyon Ranch’s services.  

See Deere & Co. v. MTD Products, Inc., 41 F.3d 39, 43 (2d Cir. 1994).  This is especially true 

given that the marks are extremely similar and consumers can reasonably believe that Canyon 

Ranch opened a “grand” version of “Canyon Ranch” or a Canyon Ranch location at the Grand 

Canyon called “Grand Canyon Ranch,” in a clever play off its existing name and the geographic 

location.    

Therefore, Canyon Ranch respectfully submits that the Board must also sustain the 

opposition and cancellation on the basis of dilution by tarnishment.   

III.  CONCLUSION 

For the reasons above, Canyon Ranch requests that the Board sustain its Opposition to 

United States Trademark Serial No. 77/905,088 and grant its Petition to Cancel United States 

Trademark No. 3,927,500. 
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