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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

MapMyFitness, LLC v. Andrew Smith 

Opposition No. 91202586 

 

ANSWER 

 

Using the numbered paragraphs as set forth in the notice of opposition (Opposition No. 

91202586) dated November 08, 2011, the Defendant states as follows: 

1. Defendant does not have sufficient information to admit or deny.  

2. Defendant does not have sufficient information to admit or deny. 

3. Defendant does not have sufficient information to admit or deny. 

4. Defendant does not have sufficient information to admit or deny. 

5. Defendant does not have sufficient information to admit or deny.  

6. Defendant does not have sufficient information to admit or deny.  

7. Defendant does not have sufficient information to admit or deny.  

8. Defendant does not have sufficient information to admit or deny.  

9. Defendant denies that its application to register the mark, MAPMY for goods and 

services namely: 

a. Application software for the input, capture, storing, processing and displaying of 

information, data, ads, coordinates and media in lists, pages and on a graphical 

information system or map on computers and mobile devices; communication 

software for electronically capturing, processing and distributing voice, voice 

commands, media, data, coordinates and information across computers and mobile 
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devices; computer games entertainment software for running computer games on 

computers and mobile devices; computer graphics software to manipulate images on 

computers and mobile devices; computer programs and recorded software for 

searching, downloading, recording and playing music and sounds on PC and mobile 

devices; computer software for analyzing data, namely, address and property 

information, stock market information, and displaying results on computer and 

mobile devices; computer software for managing networks, authorizing access and 

security on computer and mobile devices; computer software for publishing ads, 

blogs, video and media files on PC and mobile devices; computer software for 

communication purposes between microcomputers and mobile devices; interactive 

computer software for real time chat, video streaming, maps, advertising and 

gamming; computer software for managing the location of a device and devices in a 

region, and mapping and satellite imagery software 

b. Writing, design, creation, engineering, renting and upgrading of software and 

hardware for the capture, processing, storage and display of information, data, ads, 

coordinates and media on web pages, geographical information systems and maps, 

on computers, mobile devices, navigation or GPS systems; writing, design, creation, 

engineering, renting and upgrading of computer software and hardware for mapping, 

navigation and communications; writing, design, creation, engineering, renting and 

upgrading of computer and microcomputer navigation components and hardware; 

mapping software and hardware design and technical consultancy; installation and 

maintenance of computer software for publishing, mapping and communications; 

online provision of web-based non-downloadable software for the capture, 

processing and display of information, data, ads, coordinates and media on webpages 
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and geographical information systems, maps and navigation and GPS systems 

(Defendant’s Pending Mark) 

is confusingly similar to Opposer’s MAPMYRUN and MAPMYFITNESS registration 

and Opposer’s Pending Applications, MAPMYTRI, MAPMYHIKE, MAPMYRIDE, 

MAPMYWALK on the following grounds: 

a. there is no connection between the goods and services of Defendant’s Pending Mark 

and the goods and services of Opposer’s MAPMYRUN and MAPYFITNESS 

registrations and Opposer’s Pending Applications, MAPMYTRI, MAPMYHIKE, 

MAPMYRIDE, MAPMYWALK (“Opposer’s goods and services”) for reasons:  

(i)  Defendant’s and Opposer’s respective goods and services are used in 

different, unrelated ways to fulfil different and unrelated purposes. 

(ii)  Defendant’s and Opposer’s respective goods and services are generally 

marketed through different media and marketing channels. 

(iii) Consumer motivation for the use and purchase of each of Defendant’s and 

Opposer’s respective goods and services is separate and distinct. 

(iv)  The packaging, trade dress and marketing materials used by Defendant and 

Opposer in connection with their respective goods and services are distinctly 

different in appearance. 

(v)  Defendant’s goods and services are in Classes 9 and 42. Opposer’s goods and 

services covered Classes 35, 38, 41, 42 and 45. The only class of goods and 

services that Opposer’s and Defendant’s marks have in common is Class 42. 

Defendant denies that there is any similarity in the goods and services offered 

under this Class 42 and there is no similarity between the goods and services 

of Defendant’s Pending Mark and that of Opposer’s MAPMYRUN and 
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MAPMYFITNESS registration and its MAPMYTRI, MAPMYHIKE, 

MAPMYRIDE, MAPMYWALK applications. 

(vi)  Opposer by its own written admission by letter dated 18 September 2009 

admitted to Defendant that there are “substantial differences between the 

activities associated with the respective trade marks” (referring to the 

Defendant’s MAPMY registration in Australia and the Opposer’s then 

MAPMYFITNESS application in Australia). Opposer has also proposed a 

coexistence agreement to Defendant by letter dated 18 September 2009 (see 

Exhibit 1).  

(vii) Defendant holds two MAPMY trade mark registrations in Australia and did 

not oppose Opposer’s application for mark, MAPMYFITNESS in Australia 

on the basis that Defendant believed the goods and services of Defendant’s 

registered trade mark MAPMY and Opposer’s pending mark, 

MAPMYFITNESS to be significantly differentiated in the market place and 

in no way confuses the market or any customer. In addition, Defendant 

accepted in good faith Opposer’s letter dated 18 September 2009 stating 

Opposer’s view that there are “substantial differences between the activities 

associated with the respective trade marks” and that they can co-exist in the 

market place. 

(viii) Defendant has not experienced any market confusion with Opposer’s names 

and Opposer has never advised of any confusion and in fact has admitted in 

writing that there are “substantial differences between the activities 

associated with the respective trade marks” and proposed a coexistence 

agreement to Defendant by letter dated 18 September 2009. 
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b. The market and class of users for and the use of Defendant’s goods and services 

differ significantly from that of Opposer’s goods and services under its registered 

and Pending Applications.  

c. There are other registered marks with the word “mapmy”, namely, mapmywealth and 

mapmypage. 

10. Defendant does not have sufficient information to admit or deny that Defendant’s filing 

date is junior to Opposer’s dates of first use in commerce for Opposer’s MAPMYRUN 

and MAPMYFITNESS registration. Defendant’s mark MAPMY is registered in 

Australia from 27 November 2007 and by way of International Registration Number 

1004782 and under the Madrid Protocol, Defendant filed its application in the United 

States on 14 May 2009. Defendant’s first use in commerce in 2005 and has actively 

operated a social media under the Defendant’s MAPMY name/brand for over 5 years. 

Defendant holds MAPMY mark registrations in Australia, Canada, Japan and the United 

Kingdom, the filing dates for Defendant’s MAPMY registrations in Australia and the 

United Kingdom is senior to the filing dates of Opposer’s MAPMYRUN AND 

MAPMYFITNESS registrations and all of Opposer’s Pending Applications. The filing 

dates of Opposer’s applications for marks, MAPMYRIDE, MAPMYWALK, 

MAPMYHIKE, MAPMYTRI and MAPMYMEDIA are junior to the filing date and date 

of first use in commerce of Defendant’s pending application for MAPMY in the United 

States. 

11. Defendant denies that Opposer has standing to file the notice of opposition dated 

November 8, 2011. Defendant denies that if Defendant’s application to register MAPMY 

for goods and services as set out in Defendant’s application is allowed, it is likely to 

cause confusion under Section 2(d) of the Lanham Act due to similarities to Opposer’s 

marks and its goods and services and Opposer’s family of MAPMY-marks on grounds 
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that Defendant’s mark, MAPMY when used on or in connection with its goods and 

services is dissimilar to Opposer’s marks when used on or in connection with Opposer’s 

goods and services and is not likely to cause confusion, or to cause mistake, or to 

deceive supported by the following: 

(i) Defendant’s and Opposer’s respective goods and services are used in different, 

unrelated ways to fulfil different and unrelated purposes. 

(ii) Defendant’s and Opposer’s respective goods and services are generally marketed 

through different media and marketing channels. 

(iii) Consumer motivation for the use and purchase of each of Defendant’s and 

Opposer’s respective goods and services is separate and distinct. 

(iv) The packaging, trade dress and marketing materials used by Defendant and 

Opposer in connection with their respective goods and services are distinctly 

different in appearance. 

(v) Defendant’s goods and services are in Classes 9 and 42. Opposer’s goods and 

services covered Classes 35, 38, 41, 42 and 45. The only class of goods and 

services that Opposer’s and Defendant’s marks have in common is Class 42. 

Defendant denies that there is any similarity in the goods and services offered 

under this Class 42 and there is no similarity between the goods and services of 

Defendant’s Pending Mark and that of Opposer’s MAPMYRUN and 

MAPMYFITNESS registration and its MAPMYTRI, MAPMYHIKE, 

MAPMYRIDE, MAPMYWALK applications. 

(vi) Opposer has admitted to Defendant in writing that there are “substantial 

differences between the activities associated with the respective trade marks” 

(referring to the Defendant’s MAPMY registration in Australia and the 

Opposer’s then MAPMYFITNESS application in Australia). Opposer has also 
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proposed a coexistence agreement to Defendant by letter dated 18 September 

2009 (see Exhibit 1). 

(vii) Defendant holds 2 MAPMY trade mark registrations in Australia and did not 

oppose the Opposer’s application for mark, MAPMYFITNESS in Australia on 

the basis that Defendant believed its goods and services to be significantly 

differentiated in the market place and in no way confuses the market or any 

customer. In addition, Defendant accepted in good faith Opposer’s letter dated 18 

September 2009 stating Opposer’s view that there are “substantial differences 

between the activities associated with the respective trade marks” and that they 

can co-exist in the market place. 

(viii) Defendant has not experienced any market confusion with Opposer’s names and 

Opposer has never advised of any confusion and in fact has admitted in writing 

that there are “substantial differences between the activities associated with the 

respective trade marks” and has proposed a coexistence agreement to Defendant 

by letter dated 18 September 2009. 

(ix) The market and class of users for and use of Defendant’s goods and services 

differ significantly from that of Opposer’s goods and services under its registered 

and Pending Applications.  

(x) There are other registered marks with the word “mapmy”, namely mapmywealth, 

mapmypage. 

Defendant denies that if Defendant’s application to register MAPMY for goods and 

services as set out in Defendant’s application is allowed, Opposer would face irreparable 

harm on grounds that Defendant’s name when used on or in connection with its goods is 

not similar or confusingly similar with that of Opposer’s marks and Pending Application 
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and is not likely to cause confusion or to cause mistake or to deceive and as such will not 

cause any harm to Opposer.  

Defendant denies and disagrees that Defendant’s mark, MAPMY as applied for by 

Defendant is not proper subject matter for registration on grounds that Defendant has 

standing to file its application and the mark is of proper subject matter for registration. 

Defendant holds MAPMY registration in four (4) countries. 

12. Defendant denies Opposer has additional standing to file the Notice of Opposition dated 

November 8, 2011. Defendant holds MAPMY registration in Australia and three (3) 

other countries and has a legitimate standing to apply and file for registration of 

Defendant’s mark in the United States. Defendant denies Opposer’s submission that 

Defendant’s application has or will cause damage to Opposer. Opposer and Defendant 

currently coexist in Australia and under Opposer’s own written admission by letter dated 

18 September 2009 (see Exhibit 1) that there are “substantial differences between the 

activities associated with the respective trade marks” (referring to the Defendant’s 

MAPMY registration in Australia and the Opposer’s then MAPMYFITNESS application 

in Australia). Opposer has also proposed a coexistence agreement in Australia and in the 

United States covering its MAPMYRUN and MAPMYFITNESS registration and its 

pending applications (MAPMYTRI, MAPMYHIKE, MAPMYRIDE, MAPMYWALK) 

with the exception of its MAPMYMEDIA pending application which was filed in 

November 2011, at a date junior to Defendant’s filing date and date of first use in 

commerce for Defendant’s MAPMY application.  

 

NOW THEREFORE, for the reasons set forth above, Defendant respectfully submits that 

Opposer’s opposition to Defendant’s application for mark, MAPMY be dismissed and that 

Defendant’s application be approved for registration. 
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       By: /Andrew Smith/ 

Andrew Smith  

       Defendant 

       Suite 1, 37 Bundall Road 

       Surfers Paradise 

       QLD 4217, Australia 

       61 7 55047800 

       autrade@gmail.com 

       Dated: February 14, 2012 

 



































 

 

 

 

 

 

 

CERTIFICATE OF SERVICE – ANSWER TO NOTICE OF OPPOSITION 
Opposition No: 91202586 
MapMyFitness, LLC v. Andrew Smith 
Serial No: 79069678 
 

 

 

I hereby certify that a copy of these papers (Answer + Exhibit 1) have been served 

upon the attorney for the Opposer at their address on record on 14 February 2012 by 

registered international post (RR142852744AU). 

 

 

 

Signature:  /Andrew Smith/ 

Name:  Andrew Smith 

Date:  14 February 2012 

 
 


