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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Application of
Facebook, Inc.

Serial No.: 85/147,955
Mark: "FACEBOOK”

Opposition No. 91,202,494

JASON FEDORE,
Opposer,

V.
FACEBOOK, INC.
Applicant.

OPPOSER’S REPLY IN OPPOSITION TO FACEBOOK’S MOTION TO DISMISS

1. In the separate Opposition No. 91,202,245 (the * 245 Ac-
tion ") between the same parties, Facebook has created a claim or con-
troversy and asserts that the marks “FACEBOOK” and “FACEMEETING” are
confusingly similar regarding “dating services.” Opposer herein, and as
the defending Applicant in the 245 Action, disagrees.

2. In the 245 Action, Opposer herein and defending Applicant
therein claimed “dating services,” with a first date of use anywhere at
least as early as October 7, 2007, and a date of first use in inter-
state commerce at least as early as April 4, 2008.

3. Facebook filed the application at issue herein claiming
“dating services” on October 7, 2010, on an intent-to-use basis. Pri-

ority was averred to be an issue for determination. Opposition, 14.

4, Facebook merely states a trick of rhetoric, indeed, stating
that Opposer does not assert confusing similarity. But, the TTAB will

take notice of the 245 Action in which FACEBOOMHtself asserts confus-

ingly similarity. It is FACEBOOK's assertion in the 245 Action that

creates the real interest, claim or controversy upon which this opposi-

tion is based. !

! Opposer does not intend, per se, to cast aspersions onto Facebook.
Facebook’s actions are self-evident. If Facebook wants to assert fac-

tually that “Facebook” and any or all other marks with “Face” or

“Book,” such as “MYEWORKBOOK," are confusingly similar, so be it, but

the logic works both ways.



5. The very purpose of a registration is to afford precise
benefits to the registrant pursuant to law. The registration of the
application herein would confer upon Facebook specific statutory rights
and presumptions pursuant to the Lanham Act. It is the grant of these
rights that will damage Opposer because those new statutorily granted
rights will be asserted against the Opposer herein, and the defending
Applicant in 245 Action. The law recognizes the statutorily granted
rights as having legal effect and benefits to the registrant to the
detriment of others, including Opposer.

6. Facebook seeks a statement of the well-established legal
authority. According to the Trademark Trial and Appeal Board Manual of
Procedure:

303.03 Meaning of the Term "Damage"

The term "damage," as used in Sections 13 and 14 of the Act, 15
U.S.C. 88 1063 and 1064, concerns specifically a party's standing

to file an opposition or a petition to cancel, respectively. A

party may establish its standing to oppose or to petition to can-

cel by showing that it has a "real interest" in the case, that

is, a personal interest in the outcome of the proceeding and a
reasonable basis for its belief in damage. [Citations omitted]
There is no requirement that actual damage be pleaded and proved
in order to establish standing or to prevail in an opposition or
cancellation proceeding. [Citations omitted]

7. Ostensibly, neither the statute nor the TTAB require the
assertion of “confusing similarity” to maintain an opposition proceed-
ing.

8. Facebook’s claim and controversy that it asserts, and such
as it admits for this purpose, establishes Opposer’s real interest and
standing in this opposition; it is ripe and judiciable. Facebook’s
tricky logic that Opposer must concede confusing similarity of the
marks and thereby lose Opposer’s registration, or to allow Facebook to
gain a registration to use against Opposer in another proceeding, is
legally untenable, and worse, simply unfair.



9. Let us step back and take a hypothetical example, to illus-
trate the core framework of the issue presented:

a. On January 1, 1990, BookHeadAuto starts business in auto
sales;

b. On January 1, 2010, Facebook files an intent-to-use appli-
cation for registration in auto sales;

c. OnJanuary 1, 2011, BookHeadAuto files an actual use appli-
cation for registration in auto sales since January 1,
1990;

d. On January 1, 2012, Facebook opposes BookHeadAuto, claiming
confusing similarity regarding auto sales between Facebook
and BookHeadAuto;

e. BookHeadAuto sees the Facebook application ready for publi-
cation and threatens to oppose. BookHeadAuto does not be-
lieve that the marks are similar in use, but, if Facebook
gains the registration, Facebook will gain significant
statutory rights intended for use against BookHeadAuto.

f. Facebook asserts that the only way for BookHeadAuto to op-
pose Facebook is to concede that the marks are confusingly
similar. BookHeadAuto cannot make that assertion, even
though BookHeadAuto has priority, assuming similarity of
the marks. Facebook thereby acquires its registration and
uses the legal effect of the registration in Facebook’s op-
position against BookHeadAuto and any other basis afforded
by the Lanham Act. 2

10. It is FACEBOOK's own assertion in the 245 Action that cre-
ates the real interest, claim or controversy upon which this opposition
is based. The claim is real, ripe and judiciable. Facebook should be
estopped from contradicting itself.

WHEREFORE, Opposer believes that Opposer would be damaged by the
registration of the mark at issue herein and requests that Facebook’s
application be refused registration; that no registration be issued to
Facebook for the mark; and that this opposition be sustained in favor
of Opposer.

2Apart from judicial inefficiency, even assuming a later cancellation
action against the Facebook registration is not fair to BookHeadAuto,
since the registration itself changes burdens of proof, procedural is-
sues and affords the registrant with new statutory claims. The issuance
of the registration itself, in this context, creates the “real interest”
in the case and standing, and the judiciability is admitted by the ac-
tion initiated by Facebook itself.
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